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SUMMARY 

The Tegernsee Experts Group was entrusted earlier this year by the Tegernsee Heads 
with the carrying out of 4 studies focusing on 1. Grace period; 2. 18-month publication; 3. 
Treatment of conflicting applications and 4. Prior user rights. The present document 
provides an update on the Tegernsee Process as well as short summaries of the studies 
which were presented to the Tegernsee Heads at their meeting on 4 October 2012. 
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I. INTRODUCTION 

1. Within the framework of the so-called "Tegernsee Process", which is focused on 
issues of substantive patent law harmonization, in April 2012, the Tegernsee 
Heads entrusted the Tegernsee Experts Group ("TEG") with the carrying out of 
4 technical, fact-finding studies focused on 1. Grace period; 2. 18-month 
publication; 3. Treatment of conflicting applications; and 4. Prior user rights (see 
Annex II).  

2. The experts presented their studies to the Tegernsee Heads at the third meeting, 
which took place on 4 October 2012 in Geneva. The European delegations (DE, 
DK, FR, UK and EPO) indicated that they would inform the member states of the 
European Patent Organisation regarding the results of the studies at the earliest 
opportunity. The studies were thus presented at the 42nd Committee on Patent 
Law on 9th October 2012 (as document CA/PL 12/12).  

3. As per the Tegernsee Heads Meeting III Statement, (appended as Annex I), the 
Heads agreed that the next step in the Tegernsee process should be to conduct a 
broad consultation of the users in all three regions, based on the detailed studies 
at hand. The results of the consultations should be collated by the TEG, analysed 
and presented to the Heads at a meeting to be called in the first half of 2013. 

4. The TEG stayed within the strict boundaries of its fact-finding mandate. The 
studies contain neither recommendations for harmonization, nor a collective 
endorsement of what might be viewed as best practice. Moreover, as every 
delegation was entitled to express its views, the studies cannot be construed as a 
set of collectively agreed statements. 

5. Given the bulk of the documents, an unofficial summary pointing out salient 
aspects of the studies has been drawn up, without purporting to be complete. 

II. STUDY ON GRACE PERIOD 

6. The grace period study contains a description of the systems existing in the US, 
Japan and under the EPC, arguably a timely, appropriate exercise since both 
Japan and the US have amended their grace period provisions in the last year. 
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7. Japan has a grace period of 6 months from filing, subject to a declaration 
requirement, with prior user rights accruing until the priority or filing date, but 
where derivation from the patentee is precluded. Pre-filing disclosure of an 
independent invention by a third party destroys novelty. The former provision was 
deemed overly restrictive, with inconsistencies in treatment depending on the 
manner of the disclosure and whether academic societies had applied for 
designation with the Commissioner of the JPO or not. In 2011, the grace period 
provision was amended to broaden its scope to any disclosure resulting from the 
subsequent applicant and those disclosures occurring against the will of the 
person entitled to file.  

8. The US contribution was descriptive and theoretical, since the relevant provisions 
of the America Invents Act 2011 ("AIA") will only enter into force in March 2013. 
When they do, the AIA will provide a grace period of unprecedented breadth, 
gracing both pre-filing disclosures of the applicant's invention, by him or third 
parties, within 1 year prior to the priority or filing date, but also intervening 
disclosures of independent inventions by third parties after the first disclosure (by 
the subsequent applicant). The report quotes extensively from Congressional 
legislative materials, showing that the intent is to keep the grace period as it 
existed under the first-to-invent system, within a first-to-file context. 

9. The EPC defines two narrow “non-prejudicial” disclosures within 6 months prior to 
the filing of a European patent application: if resulting from: (1) An evident abuse 
of the applicant; or (2) Exhibition at an International Exhibition falling within the 
purview of Art. 55(1)(b) EPC. No wilful disclosure prior to filing by the applicant or 
his predecessor in title is graced.  

10. The policy underpinnings of the grace period in both the US and Japan focus on a 
need to facilitate research collaboration and early disclosure of research results, 
allowing time to obtain critical funding and to perfect the invention, with universities 
and SMEs perceived to be the main beneficiaries.  

11. The JPO provided input as to the operational impact of administering a grace 
period. Where the office action refers to cited prior art which the applicant believes 
has been derived from his own invention and should thus be graced, the applicant 
will respond and argue accordingly. The JPO opines that there is no additional 
work involved in administering a grace period under their system.  
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12. Abundant statistical data regarding use of the grace period (under the former 
provision) was contributed by the JPO, showing that around 1500 applications 
invoked the grace period in FY 2011. Under the new, broader provision, this 
number seems to have risen considerably, though it is too early to draw definitive 
conclusions.  

13. In addition, the JPO conducted an extensive user survey, which confirmed that 
SMEs and universities used the grace period most frequently. Large companies 
operate under strict non-disclosure policies, but use the grace period in case of 
error. Lack of knowledge about the patent system, lack of financial resources and 
the need for a safety net in case of errors were the main grounds justifying the 
grace period. Some users stressed that non-disclosure prior to filing was 
preferable, concern was expressed that the trend towards using the grace period 
might become stronger, and it was noted that pre-filing disclosure entailed some 
risk for the inventor. 

14. The EPO reported on input received in two consultations held in 2011, which 
suggest that European users are evenly divided between those supporting the 
grace period, those opposing it and the non-committed.  

15. The study suggests that further investigations might be beneficial, inter alia on 
duration, declaration/prescribed procedures and the scope of the grace period. A 
statistical survey on the impact of the new Japanese law is also suggested as well 
as studies aiming to better understand the needs of each user sector (particularly 
universities and SMEs) in each jurisdiction and finally, a cost/benefit analysis of 
different options in defining the grace period. 

III. STUDY ON 18-MONTH PUBLICATION 

16. All the patent systems represented within the Tegernsee process provide for 
mandatory publication of applications at 18 months from filing or priority, except 
the US, which allows applicants seeking only US protection to "opt out" and 
request non-publication of their application. In addition, early publication at the 
request of the applicant is available in all systems, with provisional protection 
granted as of such publication.  

17. The EPO pointed out the link between measures designed to give applicants early 
information regarding the patentability of their inventions, in time to make an 
enlightened decision as to whether to proceed or withdraw prior to publication and 
a system of mandatory publication of applications at 18 months.  
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18. The study noted the systemic impact of the introduction of 18-month publication: 
(1) provisional protection upon publication; (2) early assessment of prior rights - 
through the definition of conflicting applications as earlier filed applications having 
been published, as opposed to waiting until grant; (3) the opportunity to file pre-
grant third party observations. 

19. The European and Japanese delegations agreed on the policy justifications for a 
mandatory rule: it minimizes the social costs of the patent system through allowing 
earlier access to new technology which may be built upon, reducing duplication of 
R&D efforts, and allowing industry to identify early whether new technology may 
be freely adopted or not. "Submarine patents" are also minimized, thereby 
enhancing legal certainty.  

20. The policy concern behind the US "opt out" provision is that if the invention is 
published at 18 months, and the patent is not granted, the applicant no longer has 
the option of trade secret protection, which is considered unfair. Moreover, the 
USPTO questions whether a "one-size-fits-all" 18-month rule is appropriate in all 
technical sectors. 

21. The USPTO contributed interesting data regarding the number of applications 
which remain secret. In 2009, only 5,93% of applicants "opted out", so that 19 796 
applications remained unpublished that year, a decreasing trend. Detailed 
information was also provided regarding the distribution of opting-out requests, 
which are spread, with variations, across all technological sectors. 

22. It is suggested that the TEG might explore operational measures to improve early 
information to applicants so as to reduce opting-out (eg. accelerated examination, 
office prioritization of dossiers, etc.). The USPTO also insisted that the Tegernsee 
Group "may also wish to consider whether there is a need for further international 
alignment on this issue at all", and suggested that possible delayed publication 
options (e.g. until the first office action has been received, etc) might be explored.   

IV. TREATMENT OF CONFLICTING APPLICATIONS 

23. The treatment of conflicting applications (ie earlier filed applications published on 
or after the filing or priority date of the subsequent application being examined), is 
different at the EPO, USPTO and JPO. The purpose of these rules is to ensure 
that patents are granted to the first to file, prevent double patenting and allow the 
protection of incremental improvements of inventions, which form a cornerstone of 
the innovation process.  
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24. In Europe, such applications are relevant to the examination of novelty only, 
without anti-self collision. In the US, conflicting applications are relevant for both 
novelty and inventive step, subject to anti-self collision and the practice of terminal 
disclaimers. In Japan, such applications are relevant for a conception of novelty 
encompassing minor differences, provided the inventions are "substantially the 
same", but are not relevant for inventive step, with anti-self collision applying.  

25. For PCT applications, there are differences in terms of the time and conditions 
under which they are considered to be conflicting applications: in Japan and under 
the EPC, such applications must first enter into the national/regional phase, 
(meaning that they have been translated), whereas in the US, under the AIA, PCT 
applications will form part of the secret prior art as of their priority or filing date. 

26. Statistical data shows that at the EPO and JPO, conflicting applications are 
relevant to between 2 and 7 % of applications, depending on the field of 
technology. The US provided (somewhat older) figures, showing that between 10 
and 50 % of refusals issued were based on conflicting applications. Thus, no direct 
comparison could be effected between the statistical data of the three blocs. 

27. The EPC provision is designed to have the minimum necessary effect to avoid 
double patenting. The rule applies to all equally regardless of the identity of the 
applicant and it is considered by European users to be simple, fair and predictable, 
as well as balanced and well-tailored to the first-to-file system, as it does not give 
huge advantages to the first filer. However, it does allow for patents for inventions 
which are technically close to issue to different applicants. 

28. The anti-self-collision rule in Japan is viewed as necessary to palliate the dangers 
of lack of coordination between branches of large companies. A broader notion of 
novelty is applied to conflicting applications to ensure greater distance between 
different right-holders, but allowing conflicting applications to be relevant to the 
examination of inventive step is deemed to be too severe for applicants.  

29. The US concludes that its system is the most stringent in terms of ensuring that a 
sufficient technological gap exists between different right holders. Its users 
consider that the US rules should form the international norm. However, the 
argument that this approach reduces "thickets" is not persuasive in Europe, since 
the anti-self collision provision also allows for a proliferation of rights, albeit 
granted to the same applicant, which also may cause "crowding" in a field. The 
fact that anti-self-collision advantages the first-filer is considered a positive 
element in the US. 
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30. The benefits of harmonizing the rules on the treatment of conflicting applications in 
terms of work-sharing are limited by the fact that the pool of co-pending 
applications is different in every office. However, since patent-family members 
within the IPS jurisdictions are on the rise, this increases the work-sharing 
potential of a harmonized rule. 

31. From a harmonization perspective, the Tegernsee Offices are aligned with regard 
to the definition of a conflicting application and the effect of the priority right 
(reflecting the elimination of the Hilmer doctrine by the AIA in the US).  

32. Should it be deemed appropriate to engage in further fact-finding investigations, it 
is suggested that: (1) An empirical study could be carried out, identifying a 
small number of PCT applications which have proceeded to grant at the JPO, 
USPTO and EPO, against which another PCT application (also pending in all three 
offices) has been cited as prior art, to compare the actual outcome of the different 
rules; (2) The issue of co-pending conflicting PCT applications and their time of 
entry into the prior art could be further investigated. Adopting a rule aligned on the 
AIA would create an common pool of PCT secret prior art, helpful to offices in a 
work sharing context, but several practical and policy issues would have to be 
carefully weighed.  

V. STUDY ON PRIOR USER RIGHTS 

33. Prior user rights ("PURs")are an enforcement issue, not a pre-grant issue. Thus, 
all the national laws of the Tegernsee delegations provide a form of PURs, but not 
the EPC. The prior user rights paper gives an overview of the substantive element 
of this right in all jurisdictions, effects a comparative analysis of the various 
elements and proposes areas of further empirical study. 

34. The policy considerations underpinning PURs are two-pronged: (1) it is unfair to 
stop someone from doing that which he did before the application was filed, and 
(2) it is economically inefficient not to protect investments made by the prior user. 

35. Most jurisdictions provide that for PURs to accrue, either actual use of the 
invention must have occurred or "effective and serious" preparations to use the 
invention have been made (DE, DK, UK, JP). There are two exceptions to this: FR, 
which founds the right on "prior personal possession" of the invention, and the US, 
which requires actual use and does not bestow PURs for preparations to use. The 
AIA also provides that PURs cannot be  invoked against patents held by 
universities or affiliated technology transfer organizations. 
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36. In DE, DK, FR, JP and UK, the critical date by which all the conditions for the right 
to accrue must be met is the priority or filing date. In the US, commercial use 
giving rise to such rights must take place one year before the earlier of either (1) 
the priority or filing date or (2) any graced pre-filing disclosure. 

37. All jurisdictions require that prior acts grounding the PURs be done in good faith 
(explicit statutory requirement in US, UK, FR; required by courts in DE and JP; 
must not constitute "evident abuse" in DK). In addition, JP and US law specifically 
prohibit the accrual of PURs where the invention is derived from the patentee. 

38. Further, all jurisdictions (1) require that the acts grounding PURs occur within the 
country or territory to which the patent statute applies (2) place limitations on the 
transfer of PURs, which can only be transferred along with the business within 
which the rights accrued and the invention is worked. 

39. Empirical data concerning the assertion of these rights in practice is difficult to 
obtain. The JPO mentions that since 1960, there have been 90 court cases, FR 
mentions 11 since 2003 and the UK 11 since the enactment of the section in 1977. 

40. Based on the areas of divergence identified, the study recommends that user 
surveys be carried out on the aspects of (1) How are PURs used in Industry; (2) 
How frequently are PURs used; and (3) What is the perceived value of PURs. 

VI. NEXT STEPS WITHIN THE TEGERNSEE PROCESS 

41. At the 42nd meeting of the Committee on Patent Law, it was proposed to organise 
user consultations based on the TEG studies at both national and regional levels. 

42. In particular, in line with the Tegernsee III Statement, the TEG proposes to 
elaborate a common basic questionnaire, which would be distributed also to all 
EPC Contracting States. The objective of the common questionnaire would be to 
gather user input from the three TEG regions which could then be usefully 
compared. This would in no way limit the flexibilities of the TEG delegations to 
devise additional measures of user consultation adapted to their own jurisdiction. 
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43. The Committee on Patent Law concluded that it would be appropriate for its 
delegations to have the opportunity to hold substantive discussions on the 4 
studies presented. It was also agreed that the delegations would consult their 
users, and submit the results of consultations as well as their own comments 
regarding the studies in writing to the EPO, in a timely manner for the materials to 
be collated and a document issued within the prescribed time limits, prior to a 
Committee on Patent Law meeting to be called in the spring. 

44. Following such meeting, the TEG would, in turn, report on the outcome of the user 
consultations in all three regions to the Tegernsee Heads within the first half of 
2013. 

VII. RECOMMENDATION FOR PUBLICATION 

45. Yes 



 

CA/106/12 e 9/155 
LT 1805/12 - 122840007 

ANNEX 1 TEGERNSEE HEADS MEETING III STATEMENT 

 
The third "Tegernsee Heads" Meeting, attended by Heads of Offices and representatives 
from the USA, Denmark, France, Germany, UK, Japan, and the EPO, took place in 
Geneva on 4 October 2012, to consider the fact-finding work carried out by the Tegernsee 
Experts Group on issues concerning patent law harmonization, and agree on further steps 
within this process. 
 
Against this background, the participants considered technical fact-finding studies 
undertaken by the Tegernsee Experts Group on four issues: 
 
  1. Grace period  
  2. 18-month publication  
  3. Treatment of conflicting applications  
  4. Prior user rights  
 
In addition, the participants took note of the ongoing work of the Experts Group in distilling 
the Aggregate Matrix Document of comparative law and practice regarding key 
harmonization issues into a comparative table, to serve as a reference document for 
further discussion.   
 
The European delegations shall report on the work of the Tegernsee Experts Group to the 
member states of the European Patent Organisation at the earliest opportunity and consult 
them on the outcome of the studies.  
 
The participants agree that, thereafter, the next step should be wide dissemination of the 4 
Tegernsee Expert Group studies and the holding of consultations, including regional 
roundtables, with a broad cross-section of stakeholders regarding these studies. It was 
further agreed that the Expert Group would immediately begin work on the development of 
a basic, non-limiting, questionnaire template to facilitate comparison of stakeholder input. 
 
The participants agree that the results of these consultations will be presented to the 
Tegernsee Heads at the next meeting, to be considered in informing future decisions 
regarding the work of the Group. 
 
It was further agreed that EPO will host the next Heads of Offices meeting in the first half 
of 2013.  
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ANNEX 2 4 STUDIES 
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Tegernsee Experts Group 
24 September 2012 

 
STUDY MANDATED BY THE TEGERNSEE HEADS 

 
GRACE PERIOD 

 
Outline 

 

Introduction 

 

Part I: Common Ground and Points to be discussed 

 

1. Grace Period in Tegernsee member country/region 

A. EP 

  (1) EPC 

i. Legal framework 

  ii. Origin of the provision and policy background 

(2) Other EPC countries 

 

B. JP  

  i. Legal requirements 

  ii. Background of policy and legal system 

  iii. Practice in examination of patent application requesting for grace 

period 

 

C. U.S 

  i. Legal requirements 

  ii. Background of policy and legal system 

 

2. Summarizing Common Ground and Points to be discussed 

1) Duration of grace period 

2) Declaration or Prescribed Procedures 

3) Type of Disclosure covered by Grace Period 

4) How to deal with disclosure of an invention made independently by 

the third party  
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Part II: Consideration of Best Practice 

 

1. Changes in Grace Period system in each country/region 

A. EP  

B. JP  

C. U.S  

 

2. Current Status of usage of grace period in Tegernsee member 

country/region 

A. EP 

B. JP  

C. U.S  

 

3. Opinions from users 

A. EP 

B. JP 

C. U.S 

 

4. Consideration on the Point to be discussed 

1) Duration of grace period 

2) Declaration or Prescribed Procedures 

3) Type of Disclosure covered by Grace Period 

4) How to deal with disclosure of an invention made independently by 

the third party  

 

5. Conclusion and Next Step 
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Introduction 
 
A grace period is a period of time before the date of filing a patent application for an 
invention during which certain kinds of disclosure of the invention would be deemed as 
not destroying the novelty of the invention. Disclosures of this nature are usually 
referred to as “non-prejudicial disclosures”. 
 
Most of the countries/regions have introduced a grace period in their patent systems, but 
its implementation varies in each of them.  From the viewpoint of applicants, the 
differences in the implementation of a grace period cause a problem that a grace period 
can be applied to obtain a patent in some countries/regions, but not in other 
countries/regions when filing applications and seeking for patents on the same 
inventions in multiple countries/regions. Furthermore, this situation causes the problem 
that the disclosed inventions may be utilized by the third party without any limitations 
in such other countries/regions having no grace period.  
  
In addition, from the viewpoint of patent offices, since such differences can lead to 
different outcomes regarding the patentability of inventions in different offices, it may 
become an obstacle to promoting worksharing among the offices. 
 
The various elements of patent harmonization have been repeatedly discussed, but 
harmonization of the issue of the grace period still remains one of the most important 
and difficult issues.   
 
This report will compare the systems of Europe, Japan and the U.S. and sort out 
common grounds and discussion points in “Part I: Common Ground and Points to be 
discussed,” and then consolidate other useful information in “Part II: Consideration of 
Best Practice,” discussing best practices with an eye on further discussion toward 
harmonization of grace period.   
 
 

Part I : Common Ground and Points to be discussed 
 
1. Grace Period in Tegernsee member country/region1 
 

A．EP 
 
(1) EPC 

 

 i. Legal framework 

 

 1) "Non-Prejudicial" disclosures 
                                                  
1 With Grace Period in other countries than Tegernsee members, please refer to 
Appendix A. 
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The EPC provides a grace period of 6 months, albeit a very restricted one, which does 
not apply to willful disclosure by the inventor/applicant or his successor in title, other 
than in the narrow setting of a recognized international exhibition.  
 
Article 55(1) EPC graces two types of "non-prejudicial disclosures", whereby the 
invention may have been made available to the public in an enabling manner by a third 
party and thus, would fall within the purview of Art. 54 EPC, but are nevertheless 
removed from the ambit of that provision where the disclosure was due to or a 
consequence of (1) an evident abuse in relation to the applicant or his legal predecessor 
(Art. 55(1)(a) EPC), or (2) a displaying of the invention "at an official, or officially 
recognized international exhibition" falling within the terms of the Paris Convention on 
international exhibitions (Art. 55(1)(b) EPC).  
 
(i) Disclosures resulting from an evident abuse of the applicant 
 
To fall within the purview of Art. 55(1)(a) EPC, the third party having published the 
invention must have derived the knowledge of the invention directly from the 
subsequent applicant or his predecessor in title.  
 
In the case where a pre-filing disclosure of the invention is effected by a third party as a 
result of an evident abuse in relation to the applicant, the applicant has the burden to 
show on a balance of probability that such abuse has occurred (See EPO Board of 
Appeal decision T436/92). According to decision T 291/97, a finding of an evident 
abuse under Article 55(1)(a) EPC is a serious matter, with abuse not to be presumed. 
The Board held that the standard of proof indicated by the words "evident abuse" was 
high: "the case must be clear cut and a doubtful case will not be resolved in favour of 
the applicant". 
 
According to decision T 173/83, there would be evident abuse within the meaning of Art. 
55(1)(a) EPC, if it emerged clearly and unquestionably that a third party had not been 
authorized to communicate to other persons the information received. In the Board's 
opinion, there would be abuse not only when there is the intention to harm, but also 
when a third party, knowing full well that it is not permitted to do so, acts in such a way 
as to risk causing harm to the inventor, or when this third party fails to honor a 
declaration of mutual trust linking him to the inventor.  
 
In decision T436/92, the Board held that the term "evident abuse" in Art. 55(1)(a) EPC 
showed that "mere negligence or breach of confidentiality" would not suffice to meet 
the requirements of the provision. Deliberate intention to harm the other party would 
constitute evident abuse, as would probably also knowledge of the possibility of harm 
resulting from a planned breach of this confidentiality. The state of mind of the "abuser" 
was held to be of central importance to the determination of "evident abuse" under Art. 
55(1)(a) EPC. This echoes the position in decision T585/92, in which a patent 
application was filed in Brazil, claiming priorities which were then withdrawn, which 
should have resulted in a later publication date. The patent application was then 
erroneously published early by the NPO. The Board held that the publication of the 
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invention by a government agency as a result of an error was not of necessity an abuse 
in relation to the applicant within the meaning of Art. 55(1)(a) EPC, "however 
unfortunate and detrimental its consequences may turn out to be".  
 
On the other hand, it may be gleaned from obiters in decision T436/92 that the Boards 
would be prepared to find evident abuse in relation to the applicant even where the 
confidentiality agreement in question was not actually signed, but only tacitly agreed to. 
 
In principle, there is no restriction as to the type of disclosure which has occurred. It 
may be an oral presentation, a document, a prior public use etc.  
 
Finally, it may be noted that if the unauthorized disclosure occurs as the result of the 
publication of a European patent application which has been filed by an third party 
having unlawfully appropriated the invention, Art. 61 EPC will apply, allowing the 
inventor to assert his rights based on the application. 
 
(ii) Official or officially recognized International Exhibitions  
 
The scope of Art. 55(1)(b) EPC is extremely narrow. The provision does not enable the 
Office to "officially recognize" a Conference for the purposes of Art. 55 (1) EPC of its 
own volition. The purview is confined to those rare exhibitions taking place under the 
auspices of, or recognized by, the "Bureau International des Expositions". The EPO lists 
the international exhibitions relevant for the application of Art. 55(1)(b) EPC in its 
Official Journal. Currently, three expositions qualify: one taking place in Venlo(NL), 
one in Yeosu (KR) and a third which will take place in Milan (IT) in 2015. (See OJ EPO 
2012, 342).  
 
The paragraph was originally included in the EPC to be in line with existing 
international obligations under the Paris Convention on International Exhibitions and 
analogous provisions contained in the Strasbourg Patent Convention of 1963, but 
appears today to be largely lettre morte. 
 
 2) Duration 
 
Such non-prejudicial disclosures must have occurred no earlier than 6 months preceding 
the filing of the European application. It should be emphasised that, according to 
decisions G3/98, (OJ EPO 2001, 62) and G2/99, (OJ EPO 2001, 83) of the EPO's 
Enlarged Board of Appeal, the relevant date is the actual filing date of the European 
patent application. Thus, even where priority of an earlier application is claimed, the 
European application must still have been filed within 6 months of the non-prejudicial 
disclosure for Art. 55(1) EPC to apply.  
 
 3) Formalities 
 
Where the invention has been displayed in an international exhibition falling within the 
narrow purview of Art. 55(1)(b) EPC, Art. 55(2) EPC requires that the applicant make a 
declaration to that effect upon filing. Pursuant to Rule 25 EPC, the applicant must then 
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file within 4 months of the filing of the European application, a certificate of exhibition 
in support of his statement, issued by the authority responsible for IP at that exhibition, 
which must identify the invention, state that the invention was in fact displayed at the 
exhibition and indicate the date on which the invention was first disclosed. The 
Examining Division will assess the matter of the identity between the invention 
displayed and the application under examination (Guidelines for Examination in the 
EPO, B VI-3, 5.5). 
 
There are no declaration formalities associated with the application of Art. 55(1)(a) EPC. 
Where an examiner finds a reference which might fall within the purview of Art. 55 
EPC, this reference must be cited in the search report. The matter of evident abuse in 
relation to the applicant pursuant to Art. 55(1)(a) EPC will generally only be raised after 
the search report and written opinion have been transmitted to the applicant, and the 
Examining Division will then investigate the matter ((Guidelines for Examination in the 
EPO, B VI-3, 5.5). 
 
 4)  Effect 
 
The effect of Art. 55 EPC is that the non-prejudicial disclosure is not included in the 
state of the art as provided by Art. 54 EPC, and thus will not destroy novelty of the 
invention contained in the application subsequently filed. Although there is no decision 
to this effect, it appears coherent that the protection afforded will remove the disclosure 
from the state of the art for the evaluation of inventive step as well. 
 
However, since the wording of the provision states that the disclosure in question should 
have occurred "no earlier than" 6 months preceding the filing of the application (rather 
than "within" 6 months preceding), an application for the invention which has been 
unlawfully filed prior to, but published on or after the date of filing by the rightful 
applicant, will not constitute a prior right under Art. 54(3) EPC. 
 
Finally, this protective effect extends to any subsequent publication or use of the 
invention by third parties, which has been derived from the original non-prejudicial 
disclosure falling within the purview of Art. 55 EPC. 

 
 ii Origin of the provision and Policy Background  
 
The "travaux préparatoires" pertaining to the adoption of Art. 55 EPC are eloquent in 
terms of the policy considerations and the objectives pursued in framing the provision.  
 
When the "Patents Working Party" took up the issue of pre-filing disclosures in 1961 
with regard to the draft EPC, the Committee of Experts of the Council of Europe was 
already discussing the issue in regard to the draft Strasbourg Patent Convention, which 
was concluded in 1963. The draft provision for the EPC initially considered was in line 
with the "Strasbourg" draft of Art. 4(4). Thus, the basic concept considered from the 
outset was that of non-prejudicial disclosures, rather than a grace period per se, despite 
the fact that the draft was being discussed in a mixed landscape in Europe. At that time, 
Austria, Germany, Italy, Switzerland, and the UK all had grace periods, but other 
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European countries did not.  
 
Pursuant to Art. 11 of the Paris Convention, countries were under the international 
obligation to provide a "temporary protection" to inventions which were exhibited at 
"official or officially recognized international exhibitions". Both Art. 11 of the Paris 
Convention and draft Art. 4(4) of the Strasbourg Convention would have allowed a 
more generous definition of non-prejudicial disclosures. The issue of providing a 
broader scope was briefly considered (See inter alia proposal by FI, M/12, 4 April 
1973) but then rejected on the grounds that, where such protection existed in Europe 
which did not exist in non-contracting states, this would give inventors a false sense of 
security leading them to lose their rights if they filed in those countries. It appears to 
have been mainly for this reason that only a very limited protection was adopted in 
terms of pre-filing disclosures.  
 
At the Diplomatic Conference in Munich in 1973, the FI and NO delegations observed 
that the application of the provision would be so rare that it might be appropriate to 
cover a wider range of exhibitions, and allow governments to designate exhibitions as 
falling within the purview of the exception. The proposal was roundly rejected. The FR 
delegation stated unequivocally that inventors should be advised to patent their 
inventions before disclosing them in any way. The UK refused to consider a departure 
from the definition of novelty contained in the Strasbourg Convention, and expressed 
doubt as to whether even this narrow exception "was still appropriate in modern times". 
DE, NL and BE also opposed the proposal, which was then withdrawn (See M/PR/I, 
p.30, Nos. 70-76). 
 
The main objection to a broader concept was that delegations favoured legal certainty, 
but from the point of view of the interests of the inventor/applicant (See also (See 
M/PR/G, p.184). 
 
This is interesting, since today, the main policy objection invoked in Europe against the 
adoption of a grace period is that it creates legal uncertainty for third parties, which may 
find it difficult to ascertain the state of the art in regard to the application or patent of a 
competitor, if pre-filing publications which would be novelty-destroying are later found 
to be graced. The simplicity and legal certainty offered by the EPC in terms of the 
definition of prior art is considered by European users to be one of the most attractive 
aspects of the European patent system. 
 
A grace period also makes the work of patent offices more complicated, which, in times 
of backlogs and work-sharing, implies policy issues of systemic relevance. At the EPO, 
given the extremely narrow range of declarations filed in relation to Art. 55 EPC, the 
application of the novelty requirement for searchable prior art is simple: where the date 
of publication of a document is prior to the filing or priority date of the application, 
inclusion into the state of the art may be ascertained from the face of the document. 
Where a grace period exists, other issues may become pertinent, such as the origin of 
the disclosure, or whether the invention thus disclosed is that of the subsequent 
applicant's. These may require additional office actions, which impact on the duration 
and efficiency of the procedure. 
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Another argument which has been advanced recently is that, for inventors who are 
uneducated in regard to the patent system, the message "do not publish prior to filing", 
is simpler to impart than that of the functioning of the grace period, including the time 
limits involved in later filing and the complications which may arise from pre-filing 
publication, such as where third parties publish relevant prior art in the interval.  
 
Still, it must be mentioned that some European users claim that the European Patent 
System does not dovetail with the realities of scientific research in an optimal manner, 
and it has been suggested recently that too little may be known about the needs of SMEs 
in Europe on this issue. 
 

(2) Other EPC countries 
 
     a) DK 

The Consolidate Patents Act does not provide for a grace period as such but 
contains provisions on non prejudicial disclosures in section 2(6). These 
provisions are drafted as an exemption to the novelty requirement and imply that 
disclosure of an invention 6 months prior to the filing date is not taken into 
account if the disclosure is the result of: 
 

(1) an evident abuse in relation to the applicant or his legal predecessor or 
(2) the fact that the applicant or his legal predecessor has displayed the 

invention at an official, or officially recognised , international exhibition 
falling within the terms of the Convention on International Exhibitions, 
signed at Paris on 22 November 1928 

 
The first exemption was introduced as a new provision in the Danish Patents Act 
in 1967; the second was introduced on the basis of the Paris Convention of 1928. 

 
     b) DE 

From the German point of view it is important to stress that the EPC does not 
provide for a Grace Period. Art. 55 EPC merely provides for two types of 
non-prejudicial disclosures. In contrary to a Grace Period, these provisions only 
aim (1) to protect the applicant from abuse by a third party and (2) to give the 
applicant the chance to display the invention at an official, or officially 
recognized, international exhibition falling within the terms of the Paris 
Convention on international exhibitions. The concept of exceptionally 
non-prejudicial disclosures does not generally grant grace to disclosures prior to 
the application. 

 
     c) FR 

There are two cases where the disclosure of the invention before the date of 
filing of the application is not destructive of the novelty: the abuse committed by 
third parties and the display of the invention during an official or officially 
recognized exposition. 
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Article L611-13 For the application of Article L611-11, Intellectual property code (IPC) 
a disclosure of the invention shall not be taken into consideration in the following two 
cases: 
— if it occurred within the six months preceding filing of the patent application; 
— if the disclosure is the result of publication, after the date of that filing, of a prior patent 

application and if, in either case, it was due directly or indirectly to: 
a) An evident abuse in relation to the applicant or his legal predecessor; 
b) The fact that the applicant or his legal predecessor had displayed the invention at 

an official, or officially recognized, international exhibition falling within the 
terms of the revised Convention on International Exhibitions signed at Paris on 
November 22, 1928. 

 
However, in the latter case, the displaying of the invention must have been declared at the 
time of filing and proof furnished within the time limits and under the conditions laid 
down by regulation. 

 
     d) UK 

(Please refer to UK’s section in “1. Changes in Grace Period systems in each 
country/region” of Part II.) 

 
B．JP 
i. Legal Requirements  
1) Duration 

6 months 
The duration is calculated from the date of filing.  Even for an application 
claiming a priority under the Paris Convention, the duration is calculated from 
the date of filing with the JPO.   

 
2) Declaration (or Procedures) 
     Where the disclosure of invention falls under the case of “(a)” of the following 

section (3), an applicant seeking for a grace period should take the procedures 
of (A) and (B) below.  

        (A) An applicant needs to submit a document describing that he/she wants 
to receive the application of grace period, at the time of filing. 

        (B) An applicant needs to submit a proof document to show that the 
invention was made public by the act of the person having the right to 
obtain a patent, within 30 days from the date of filing.   

 In the document for (B), for example, in the case of disclosure through printed 
publications, the issuance date and title of the publications, the publisher, and 
the content disclosed in the printed publications should be described. 

 
3) Type of disclosure covered by grace period  

  (a) Inventions that have become made public as a result of the act of the person 
having the right to obtain a patent (excluding what has become publicly known 
through the gazettes of invention, utility model, design and trademark) 

* The types of disclosure of invention to be covered by the provision of grace 
period are not subject to any specific limitations 

Examples: 
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  Disclosure of the invention: 
 through conducting tests 
 in printed publications 
 through electric telecommunication lines (in other words internet) 
 through presentation at a meeting (academic conferences, seminars, 

etc.) 
 by displaying at exhibitions 
 through sales or distributions 
 by announcing at press conferences, or by appearing on live TV or 

radio 
(b) Inventions that have become made public against the will of the person 
having the right to obtain a patent 

 
ii. Background of policy and legal system 

Inventions that have been disclosed and thus have lost their novelty before filing, 
in principle, cannot be patented.  However, if any inventions cannot be patented 
without exception after being made public by the inventors themselves, this would 
be too severe for them.  What is more, applying this principle too strictly may be 
in turn be against the spirit of law to contribute to the development of the industry.   

Therefore, the Japanese Patent Law defines the special relief measure for 
inventions which meet the prescribed requirements, in order to treat them 
exceptionally as not losing the novelty, even in cases where they have been 
disclosed (or made public) prior to filing (Japanese Patent Law, Article 30). 

 
 1) Duration 

For researchers at universities and other public research institutes, there is an 
incentive to immediately make presentations of their findings through academic 
journals or at academic conferences to make research outcomes available as soon 
as possible for the sake of the public interest and for their career-building.  After 
making the invention public, a researcher may file a patent application with further 
empirical results, and therefore, there is a need to ensure that the grace period is 
sufficiently long.  

In the meantime, if the grace period is too long, there may be an increase in 
risks that further burdens would weigh on third parties in monitoring whether the 
disclosed invention can be used or not. At the same time, the third party may file a 
patent application or make a presentation independently during the periods from 
publication to filing an application, which may consequently make the applicant 
unable to obtain a patent.   

Therefore, taking into account striking a good balance between applicants’ 
(researchers’) needs and the third party’s monitoring burdens, or considering 
harmonization with the system in other countries, the grace period was set at 6 
months in the Japanese Patent Law.   

At the time of the revision of the Patent Law in 2011, discussions took place as 
to whether to maintain the grace period of 6 months or extend the period to 12 
months. As a result, it was concluded that changes to the duration of grace period 
should be decided while considering the trend of international discussions and it 
was premature to change the existing grace period. 
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 2) Declaration (Procedures) 
Since the grace period system was originally designed as a special relief 

measure under the first-to-file system, it is necessary for those who want to 
receive such exceptional relief to submit a request in writing to invoke it, along 
with a proof document to demonstrate exactly which invention was disclosed 
before the filing.   
   If such declarations were not required, it could not be clearly determined 
whether or not the information that has been disclosed before the filing could have 
impact on patentability of the application, which would damage the predictability 
for third parties regarding whether or not the invention in the patent application 
could be patented.   
   Simultaneously, since it is reasonably assumed that applicants sufficiently 
acknowledge what was disclosed, it is hardly considered that the act of submitting 
documents creates an undue burden on applicants. 
   Of course applicants do not need to file the documents mentioned above in a 
case where the invention was made public against the will of the person having the 
right to obtain a patent, because it is reasonably assumed that the applicant may 
not be aware that the claimed invention has been the object of such unauthorized 
disclosure.  

 
 3) The Scope of Grace Period 

The reason to apply the grace period to all the inventions that have been 
disclosed as a result of the act of the person having the right to obtain a patent is to 
exhaustively cover all the inventions which have lost novelty without missing any.  
Through this, for example, the inventions which have technically lost their novelty 
through a presentation to investors for research funding, or a presentation at the 
meetings of R&D consortia can enjoy a relief and be patented.  The new grace 
period system under the Japanese patent law is in line with the advancement of 
open innovation which causes diversification of ways of R&D activities resulting 
in diversification of manners or occasions to disclose results of R&D activities.  
For details, please refer to the section for JP in “1. Changes in Grace Period 
system in each country/region” of Part II.  

 
 
iii. Practice in examination of patent application invoking the grace 

period 
Even if a patent examiner finds prior art which has been disclosed within the grace 
period and which has not been mentioned in a proof document for the grace period, 
the examiner will conduct examination in the same way as normal applications 
without the request  invoking the grace period, and no significant difference or 
burden will exist in comparison to examination of normal applications. 
The following is the procedure to handle a patent application requesting grace 
period. 

 
0. An applicant seeking for a grace period shall submit a “proof document” 
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to show the invention was made public by the act of the person having the 
right to obtain a patent, within 30 days from the date of filing. 

 
1. First of all, there is no preliminary checking of contents of the proof 

document and publication before substantial examination. 
 
2. In the substantial examination, the examiner does not check whether the 

claimed invention is identical to the disclosed invention of which content 
the proof document explains. An then, if the examiner finds intervening 
prior art disclosed within the grace period which was not mentioned in the 
proof document and which seems to be able to deny novelty or inventive 
step of the claimed invention, the examiner will just send a notice of 
reason for refusal denying novelty or inventive step of the claimed 
invention citing the prior art. Here, there is no significant difference from 
the examination of normal applications without the request for grace 
period. 

 
3. In case where the cited prior art is an invention which was invented and 

disclosed by third party and the applicant has no intention to argue on that, 
the applicant will just react to the reason for refusal as usual. 
In case where the applicants believe that the cited prior art is the 
applicants’ invention, the applicants can argue that the prior art cited by the 
examiner also falls within the exception by the grace period in their written 
opinion when responding the notice of reason for refusal. For example, 
applicants may argue for application of the grace period stating following 
points: 

-  the prior art cited by the examiner is an invention made by the 
applicant which was disclosed by the third party against the will of 
applicants 

- the prior art cited by the examiner is an invention which was 
disclosed secondarily based on the first disclosure mentioned in the 
proof document and the secondary disclosure wasn’t under control of 
the applicants 

 
4. The examiner will consider the written opinion and judge the patentability 

of the claimed invention. If the written opinion contains argument for 
application of the grace period to the cited prior art, the examiner consider 
the written opinion including such argument and judge the patentability of 
the claimed invention. 

 
As seen from the above explanation, when the examiner finds prior art which 

has not been mentioned in a proof document, an issue on whether or not such prior 
art falls within the exception by the grace period is dealt in the normal 
communication between an examiner and an applicant in examination process. 

 
 
C．US 
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i. Legal Requirements  

 
1) Current law (Pre-Leahy-Smith America Invents Act (AIA)) 

 
35 U.S.C. § 102(b), which establishes the grace period under current law, provides: 

[A person shall be entitled to a patent unless] the invention was patented or 
described in a printed publication in this or a foreign country or in public use or 
on sale in this country, more than one year prior to the date of the application 
for patent in the United States . . .  

 
As set forth in the statute, the scope of the grace period includes printed publications, 
patents, and public uses or sales/offers for sale of the invention.  The applicable time 
frame (duration) of the grace period is one year or less from the earliest effective U.S. 
filing date; foreign priority claims are not included in the calculation.  The grace 
period arises by operation of law, which does not require a declaration to obtain the 
benefit of the grace period. 
 
2) Effective March 16, 2013 (Post-AIA) 
 
The new grace period provision under the AIA, 35 U.S.C. § 102(b)(1)-(2), provides: 
 

 (b) [Prior Art] Exceptions.– 
(1) Disclosures made 1 year or less before the effective filing date 

of the claimed invention.–A disclosure made 1 year or less before 
the effective filing date of a claimed invention shall not be prior art 
to the claimed invention under subsection (a)(1) if –  

(A) the disclosure was made by the inventor or joint inventor 
or by another who obtained the subject matter disclosed 
directly or indirectly from the inventor or a joint inventor; 
or 

(B) the subject matter disclosed had, before such disclosure, 
been publicly disclosed by the inventor or a joint inventor 
or another who obtained the subject matter disclosed 
directly or indirectly from the inventor or a joint inventor. 

(2) Disclosures appearing in applications and patents.–A disclosure 
shall not be prior art to a claimed invention under subsection (a)(2) 
if– 

(A) the subject matter disclosed was obtained directly or 
indirectly from the inventor or joint inventor; 

(B) the subject matter disclosed had, before such subject 
matter was effectively filed under subsection (a)(2), been 
publicly disclosed by the inventor or a joint inventor or 
another who obtained the subject matter disclosed directly 
or indirectly from the inventor or a joint inventor; or 

(C) the subject matter disclosed and the claimed invention, 
not later than the effective filing date of the claimed 
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invention, were owned by the same person or subject to 
an obligation of assignment to the same person. 
 

The AIA maintains a 1-year grace period, but with some differences with respect to 
current law.  First, the critical date—the date from which the grace period for an 
application is counted—is the earliest effective filing date of the application, which under 
the AIA includes claims of foreign priority.  Second, while the scope of the AIA grace 
period has many similarities with respect to the current grace period, this new grace 
period has different implications for disclosures by third parties.  As set forth above, the 
AIA grace period is specific to inventor or inventor-derived disclosures.  Third party 
disclosures prior to the inventor’s earliest effective filing date generally count as prior art.  
While this is also an implication of how the pre-AIA grace period works (a disclosure by 
a third party prior to the applicant’s filing date is generally prior art unless applicant is 
able to “swear behind” it), the AIA grace period, however, provides that if the inventor 
disclosed the invention then later filed within the grace period, an intervening disclosure 
of or filing of an application for that subject matter by a third party may be deemed not to 
prejudice the inventor’s entitlement to a patent.  In addition, and similar to current law, 
the AIA grace period does not require, by its terms, a declaration to obtain its benefit.  
 
As is true with all U.S. laws, provisions of the AIA are subject to judicial interpretation 
by the courts, which is controlling on the USPTO.  The USPTO is also authorized to 
promulgate rules for implementing provisions of the AIA.  On July 26, 2012 the 
USPTO published proposed rules and administrative guidance to examiners related to 
the first-to-file provisions of the AIA, which cover, inter alia, grace period. 

 
 
ii Background of policy and legal system 

 
For the issues identified below, the USPTO provides information related only to the AIA 
grace period that takes effect March 16, 2013.  It should also be noted that the policy 
and other considerations referred to below are taken from stakeholder Congressional 
testimony and/or other official legislative materials that Congress considered prior to 
enactment of the AIA, which, given the nature of the legislative process in the United 
States, serve as the most direct source of relevant background information as to the policy 
concerns Congress was attempting to address in the new law. 
 
1) Duration 
U.S. stakeholders have consistently identified one year as an appropriate duration for 
the grace period in view of the need to facilitate research collaboration, encourage open 
dissemination of research results, and provide time to obtain critical funding and 
perform research into the efficacy of an invention.  
 
The 2011 House Judiciary Committee Report’s section-by-section analysis of the AIA 
notes that “[stakeholders] argued that the grace period affords the necessary time to 
prepare and file applications, and in some instances, to obtain the necessary funding that 
enables the inventor to prepare adequately the application. In addition, the grace period 
benefits the public by encouraging early disclosure of new inventions, regardless of 
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whether an application may later be filed for a patent on it.”2  
 
Congressional testimony on behalf of universities noted that:    
 

[C]urrent U.S. patent law provides a broad 12-month grace period before the 
effective filing date of an invention, during which the publication or other 
disclosures of the inventor and others carrying out research in the same area are 
not treated as prior art. This provision facilitates research collaboration and 
encourages publication and other forms of disseminating research results.3  

 
 
2) Declaration 
 
The AIA does not, by its terms, require a declaration for the applicant to obtain its 
benefit, and the legislative background for the AIA does not appear to contain any 
statements or comments on a declaration requirement.  It should be noted, however, 
that the draft rules proposed by the USPTO on July 26, 2012, suggest that applicants 
declare any disclosures subject to the grace period at the time of filing of the application, 
to avoid examination delays.  The rules also sets forth a process by which applicants 
can declare entitlement to the grace period for a disclosure identified in a rejection, by 
filing an affidavit containing the relevant information. It should be noted that the rules 
are only proposals at this time, and are open to public comment and later revision by the 
USPTO, taking account of such comments.     
 
3) Scope 
The background section of the 2011 House Judiciary Committee’s Report generally 
describes the scope of the new grace period: 
 

Applicants' own publication or disclosure that occurs within 1 year prior to filing 
will not act as prior art against their applications. Similarly, disclosure by others 
during that time based on information obtained (directly or indirectly) from the 
inventor will not constitute prior art.4   

 
Floor statements by Senators Leahy (one of the primary sponsors of the legislation) and 
Hatch made during the AIA legislative process provide further background regarding 
the grace period’s intended scope and mechanics.  For instance, during the 
Leahy-Hatch colloquy, Senator Leahy explained that: 
 

We intend that if an inventor’s actions are such as to constitute prior art under 
subsection 102(a), then those actions necessarily trigger subsection 102(b)’s 
protections for the inventor and, what would otherwise have been section 

                                                  
2 H.R. Rep. No. 112-98, at 41 (2011). 
3 Perspectives on Patents: Harmonization and Other Matters: Hearing Before the 
Subcomm. on Intellectual Prop. of the Senate Comm. on the Judiciary, 109th Cong. 
(2005) (statement of Charles E. Phelps, Provost, University of Rochester, on behalf of the 
Association of American Universities) 
4 H.R. Rep. No. 112-98, at 42 (2011). 
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102(a) prior art, would be excluded as prior art by the grace period provided by 
subsection 102(b). 
. . . 
A simple way of looking at [the new grace period] is that no aspect 
of the protections under current law for inventors who disclose their inventions 
before filing is in any way changed.   
. . . 

Senator Hatch further added that: 
 

For the purposes of grace-period protection, the legislation intends parallelism 
between the treatment of an inventor’s actions under subsection 102(a) that 
might create prior art and the treatment of those actions that negate any 
prior-art effect under subsection 102(b). Accordingly, small inventors and 
others will not accidentally create a patent-defeating bar by their prefiling 
actions that would otherwise be prior art under subsection 102(a) as long as 
they file their patent applications within the grace period provided by 
subsection 102(b).5 

 
Additionally, Senator Leahy specifies that the word “disclosure” is intended to be 
broader than the scope of Section 102(a)(1) prior art: 
 

Indeed, as an example of this, subsection 102(b)(1)(A), as written, was 
deliberately couched in broader terms than subsection 102(a)(1). This means 
that any disclosure by the inventor whatsoever, whether or not in a form that 
resulted in the disclosure being available to the public, is wholly disregarded as 
prior art.6 

 
As was previously mentioned, the AIA grace period also has implications for third party 
disclosures or application filings that occur between an inventor’s graced disclosure and 
that inventor’s later filing within the grace period.  The House Judiciary Committee 
Report explains that this effect on third party activities was purposefully included as 
part of the grace period: 
 

If an inventor publically discloses his invention, he preserves his priority to the 
invention even if there is intervening prior art between the inventor’s public 
disclosure and the inventor’s application for patent, provided that the 
application is made 1 year or less after the initial disclosure.7  

 
In the above-mentioned colloquy, Senator Hatch provides additional details into the 
policy aims of Section 102(b)(1)(B): 
 

. . . this provision ensures that an inventor who has made a public 
                                                  
5 157 Cong. Rec. S1496 (daily ed. Mar. 9, 2011) (statement of Sen. Leahy). 
6 Id. 
7 H.R. Rep. No. 110-314, at 57 (citing the 2007 House Committee Report’s 
section-by-section analysis as the grace period provisions were substantively identical 
to those of the AIA.) 
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disclosure—that is, a disclosure made available to the public by any means—is 
fully protected during the grace period. The inventor is protected not only from 
the inventor’s own disclosure being prior art against the inventor’s claimed 
invention, but also against the disclosures of any of the same subject matter in 
disclosures made by others being prior art against the inventor’s claimed 
invention under section 102(a) or section 103—so long as the prior art 
disclosures from others came after the public disclosure by the inventor.8 

 
Additionally, Senator Leahy discussed the intended interplay between Section 
102(b)(1)(B) and Section 102(b)(1)(A): 
 

Subparagraph 102(b)(1)(B) is designed to work in tandem with subparagraph 
102(b)(1)(A) to make a very strong grace period for inventors that have made a 
public disclosure before seeking a patent. Inventors who have made such 
disclosures are protected during the grace period, not only from their own 
disclosure, but also from disclosures by others that are made after their 
disclosure. This is an important protection we offer in our bill that will benefit 
independent and university inventors in particular.9 

 
 

2. Summarizing Common Ground and Points to be discussed 
 
Comparing the grace period systems explained in the above 1, there are common 

grounds as well as points to be further discussed, as follows. 
 

1) Duration of Grace Period 
 

Regarding duration of a grace period, it is 6 months in Europe and Japan, while 12 
months in the US, suggesting that there is a difference in duration among the three 
countries/regions. 
At the same time, in Europe and Japan the duration is calculated from the date of 
filing. On the other hand, in the US, under the AIA, it is calculated from the date 
of filing, but, in the case of an application claiming a priority, it is calculated from 
the priority date. 
 
(Point to be discussed) 
There is a need to discuss what the optimal duration of a grace period should be (6 
months or 12 months). 

 
2) Declaration or Prescribed Procedures 

 
As for disclosures by right holders, in Europe and Japan, applicants invoking the 
grace period are required to make a declaration or take prescribed procedures at 
the time of filing. On the other hand, in the US, the AIA does not set forth a 

                                                  
8 157 Cong. Rec. S1496-97 (Mar. 9, 2011) (Statement of Reps. Hatch). 
9 Id. at S1497 (statement of Sen. Leahy). 
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requirement for such declaration or procedures, though recently published draft 
rules from the USPTO concerning the AIA grace period suggest that applicants 
should declare any disclosures subject to the grace period at the time of filing of 
the application.  
 
(Point to be discussed) 
In order to invoke the a grace period, there is a need to discuss whether the 
declarations or prescribed procedures should be required for applicants at the time 
of filing. 
 

3) Types of Disclosures covered by Grace Period 
 
As for disclosures of inventions by right holders, in the European system, only 
disclosures by displaying at recognized international exhibitions will be covered 
by the provision of a grace period. On the other hand, in Japan and the US, there is 
no limitation to types of the disclosures. In addition to displaying at the 
exhibitions, they involve disclosures in printed publications and those through 
sales or distributions. That is, while types of the disclosures covered by a grace 
period are limited in Europe, types of the disclosures in Japan and the US are not 
subject to any specific limitations. 
With regard to disclosures of inventions by third parties, two cases can be 
assumed; one is that third parties have acquired the knowledge of disclosed 
inventions from the inventors; the other is that third parties have independently 
made the disclosed inventions. In the case where third parties have acquired the 
knowledge of disclosed inventions from the inventors, in Europe, disclosure as a 
result of abuse would be covered; in Japan, disclosures against the will of right 
holders, as well as disclosures as a result of the acts of right holders, would be 
covered by a grace period; and in the US, a third party disclosure can be covered 
by the grace period under the AIA if the third party obtained the subject matter 
disclosed directly or indirectly from the inventor  There is no such limitations 
regarding abuse or will under the AIA. For the case where third parties have 
independently made the disclosed inventions, see (4) below. 
 
(Point to be discussed) 
As for disclosures of inventions by right holders, there is a need to discuss 
whether types of disclosures covered by a grace period should be limited or not. 
As for disclosures of inventions by third parties, there is also a need to discuss 
whether they should be limited to disclosures resulting from abuse or not. 
 

4) How to deal with disclosure of an invention made independently by 
the third party 

 
In the grace period systems of Europe and Japan, in case where disclosures of 
inventions, which have been independently made by third parties, are made during 
the period between the first disclosure by subsequent right holders and their patent 
filing, such intervening disclosure would not be covered by the grace period but 
would form prior art. On the other hand, in the new US system, such intervening 
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disclosures may be deemed not to prejudice the inventor’s entitlement to a patent. 
 
 (Point to be discussed) 
There is a need to discuss how to deal with intervening disclosures of inventions 
independently made by third parties. 
 

Part II: Consideration of Best Practice 

 

1. Changes in Grace Period system in each country/region 
 

A．EP 
 
(1) EPC 

 
When the EPC was revised in 2000, the issue of adopting a grace period was not even 
discussed. Thus, Art. 55 EPC has never been amended, except for editorial reasons. For 
further information, reference is made to the section on the origins of the provision 
above. 
 

(2) Other EPC countries 
 
     a) DE 

In the years from 1936 to 1977 German patent law provided for a grace period 
covering all disclosures within six months before the application under the 
condition that the invention had been disclosed either by or through the will of 
the inventor or illicitly against the inventor’s will. This grace period was 
granted within the context of a more limited scope of relevant prior art 
compared to today’s rules (only disclosures in writing during the last 100 years 
before application and use of the invention within Germany constituted 
relevant state of the art). From 1978 onwards, the grace period provision was 
abolished and a transitional regime provided limited rights to grace 
pre-disclosures for such inventions that had been applied in the time from 
1978 until including 1980 (with rather strict conditions for applications made 
later than July 1, 1980). 

 
     b) UK 

The current UK provisions (section 2(4) of the Patents Act 1977) have existed 
with no change since they came into force in 1978.  Section 2(4) is so framed 
as to have, as nearly as practicable, the same effects as the corresponding 
provisions of the EPC.  It provides that if the invention was disclosed (a) in the 
six months before the application was filed and (b) as a result of the information 
having been obtained unlawfully or in breach of confidence or the invention 
having been displayed at an international exhibition, then this disclosure can be 
graced. 
 
Prior to this, the Patents Act 1949 provided exclusions to novelty in the 
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following circumstances: 
i.   Where a disclosure of the invention was made before the priority date of 

the invention and the applicant/inventor proved that the matter was obtained 
from him and was published without his consent (in addition the applicant had 
to show that they made the patent application as soon as possible after they 
became aware of that publication);  

ii.   Where a separate patent application was made in contravention of the 
inventor’s rights, or the applicant of that separate application disclosed, used 
or published the invention;  

iii.   Communication of the invention to the Government (e.g. to investigate 
the invention or its merits); or 

iv.   Display of the invention at an exhibition certified by the Board of Trade 
for this purpose, or publication or use resulting from such a display, if the 
patent application was made within six months.  

 
The above exclusions to novelty were set out in sections 50(2), 50(3) and 51 of 
the 1949 Act which is available at: 
www.legislation.gov.uk/ukpga/Geo6/12-13-14/87/section/50/enacted 

 
 

 
B．JP 

The scope of grace period has been expanded in Japan in order to respond to the 
changes in the environment surrounding the paten system, while meeting users’ needs.    
 
 (1) Revision of the Japanese Patent Law in 1959 
Before 1959, the Japanese Patent Law defined a very limited scope of the grace period.  
According to the revision of the Japanese Patent Law in 1995, the inventions which had 
been made disclosed in printed publications or through presentation at academic 
conferences became additionally covered by the provision of grace period. 
Such expansion of scope of the grace period was made to respond to demands from the 
academic community.  Prior to the revision, there were cases where researchers firstly 
disclosed their inventions in academic journals or through academic conferences 
without enough knowledge of the patent system, and then they tried to file patent 
applications to seek the protection for the inventions only to fail in obtaining patents.  
In order to provide a relief measure for such cases, it was decided that inventions that 
had been disclosed in printed publications or through presentations at academic 
conferences would be included into the scope of the grace period. It having been 
pointed out that the definition of “academic conferences” was not clear, the phrase was 
changed to “academic conferences designated by the Commissioner of the Japan Patent 
Office.”  
  
The Scope of Application of Grace Period 
(Before the Revision in 1959) 

 conducting tests by the person having the right to obtain a patent by the person 
having the right to obtain a patent 

 displaying at exhibitions/fairs (only those held by Governments) by the person 
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having the right to obtain a patent 
 disclosure made against the will of the person having the right to obtain a 

patent  
(After the Revision in 1959) 

 conducting test, presenting in printed publications or in writing at academic 
conferences(only those designated by the Commissioner of the JPO) by the 
person having the right to obtain a patent 

 displaying at exhibitions/fairs (only those held by Governments) by the person 
having the right to obtain a patent 

 disclosure made against the will of the person having the right to obtain a 
patent  

 
(2) Revision of the Japanese Patent Law in 1999 

In 1999, the provisions on grace period were amended in the following two aspects.   
 
i) Addition of presentation through the Internet into the scope of grace period 
 
With an advancement of the Internet, technical information has become disclosed on it.  
The presentation of invention disclosed on the Internet is equivalent to or more than that 
in printed publications in term of communicability and timeliness.  Therefore, it was 
decided to treat presentations through the Internet equivalently to those in printed 
publications.     
 
(After the Revision in 1999) 

 Conducting a test, presenting in printed publications, presenting through 
electric telecommunication lines, presenting in writing at academic 
conferences(only those designated by the Commissioner of the JPO) by the 
person having the right to obtain a patent 

 displaying at exhibitions (only those held by Governments or those designated 
by the Commissioner of the JPO) by the person having the right to obtain a 
patent 

 inventions that have been disclosed against the will of the person having the 
right to obtain a patent 

 
ii) Providing relief through a grace period for patent applications that claim an invention 
which is not the same as a disclosed invention 
 
Before the revision of the Japanese Patent Law in 1999, the grace period covered only 
the case where an invention that was disclosed was the same as the one claimed in the 
application.  In other words, the invention disclosed to the public, to which grace 
period could apply, was deemed as being excluded from prior arts in considering 
novelty of invention, but deemed as prior arts in considering inventive step.  Therefore, 
where the claimed invention in the patent application was not identical with the 
disclosed invention, the claimed invention might be refused due to the inventor’s own 
disclosed invention on the grounds of the Patent Law Article 29 (2) (inventive step), 
even though the grace period was applied to such disclosed invention. 
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However, it was pointed out that inventions disclosed in academic papers or at 
academic conferences tended to be focusing on academic significances and 
accomplishments of researches, while inventions claimed in the applications should be 
focusing on the scope of the patent rights and requirements for description and that this 
difference in focus would naturally lead to differences in the contents between the 
inventions disclosed and those claimed in patent applications.  In such cases, under the 
system before the revision in 1999, the inventor could not only obtain a patent for 
disclosed invention which is not identical completely with what had been already 
disclosed in an academic papers or at an academic conference, but also the third party 
could utilize the disclosed inventions without any limitations.  
 
In order to deal with such cases, according to the revision of Japanese Patent Law in 
1999, inventions that are not identical completely with what had been already disclosed 
can also be patented enjoying the relief provided by the grace period.  Specifically, 
disclosed inventions that can be covered by the grace period should be deemed as being 
excluded from prior arts also in considering inventive step.  
 
(3) Revision of Japanese Patent Law in 2011 

 
As the advancement of open innovation, R&D activities of researchers in universities 
and SMEs as well as individual inventors have been diversified, resulting in 
diversification of manners or occasions to disclose result of R&D activities.  Under 
such current circumstances, the provisions concerning exception to lack of novelty 
(provisions of grace period), which stipulate finite types of disclosure to be relieved, 
could not cover all disclosures, and therefore, the following problems had been pointed 
out when obtaining a patent. 
 
i) Finite types of disclosure to be covered by grace period could not cover users’ needs 
comprehensively. 
The types of disclosure raised in the provision of grace period were not listed 
exhaustively, not including the following forms, and therefore, it had been pointed out 
that the scope of grace period did not sufficiently cover all the possible cases. 
・ Marketing research for business development 
・ Presentation by individual inventors, venture companies, or SMEs in the course of 

finding investors for their invention 
・ Sales 

 
ii) There was inconsistency in the application of the grace period depending on how 
inventions were disclosed. 
Under the previous system, there was a case where one type of disclosure was covered 
by grace period and another one was not covered due to differences in the manner of 
disclosure or media, even though both types of disclosure were very close to each other 
in term of their nature. Simply speaking, the previous system caused an imbalance in 
the application of the grace period provision depending on types of disclosure. 
 
Examples of Imbalance: 
・ Disclosure thorough distributing catalogues or brochures of their own products to 
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unspecified customers could be covered by grace period, while disclosure resulting 
from the sales of their own product itself could not be covered. 

・ Disclosure through the internet streaming could be covered by grace period, while 
disclosure though broadcasting an interview on the product might not.   

 
In addition, the following inconsistencies were pointed out: Disclosure of invention in 
writing at an academic conference held by an academic group could not be covered by 
grace period, if the academic group was not designated by Commissioner of the JPO. 
On the other hand, disclosure of invention in a collection of papers published for an 
academic conference in advance could be covered by grace period regardless of whether 
or not the academic conference was designated by Commissioner of the JPO.   

 
iii) The application of the grace period depended on whether or not academic societies 
had applied for designation. 
Before the revision, academic societies needed to be designated by Commissioner of the 
JPO in order to hold an academic conference at which disclosure made could be covered 
by grace period.  Thus, the application of the grace period depended on whether 
academic societies had applied for designation.  Under the current trend, Japanese 
researchers are more likely to present their inventions at academic conferences held in 
foreign countries than ever.  Of course, according to the previous law, it was also 
possible to designate foreign academic societies, but practically there were no such 
applications seeking for the designation from the foreign academic societies.  
Therefore, as a result, disclosure of inventions made though presentation at the foreign 
academic conferences could not be covered by grace period.   
 
In order to correct the above mentioned imbalance concerning the application of the 
grace period, it was decided to expand the scope of the grace period to cover all 
inventions which are disclosed as a result of acts of applicants. Moreover, it was 
considered that such expansion of scope of grace period would meet the needs of 
researchers in universities and other public research institutes. At the same time it was 
also considered that, taking into account the diversification of R&D activities along 
with the advancement of open innovation, it is important to enhance user-friendliness 
for those who are not familiar with the patent system, in order to expand a range of 
players for creation of innovations and to facilitate industry-university collaboration. 
 
 (After the Revision in 2011) 
・ Disclosure as a result of an act of a person having the right to obtain a patent 
・ inventions that have become publicly known against the will of the person having 

the right to obtain a patent 
 
C. U.S. 

 
[1]  Stakeholder Input 
 
The House and Senate subcommittees with purview on intellectual property matters 
convened a number of hearings over the course of the last several years to gather input 
from stakeholders regarding, inter alia, the importance of the grace period to the U.S. 
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patent system.  The input received from stakeholders indicates that the grace period in 
the United States enjoys widespread support among universities, public research 
institutions, small entities, independent inventors, industry and the legal community.   
 
The following user statements have been excerpted directly from the above-mentioned 
hearing transcripts and may discuss specific grace period mechanics from prior reform 
bills with different language/provisions.  Although these statements precede the 
Congressional session that resulted in enactment of the AIA, they are nevertheless 
considered relevant to the background of the AIA grace period. 
   

Statements made on behalf of universities, public research institutions, 
small entities, industry and legal associations: 
 

Statement of Carl Gulbrandsen, Managing Director, Wisconsin Alumni Research 
Foundation and Vice President of the Public Policy Committee of the Association of 
University Technology Managers (AUTM): 
 

For example, certain statutory safeguards are necessary.  Such safeguards 
should include the means to promote public disclosure of new discoveries, 
maintain the blanket one-year publication rule that currently provides a one-year 
grace period, and protect the true inventor from misappropriation by parties who 
have not made a significant contribution to a claimed invention. 

 
. . .  
 
I would just state additionally that universities are open environments. For the 
universities to change their culture and say, ‘‘We’ve got to get to the Patent 
Office before we publish this discovery, or before we talk to anybody about 
it,’’ is really a change for universities, even a change for Wisconsin. We 
encourage publication. That’s what we’re about. We’re an open environment. 
And that’s how technology works in this country.  

 
If I could just read to you what PROTON, which is the pan-European network 
of knowledge transfer offices, says about the European patent system; its quote 
is, ‘‘The European patent system, with its complexity and cost, is much less 
appropriate to university-based inventions than the U.S. system, and acts as a 
barrier to innovation for public research. It lacks a grace period, a provisional 
patent system, a continuation in parts system, and is several times more 
expensive. PROTON Europe is convinced that these changes account in large 
part for the much lower number of patented inventions coming out of public 
research in Europe.’’10 

 

                                                  
10 Patent Law Reform: Injunctions and Damages: Hearing Before the Subcomm. on Intellectual Prop. of 

the Senate Comm. on the Judiciary, 109th Cong. (2005) (statement of Carl Gulbrandsen, Managing 

Director, Wisconsin Alumni Research Foundation (WARF)) 
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Statement of Charles E. Phelps, on behalf of the Association of American Universities: 
 

Under a shift to a first-inventor-to-file system, we can operate under that 
system reasonably comfortably as long as we have the grace period for 
publications. The worst outcome for scholarly communication in that world 
would be one where there is no grace period, because there you have to 
dampen off all scholarly communication about your work until the patent is 
filed. It is very inhibiting of appropriate scholarly communication.  
 

 . . . . 
 

So to me the most important aspect of this is not the shift to first-to-file, which 
I think we can live with quite comfortably so long as we have that grace period 
intact, preferably the broadest of all possible grace periods in terms of how 
much publication it encompasses. 11 
 

Statement of William T. Tucker, Executive Director, Research and Administration and 
Technology Transfer, University of California, (addressing a grace period provision in a 
prior legislative proposal on patent reform that was narrower than the grace period 
provision enacted in the AIA): 
 

Unlike our scientific colleagues and companies, university research is operated 
in an open environment where dissemination and sharing of research results is 
encouraged. In the publish or perish university environment, if a 
first-inventor-to-file system is not adequately mitigated with an effective grace 
period, it could result in the loss of patent protection for our inventions. We 
appreciate the inclusion of a grace period language in H.R. 1908, but have 
concerns it may not adequately address the reality of the academic university 
environment.  

 
Also, the rush to the Patent Office mentality created by a first-inventor-to-file 
system may force researchers to delay publication after a patent application is 
filed. This would slow the public reporting of scientific advances which is 
antithetical to the fundamental principle of academia and the intent of the 
patent system. 
 
. . . .  
 
Under the current first-to-invent system, researchers at American universities 
have had the ability to develop their ideas, and have a one-year grace period to 
get to the USPTO to file a patent application after disclosing their idea. This 
one-year grace period has allowed universities the time to evaluate the 

                                                  
11  Perspectives on Patents: Harmonization and Other Matters: Hearing Before the Subcomm. on 

Intellectual Prop. of the Senate Comm. on the Judiciary, 109th Cong. (2005) (Statement of Charles E. 

Phelps, on behalf of the Association of American Universities). 
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commercial potential and patentability of an invention and allowed universities 
to focus on locating the best licensing partner to develop the technology. 

 
In a first-inventor-to-file system, inventors would not have rights to their 
inventions until they file a patent application with the USPTO before another 
party filed. There would be no one-year grace period available with regard to 
third party publications and past patent filings. The result may be that 
university researchers lose their ability to obtain patents for inventions. In a 
first-inventor-to-file system, universities would have to act quickly to file 
applications in order to preserve their inventors’ rights, often before conducting 
a reasoned analysis of the merits of an invention. Unless a quick filing occurs, 
a university could risk losing rights to those inventions altogether. And because 
research universities like [UC University of California] receive such a large 
number of inventor disclosures in a wide variety of fields, this would be a huge 
burden for universities to undertake.  

 
. . . .  

 
As discussed previously, public disclosure and collaboration are crucial in the 
academic setting, where, unlike in the private sector, the emphasis is on 
publishing and sharing research results to advance the science rather than 
keeping new developments secret until patent applications can be filed. As UC 
interprets the legislation, under the ‘‘absolute novelty’’ proposal, if anyone 
other than the inventor discusses the proposal in public before a patent 
application is filed, the inventor would lose the right to obtain a patent on the 
invention because the public disclosures of any party other than the inventor 
would be considered prior art.  

 
The removal of the current one-year grace period in conjunction with the 
first-inventor-to-file system will essentially force universities to either move 
immediately to file patent applications before a researcher’s articles can be 
published or even discussed in public (causing potential delay to the 
researcher’s work as a result), or to simply risk losing the right to patent the 
invention at all. While private companies can bind their employees to 
confidentiality agreement to avoid this risk, such an arrangement would be 
unacceptable to researchers working in academia, and thus places them at a 
disadvantage in terms of the potential commercialization of their work.  

 
Rather than remove the current grace period, UC recommends that Congress 
retain the current grace period law and encourage other countries to adopt a 
similar grace period in their patent systems, consistent with the 
recommendation included in the National Academies’ National Research 
Council report, a ‘‘Patent System for the 21st Century.’’ . . .12 
 

                                                  
12 The Patent Reform Act of 2007: Hearing Before the Subcomm. on Courts, The Internet and Intellectual 
Prop. of the House Comm. on the Judiciary, 110th Cong. (2007) (statement William T. Tucker, Executive 
Director, Research and Administration and Technology Transfer, University of California) 
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Findings from the National Research Council of the National Academies: 
 

The United States should retain and seek to persuade other countries to adopt a 
grace period, allowing someone to file a patent application within one year of 
publication of its details without having the publication considered prior art 
precluding a patent grant.  This provision encourages early disclosure and is 
especially beneficial for dissemination of academic research results that may 
have commercial application.  As other countries try to accelerate the transfer 
of technology from public research organizations to private firms through 
patents and licensing, the idea of a grace period is likely to become more 
widely accepted.13  
 

Statement of Robert A. Armitage, Senior Vice President and General Counsel, Eli Lilly 
and Company: 
 

Adopt the first-inventor-to-file principle as part of U.S. patent law.  Do so by 
maintaining the traditional inventor-focused features of U.S. patent law, 
including the inventor’s 1-year “grace period” . . .14  
 
Statements opposing the AIA grace period: 
 

There do not appear to be any recent statements by U.S. stakeholders opposing the AIA 
grace period or a grace period more generally.   
 
[2]  Introduction of U.S.C. 35 Section 102(b)(1)(B) 
 
For policy considerations regarding the introduction of Section 102(b)(1)(B) of 35 
U.S.C. please see Part I (1)(C)(II), above, which details the “Scope” of the AIA grace 
period. 
 
 
 
 
2. Current Status of usage of grace period in Tegernsee member 

country/region 
 

A. EP  

 

(1) EPC 

 
As the EPC does not provide a grace period per se, we have no input to provide here. 

                                                  
13 A Patent System for the 21st Century, National Research Council of the National Academies (2004). 
14 Perspective on Patents: Hearing Before the Subcomm. on Intellectual Prop. of the Senate Comm. on the 
Judiciary, 109th Cong. (2005) (Statement of Robert A. Armitage, Senior Vice President and General 
Counsel, Eli Lilly and Company). 
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Given that the application of Art. 55(1)(a) EPC, providing for the non-prejudicial nature 
of disclosures made as a result of evident abuse in relation to the applicant are not 
subject to any particular formality, the EPO automated systems have no way of finding 
the number of cases in which such an issue arises.  
 
A quick perusal of the case law of the EPO Boards of Appeal shows that Art. 55(1)(a) 
EPC is rarely invoked, with approximately 15 cases having been handed down 
altogether. In all the cases consulted, Art. 55(1)(a) EPC was unsuccessfully invoked. 
Failure was generally due to either the alleged evident abuse having occurred earlier 
than 6 months from the filing of the application, or to the patentee or applicant failing to 
establish that an obligation of confidence existed, which had then been breached. 
However, in at least one case, Art. 55(1) EPC was also unsuccessfully invoked because 
the disclosure constituting an alleged “evident abuse” was in fact found not to be a 
public prior use, as the third parties to whom the invention had been imparted were 
themselves held to be under an obligation of secrecy, and therefore, the invention had 
not been made available to the public (See T 945/95), obviating the need to invoke Art. 
55(1)(a)EPC. This information does not purport to be complete and authoritative, in 
particular since it gives no indication of the frequency and success of invoking Art. 55 
EPC in front of the Examining Divisions. 
 
As for the frequency of filing of a declaration under Art. 55(1)(b), the EPO is unable at 
this time to extract such data from its systems, but the figure would undoubtedly be very 
low.  
 
 

(2) Other EPC countries 
 
     a) DK 

It is not possible to find statistical data on how often non prejudicial 
disclosures are asserted. However, it is rather probable that if any this is 
limited to a very little number of cases. 

 
     b) DE 

Parallel to the provision of Art. 55 EPC German patent law according to sec. 3 
para. 5 of the German Patent Act only provides for two types of exceptionally 
non-prejudicial disclosure (illicitly or through display on an exhibition under 
the Paris Convention). Such disclosures that may not lie more than six months 
before the patent application, cases of display need to be formally declared 
already at the time of the patent applications. Cases in which the scope of the 
relevant state of the art is thus exceptionally reduced are not registered in a 
manner that would allow for statistical evaluation. Experiences of both formal 
and technical examiners show, however, that this exception is made use of 
seldom enough to expect a very small ratio of all applications in total. 
 
There occasionally are reports from certain industries that their specific 
products needed testing before the application of the embodied technology as 
a patent and that they needed grace for disclosures that were inevitable when 
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practical testing was carried out. Whether this argument is valid can hardly be 
assessed. Other industries with products even more in need of practical testing 
obviously follow different patenting strategies, i.e. early application before 
testing a prototype.  
 

     c) FR 
There are very few cases in which a disclosure covered by Article L 611-3 IPC 
was invoked. This is probably because of the conditions for invoking this 
article are rather strict. 

 
     d) UK 

Unfortunately it is not possible to provide statistical data on the number of 
occasions on which a disclosure is disregarded due to it having taken place in 
the six months preceding the filing date and being as a result of the 
information having been obtained unlawfully or in breach of confidence or the 
invention having been displayed at an international exhibition.  This is 
because we do not have a system by which such occurrences are logged.  
However, we are aware of a few occasions where an examiner has considered 
the matter in pre-grant processing, and one occasion where the matter was 
considered by a Hearing Officer: see BL O/124/1215.  On this basis it is 
thought likely that only a very small percentage of prior disclosures fall into 
this category.   
 
At a stakeholder consultation meeting on 11 June 2012, UK users were asked 
whether they had experienced any particular issues in relation to the lack of a 
broader grace period provision.  Those users present at this meeting made 
clear that there are a large number of cases that have collapsed because the 
patent turns out not to be valid due to self-prejudice.  Users also commented 
that there is potentially a large number of inventors and businesses who never 
applied for a patent because they realised they had already made their 
invention public – of course this is not possible to measure using patent 
statistics, and in the time scale for this study it has not been possible to survey 
UK inventors and businesses to ascertain how often this occurs. 

 

B. JP 
 
Statistical Survey 
  
Based on the revision of the Patent Law in 2011, the grace period with the expanded 
scope has been implemented from April 2012. In the 2011 fiscal year (April 2011 to 
March 2012), the number of requests to invoke the grace period was approximately 
1,500. This represents a mere 0.44% of the number of patent applications filed at the 
JPO in FY2011, which was 345,000. 
 
As for the number of patent application invoking the grace period in FY2012 (starting 

                                                  
15 Available at www.ipo.gov.uk/p-challenge-decision-results-bl?BL_Number=O/124/12 
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April 2012), those between April and June could be counted at the end of July and the 
number was 588. This shows that the number is 1.7 times that during the same period in 
FY2011. The JPO further conducted a more detailed analysis into the patent 
applications requesting these grace periods. 
 
At present, as far as the results of survey for the months of April to June 2012 are 
concerned, the following can be suggested about the impact that expanding the scope of 
the grace period has had since it was introduced under the 2011 revision of the Patent 
Law: 
 
1) Expanding the scope of the grace period increased the number of requests for the 
grace periods to apply. 
 
2) If the number of requests for grace periods filed by universities/public research 
institutes and joint-applicants (such as universities/public research institutes) are 
summed, the number of university-related patent application requesting grace periods 
has increased by approximately 16% (to 206 cases (106+100)) between April and June 
in 2012. There were 177 cases (88+89) during the same period in 2011. 
 
3) The number of requests for grace periods by small and medium sized enterprises 
(SMEs) has grown rapidly, showing a 4-fold increase. 

 
The following graphs and tables show statistical data for grace periods. However, 

since this data reflects the number that was released immediately after the grace period 
system was revised, it may reflect special circumstances. Accordingly, it may be 
premature to conclusively evaluate the results, so a fuller evaluation should be made. 

 
 
 

 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 

Number of Applications requesting GP 

from FY 2009 to FY 2011 

Number of Applications requesting GP 

in April – June 
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Breakdown in Number of Applications Requesting GP  

between Apr – Jun of 2011 and 2012 [Type of Applicant] 
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Questionnaire Survey 
 
Moreover, the JPO conducted a questionnaire on the usage of the grace period system at 
various entities: headquarters of industry-academia collaboration in universities, headquarters of 
IP in universities, and university teachers and researchers. All of these respondents will be 
collectively referred to as “universities and other institutions”. In addition, the JPO also 
questioned large companies and persons in charge of supporting SMEs. 16 The outline 
of the survey results are as follows: 
 
1)  Evaluation of the 2011 revision of the Patent Law 

 
Approximately 30% of universities and other institutions (university IP headquarters, 
university teachers, etc.), large companies and persons in charge of supporting SMEs 
answered that they could not still give an evaluation of the 2011 revision to the Patent 
Law concerning the grace period system. However, excluding this percentage, we can 
see that most respondents gave a favorable evaluation of the legal revision (including 
answers that the revision was good but still not enough). 

 
On the other hand, there were some negative opinions about the legal revision. These 
included concerns that the grace period with the expanded scope might promote anyone 
to disclose inventions with no careful consideration before patent applications are filed. 
 
2)  Usage of the Grace Period 

 
As for the frequency of using the grace period, we found that universities and other 
institutions used it most frequently, with nearly 50% of them answering that they used 
the grace period system for 1 out of 10 applications. The next highest frequency of use 
was by SMEs, followed by large companies. 
 
3)  Major Comments on the Grace Period 

 
Universities have been making strides in filing patent applications before making 
presentations at academic conferences. Nevertheless, the first concern of researchers 
always is making early presentations at academic conferences, so there were inevitable 
cases when they could not help but use the grace period as a relief measure. (See 
                                                  
16For headquarters of industry-academia collaboration and IP in universities, the JPO conducted a 
questionnaire survey among 96 headquarters and received 52 valid responses. 
 
For university teachers and researchers, the JPO asked the above 96 university headquarters to call 
for cooperation with them, and received 112 responses.  
 
For persons in charge of supporting SMEs, the JPO conducted the survey with 138 officials at the 
“Comprehensive IP Support Service Counters” located nationwide in the 47 prefectures, who 
have been working on operations for SME consultation, and received 112 valid responses. 
 
For large companies, the JPO sent the survey to 47 large enterprises, which have used the grace 
period system more than four times in FY 2011, and received 39 valid responses. 
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comment 1 to 3 from universities.) 
 

For SMEs, it can be said that they do not have sufficient knowledge about the patent 
system itself. Accordingly, they tend to sell or exhibit their inventions, not realizing that 
by disclosing their inventions before filing patent applications, the inventions might lose 
novelty and become unpatentable. (See comment 1 and 2 from persons in charge of 
supporting SMEs.) 

 
Large companies operate under strict policies never to disclose their inventions before 
filing patent applications for them first. Nevertheless, due to some kinds of errors, there 
are some cases when the inventions have been disclosed before the applications were 
filed. (See comment 1 from large companies) Large companies themselves have 
recognized the value of the grace period as a means of support. (See comment 2 and 3 
from large companies) 
 
 
1)  Evaluation of the 2011 revision of the Patent Law 
 
 
Headquarters of industry-academia collaboration and IP in universities 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
University Teachers and Researchers 
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2)  Usage of the Grace Period 
 
Headquarters of industry-academia collaboration and IP in universities 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
SMEs 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
Large Companies 
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3) Major Comments on the Grace Period 
 
Positive Comments 
 
・ Universities have been working to file patent applications before making 

presentations at academic conferences as far as possible. Nevertheless, there are 
certain tendencies to make presentations before filing patent applications. (Comment 
1 from universities and other institutions) 

 
・ Due to lower awareness on the importance of filing patent applications among 

researchers in universities compared to those in business enterprises, it would be 
appreciated if there is any relief measure to support university researchers. 
(Comment 2 from universities and other institutions) 

 
・ Efforts for raising awareness on the importance of IP have been made in the 

university, but, the reality is that there are still some teachers having insufficient 
knowledge about the IP system. Accordingly, there have been a lot of cases where 
they have disclosed their inventions before filing patent applications, without 
knowing the patent system sufficiently. Going forward, it is likely that such cases 
will occur again. (Comment 3 from universities and other institutions) 

 
・ For SMEs, which tend not to have any person in charge of IP, we can see some cases 

where they might not even realize the necessity of “novelty.”  The value of grace 
periods may be great as a means of support to protect newly-invented technology. 
(Comment 1 from persons in charge of supporting SMEs) 

 
・ Due to insufficient knowledge about the patent system itself, we found some SMEs 

which came to realize the importance of novelty only after disclosing their 
inventions at exhibitions and seeking consultation on filing patent applications. 
(Comment 2 from persons in charge of supporting SMEs) 

 
・ As SMEs have insufficient financial resources, they need to display their 

newly-developed products as early as possible at exhibitions, etc. in order to receive 
orders. We believe that expanding the scope of exceptional measures for novelty 
might be favorable for SMEs because they would not lose opportunities to file 
patent applications for them. (Comment 3 from persons in charge of supporting 
SMEs)  

 
・ In general, only enterprises with sufficient financial resource and high awareness on 

the importance of patent rights might obtain patents rights before selling their 
inventions. There are quite a lot of SMEs which came to seek patents only after 
sales of their invented products have been increasing.  (Comment 4 from persons 
in charge of supporting SMEs) 

 
・ We could not help but use the grace period as a relief measure when inventions were 

disclosed before filing patent applications due to miscommunications with patent 
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firms and deadline management errors. (Comment 1 from large companies) 
 
・ We should file patent applications before disclosing inventions in order not to use 

grace periods, unless there are exceptionally urgent and compelling circumstances.  
We think that grace periods should be used as a last measure like an insurance. 
(Comment 2 from large companies)   

 
・ We have recognized the value of the grace period as a means of support in the event 

of an emergency. (Comment 2 from large companies) 
 
Negative Comments 
 
・ Due to the grace period system, there has been a tendency to easily make 

presentations at academic conferences before patent applications are filed. By 
expanding the scope of the grace period, there are concerns that such tendency 
would become increasingly stronger. (Comment 4 from universities and other 
institutions) 

 
・ While we appreciate expanding the scope of the grace period, it should be noted that 

the usage of the grace period might bring an inventor/applicants a risk of his/her 
idea being stolen by other person. (Comment 5 from universities and other 
institutions) 

 
・ We believe that expanding the scope of the grace period might be favorable for most 

universities, but there might be low demand in industries. It might be necessary for 
universities and other institutions to encourage patent applications earlier, in 
addition to using exceptional measures for lack of novelty. (Comment 3 from large 
companies)  

 
・ Basically, we should operate under strict policies to complete filing patent 

applications before losing novelty for them, as well as thoroughly inform employees 
of these policies, so as not to use an exceptional rule for lack of novelty. There 
certainly have been some cases where such exceptional rule for lack of novelty has 
been helpful. Nevertheless, considering cases where rival competitors would be also 
helped by such an exceptional rule, we remain opposed to expanding the scope of 
the grace period. (Comment 4 from large companies) 

 
Other 
・ Since applications are basically filed prior to public disclosure, there are hardly any 

cases to use exceptional measures for lack of novelty. (Comment 5 from large 
enterprises) 

 
・ It should be emphasized a little more that a grace period system is absolutely for 

an “exceptional” case. Some people interpret the situation as if “there is no problem 
at all to make presentations at academic conferences, because novelty will not be 
lost thanks to grace periods.” (Comment 6 from universities and other institutions) 
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・ Since most applications are filed overseas, there is no case to use a grace period 
system when filing in Japan. (Comment 7 from universities and other institutions) 

 
・ Since duration (6 months, 12 months) and requirements of grace periods differ 

among the U.S., Europe, China and other countries, it is so complicated to handle 
patent applications. We believe that it may thus be a good idea to harmonize the 
duration of grace periods (12 months, for example) and make such a unified rule as 
the one in Japan which does not limit the types of disclosures (that is, including 
sales). (Comment 5 from persons in charge of supporting SMEs) 

 
・ Grace period systems should be globally standardized, because different 

requirements (the scope, duration, etc.) of the system in each country might make it 
difficult to control the applications. (Comment 5 from large companies)   

 
Specific Cases of Using Grace Periods 
(Universities and other institutions) 
・ As to an invention related to method of dyeing at normal temperature for timbers, a 

notification for that has been made before the disclosure, but filing a patent 
application for that was not in time. Accordingly, we used the grace period system  
and obtained patent rights for that. Thanks to this patent, we successfully made a 
license agreement with business enterprises and gained the license income.  

 
・ By using the grace period system, we filed a patent application for an invention for 

which presentations were made at academic conferences, and registered a patent 
right for that. We made a license agreement with a major beverage manufacturer to 
commercialize and sell these products in the near future.  

 
・ We received a report from an inventor after a presentation of the invention had been 

made at academic conferences, and filed a patent application for that in Japan 
requesting the application of Article 30 of the Patent Law. Some enterprises showed 
interest in the presentation material and offered a request for a license agreement.  
We hastily made preparations to file patent applications abroad, but gave up the 
patent applications to some countries. 

 
 (SMEs) 
・ One small company had sold its product without an intention of filing patent 

applications, but received high reputation for the product, and then, it reconsidered 
patent applications for it. 

 
・ We received inquiries about mounting fixture for multipurpose container designed 

for medical wagon, but presentations for that had been made at academic 
conferences as well as interviewed by the local media. Accordingly, we filed a 
patent application for that by using a system of grace period. 

 
・ One small company has conducted a joint-research with a public research and 

development institute, but the institute made presentations for the joint-research. 
Therefore, the company obtained patent rights for that by using the grace period 
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system. Currently, although it’s a very small scale, the company is manufacturing 
the products and selling them to trading companies. 

 
 (Large enterprises) 
・ After submitting an article on an invention on a catalyst for a fuel cell in an 

academic magazine, we found that patent application for the invention was not filed. 
We filed a patent application in a hurry and acquired a patent. 

 
・ Due to the delay in making a notification to the IP division, we were not able to file 

a patent application before disclosing the invention. 
 
・ Although we considered that there is no need to file an application at first, we filed 

the application in a hurry because there was a huge public reaction when 
presentation was made at an academic conference. 

 
・ We made a presentation at an academic conference for an invention that the IP 

division did not acknowledge its technical value, without filing an application. 
Subsequently, the disclosed technology was acknowledged as important for our 
business strategy. Consequently, the patent application was filed after the 
presentation at the academic conference.   

  
・ At first, we planned to file an application before making a presentation at an 

academic conference. But it took time to draw up the specification and as a result, 
the application was filed after making a presentation at the academic conference. 

 
C. U.S  

 
As discussed above in section “C. U.S” of “1. Grace Period in Tegernsee member 
country/region” under Part I, the current (pre-AIA) U.S. grace period, which would be 
the only applicable provision for which the requested data could possibly be provided at 
this time, arises by operation of law.  Therefore, the USPTO does not, and is not in a 
position to, collect statistical data on usage of the grace period at present. 
 
3. Opinions from users 
 

A. EP   

 
(1) EPC 

 
The EPO has consulted its users on two occasions this year inter alia with regard to the 
Grace period, and has reaped detailed observations on the issue denoting varied 
opinions.  
 
In February 2012, a consultation of European users revealed deep divisions between 
them as regards the grace period. Some users were emphatic that Europe did not want or 
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need a grace period, which brought legal uncertainty. Others were more open, and found 
that a reasonable definition for a grace period might be 6 months, include a mandatory 
declaration, and provide that prior user rights would be able to accrue until the priority 
date. One member of industry observed that the needs of European SMEs might need to 
be more thoroughly investigated in this regard. 
 
It was also noted that where SMEs need a grace period, it is not to publish printed 
matter, but to show customers their inventions or carry out trials prior to engaging in the 
costs of patenting. It was also argued that if inventors can do this, they will then file 
better applications as a result of the feedback from such tests or use. 
 
One delegate opined that those who argue that Germany used to have a grace period 
which functioned just fine, should be reminded that this was prior to the internet. Since 
then, the rules of information dissemination have changed. 
 
The Japanese grace period was viewed favorably, participants having experience with 
the declaration requirement in Japan stated that it was not onerous for users, a statement 
had to be filed at the JPO, along with a copy of the material disclosed.  Another 
participant noted that where the disclosure was a public trial, presenting the material 
evidence to the JPO was more difficult.  
 
Another European user consultation took place at the end of June 2012. In this round, 
which entailed also detailed written submissions, users were evenly divided in three 
groups: those supporting the grace period in principle, those decidedly against it, and 
those who remained non-committal.  
 
Interestingly enough, several users stated that there was insufficient evidence with 
regard to the functioning of the grace period, even in countries which operated under 
one such as the US, since the vast majority of applicants functioned on a first-to-file 
basis world-wide, due to the absence of a grace period in Europe. Thus, even in 
jurisdictions having a grace period, the full-fledged impact of a grace period on the 
operation of the patent system in the modern information technology context was 
unknown. 
 
In substantive terms, where users either supported the introduction of a grace period in 
Europe as best practice or could envisage the adoption of a grace period as a 
compromise, there was unanimity that the grace period should remain a carefully 
restricted safety-net, and that if a grace period were to be introduced in Europe, this 
could only be envisaged if it was an international grace period with uniform application 
throughout all harmonized states, without exceptions. A safety-net grace period in 
Europe coexisting with the grace period as defined in the AIA was rejected by all, even 
those supporting the grace period in principle.  
 
In terms of duration, users were fairly evenly divided between 6 and 12 months prior to 
the priority or filing date, but a new position also emerged, with several users opining 
that a very short duration of 3 months would suffice to allow a grace period to fulfill its 
policy purpose of as a safety-net.   
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A majority supported a declaration requirement, requiring the applicant to disclose to 
the best of his knowledge upon filing what had been published prior to filing, when and 
how, as it would enhance legal certainty.  
 
There was unanimity that prior user rights should be available throughout the grace 
period, up until the priority or filing date of the application, in order to protect third 
parties, but also to create enough risk for inventors to give them the incentive to file 
patent applications prior to disclosing their inventions.  
 
Regarding the scope of the grace period, European users were unanimous in stating that 
only the disclosure of the applicant’s invention should be graced. Pre-filing disclosures 
by independent inventors, whether before or after the applicant's first disclosure, should 
not be graced, but form novelty-destroying prior art. This was considered an essential 
component of a safety-net grace period provision. Those users in favour of the grace 
period assumed that it would be extremely restricted in scope, and intended to operate 
only in case of abuse, accidental disclosure, or (by Pharmaceutical and Chemical 
companies) where testing or clinical trials were necessary to establish plausibility for 
the purposes of filing a patent application.  
 
Those opposing the grace period were emphatic about the disadvantages: an increase in 
legal uncertainty was the leitmotiv.  
 
However, users also objected that a grace period unduly complicated the patent granting 
procedure and increased its already considerable complexity. In this vein, several users 
drew attention to the fact that, although the grace period was often argued to be helpful 
to inexperienced inventors and SMEs, the grace period was actually particularly 
dangerous for that sub-group of users of the patent system. If they published prior to 
filing, they were then faced with complicated legal questions. As vividly put by one 
user: the current message for users of the system in Europe might be "unpleasant, but it 
is clear and easy to remember for people not familiar with patent law: if you publish 
before filing, you will not get a patent. If a grace period is adopted, the message 
becomes much more complicated: you can publish, but if you do, others may publish 
similar solutions from which publications you will not be shielded, and others may start 
to use the invention and will have prior user rights". In the end, it was argued that 
SMEs and academia availing themselves of the grace period would get patents which 
would not grant them the meaningful protection they might have had if they had filed 
first. 
 
Also mentioned was the balance of inconvenience caused by the grace period, which 
was viewed as imposing considerable burdens on the overall innovation community for 
the sake of helping the "ignorant and careless" few - as colourfully put by one user.  
 
To conclude, all things considered, there appears to be movement and a certain 
openness now in some user circles in Europe vis-à-vis the grace period. However, it 
should be underlined that the grace period considered by the segment of European users 
willing to envisage a grace period for the European patent system, would be of the 
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nature of a safety net, perhaps closer to the current definition in Japan, but differing 
widely from the definition of the grace period contained in the AIA.  
 
 

(2) Other EPC countries 
 
     a) DK 

(Denmark has not yet had the opportunity to ask for input from users.) 
 
     b) DE 

(Until now no formal user consultation on the issue of the grace period has 
been carried out. Users of the German patent system are partly identical with 
those using the EPO-system for which reason it is rather probable to expect 
identical opinions from both the German patent system’s users and the EPO 
users.) 

 
     c) FR 

At a stakeholder consultation meeting held in April 2012, FR users were asked 
for their opinions on grace periods.  
As preliminary comments, they indicated that they were open with respect to 
the introduction of a grace period but questions were raised about the 
modalities, particularly with respect to the duration and procedures 
(requirement of declaration). 

 
     d) UK 

At a stakeholder consultation meeting on 11 June 2012, UK users were asked 
for their opinions on grace periods.  It is worth noting that these users are 
UK-based but use the patent systems of various countries around the world.   
 
See comments in the UK’s section under “2. Current Status of usage of grace 
period in the Tegernsee member country/region” of Part II.  In addition the 
following points were raised: 
 

i.    Those users present at the meeting took different approaches to 
publishing inventions and filing patents.  Some took the view that 
business comes first and filing patents second, thereby finding they benefit 
from the US grace period provisions when prior publication has taken 
place.  Others had education programs designed to ensure that staff knew 
not to publish until after any patenting decisions had been taken. 

ii. The personal preference of many individual patent attorneys is for 
absolute legal certainty, and they would therefore prefer to have no grace 
period.  However, broader views are that if there is to be a grace period 
then it should be one which provides as much legal certainty as possible. 

iii. Some of those present were in favour of the grace period but not the 
requirement for a declaration on filing.  Some saw problems with the 
requirement for a declaration being abused, and the grace being extended 
to more than what was originally disclosed.  However, others commented 
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that the requirement for a declaration is important as it makes clear to 
businesses up front about their need to rely on the grace period.  The 
general feeling was that there is a benefit in requiring a declaration at the 
time of filing to clearly set out what is relied on as having been graced.  A 
specific point was raised that it would be useful to specifically list certain 
disclosures, e.g. clinical trials – in this sense some industries may be more 
interested in a grace period than others.  

iv. Some took the view that to minimise uncertainty to third parties an 
application that makes use of a graced disclosure should be published as 
soon as possible, on the basis that the information is already in the public 
domain.  18 months from the declared disclosure was suggested as being 
an appropriate timescale for this.  

v.    One suggestion was made that it might be helpful to study the filing 
patterns of British universities, and see how many file only in the US 
because other jurisdictions lacked a grace period they could make use of. 
However it has not been possible to conduct this investigation in the 
timescales involved for this study. 

 
We have separately recently received the below comment from users: 
 

vi. The existing European grace period for “abusive” disclosures could be 
improved by (a) having it run from the priority period rather than the filing 
date (cf. PASSONI/Stand structure [1992] E.P.O.R. 79), and (b) changing 
the standard from "abusive" to unintentional. 

 
In 2002, the UK IPO conducted a public consultation on grace periods.  Most of the 
respondents were content with the current system in Europe.  However if it became 
necessary to have a grace period, the preferred features for a grace period identified 
from the responses were: 

 No longer than six months in length; 
 Only disclosures from the first applicant would be exempted from anticipating 

the patent through lack of novelty; 
 An independent third party disclosure would anticipate a patent application due 

to novelty, if it is printed before a patent application is filed; 
 A patent holder would not be able to prevent a third party from using an 

invention if he started using it, or made serious preparations to start using it, 
before the filing date of the application; 

 The grace period would still lead to a priority year; 
 The applicant would have to declare a reliance on the grace period at the time of 

filing; and, 
 The patent application would be published 18 months from the date of the first 

disclosure of the invention. 
 
Based on the results of the consultation the above criteria would provide the ideal grace 
period model. However, it was felt by respondents to the consultation that the following 
criteria are absolutely essential for a grace period: 

 Must still lead to a priority year; and, 
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 Only disclosures by the first applicant must be excluded from invalidating a 
patent on lack of novelty. 

 
One of the major concerns of the majority of the respondents was to ensure that the 
rights of third parties to information are not hindered if a grace period is adopted into 
the patent system. If a patent application was not published until 18 months after the 
filing of the application this could lead to a lengthy period of uncertainty for third 
parties. However, if the application is instead published at 18 months from the date of 
the first disclosure of the invention this may lead to some applications being published 
without their search reports. The preference for early publication will need to be 
balanced against the benefit to the third parties of providing the results of the search 
report with the published application. 
 
There was some concern expressed by the respondents that a UK-wide grace period 
would be introduced. This was generally opposed, with the preference being for an 
international grace period, rather than a regional grace period.  
 
It was very surprising that the majority of respondents from the academic sector were 
not in favour of the introduction of a grace period. This may be related to the fact that 
most of the responses from the academic sector were from people employed at 
Universities to make best use of their institution’s IP assets. This indicates that people 
from the academic sector who actually have experience of using the IP system recognise 
that there are problems with the use of grace periods and that the introduction of them 
into the UK patent system may not be as advantageous as has always been claimed. 
 
The consultation document and full summary of the responses received is available at 
www.ipo.gov.uk/consult-2002-grace. 
 

B. JP 
 
(1) Discussions at on Asian Intellectual Property Conference in Kyoto in 2009 
 
In November 2009, “Asian Intellectual Property Conference in Kyoto” was hosted by 
Todai Policy Alternatives Research Institute, and 10 Japanese universities and the 
intellectual property related academic societies from Japan, China and Korea attended 
the meeting.  At the meeting, the recommendations were prepared to be presented at 
the Trilateral Intellectual Property Symposium.   
 
In the recommendations, it was pointed out that the absence of grace period in Europe 
had been forcing researchers to choose either delaying publication of their findings from 
research activities or giving up filing a patent application. It was also pointed out that 
this situation has been resulting in difference in behaviors of researchers and gap in the 
development of business utilizing outcomes of research among countries.  Therefore, 
the recommendations stated that, taking into account the situation where open 
innovation was being accelerated and collaborations between industry and academia 
were being promoted, the difference in patent systems among the countries could lead 
directly to gap among the industries, and it concluded that this issue should not be 



 45

treated only as one concerning the university but as one having impact on the industry.  
Finally, the recommendations requested that patent harmonization should be achieved 
among Japan, the U.S., and Europe at the earliest possible opportunity.   
 
Furthermore, the recommendations were discussed at the Trilateral Intellectual Property 
Symposium held back-to-back with the said Asian Intellectual Property Conference.  
In the symposium, the US industry expressed its expectation that grace period would be 
considered positively based on understanding that grace period could give applicants 
more options to choose.  In the meantime, the European industry pointed out that grace 
period was estimated negatively since it would increase uncertainty.   
 
(2) Discussions on Patent Amendments in 2011 
 
For the revision of Japanese Patent Law in 2011, the subcommittee on the patent system 
held meetings 10 times between April 2010 and February 2011, under the Intellectual 
Property Policy Committee of the Industrial Structure Council.  At the subcommittee 
meetings, the representatives of the industry, SMEs, universities, patent attorneys, and 
lawyers discussed various issues related to the revision of patent law, where grace 
period was also discussed several times.  The following are the comments made at the 
meeting.  
A subcommittee member agreed to expand the scope of grace period, stating that the 
grace period was extremely important for researchers in universities who place 
importance on publication of their findings at academic conferences.  Another 
subcommittee member mentioned that it would be important to enhance usability of 
grace period for patent applicants, and that while making known the enhanced 
user-friendliness in filing patent applications for the sake of universities and SMEs, it 
would be also important to make the public properly know that making inventions 
disclosed before filing would lead to failure in obtaining a patent in general.   
 
Furthermore, another subcommittee member stated that differences in application of 
grace period depending on type of media were unfair where media fusion, such as a 
fusion between TV and the Internet, is advancing and that it would be important to 
make the grace period simple and easy-to-understand for everyone in the era where 
information easily crosses national borders and travels globally and spontaneously. 
 
On the other hand, some member pointed out that regarding expanding the scope of 
grace period, if applicant requested the application of the grace period while 
intentionally creating the situation that the third party could not gain the knowledge of, 
where he/she would disclose inventions, it would produce an imbalance in benefits 
between inventors and the third party.  Therefore, the committee member insisted that 
the government should take the measures to prevent the grace period from being abused 
when expanding the scope of the grace period. 
 
As the result of consideration based on these comments, the subcommittee came to a 
conclusion that the scope of grace period should be expanded, while the procedure to 
make a request with submitting some documents should be maintained.   
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C. U.S.  

 
For opinions from users in contemplation of enacting the AIA, please see section “C. 
U.S.” of “1. Changes in Grace Period system in each country/region” under Part II 
above. 
 
 

4. Consideration on the Points to be discussed17 
 
1) Duration of the Grace Period 

 
U.S. mentions that U.S. stakeholders have consistently identified one year as an 
appropriate duration for the grace period in view of the need to facilitate research 
collaboration and encourage open dissemination of research results. 
 
JP reports that, when discussing the revision of Japanese Patent Laws, it has been 
concluded that the duration of grace period should be discussed while ascertaining the 
trend of international discussions on it and it was thus premature to change the current 
duration of grace period. 
 
EPO reports that, according to the EPO’s consultation with European users, European 
users are fairly and evenly divided between 6- and 12-month groups. 
 
It is a difficult question to define the duration of a grace period in order to strike a 
balance between inventors/applicants and third parties. However, in any further 
discussions, the appropriate duration of the grace period would need to be addressed, 
taking into account the balance between inventors/applicants and third parties. 
 
Moreover, another important issue is that of the date from which the grace period is to 
be calculated. With regard to an application claiming priority under the Paris 
Convention, while the grace period is counted from the actual filing date of the 
application in JP and Europe, the U.S. has made a change, computing it from the 
priority date under the AIA. This issue would need to be addressed also in the 
discussion on appropriate duration of a grace period. 
 

2) Declaration or Prescribed Procedures 
 
JP has adopted a requirement for declaration/prescribed procedures based on the notion 
that such declaration/prescribed procedures will enhance predictability for third parties 
by clearly defining prior art which has an impact on the patentability of the claimed 

                                                  
17 Caveat: This section constitutes a constructive expert discussion of the various 
elements of the grace period. Nothing in this report should be construed as an 
endorsement of an international grace period by or on behalf of any European 
delegations. 
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invention in the patent application in question. Moreover, according to the result of 
EPO’s consultation with European users, a majority of users in Europe would support 
the declaration/prescribed procedures as a measure to enhance legal certainty if Europe 
were to consider moving to a broader definition of a grace period. 
 
On the other hand, the EPO points out that a grace period may make the work of patent 
offices more complicated and have an impact on the efficiency of examination 
procedure. 
 
JP believes that details of practice regarding the declaration/prescribed procedure have a 
close relationship with problem of complexity and efficiency of work or examination 
processes in the patent offices. 
 
JP believes that the current JPO’s practices are neither burdensome nor complex for 
applicants and JP is willing to provide more detailed information on the JPO’s practices 
related to declaration/prescribed procedures in the future. 
 
Moreover, with regard to the issue of declaration/prescribed procedures, it is noted that 
some UK users see potential problems with the requirement for a declaration being 
abused, and the grace being extended to more than what was originally disclosed. 
 
It might be useful to carry out a detailed comparative analysis on practices related to 
declaration/prescribed procedures in each country/region, and we also might have to 
deepen the discussions on whether or not declaration/prescribed procedures should be 
required, and if so, what kind of procedure would be appropriate.  

 
3) Types of Disclosures covered by Grace Period 

 
The U.S patent system in the past has not limited the scope of disclosures covered by 
the grace period and this will not change under the AIA. In JP, while its patent system 
limited the scope of grace period in the past, it has gradually expanded the scope to 
meet user needs and to respond to changes in the environment surrounding the patent 
system, and finally abolished such a limitation on the scope through the revision of 
Japan Patent Law in 2011. 
 
The U.S. reports that the input received from stakeholders indicates that the grace 
period in the United States gained widespread support among universities, public 
research institutions, small entities, independent inventors, industry and the legal 
community. In JP also, as far as judging from the result of questionnaire conducted by 
the JPO, it can be said the grace period with the expanded scope gains widespread 
support from the universities, the SMEs and the large companies. According to the 
result of questionnaire, while a certain portion of users answering that it is premature to 
evaluate the revision of Japan Patent Law in 2011 on the grace period, other than these 
including most of universities, SMEs and large companies support the revision of Japan 
Patent Law on the grace period. 
 
In contrast to these situations in U.S. and JP, the types of disclosures covered by the 
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grace period are limited in Europe. And it is reported, according to the result of recent 
European user consultation by the EPO, that European users were divided in three 
groups: those supporting the grace period in principle, those decidedly against it and 
those who remained non-committal.  
 
Moreover, DE mentions some reports from certain industries suggesting that their 
specific products needed testing before the filing of the embodied technology as a patent 
and they needed a grace period for such disclosures. As a result of the U.K. stakeholder 
consultation meeting, U.K. explains that some users benefit from the US grace period 
provisions when prior publication has taken place while many individual patent 
attorneys are for absolute legal certainty and would prefer to have no grace period. FR 
also introduces that French users indicated at a stakeholder consultation meeting that 
they were open with respect to the introduction of a grace period but some problems 
were raised about duration and procedures. 
 
As seen from the above, various opinions can be seen among European users and there 
is no consensus on the desirability or not of adopting of a broader grace period  The 
EPO summarizes the results of its consultation with European users that there appears to 
be movement and certain openness now in some user circle in Europe vis-à-vis the 
grace period as a safety net. 
 
(Different Perspectives of users, Especially those of university and SME) 
As comments made by prominent figures in the course of discussions and hearing on 
the AIA, U.S. introduced the notion that a generous grace period is an important system 
to protect invention of universities and SMEs. For examples, Senator Hatch stated that 
small inventors and others will not accidentally create a patent-defeating bar by their 
pre-filing actions. Moreover, a representative of University California suggested that 
university research is operated in an open environment where dissemination and sharing 
of research results is encouraged and also stated that it could result in the loss of patent 
protection for their invention if a first-inventor-to-file system is not adequately 
mitigated with an effective grace period. 
 
The similar way of thinking also existed as the background of the revision of Japan 
Patent Law in 2011. In JP, there has been a strong demand for the expansion of scope of 
grace period by universities and SMEs in the past. JP explains that the Japan Patent Law 
was revised in 2011 based on the view that it is important to enhance user-friendliness 
for those who are not familiar with the patent system in order to expand the range of 
players for creation of innovations and to facilitate industry-university collaboration, 
taking into account the diversification of R&D activities along with the advancement of 
open innovation. 
 
When considering these merits of the grace period for the universities and SMEs, the 
influence which the revision of Japan Patent Law has brought might be a reference to be 
considered. The statistical survey by the JPO shows that the number of applications 
invoking the grace period in term from April to June 2012 has increased 1.7 times in 
comparison to the same term of 2011 and the number of those made by the universities 
and SMEs has increased. Especially, the number of requests made by SMEs has 
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increased 4 times. However, this statistical survey is based only on 3-month data and a 
longer term monitoring will be required for evaluation. 
 
Moreover, with regards to the perspective of universities and SMEs, in the section on 
the policy background of the EPC, the EPO reports that there is a suggestion that too 
little may be known about the needs of SMEs in Europe on the grace period issue. It 
would be useful to achieve a greater understanding of such user needs in the future. 
 
Of course, we should not talk about only from the perspectives of the university and 
SME and the perspective of the large company is also important when discussing the 
grace period. According to the result of questionnaire conducted by the JPO, even the 
large companies, which are confident in ensuring appropriate management for patent 
applications and publication of their inventions, are in favor of generous grace period 
because they cannot always do such a management perfectly without any mistakes. 
 
 (Other Merits and Demerits) 
As already discussed above, the grace period has the merit of facilitating the protection 
of inventions made by universities and SMEs etc. as well as acting as a safety net. In 
addition to these advantages, the U.S. suggests that the grace period is a measure to 
facilitate early dissemination of research results and to promote technology transfer. For 
example, it introduces findings by the National Research Council of the National 
Academies, stating that the grace period provision encourages early disclosure and is 
especially beneficial for dissemination of academic research and that the idea of a grace 
period is likely to become more widely accepted because other countries try to 
accelerate the transfer of technology through patents and licensing. 
 
On the other hands, the drawbacks of the grace period pointed out by European users 
include: i) legal uncertainty, ii) complexity and iii) educational problems. 
 
It is explained that the grace period creates legal uncertainty for third parties, which 
may find it difficult to ascertain the state of the art in regard to the application or patent 
if pre-filing publications which would be novelty-destroying are later found to be 
graced. 
 
It is suggested that a grace period also makes the work of patent offices more 
complicated. Where a grace period exists, several issues may arise, such as the origin of 
the disclosure, or whether the invention thus disclosed is the same with that claimed in 
the subsequent application, and the clarification of these issues may require additional 
office actions. 
 
Should these issues of legal certainty and complexity which the grace period might 
bring be considered futher, as mentioned in the section (2), it would be helpful to 
conduct a more in depth analysis on each country’s/region’s practices related to 
declaration/prescribed procedure. 
 
With regard to the educational problem, one argument stemming from European users is 
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relevant: the message "Do not publish prior to filing," is simpler to impart than that of 
the function of the grace period. Similar opinions can be seen among the answers to the 
questionnaire conducted by the JPO. Some Japanese universities also pointed out that 
the broad grace period might have a negative impact on IP mind of researchers. 
Simultaneously, other universities pointed out that use of grace period might bring an 
inventor/applicant a risk of his/her idea being stolen by other person.  
 
Although a grace period without a limit of scope might be a user-friendly system for 
users unfamiliar with patent systems, it has the potential to have a negative impact if it 
is not correctly explained. 
 
(Future Discussion) 
It is suggested that the appropriate scope of grace period is a matter warranting further 
discussion. It might be useful to continue to deepen a discussion on appropriate scope 
of the grace period, taking into account of various opinions from users and 
experiences in each country/region.    
 

4) How to deal with disclosure of an invention made independently by 
the third party 
 
In the EP and JP patent systems, (as well as throughout the discussions on the draft 
SPLT), a third party’s intervening disclosure of an invention which was made 
independently by a third party is not considered to be covered by a grace period. In U.S. 
system under the AIA, a third party’s intervening disclosure may be deemed not to 
prejudice an applicant’s entitlement to a patent. 
 
To illuminate the policy considerations underlying this issue, the USPTO cites 
statements made by Senator Leahy stating that “[t]his is an important protection … that 
will benefit independent and university inventors in particular.”  On the other hand, it 
is reported that, according to the EPO’s the consultation, European users stated that only 
the disclosure of the applicant’s invention should be graced. 
 
This feature of the grace period under the AIA appears to represent a new approach to 
how a grace period should function in a first-to-file system. It would be interesting to 
observe how the US system will develop in this regard. 
 
 

5. Conclusion and Next Step 
 
Thanks to active contributions made by Tegernsee Experts in each office, we were able 
to collect and organize useful information on the legal systems, their policy 
backgrounds, the status of usage of grace periods, and users’ comments in each 
country/region pertaining to the grace period through this study.  
 
It is suggested that further study on various points including “duration”, 
“declaration/prescribed procedures” and “scope” of the grace period might be useful, 
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including:  
   - Analysis of practices regarding declaration/prescribed procedures in each 

country/region 
   -  Statistical survey on the effect of the revision of Japan Patent Law (much longer 

term survey: for example, one year) 
   -  Gain a better understanding of the needs of each user sector (especially 

universities and SMEs) in each country/region 
Moreover, with a view to providing a useful material to facilitate future policy 
discussions for harmonization and discussions among users, it is suggested that it might 
be helpful to catalogue the advantages and disadvantages of possible options for the 
grace period based on findings obtained thoughout this study. 
 
Taking into account these suggestions, the Tegernsee Heads should consider whether to 
mandate the Tegernsee Experts Group to carry out further studies. 

 

[End of Text] 
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Appendix A 
 

1. Grace Period in other countries than Tegernsee members 
 
When discussing harmonization, it is useful to know how grace period is implemented 
in other countries than the Tegernsee member countries/region. The following are brief 
explanation of grace period system in some of other countries. For further detail, a 
compilation of provisions in patent laws is listed in “2. Compilation of provisions 
concerning grace period” below. 
 
 
A. Australia 

Duration:  12 Months  (Computed From: Filing Date) 
Declaration or other procedure: Required only in case of exhibition 
Type of disclosure/publication:  

- Any type of disclosure by or with the consent of nominated person or 
patentee 

- Disclosure without the consent of the nominated person or patentee 
 
B. Brazil 

Duration:  12 Months  (Computed From: Filing Date or Priority Date) 
Declaration or other procedure: Not always required (INPI may require) 
Type of disclosure/publication:  

- Any type of disclosure by the inventor 
- Official publication of the patent application by the INPI without the consent 

of the applicant 
- Disclosure by the third party without the consent of the applicant 

 
C. Canada 

Duration:  12 Months  (Computed From: Filing Date) 
Declaration or other procedure: Not Required 
Type of disclosure/publication:  

- Any type of disclosure by applicant 
- Disclosure by a person who obtained knowledge, directly or indirectly, from 

the applicant 
 
D. China 

Duration:  6 Months  (Computed From: Filing Date or Priority Date) 
Declaration or other procedure: Required 
Type of disclosure/publication:  

- International Exhibition, prescribed Academic or Technological Meeting 
     - Disclosure by any person without the consent of the applicant 

 
E. India 

Duration:  12 Months  (Computed From: Filing Date) 
                    (In case of Public Working, computed from priority date) 
Declaration or other procedure:  ??  
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Type of disclosure/publication:  
- Exhibition which government noticed, 
- Description read or Publication at learned 
- Public Working 
- Disclosure by any person without the consent of the applicant 

 
F. Republic of Korea 

Duration: 12 Months  (Computed From: Filing Date) 
Declaration or other procedure: Required  
Type of disclosure/publication:  

- Any type of publication by a person with the right 
- Publication against the intention of a person with the right 

 
G. Russia 

Duration: 6 Months  (Computed From: Filing Date) 
Declaration or other procedure: Not Required  
Type of disclosure/publication:  

- Any type of disclosure by an inventor, applicant, or person having received 
information directly or indirectly from them 

 

 

 

2. Compilation of provisions concerning grace period 
 
A.  Australia 
Article 24 of the Australian Patent Act 
 

Validity not affected by certain publication or use  
(1)  For the purpose of deciding whether an invention is novel or involves an inventive 

step or an innovative step, the person making the decision must disregard:  
(a)  any information made publicly available, through any publication or use of the 

invention in the prescribed circumstances, by or with the consent of the 
nominated person or patentee, or the predecessor in title of the nominated 
person or patentee; and  

(b)  any information made publicly available without the consent of the nominated 
person or patentee, through any publication or use of the invention by another 
person who derived the information from the nominated person or patentee or 
from the predecessor in title of the nominated person or patentee; 

but only if a patent application for the invention is made within the prescribed 
period.  

(2)  For the purpose of deciding whether an invention is novel or involves an inventive 
step or an innovative step, the person making the decision must disregard:  
(a)  any information given by, or with the consent of, the nominated person or the 

patentee, or his or her predecessor in title, to any of the following, but to no 
other person or organisation:  

(i) the Commonwealth or a State or Territory, or an authority of the 
Commonwealth or a State or Territory;  
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(ii)  a person authorised by the Commonwealth or a State or Territory to 
investigate the invention; and  

(b)  anything done for the purpose of an investigation mentioned in subparagraph 
(a)(ii). 

 
 
B.  Brazil 
Article 12 of the Brazilian Industrial Property Law 
 

The disclosure of an invention or utility model shall not be considered to be state of 
the art if it occurred during the 12 (twelve) months preceding the date of filing or of 
priority of the patent application, if made: 

I. by the inventor;  
II. by the Instituto Nacional da Propriedade Industrial—INPI (National Institute of 

Industrial Property), by means of official publication of the patent application filed 
without the consent of the inventor, based on information obtained from him or as a 
consequence of actions taken by him; or 

III. by third parties, based on information obtained directly or indirectly from the 
inventor or as a consequence of actions taken by him. 

Sole Paragraph. The INPI may require from the inventor a statement related to the 
disclosure, accompanied or not by proofs, under the conditions established in 
regulations. 
 
 
C.  Canada 
Article 28.2 of Canadian Patent Act 
 
(1) The subject-matter defined by a claim in an application for a patent in Canada (the 
“pending application”) must not have been disclosed 

(a) more than one year before the filing date by the applicant, or by a person who 
obtained knowledge, directly or indirectly, from the applicant, in such a manner 
that the subject-matter became available to the public in Canada or elsewhere; 

 
 
D.  China 
Article 24 of the Chinese Patent Law 
 

An invention-creation for which a patent is applied for does not lose its novelty 
where, within six months before the date of filing, one of the following events 
occurred: 

(l) where it was first exhibited at an international exhibition sponsored or recognized 
by the Chinese Government; 

(2) where it was first made public at a prescribed academic or technological 
meeting; 

(3) where it was disc1osed by any person without the consent of the applicant. 
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E.  India 
Article 31 and 32 of the Indian Patent Law 
 
31. Anticipation by public display, etc. 

An invention claimed in a complete specification shall not be deemed to have been 
anticipated by reason only of - 

(a) the display of the invention with the consent of the true and first inventor or a 
person deriving title from him at an industrial or other exhibition to which the 
provisions of this section have been extended by the Central Government by 
notification in the Official Gazette, or the use thereof with his consent for the 
purpose of such an exhibition in the place where it is held; or 

(b) the publication of any description of the invention in consequence of the display 
or use of the invention at any such exhibition as aforesaid; or 

(c) the use of the invention, after it has been displayed or used at any such exhibition 
as aforesaid and during the period of the exhibition, by any person without the 
consent of the true and first inventor or a person deriving title from him; or 

(d) the description of the invention in a paper read by the true and first inventor 
before a learned society or published with his consent in the transactions of such a 
society,  

if the application for the patent is made by the true and first inventor or a person 
deriving title from him not later than twelve months after the opening of the exhibition 
or the reading or publication of the paper, as the case may be. 
 
32. Anticipation by public working. 

An invention claimed in a complete specification shall not be deemed to have been 
anticipated by reason only that at any time within one year before the priority date of the 
relevant claim of the specification, the invention was publicly worked in India - 

(a) by the patentee or applicant for the patent or any person from whom he derives 
title; or 

(b) by any other person with the consent of the patentee or applicant for the patent or 
any person for whom he derives title, 

if the working was effected for the purpose of reasonable trial only and if it was 
reasonably necessary, having regard to the nature of the invention, that the working for 
that purpose should be effected in public. 
 
 
F.  Republic of Korea 
 
Article 30 of Korean Patent Law (Before May 15 2012) 
 
Article 30 (Inventions Not Considered to be Publicly Known etc.) 
(1) Where a person who has a right to obtain a patent files a patent application for an 

invention within six months of date on which the invention falls under any of the 
following subparagraphs, the invention is considered not to fall under any of the 
subparagraphs of Article 29(1) when Article 29(1) or (2) applies to the invention; 
however, this provision shall not apply where the patent application is laid open or the 
patent registration is published in the Republic of Korea or a foreign country under a 
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treaty or law: 
(i) when a person with the right to obtain a patent causes the invention to fall 

under either subparagraph of Article 29(1); However, this provision shall not 
apply where a patent application is laid open or a patent registration is published 
in the Republic of Korea or a foreign country under a treaty or law. 

(ii) when, against the intention of a person with the right to obtain a patent, the 
invention falls under either subparagraph of Article 29(1). 

(2) A person who intends to take advantage of paragraph (1)(i) shall submit a written 
statement of that intention to the Commissioner of the Korean Intellectual Property 
Office when filing a patent application; the person shall also submit a document 
proving the relevant facts to the Commissioner of the Korean Intellectual Property 
Office, within thirty days of the filing date of the patent application. 

 
 
G.  Russia 
Par.3 of Art.1350 of the Russian Civil Code 
 

Disclosure of information relating to an invention by the author of the invention, 
applicant, or other person having received this information directly or indirectly from 
them, that made information on the essence of the invention public shall not be a 
circumstance precluding the recognition of the patentability of the invention if a patent 
application for the invention has been filed with the federal executive authority for 
intellectual property within six months from the date of disclosure of the information. 
The burden of proof that the circumstances have taken place by virtue of which the 
disclosure of information does not prevent the recognition of the patentability of the 
invention shall be on the applicant. 
 

 

[End of Appendix A] 
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I. Introduction 

 
The practice of publishing patent applications at 18 months from the earliest effective filing date 
(including any claimed priority) is a common fixture in many of the world’s patent systems, and 
represents a balance of interests between inventors and third parties, including the public.  On the 
one hand, 18 months is thought to represent a reasonable period of time after filing of the 
application for the inventor to make an assessment whether to continue prosecution of the 
application or to withdraw or abandon it.  On the other hand, 18 months is believed to be a 
reasonable period of time for third parties to wait to obtain information about a new technology. 
 
There are many policy considerations that underlie this balance.  One such policy is to ensure 
that third party competitors have timely notice of new developments, so they can make informed 
decisions about, e.g., whether to continue pursuing a similar technology, or designing around the 
subject matter disclosed in the application.  This, in turn, promotes a more effective allocation of 
research investments and a corresponding reduction in costly and time consuming litigation.  
Another underlying policy is to allow the inventor to make a suitably informed decision whether 
to continue seeking patent protection or to keep the information as a possible trade secret.  18-
month publication also increases the efficiency of allocating patent rights by enabling an early 
assessment of prior art with respect to conflicting applications. 
 
However, 18-month publication is not without its consequences.  The availability of potentially 
lucrative information during the period of time between 18-month publication and grant of the 
patent provides competitors worldwide the opportunity to copy or design around technologies 
that are stuck in examination backlogs.  A system that requires 18-month publication may also 
deprive the applicant of an opportunity to withdraw an application in favor of keeping the 
information in it a trade secret if search or examination results are not provided before 
publication sufficient to enable the inventor to make a reasonable assessment of the likelihood of 
obtaining patent protection.  This could particularly disadvantage small and medium sized 
enterprises, for whom trade secrets may represent a more cost-effective and therefore, realistic, 
form of IP protection. 
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II. State of 18-Month Publication Among Tegernsee Group Members1
 

A. EUROPEAN PATENT OFFICE (EPO) 
 
 1. Legal Requirements 
 
  a. General rule under the EPC  
 
Publication of applications at 18 months at the EPO is governed by Art. 93 EPC.  The general 
rule set forth in Art. 93(1)(a) EPC stipulates that European patent applications shall be published 
by the EPO as soon as possible after the expiry of a period of 18 months from the filing or 
priority date of the application. However, at the request of the applicant, the European 
application may be published prior to that date (Art. 93(1)(b) EPC).  Finally, where the European 
application is ready for grant prior to the expiry of the 18-month period, the application and the 
specification of the European patent as granted will both simultaneously be published early, 
pursuant to Art. 93(2) EPC. (See Guidelines for Examination in the EPO, A-VI, 1.1).  From the 
time of the publication of the European application onward, pursuant to Art. 93 EPC, third 
parties may inspect the related file upon request (Art. 128(4) EPC). 
 
Under the EPC, there are no exceptions to this rule: all European applications pending at the date 
provided for in Art. 93(1)(a) EPC are published by the EPO.  
 
  b. Consequences of 18-month publication 
 
The publication of an application at 18-months has three consequences: 
 

 1. Entry into the state of the art under Art. 54(1) EPC 
 
From the date of publication of the application, its subject-matter is made available to the public, 
thus entering the state of the art under Art.  54(1) EPC and allowing competitors to make 
informed decisions in relation thereto.  
 

 2. Secret prior art under Art. 54(3) EPC 
 
For an earlier filed co-pending application to enter the secret prior art under Art.  54(3) EPC and 
form an obstacle to the novelty (but not the inventive step) of a subsequent application, it must 
be both pending and published at 18 months from the filing or priority date, pursuant to Art. 93 
EPC. 
 

 3. Provisional protection 
 
According to Art. 67(1) EPC, as of the date of its publication under Art. 93, the European patent 
application provisionally confers the protection provided under Art. 64 EPC to the applicant in 
the Contracting States designated in the application.  Pursuant to Art. 67(2) EPC, the scope of 

                                                            
1 Non-publication due to national security screening procedures is excluded from this Study as being beyond the 
scope of general application of 18-month publication, to which this Study is directed. 
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such protection is left up to the national law of the EPC Contracting States, but may not be less 
than that provided for under national law to published national applications and must provide at 
the very least "reasonable compensation" from the date of publication onwards.  By virtue of Art. 
69 EPC, the European patent as granted determines retroactively the protection conferred by the 
application, insofar as such protection is not thereby extended.  Accordingly, whilst warning 
letters may be sent referring to the pending application prior to grant, infringers may be sued 
only once the patent has actually been granted. 
 

A. Withdrawal of an application prior to the expiry of the 18-month 
period 

 
1. Prior to completion of technical preparations for 
publication 

 
Where the European application is finally refused, withdrawn or deemed to be withdrawn prior 
to the expiry of the 18-month period, and before the termination of the technical preparations for 
publication, the European application will not be published (Rule 67(2) EPC).  
 

2. After completion of technical preparations for publication 
 
Such technical preparations for publication are determined by the President (see Rule 37(1) EPC) 
to be completed at the end of the day 5 weeks before the 18th month from the priority date, if 
priority is claimed, or of the filing date, where no priority is claimed or where a priority claim 
has been abandoned. (See Guidelines, A-VI, 1.2)  Where the application is withdrawn after this 
date, the EPO will try everything within reason to prevent publication, but non-publication 
cannot be guaranteed.  The standard for the efforts of the EPO in this regard is set by the EPO 
Legal Board of Appeal: "whether it seems justifiable for the office to intervene in light of the 
stage which the publication process has reached" (J 05/81, OJ 1982, 155, p. 159).  
 
Where the applicant withdraws his application later than the date of completion of technical 
preparations for publication, to take into account the possibility that it may not be possible for 
the EPO to halt publication, he may make such withdrawal subject to the proviso that the 
application is not made known to the public.  Thus, if the application's publication cannot be 
prevented, the application will remain pending, will constitute a prior right for applications 
subsequently filed, and may be prosecuted further. 
 
 2. Policy Considerations 
 
Mandatory publication of applications at 18-months is widely accepted as a standard element of 
modern patent systems.  The introduction of this rule in Europe has had a number of decisive 
consequences for the structure and practice of the European patent system, and it is perhaps 
helpful to review the origin of the rule in order to explain that it is not simply an isolated rule 
with public policy connotations, but is part of the "warp and weft" of the European patent 
system.  
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a.  Origin of the rule and adoption in Europe 
 
Originally, in most if not all countries in Europe, patents were published upon grant, which was 
also the time at which protection under the patent began.  However, in the fifties, patent offices 
in Europe found themselves battling record levels of applications.  As backlogs grew and 
pendency times lengthened, patent offices were under pressure, applicants were left without 
protection whilst they awaited grant and the legal uncertainty for third parties associated with the 
lengthy secrecy of pending applications became an additional serious problem.  
 
At the time, policy concerns were expressed that an application could be pending without third 
parties being able to ascertain the latest state of the art in a given field, and in particular, whether 
a particular invention, which might have already gone into widespread use, was in the process of 
being appropriated. In particular, resources could be allocated to R&D projects duplicating those 
covered by pending applications, resulting in a loss of investment.  
 
In 1964, the Netherlands (NL) became the first country in Europe to introduce mandatory 18-
month publication of patent applications.  The intention was to introduce the option of deferred 
examination for workload-related reasons.  However, simultaneously, to address the discrete 
public interest issues inherent in the secrecy of pending patent applications and reduce the 
existing period of uncertainty, mandatory 18-month publication from the filing or priority date 
was also provided. 
 
In turn, the interest of the public to have rapid access to technology and early legal certainty had 
to be balanced against the interest of applicants to be able to make an enlightened decision 
allowing them to preserve valuable trade secrets should their invention prove not to be 
patentable.  The original Report of 1954 which had initially proposed modifications to the patent 
system in NL, suggested to divide the patent granting process into two phases: a search for 
relevant prior art, drawn up prior to the publication of the application, and examination, which 
could then be deferred if the applicant so wished.  It was suggested that publication of the 
application at 18 months would strike the appropriate balance, allowing the applicant to receive 
an appraisal of the novelty of his invention, but also to withdraw his application in time if 
chances for a meaningful grant were low. 
 
In any event, the concept of 18-month publication was taken up by the Committee elaborating a 
harmonized Scandinavian model patent law in 1962, and was also discussed in great detail and 
rapidly endorsed by the “Patents” Working Group of the European Council in 1964, so that this 
concept flowed early into the discussions on the creation of the European Patent System.  In the 
meantime, mandatory publication of applications at 18 months was adopted in 1968 by 
Denmark, Finland, Norway, Sweden, as well as by Germany and by France in 1969, before being 
included in the EPC which was signed in 1973.  
 
   b.   Impact on the patent system 
 
The introduction of mandatory 18-month publication of applications has influenced the European 
patent system in several respects: 
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    (1) Under earlier national patent systems in Europe, patent 
protection arose only upon grant.  There could be no recovery of damages for acts which would 
have constituted infringement, but were carried out during the pendency period.  The 
introduction of 18-month publication allowed applicants to be granted earlier protection for their 
inventions, through provisional protection under the application.  Applicants are also afforded a 
degree of control in this respect as they may opt for even earlier publication where they have an 
interest in sending warning letters to early infringers. 
 
    (2) Prior to the introduction of mandatory 18-month publication, in 
many countries in Europe, prior rights could only be assessed once the patent on the earlier co-
pending application was granted.  Since now prior rights are defined as earlier filed applications 
still pending and published at 18-months, this allows greater celerity in the assessment of secret 
prior art and thus of the patentability of subsequent applications.  In this regard, the norm is 
considered to assume a pivotal role in the definition of novelty in the European patent system. 
 
    (3) Even though today the EPO issues a search report along with a 
written opinion, the two-phased system adopted as a result of the introduction of 18-month 
publication still remains to some degree.  This, combined with the prioritization of first filings, 
results in search reports for first filings being issued on average within 6 months of the filing 
date.  The aim is to give applicants early information going to the patentability of their invention, 
and thus, the necessary means to plan their strategy in terms of world-wide protection within the 
priority year, but also to allow applicants to choose whether to withdraw prior to publication, so 
as to preserve any information in the application which is not in the public domain.  In addition, 
the early availability of the search enables competitors to better assess the chances of success of 
the application as well as the potential scope of the claims.  This approach also dovetails well 
with the timeliness demands inherent in current work-sharing schemes world-wide.  
 
    (4) Finally, publication of the application at 18 months also has the 
advantage that it allows third parties to file pre-grant observations on the patentability of the 
invention covered by the application pursuant to Art. 115 EPC, thus enhancing the quality of the 
granting procedure.  
 
 3. 18-Month Publication in Practice 
 
It is of interest here to mention a few statistics.  100% of European applications pending at the 
expiry of the period of 18-months from either the filing date or, where priority has been claimed, 
the priority date, are published by the EPO.  There are no exceptions. 
 
Early publication is relatively rare. In the last 3 years, at the EPO, early publication was 
requested by 150 applicants, for 0.1% of applications, almost all of which were Euro-direct 
applications. 
 
Most applicants are in a position to assess the patentability of their invention well before the 18-
month publication date.  In 2011, 70% of all European applications were published as “A1” 
publications, meaning that the pending applications were published at 18 months along with the 
search report drawn up by the EPO, giving third parties the added benefit of access to the 
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necessary information to assess the potential scope of protection which may result from the 
application.  
 
In the case of first filings, 59% of them were still pending at 18 months and 95% of those first 
filings published under Art. 93 EPC were "A1" publications simultaneously publishing the 
search report.  The other 41% of first filed applications were either withdrawn or deemed to be 
withdrawn, or replaced by second filings (with causality relating to the search report received 
being difficult to establish - but some of them undoubtedly a result of the prohibition against 
added subject matter of Art. 123(2) EPC).  
 
In the case of second filings, 98% of them are still pending at 18 months and published, with 
60% of them constituting "A1" publications comprising the search report.  
 
Moreover, it is argued that the possibility of obtaining accelerated processing at the EPO through 
PACE, free of charge and without additional burden for the applicant, means that no applicant is 
forced to face 18-month publication without at least a search report and written opinion as to the 
patentability of his invention. 
 
Accordingly, it is concluded that losing the possibility of exploiting the invention through trade 
secret protection if the European application is published at 18 months and the patent ends up not 
being granted, does not appear to be a major issue for applicants at the EPO. 

 
  4. Policy Arguments  
 
From a European perspective, it is perceived that the 18-month mandatory publication of 
applications rule strikes the right balance between competing interests in this regard. 
 
   a. Competitors and industry 
 
For industry, early publication has a two-fold advantage: it allows industry to build early on the 
easily searchable technology published for further R&D purposes, and it allows industry to 
investigate whether it is free to use technology or not at an early stage, allowing for a reduction 
in the duplication of innovation processes and lower-risk investment in R&D.  
 
   b. The general public 
 
The efficient allocation of scarce resources in the context of R&D is also in the interest of the 
public. In this regard, the mandatory 18-month publication rule can be argued to minimize the 
inherent social costs of the patent system.  In addition, the public also has an interest in the early 
adoption of new technology, and it can be argued that 18-month publication creates the 
necessary conditions of legal certainty for this to occur at arguably the optimal moment from a 
systemic viewpoint. 
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c. The applicant 
 
For the applicant, 18-month publication may mean that “early engineering-around” may occur. 
On the other hand, for the general public, there may be some gains, as such innovation may be 
beneficial in that it may result in incremental improvements, which then arguably occur earlier in 
time.  
 
Early publication may enable competitors to ascertain at a much earlier date the inventions and 
interests of applicants.  However, when this happens, important ground will already have been 
staked out by the applicant, and in Europe, this strategic disadvantage is not perceived to inhibit 
the incentive function of the patent system to the point of outweighing the benefits to the public 
of such early publication. 
 
On the other hand, particularly in systems where no term extension is provided in the case of 
protracted prosecution, as under the EPC, one advantage of the rule is that it gives the applicant 
provisional protection, giving him much closer to a 20-year term than would be the case if 
protection commenced at grant only.  
 
More problematic is the issue of the bargain theory of the patent system, according to which 
there is system failure if after publication of the application at 18 months, the application fails to 
proceed to grant for reasons which may or may not be within the control of the applicant. The 
applicant has disclosed his invention to the public, but received no rights in return.  This is 
intuitively difficult to argue away: where the patent is not already granted at 18 months - which 
is the norm - the applicant assumes the full risk that his assessment of his chances of success may 
not be accurate.  Particularly small inventors and SMEs appear vulnerable in such a situation. 
 
B. UNITED KINGDOM (UKIPO) 
 
 1. Legal Requirements 
 
In the UK, section 16 of the Patents Act 1977 and rule 26 of the Patents Rules 2007 require all 
applications which are given a filing date to be published as soon as possible after the end of 18 
months beginning with the declared priority date (or where there is none, the filing date), unless 
the application is withdrawn or refused before preparations for its publication have been 
completed.  Where the application is withdrawn after the preparations for its publication have 
been completed, there is no discretion in the Patents Act which allows the UK IPO to attempt to 
prevent publication and so the publication of the application will go ahead as usual 
 
According to section 16, the application should be published as filed, including not only the 
original claims but also any amendments to the claims.  The fact that the application has been 
published and the date of publication must be advertised in the Patents Journal. 
 
Section 16 also provides that the application may be published sooner if so requested by the 
applicant (see statistics provided below).   
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There is no provision in the UK by which an applicant can opt out of 18-month publication.  The 
only way that an applicant can avoid such publication taking place is by withdrawing their 
application prior to the date on which the preparations for publication are complete. 
 
Section 16 applies to divisional applications in the same way as any other application – they are 
published as soon as possible after the end of 18 months beginning with the declared priority 
date.  Since many divisional applications will be due for publication immediately after they are 
filed, divisional applications are, as far as possible, given priority over other applications for 
search and publication. 
 
In relation to PCT applications which enter the UK national phase, section 89B(2) of the Patents 
Act 1977 states that if the application has been published in accordance with the Treaty then the 
application is treated as if it has been published under section 16 when the national phase of the 
application begins.  The IPO re-publishes such applications so as to provide a UK publication 
number; however, this is an administrative act which is not required by the legislation. 
 
One final aspect which is relevant to the question of 18-month publication is the matter of 
provisional protection.  Section 69 of the Patents Act 1977 is so framed as to have, as nearly as 
practicable, the same effect in the UK as EPC Article 67 and PCT Article 29.  Section 69 
provides that the publication of an application before grant may give rise to a right to bring 
proceedings for pre-grant infringements, although this right cannot be enforced until after grant.  
Such infringement proceedings are successful only if the act in question would have not only 
infringed the patent as granted but also fell within the scope of the claims included in the 
published application. 
 
 2. Policy Considerations 
 
As already discussed in the introduction, 18 months is generally considered to strike an 
appropriate balance between (i) providing a sufficient period of confidentiality for the applicant 
to consider whether they want to continue with the applicant or withdraw, in light of any 
commercial developments and the search report and (ii) providing timely warning to third parties 
about potential future rights. 
 
In addition, publication prior to grant provides the opportunity for third parties to file 
observations on the patentability of the invention and to draw the examiner’s attention to any 
relevant material, thereby improving the efficiency of the examination process and helping 
ensure that invalid patents are not granted. 
 
 3. 18-Month Publication in Practice 
 
  a. In the UK, where the patent application is ready for grant prior to the 
expiry of the 18-month period, grant is delayed until at least 3 months after publication have 
elapsed.  This is to provide an opportunity for third parties to file observations on the 
patentability of the invention.  (There are however two exceptions to this rule – where the 
application is a national phase entry from a PCT application then grant is delayed until 2 months 
after re-publication have elapsed; and where the application is a divisional and the invention 
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claimed was claimed in the published parent application giving third parties at least three months 
to file observations in respect of that invention, then the three month period can be waived 
entirely.)  
 
  b. All UK patent applications are published with a search report.  The UK 
IPO issued 92% of search reports within four months of request in 2011/12, and hence the vast 
majority of applicants had many months in which to decide, on the basis of the search report, 
whether to proceed with their application or withdraw prior to publication.  In addition, the UK 
offers various acceleration options at no additional cost to the applicant (such as combined 
search and examination), enabling the results of the examination to also be taken into account 
when making this decision. 
 
  c. The below figures indicate the proportion of UK applications published 
earlier than 18 months after priority (upon request by the applicant).   
 

Publication 
Year 

Total 
publications 

Published 
before 18 

months

% Published 
before 18 

months
 

2005 12123 158 1.3%
2006 11839 215 1.8%
2007 11836 213 1.8%
2008 11047 256 2.3%
2009 10554 257 2.4%
2010 9993 278 2.8%

 
The figures are taken from the October 2011 version of Patstat which has publication data until 
May 2011.  The data for January-May 2011 demonstrates that 2.6% of applications published in 
that period were published prior to 18-months (150 applications of 5763 published). 
 
The data shows that there is clear demand for such early publication, albeit in relation to a fairly 
small percentage of applications.   
 
  b. Case studies 
 
At a stakeholder consultation meeting on June 11, 2012, UK users were asked whether they had 
experienced any particular issues in relation to non-publication of an application at 18 months.  
The general feeling of those present was that there are not many examples of ‘late’ publication 
being an issue, and that this would be likely to remain the case whilst the percentages of 
applications opting out of 18-month publication in the U.S. remained small. 
 
Users also pointed out that defensive publication is a well-known strategy and often people want 
to publicise their inventions.  This point is consistent with the observation that a proportion of 
applicants opt for early publication in the UK. 
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Users also pointed out that strategies will simply adapt to any changes in patent law in this 
regard – an example given was that in the U.S. an applicant can file a provisional application and 
immediately publish, giving themself a year to overcome any sufficiency problems safe in the 
knowledge that their earliest date is fixed. 

 
C. FRANCE (INPI) 

 
 1. Legal Requirements 
 
  a. General rule under the IPC 
 
Publication of applications at 18 months at INPI is governed by Art. L. 612-21 IPC (Intellectual 
Property Code). The rule stipulates that patent applications shall be published by INPI on expiry 
of 18 months from the date of filing or from the priority date, where priority has been claimed.  
At the simple request of the applicant patent application may be published prior to expiry of that 
period. The publication is made in the Official Bulletin of Industrial Property. 
 
When applications are published they have been released by the National Defense. Some 
inventions could however be of interest for the national defense; in that case these inventions 
may be “retained” and are not published, unless the ban ends.  
 
  b. Specificity: 
 
   1. Application  under priority 
Where priority has been declared inadmissible or when the applicant has withdrawn this priority 
before the start of technical preparations for the publication of the application, it will published 
only after a period of 18 months from the filing date or, if priority remains, as the date of this 
priority. 
 
   2. Divisional application 
The publication of a divisional application occurs 18 months from the date of filing of the initial 
application or of the earliest date it receives (the priority date if applicable), unless the division is 
filed after the expiration of that period. In the latter case, the publication occurs after the expiry 
of the deadline for designating the inventor 
 
   3. The patent application is not published if it has been rejected or 
withdrawn before the technical preparations undertaken for the publication (6 weeks), unless it 
concerns: 
 a. an application that gave rise to a division 
 b. an application from which the benefit of the filing date was required in a 
subsequent application, unless the applicant waives this benefit. 
 
  c. Consequences of 18-months publication 
 
The publication of an application at 18-months has four consequences: 
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   1. Entry into the state of the art under art. L. 611-11 IPC 
 
From the date of publication of the application, its subject-matter is made available to the public, 
thus entering the state of the art under Art. L. 611-11 IPC.  
 
   2. Secret prior art under Art. L. 611-11 IPC 
 
For an earlier filed co-pending application to enter the secret prior art under L. 611-11 IPC and 
form an obstacle to the novelty (but not the inventive step) of a subsequent application, it must 
be both pending and published at 18 months from the filing or priority date. 
 
   3.  Provisional protection 
 
According to art. L. 615-4 IPC as of the date of its publication under Art. L. 612-21 IPC a 
provisionally protection is conferred to the patent application. However, from the date of the 
publication of patent application to that of publication of the grant of the patent, the patent shall 
only be enforceable if the claims have not been extended after the first of those dates. The Court 
hearing infringement proceedings based on a patent application shall reserve judgment until the 
patent has been granted. 
 
    4.  Third parties observations 
 
Publication prior to grant provides the opportunity for third parties to file observations on the 
patentability of the invention and to draw the examiner’s attention to any relevant material, 
thereby improving the efficiency of the examination process and helping ensure that invalid 
patents are not granted. 
 
            2.         Policy Considerations  
 
As UK indicated, 18 months is generally considered to strike an appropriate balance between (i) 
providing a sufficient period of confidentiality for the applicant to consider whether they want to 
continue with the applicant or withdraw, in light of any commercial developments and the search 
report and (ii) providing timely warning to third parties about potential future rights. 
 
 
 3. 18-Month Publication in Practice 
 
The below figures indicate the proportion of FR applications published earlier than 18 months 
after priority (upon request by the applicant). 
 

Publication 
Year 

Total 
publications 

Published 
before 18 

months

% Published 
before 18 

months
2010 14 142 76 0.53%
2011 14 585 73 0.50%
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D. JAPAN (JPO) 
 
 1. Legal Requirements 
 
The JPO’s publication of patent applications is governed by Article 642 of the Japanese Patent 
Law. This Article requires that all applications be published 18 months from the day in which the 
applications are filed. Note, however, that for an application to the JPO claiming priority right, 
the date of publication will be 18 months from the day of the filing of an application on which 
the said priority claim is based. 
 
In principle, this Article that stipulates the publication of applications applies to all the 
applications, except for the following cases.  
 
 a. Where an application becomes no longer pending at the JPO prior to the passage 
 of 18 months from the date on which the applications were filed. 
 

 An application which is no longer pending at the JPO before its publication will not be 
 published.  Patent applications that have been withdrawn or abandoned by applicants, as 
 well as those that have been declined or refused by the final decision will not be 
 published. 
 

 b. Where gazettes containing the patents are published prior to the passage of 18 
 months from the date on which the applications were filed.  
 

 According to the laws, gazettes containing the granted patents should include information 
 that is necessary for the public to understand the content of patent rights clearly, and 
 therefore, patent applications which have been already laid open in the gazettes 
 containing the granted patents are excluded from the 18-month publication of 
applications.  However, since pre-examination search is usually conduced based on 
publications of un-examined applications, patent applications that have been laid open in 
the gazettes containing the granted patents are also published along with other un-
examined applications based on the 18-month publication rule, as a part of administrative 
services. This service started from 1997. 

 
As is clear from the above explanations, in Japan, there is no provision, which can be seen in the 
U.S., by which applicants can opt out of having their applications published by making requests 
when their applications are pending at the JPO. And then, all application will be published at 18 
months from the filing date. Just for information, the Japanese patent law also provides a system 
to make an application published earlier than the passage of 18 months from the filing date based 
on a request from the applicants.3  
 
  

                                                            
2 See Appendix D, Japanese Patent Law, Article 64 
3 See Appendix D, Japanese Patent Law, Article 64-2 
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2. Policy Considerations 
 
Due to heightened technological competition, the number of patent applications being filed has 
increased and the claims being made in patent applications are becoming more complex and 
more technically upgraded. However, this heightened technological competition is not something 
that started just today, as it already existed in 1970, the year in which the Japanese Patent Law 
was revised to introduce the “18 Month Publication System”. Under these circumstances, the 
pendency period in Japan had become longer. At that time, the average time it took to examine 
patent applications had reached five years. 
 
From the point of view of the applicants, the growing pendency period for examination that was 
attributed to the increase in patent filings created a huge disadvantage for them because there 
was always the risk of third parties copying their ideas during the long period of time they spent 
waiting for their patents to be granted.  
 
Also, this situation imposed disadvantages on third parties as well. Since the patent content or 
claims were not being released over long periods of time, third parties would end up doing 
double-work. In other words, they were researching and investing in the same areas without 
knowing it. And even if they wanted to commercialize the results of their activities, they might 
later be faced with a situation in which they wouldn’t be able to use the technology commercially 
because of patent rights being granted in later stage. Therefore, because the patent contents were 
being disclosed after such long periods of time, third parties activities were facing a lot of 
uncertainty. Furthermore, the overlapping research and investments made by third parties were 
not only losses to them alone but also to the entire national economy of Japan. To add further to 
this issue, these overlapping research activities and investments resulted in a loss to the JPO as 
well, since they created an overlap in application filings.  
 
Under these circumstances, Japan revised its Patent Law in 1970 and introduced the “18 Month 
Publication System” from 1971. It can be said in short that the 18 Month Publication System in 
Japan is aiming not only to ensure the interests of applicants earlier but also to prevent loss to 
third parties and the entire Japanese economy by eliminating redundant research activities and 
investments in advance.  
 
Nevertheless, with the 18 Month Publication System in place, there still existed the issue of third 
parties willfully utilizing publicized inventions. To combat this issue, applicants were given 
provisional protection of rights related to the publications of applications.4 
 
As a means to compensate applicants for losses incurred when their inventions are utilized by 
third parties, provisional protection ensures the rights of applicants to claim compensation 
against any parties who utilize the published inventions created by the applicants. More 
specifically, after the patent application has been publicized, where the applicant for the patent 
has given such third party warning with documents stating the contents of the invention claimed 
in the patent application, applicant has the right to claim an amount of compensation (an amount 
equivalent to the licensing fee) against the third party who have utilized published inventions of 

                                                            
4 See Appendix D, Japanese Patent Law Article 65 
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the said applicants for commercial purposes after the warning and prior to the registration 
establishing a patent right.  
 
Also, when revising the Japanese Patent Law to introduce 18 Month Publication System, an 
opinion had been raised that the disadvantages to applicants could not be sufficiently covered 
only under this provisional protection when third parties would copy the applicants’ inventions 
as a result of mandatory publication for patent applications. Taking into account this opinion, in 
conjunction with the introduction of the 18 Month Publication System, Japan also introduced the 
preferential examination system especially for applications with which applicants would have 
possibilities to suffer disadvantage due to commercial utilization of their invention by third 
parties.5 
 
E. UNITED STATES (USPTO) 
 
 1. Legal Requirements 
 
Publication of patent applications filed in the United States is governed by 35 U.S.C. § 122.6  
The statute requires each application to be published promptly after the expiration of a period of 
18 months from the earliest filing date for which benefit is sought, including claims for foreign 
priority.   However, at the request of the applicant, the application may be published before 18 
months and under certain circumstances applicants can forgo pre-grant publication.  The statute 
permits an applicant, upon filing, to certify that the invention disclosed in the U.S. application 
has not and will not be the subject of an application filed in another country, or under a 
multilateral international agreement, that requires publication of applications 18 months after 
filing.   Once an applicant makes this certification, the application will not be published.  This 
nonpublication or “opt-out” request may be rescinded at any time.   An applicant who has opted-
out but later files in a foreign country or under a multilateral international agreement must notify 
the Director of the USPTO of such filing no later than 45 days after the date of the filing of the 
foreign or international application.  If the applicant fails to provide notice within the prescribed 
period of time, the application will be treated as abandoned, unless it is shown to the satisfaction 
of the Director that the delay in submitting the notice was unintentional.  Further, if an applicant 
rescinds an opt-out request, the application will be published on or as soon as practical after the 
18 month date.   
 
35  U.S.C. § 154(d) affords patent owner provisional protection if the claims in the pre-grant 
application publication are substantially similar to the patented claims and there is actual notice 
given of the published application. 
 
 2. Policy Considerations 
 
The legislative history of the publication provisions of 35 U.S.C. § 122 indicates Congress’s 
desire to adopt an 18-month publication system consistent with other jurisdictions while making 
reasonable accommodations for certain stakeholders concerned about the impact of a one-size-
fits-all approach to publication.  Citing fears of unscrupulous copying by foreign competitors, 

                                                            
5 See Appendix D, Japanese Patent Law, Article 48-6 
6 See Appendix A. 
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proponents of the opt-out provision argued that the cost of prosecuting foreign infringers made 
private enforcement impractical, particularly for small or less well-resourced entities.  Thus, an 
opt-out option for U.S.-only filers was adopted as a compromise exception to the basic rule that 
U.S. applications will be published promptly after the expiration of 18 months from the earliest 
effective filing date. 
 
It should also be noted that while the Leahy-Smith America Invents Act (AIA) enacted in 
September 2011 made a number of historic and significant changes to U.S. patent law, such as 
the transition from first-to-invent to first-to-file, it did not alter the 18-month publication opt-out 
regime and therefore maintained the practice of an opt-out provision, reinforcing that this 
practice is critical to protecting small entity innovators. 
 
 3. 18-Month Publication in Practice 
 
Appendix B shows non-publication requests between 2002 and 2009.7 The data suggest that the 
rate of non-publication requests has been substantially declining.  In the seven years for which 
data was collected, the percentage of applications which have opted out of 18-month publication 
has steadily decreased.  In 2002, 9.83% of applications were opted out of publication at 18 
months, whereas in 2009, the rate was only 5.93%.8  Accordingly, in 2009 the USPTO published 
nearly 95% of all patent applications within 18 months of filing. 9 
 
The data also indicate that the opt-out requests are fairly evenly distributed among different sized 
entities and across a broad range of technologies.  Of the applicants that opted out between 2002-
2009, 52% qualified as small entities.  A diverse range of technologies are represented in the opt-
out data, with no single technology examination center representing more than one quarter of all 
opt out requests (e.g., TC 3600 recorded the most opt outs with 22% of all requests, followed by 
TC 1600 with 18% of requests).10 
 
III. Discussion of Results 

 
 A. Contribution from EPO 
 
It is argued that under the EPC and the practice of the EPO, the system is structured to ensure 
that the diligent applicant may receive the necessary information in a timely manner to make an 
enlightened decision as to whether to pursue the prosecution of his patent or not.  It is not 
considered necessary that the patent must already have been granted for it to be reasonable to 
request the applicant to make the decision to proceed with the prosecution of the application and 
have it published, or not. 
 

                                                            
7 Data is provided through 2009 as this is the most recent year which reliable data could be ascertained.  
8 See Appendix B. 
9 These opt-out statistics take account of non-publication requests that were rescinded, presumably so that the 
application could be filed in foreign jurisdictions. 
10 See Appendix C. 
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If the applicant is in doubt as to either the patentability of the invention or the chances of 
obtaining meaningful protection through claims of appropriate scope, much turns on the nature 
of the invention and of the information contained in the application.  
 
Should the subject-matter of the application be such that it is easy to conceal and thus, 
conversely, the detection of infringement would be difficult, then indeed, the applicant must 
carefully weigh his options and decide whether to withdraw his application in due time to retain 
the possibility of keeping any trade secrets disclosed in the application.  
 
Arguably, at the other end of the spectrum, where the invention is a product which, upon sale, 
enables the invention and can be easily reverse-engineered and/or engineered around, the issue is 
moot anyway: whether patented or not, exploiting the invention will make it available to the 
competition.  Thus, early publication at 18 months coupled with ultimate failure in obtaining 
patent rights is arguably not a catastrophic outcome, if the invention could not be kept secret 
anyway. 
  
Far more damaging to competitors and the general public is the converse situation in which a 
successful patent application resulting in grant is allowed to remain pending in secrecy for a 
lengthy period of time, whilst third parties either (a) "re-invent", misallocating investment and 
resources in endeavors which duplicate existing knowledge, or (b) use and invest in the available 
technology without knowing its status, and without being able to ascertain whether it is being 
legitimately appropriated, despite all due diligence and good faith, in both cases running the risk 
of losing their investment if a patent is then granted which encompasses that very technology.  
 
The potential economic cost to society of such a situation is considered in Europe to outbalance 
the interest of inventors to keep their options open to both apply for rights and safeguard their 
trade secrets, even in borderline situations of patentability.  
 
However, there is also another area of concern.  Under the EPC, conflicting applications are 
defined as applications which have an effective filing or priority date prior to that of the 
subsequent application being examined, which was published as a pending application at 18 
months.  Thus, the 18-month publication mechanism in Europe allows for an early cut-off date 
by which the applicable secret prior art for subsequent applications can be determined.  The 
EPO’s understanding is that one of the consequences of the "opting-out" possibility in the US is 
that where an application having an effective earlier filing date remains unpublished, such 
confidentiality must be maintained even vis-à-vis conflicting subsequent applications.  If under 
the AIA the delayed publication of the earlier application will cause a corresponding delay in 
determining the patentability of the subsequent application in view of the contents of the earlier 
application, this is viewed as another drawback of the possibility to "opt-out", as it appears to 
unduly privilege the first applicant at the expense of the subsequent applicant. 
 
The EPO is aware that a bill proposing mandatory publication at 18 months was introduced in 
the US Congress in the past, which was then amended so as to result in the system which exists 
today. In the view of the EPO, the present system is a considerable improvement over the 
situation existing prior to the amendment to § 35 USC 122 through the America Inventors 
Protection Act in 1999, and we are sensitive to current inherent political limitations in the US. 
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However, we feel it is perhaps useful and necessary to report on the results of recent European 
user consultations in regard to the issue of mandatory 18-month publication (February 2012; 
May 2012 and June 2012). Their views may be summarized thus: (1) Mandatory 18-month 
publication is so prevalent as to constitute an "international standard" in the global patent 
community; (2) Systems allowing opting out "allow the rights of the few to impact on legal 
uncertainty for the many"; (3) "No international treaty on substantive patent law harmonization 
should be considered unless it contains a mandatory 18-month publication clause." 
 
Although no official figures have been received, our users have estimated that the absolute 
numbers of applications for which the opting-out option is exercised by the applicant at the 
USPTO and are thus not published at 18-months is around 25,000 per year.11  European users 
report anecdotal evidence that in some areas such as business methods, involving subject-matter 
which is patentable in the US but not abroad, this results in a concentration of potential 
submarine applications which constitutes a serious economic risk to users in the US.  For this 
reason, we are grateful to the USPTO for releasing the breakdown of opt-outs according to 
technology sector, as this brings additional clarity to the situation overall. 
 
We are aware that the debate in the US appears to be focused on the issues raised by the impact 
on individual inventors and SMEs of the mandatory disclosure of an invention which then may 
not be successfully appropriated.  In Europe, policymakers were aware of this problem and tried 
to minimize the impact on applicants by enhancing the decision-making ability of applicants in 
strategic terms through the swift delivery of preliminary assessments of the patentability of their 
inventions prior to the 18-month mark. In this vein, it should be emphasized that all applicants at 
the EPO have the option of requesting PACE (accelerated prosecution of their application free of 
charge) should they feel this is necessary to help them make the strategic decision of proceeding 
with prosecution or withdrawing prior to publication.  Ultimately, it is a policy decision, but in 
Europe, the flexibilities of users in this regard in a harmonization context, as mentioned above, 
appear to be limited. 
 
From a European perspective, the current mandatory 18-month publication under Art. 93 EPC 
strikes an appropriate balance between the competing interests of the applicant, competitors and 
the general public in the innovation and patenting processes. 
 
 B. Contribution from Japan (JPO) 
 
Currently, many countries such as Japan and those in Europe have introduced an 18-month 
publication system for all patent applications without an “opt-out” option.  The United States, on 
the other hand, has a system in which an “opt-out” option is allowed, in other words, certain 
applications will be allowed not to be published based on the applicants’ requests, rather than a 
system that discloses all patent applications without exception.  In either case, there may be 
advantages and disadvantages.  Below, the JPO would like to make comments as to its thoughts 
on the advantages and disadvantages of the 18-month publication system without an “opt-out” 
option. 

                                                            
11 According to the latest United States Patent and Trademark Office's statistics for the most recent year for which 
data was available (2009), 19,796 applications were not published due to opt-out. 
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1. Advantages of 18-Month publication system without opt-out option 
 
Under the 18-month publication system without an opt-out option, all patent applications without 
exception will be laid open after a certain period of time has passed after the patent applications 
have been filed and the entire contents of them will be made disclosed to the public.  This system 
is expected to provide the following advantages: 
 
Advantage: 
1.   For third parties, the system ensures higher stability in their business activities because third 
parties are able to know entire contents of all of patent applications and this also dispels concerns 
about problems with so-called submarine patents (See Appendix E). 
 
2.   Also, by knowing the entire contents of all of patent applications, third parties can avoid 
duplication in research and/or investments more certainly, so as to enable them to ensure 
conducting more efficient business activities. 
 
3.   Reducing duplications in research and/or investment with more certainty is advantageous 
also for overall domestic economies. 
 
For the Patent Offices, the smaller the duplication in research and/or investment activities of 
business and other sectors become, the less overlapping patent applications for the same 
inventions are filed.  As a result, it can be expected that workloads of patent office will be 
reduced more. 
 
Also for the patent offices, the system without the opt-out option has some advantages from the 
perspective of facilitation of work-sharing among offices.  If one applicant choose opting-out 
with regard to his/her application file with the first office, there can occur the situation where, at 
the first office, a patent examiner examines a later filed application and finds a reason for refusal 
for it citing on the prior file application as a secret prior art for which the applicant has requested 
opting-out of publication.  In this situation, an examiner at other patent office cannot cite the 
unpublished prior application filed with the first office as a prior art and cannot utilize the 
examination result of the first office.  If the 18-month publication system without the opt-out 
option is adopted in the jurisdiction where the first office is located, examiners in the first office 
cite less unpublished patent applications as secret prior-arts and examiners in other patent offices 
can utilize more results of examination in the first office. 
 
2.  Disadvantages of the 18-Month Publication System without opt-out option 
 
Although the 18-month publication system without an opt-out option has advantages as 
mentioned above, it has also the following disadvantages: 
 
Disadvantage: 
 
1) For applicants, during period of the time from publication of applications to grant of patents, 
they are exposed to possibilities that third parties may copy the contents of their published 
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pending applications and develop the relevant art.  Without the opt-out option, all of applicants 
could be exposed to such risk regardless of applicants’ will. 
 
2) For applicants, there are cases where they want to decide whether the contents claimed in their 
applications should be protected as patents or as trade secrets, through receiving and utilizing 
examination results before the publication of their pending applications.  If it were not for the 
opt-out option and if they could not have received such results before the publication, they might 
lose opportunities to make such decisions regardless of their will. 
 
There are some opinions that the disadvantages mentioned in 1) and 2) above are considerable 
ones, especially for small-sized business entities that have insufficient financial resources. 
 
Further considerations on the disadvantages: 
 
In the 18-month publication system without the opt-out option, the above mentioned 
disadvantages are expected to occur especially in the case of small sized business entities that 
have insufficient financial resources.  However, it can be said that it will be possible to take 
some measures to deal with these concerns. 
 
1.  Concern about copies of inventions by third parties through publication 
 
 This concern about copies of inventions by third parties was discussed when the 18-month 
publication system was introduced in Japan.  In order to deal with this concern in Japan, it was 
decided that the provisional protection would be granted to pending applications published under 
the 18-month publication system.  Needless to say, at present, the same kind of provisional 
protection did exist not only in Japan but also in Europe; as well as in the United States whose 
publication system has the opt-out option. 
  
Moreover, Japan has introduced a system to provide the preferential examination especially with 
applications with which applicants would have possibilities to suffer disadvantage due to 
commercial utilization of their invention by third parties (see Article 48 (6) of the Japanese 
Patent Law).  Currently in Japan, in addition to this preferential examination, the JPO provides 
the accelerated examination which every small- and medium-sized enterprise applicant can make 
use of without charge. 
 
2.  Loss of opportunity to select trade secret protection 
 
 As mentioned above, the JPO provides the accelerated examination for free, and every small- 
and medium-sized enterprise applicant can make use of this.  If there is such accelerated 
examination system, depending on applicants' needs, they can receive examination results for 
their patent applications before the publication which is made after passing 18 months from the 
filing, and based on these examination results, they can consider whether the contents in their 
applications should be protected as patents or as trade secrets.  
 
In addition to this accelerated examination, in an effort to support small and medium enterprises, 
the JPO is providing services to advise on prior art search and patent application. Also in other 
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countries, it may be possible to implement this kind of supportive measures without changes to 
the legal systems. 
 
Other than providing certain applicants with information on patentability before the publication 
of applications, giving them sufficient time to consider pursuing patent protection or 
withdrawing the application might be worth considering.  Specifically, this idea would be 
allowing applicants to postpone the publication of application until the end of a certain period of 
time longer than 18 months and obliging them to decide whether they make requests for 
examination or not within the period time. In accordance with this idea, although not all patent 
applications would be made public at 18 months from the filing date, all patent applications 
would be published at certain point of time.  This might bring more legal certainty to third parties 
than allowing certain applicants to opt-out publication of application. 
 
3.  Other Discussion related to the 18-Month Publication 
 
One of the reasons why Japan introduced the 18-month publication system was to resolve the 
problems that occur when applications were not disclosed for a long time as a result of the long 
waiting time for granting patents.  
  
If examinations for all applications could be finished in a shorter time and the contents of 
inventions granted patents could be published, then early publication for all applications could be 
realized substantially.  In other words, if examinations for all applications could be finished in a 
shorter time, it would be needles to discuss any more whether or not the 18-month publication 
system should allow the opt-out option of publication. 
  
However, although most of patent offices in the world are making efforts to shorten the time, it 
takes for them to conduct patent examinations, and it would be very difficult to complete 
examinations for all applications and publish the contents of granted patents during the 18-month 
period after filing.  Also, depending on applicants or on contents of applications, applicants 
sometimes prefer obtaining patent at appropriate timing as they wish rather than obtaining them 
at early stage.  When considering the current volume of patent applications and variety of needs 
of applicants, it might be difficult to adopt an option for all patent offices to finish examinations 
of all applications and publish their contents before 18 months have passed after filing. 
 
 C. Contribution from United States (USPTO) 
 
Consistent with every other jurisdiction that has contributed to this Study, U.S. law requires, as a 
general rule, that applications be published promptly after the expiration of 18 months from the 
filing or priority date.  Many of the same policy considerations expressed by other Offices 
regarding the adoption of similar regimes in other jurisdictions underlie the U.S. approach.  
Thus, in nearly all respects the U.S. system is aligned in terms of operation and underlying 
policy with other publication regimes represented in the Tegernsee Group.  The major difference 
continues to be, even post-AIA, that the U.S. system permits U.S.-only filers to opt out of 
publication at 18 months, in which case publication takes place at grant.  This deviation from the 
publication approach in other jurisdictions represents a delicate balance of interests among 
stakeholders in the United States, for reasons explained above.  As previously mentioned, one of 



23 
 

the policy considerations behind the opt-out provision is to reduce negative impacts on 
innovators, particularly small- and medium-sized entities, associated with divulgation of the 
application contents at 18 months even if patentability of the invention has not yet been 
established.   
 
The U.S.'s opt-out provision is exercised with increasing rarity, having declined from about 10% 
of filings in 2002 to only about 5% in 2009.  In other words, the USPTO currently publishes 
about 95% of all applications at 18 months, equating in raw numbers to 333,668 published U.S. 
applications in 2009. Moreover, the percentage of opt-outs is expected to decrease further as the 
USPTO continues to consider operational improvements to reduce pendency and decrease 
examination backlogs.  The USPTO's strategic plan, for instance, calls for a reduction in first 
action pendency to 10 months and overall pendency to 20 months by 2016. Furthermore, the 
AIA provides a mechanism for prioritized examination and final disposition within 12 months 
upon payment of an additional fee.  These procedural changes should substantially mitigate, if 
not effectively eliminate, opt-outs, as a result of more applicants being provided with more 
information about patentability of the invention in advance of the 18-month publication mark.  
Even if opt-outs are not entirely eliminated, and while acknowledging that some anecdotal 
complaints of a non-specific nature have been raised about this practice, it is worth noting the 
absence of any empirical data or other “hard” evidence demonstrating that opt-outs, even at 
current rates, are creating any substantial localized or systemic problems requiring a rebalancing 
of interests under the U.S. approach. 
 
It is also something of an open question whether a one-size-fits-all time frame of 18 months is 
suitable for all innovations.  For some technologies, 18 month publication may be an insufficient 
time to determine the patentability or market-worthiness of an invention (e.g., pharmaceutical 
innovations which may require separate approval as to safety and efficacy before being allowed 
on the market).  In other technology areas that develop more rapidly, 18 months may exceed the 
innovator’s actual decision-making time horizon.  In fact, stakeholders representing these latter 
technology areas have generally been asking patent offices to render patentability decisions 
much earlier than 18 months, such that 18 months would exceed the entire length of prosecution.  
These circumstances further suggest that fixation on absolutes may defeat the goal of effective 
harmonization in this area. 
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Conclusion 
 
Every jurisdiction that contributed to this study has an 18-month publication regime, and the 
policy considerations underlying these regimes generally seem to track one another.  In short, 18-
month publication is viewed as striking an appropriate balance between allowing inventors a 
reasonable period of time to keep their application secret while they pursue patent protection, 
and the interests of third parties and the public more generally in having early access to new 
technological developments.   
 
One policy consideration consistently expressed as a factor in this balance is providing the 
applicant with reasonable and early notice, i.e., sufficiently in advance of 18-month publication, 
as to the likelihood of being able to obtain a desired scope of patent protection.  Having this 
information allows the applicant to make an informed choice as to pursuing patent protection 
with the consequence of having the application published at 18 months, or foregoing patent 
protection, withdrawing the application before publication, and perhaps retaining the information 
as a trade secret, which could itself have particular and substantial value to the applicant.   
 
This policy is given different expression in different regimes.  Some offices have in place 
examination protocols, the object of which is to provide the applicant with either a search report 
or search report and written opinion within a particular time frame after filing for the express 
purpose of providing the applicant with the above-mentioned information as to patentability.  
Other offices provide accelerated examination and patent application process support for free for 
certain applicants or for a fee.  In addition, the law of the United States permits U.S.-only filers 
to opt out of publication at 18 months altogether. 
 
Independently of the issue of whether there is a need for further international alignment on this 
issue, the Tegernsee Group may wish to investigate approaches for addressing an applicant’s 
informational and decision-making needs in the context of an 18-month publication regime.  This 
could include, for instance:  an exchange of information and experiences regarding applicable 
examination practices (e.g., accelerated examination, office examination goals, etc.) and related 
processes (e.g., applicant consulting services); a study of delayed publication options (e.g., 
delaying publication pending a search report/written opinion/first examination report, or for 
applications directed to inventions subject to different market conditions, etc.); and developing 
data or other information concerning the present situation among the Tegernsee Group members. 
 
The Tegernsee Group may also wish to consider whether there is a need for further international 
alignment on this issue at all, given the present and emerging circumstances referred to in this 
study. 
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Appendix A 

 
35 U.S.C. 122 Confidential status of applications; publication of patent applications. 
 
(a) CONFIDENTIALITY.- Except as provided in subsection (b), applications for patents shall be kept in 
confidence by the Patent and Trademark Office and no information concerning the same given without 
authority of the applicant or owner unless necessary to carry out the provisions of an Act of Congress or 
in such special circumstances as may be determined by the Director. 
 
(b) PUBLICATION.-  

 
(1) IN GENERAL.-  

 
(A) Subject to paragraph (2), each application for a patent shall be published, in 
accordance with procedures determined by the Director, promptly after the expiration of 
a period of 18 months from the earliest filing date for which a benefit is sought under this 
title. At the request of the applicant, an application may be published earlier than the end 
of such 18-month period. 
 
(B) No information concerning published patent applications shall be made available to 
the public except as the Director determines. 
 
(C) Notwithstanding any other provision of law, a determination by the Director to 
release or not to release information concerning a published patent application shall be 
final and nonreviewable. 

 
(2) EXCEPTIONS.-  

 
(A) An application shall not be published if that application is-  

 
(i) no longer pending; 
 
(ii) subject to a secrecy order under section 181 ; 
 
(iii) a provisional application filed under section 111(b); or 
 
(iv) an application for a design patent filed under chapter 16. 

 
(B) 

(i) If an applicant makes a request upon filing, certifying that the invention 
disclosed in the application has not and will not be the subject of an application 
filed in another country, or under a multilateral international agreement, that 
requires publication of applications 18 months after filing, the application shall 
not be published as provided in paragraph (1). 
 
(ii) An applicant may rescind a request made under clause (i) at any time. 
 
(iii) An applicant who has made a request under clause (i) but who subsequently 
files, in a foreign country or under a multilateral international agreement 
specified in clause (i), an application directed to the invention disclosed in the 
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application filed in the Patent and Trademark Office, shall notify the Director of 
such filing not later than 45 days after the date of the filing of such foreign or 
international application. A failure of the applicant to provide such notice within 
the prescribed period shall result in the application being regarded as abandoned, 
unless it is shown to the satisfaction of the Director that the delay in submitting 
the notice was unintentional. 
 
(iv) If an applicant rescinds a request made under clause (i) or notifies the 
Director that an application was filed in a foreign country or under a multilateral 
international agreement specified in clause (i), the application shall be published 
in accordance with the provisions of paragraph (1) on or as soon as is practical 
after the date that is specified in clause (i). 
 
(v) If an applicant has filed applications in one or more foreign countries, directly 
or through a multilateral international agreement, and such foreign filed 
applications corresponding to an application filed in the Patent and Trademark 
Office or the description of the invention in such foreign filed applications is less 
extensive than the application or description of the invention in the application 
filed in the Patent and Trademark Office, the applicant may submit a redacted 
copy of the application filed in the Patent and Trademark Office eliminating any 
part or description of the invention in such application that is not also contained 
in any of the corresponding applications filed in a foreign country. The Director 
may only publish the redacted copy of the application unless the redacted copy of 
the application is not received within 16 months after the earliest effective filing 
date for which a benefit is sought under this title. The provisions of section 
154(d) shall not apply to a claim if the description of the invention published in 
the redacted application filed under this clause with respect to the claim does not 
enable a person skilled in the art to make and use the subject matter of the claim. 

 
(c) PROTEST AND PRE-ISSUANCE OPPOSITION.- The Director shall establish appropriate 
procedures to ensure that no protest or other form of pre-issuance opposition to the grant of a patent on an 
application may be initiated after publication of the application without the express written consent of the 
applicant. 
 
(d) NATIONAL SECURITY.- No application for patent shall be published under subsection (b)(1) if the 
publication or disclosure of such invention would be detrimental to the national security. The Director 
shall establish appropriate procedures to ensure that such applications are promptly identified and the 
secrecy of such inventions is maintained in accordance with chapter 17 of this title. 
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Appendix D  付属書 D 

Extracts of Japanese Patent Law 

 (Laying open of applications)  

Article 64  (1)  After a lapse of one year and six months from the date of the filing of a patent 
application, the Commissioner of the Patent Office shall lay open the patent application, except 
in the case where gazette containing the patent has already been published. The same shall apply 
where a request for the laying open of the patent application under paragraph (1) of the following 
Article is filed. 

 (2) The laying open of a patent application shall be effected by stating the following matters in 
the patent gazette; provided, however, that this shall not apply to the matters prescribed in items 
(iv) to (vi) where the Commissioner of the Patent Office recognizes that public order or morality 
is liable to be injured by stating such matters in the patent gazette: 

 (i)  the name, and the domicile or residence of the applicant(s) for the patent; 

 (ii) the number and the filing date of the patent application; 

 (iii) the name, and the domicile or residence of the inventor(s); 

 (iv) the matters stated in the description, scope of claims attached to the application and the 
contents of the drawings attached to the said application; 

 (v) the matters stated in the abstract attached to the application; 

 (vi) in the case of a foreign language written application, the matters stated in documents in 
foreign language and the abstract in foreign language; 

 (vii) the number and the date of laying open of the patent application; and 

 (viii) other necessary matters. 

 (3) When anything stated in the abstract attached to the application does not comply with Article 
36(7), or in cases where the Commissioner of the Patent Office finds it otherwise necessary, the 
Commissioner of the Patent Office may publish in the patent gazette, in lieu of the matters stated 
in the abstract under item (v) of the preceding paragraph, matters prepared by the Commissioner 
of the Patent Office. 

(Request for laying open of a patent application)  
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Article 64-2  (1) An applicant for a patent may file a request for the laying open of the patent 
application with the Commissioner of the Patent Office except in the following cases: 

 (i) where the patent application has already been laid open; 

 (ii) where the patent application contains a priority claim under Article 43(1), 43-2(1) or 43-
2(2), and documents relating thereto under Articles 43(2)(including its mutatis mutandis 
application under Article 43-2(3)) and 43(5) (including its mutatis mutandis application under 
Article 43-2(3)), have not been submitted to the Commissioner of the Patent Office; and 

 (iii) where the patent application is a foreign language written application and translations of 
foreign language documents under Article 36-2(2) have not been submitted to the Commissioner 
of the Patent Office. 

 (2) A request for the laying open of a patent application may not be withdrawn. 

 (Effect of the laying open of applications)  

Article 65  (1) After the laying open of a patent application, where the applicant for the patent 
has given warning with documents stating the contents of the invention claimed in the patent 
application, the applicant may claim compensation against a person who has worked the 
invention as a business after the warning and prior to the registration establishing a patent right, 
and the amount of compensation shall be equivalent to the amount the applicant would be 
entitled to receive for the working of the invention if the invention were patented. Even where 
the said warning has not been given, the same shall apply to a person who knowingly 
commercially worked an invention claimed in a laid open patent application, prior to the 
registration establishing a patent right. 

 (2) … (5)   [omitted] 

 (Preferential examination)  

Article 48-6  Where it is recognized that a person other than the applicant is working the 
invention claimed in a patent application as a business after the laying open of the application, 
the Commissioner of the Patent Office may, where deemed necessary, cause the examiner to 
examine the patent application in preference to other patent applications. 
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Appendix E 

Example of “Submarine Patent”: 

There are Lemelson's patents and Hyatt’s patent that can be referred as case examples of the 
problems that arise with so-called submarine patents. 

Lemelson’s patents involve both the means and the equipment that can automatically analyze 
electronic images in order to inspect product damage etc.. Lemelson’s first application was filed 
in December 1954, and the patent was finally granted in 1992. It was said that Lemelson and 11 
Japanese automobile manufactures reached a settlement agreeing on paying totaling around $100 
million for 23 patents. 

Hyatt’s patent involves a single chip integrated circuit computer. The content of his patent 
seemed to be very general technology as of the time when his patent caused problems. The 
original application had been filed in 1969, and the patent was issued in 1990. 

The situation has been improved by taking some measures for these problems with submarine 
patents, such as harmonization on 20-year patent protection from the filing date by the TRIPS 
agreement and introduction of an earlier publication system in the U.S.(even though it allows 
opting-out of publication).  Moreover, in recent years, the number of patent applications which 
have been opted out of publication has been decreasing in U.S. and the percentage of such opted-
out application was 5.93% in 2009. 

However, only by the fact that the number of patent applications which have been opted out of 
publication has been decreasing, it cannot be said that the problem with submarine patents have 
been resolved. As long as non-published pending patent applications exist, there will still remain 
the concern about submarine patents. While it is understandable that it is not easy in the U.S. to 
immediately revise the relevant laws, it also should be noted that there are quite a few users 
calling for 18-month publication system for all patent applications without the opt out option.                               
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I. INTRODUCTION 
 
A. THE PROBLEM 
  
1. In determining the prior art applicable to the determination of the patentability of an 

invention by a patent office during the granting procedure, the state of the art is 
defined as anything made available to the public in any way, anywhere in the world, 
prior to the critical date of the priority or filing date (although some exceptions may 
apply, e.g. due to a grace period). This rule appears to be a general principle of 
patent law. 

 
2. A further issue which must be dealt with in all patent systems is how to deal with 

applications containing relevant subject-matter which were filed prior to the filing or 
priority date of the application being examined, although published later. It is a 
particularly difficult issue, in which a balance must be struck between the first 
applicant, subsequent applicants and the general public. This is an area where rules 
to entitlement in a first-to-file system develop their full impact, when innovation occurs 
rapidly and patent rights for competing inventors must be allotted, taking various 
factors into account in striking a balance, e.g chronology, fairness, legal certainty and 
predictability, and systemic effects.   

 
3. The treatment of conflicting applications is dealt with differently in Japan, the US and 

the EPO. When the Industry Trilateral sent a letter in July 2009 to the Heads of the 
Trilateral Offices, requesting that harmonization efforts be taken up again, the 
treatment of conflicting applications was one of the 5 main issues which were 
considered to be of utmost importance, but significantly, there was no indication as to 
which solution was considered by users to be the most appropriate - there was no 
consensus on this point. Users simply requested "an agreed definition of how and 
when published patent applications, including PCT applications, are to be used as 
prior art, including any necessary solution for double patenting". 

 
4. The main purpose of the provisions governing the effect of co-pending prior 

applications which are later published is to prevent double patenting. However, how 
these provisions are formulated plays a role in determining the manner in which 
incremental innovative developments may be appropriated, and by whom. Because 
by definition, at the time of their filing, the subject-matter contained in these 
applications is not publicly available, arguably, the policy considerations relevant in 
determining the effect of these applications differs somewhat from that of the 
definition of the state of the art.  

 
B. OBJECTIVES 
 
5. The treatment of conflicting applications is a difficult and complex issue, the 

ramifications of which for innovation in general are perhaps not entirely understood. 
Accordingly, the objectives of this study are manifold. First, the state of the law in the 
jurisdictions of the Tegernsee Offices is described. In addition, it is attempted to 
evaluate the impact of these rules in practice, through statistical data. Policy 
arguments will be ventilated to discern what considerations underlie the practices in 
each jurisdiction, and a brief discussion of the advantages and disadvantages 
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inherent in each system will be attempted. Finally, some issues relevant in work-
sharing perspective will be considered, and possible further investigations suggested.  

 
II. SUBSTANTIVE LAW 
 
A. EPC  
 
 1. STATE OF THE LAW: CONFLICTING APPLICATIONS UNDER THE EPC 
 
 (a) European applications 
 
6. Under the EPC, the content of European applications which are filed prior to the filing 

or priority date of the application at hand, and which are published by virtue of Art. 93 
EPC on or after that date, are included pursuant to Art. 54(3) EPC in the state of the 
art for the purpose of examining novelty.  

 
7. In order to be a conflicting application under Art. 54(3) EPC, the application must still 

be pending at its publication date. If the application was withdrawn or deemed to be 
withdrawn prior to the date of publication but was published because the 
preparations for publication had been completed, this application enters the state of 
the art under Art. 54(2) EPC as of the date it actually became available to the public, 
and does not constitute a conflicting application entering the state of the art through 
the legal fiction of Art. 54(3) EPC as of its original priority or filing date. (See 
Guidelines for Examination in the EPO, C-IV -7.1.1; J 5/81) 

 
8. However, as provided by Art. 56 EPC, second sentence, such applications are not 

considered to form part of the state of the art for the purpose of determining whether 
there has been inventive step. These provisions apply to European applications 
pending at the EPO.  

 
9. Given that EPO practice aims to provide an absolute standard for novelty easily 

distinguishable from the relative standard of inventive step, the notion of novelty 
which the EPO applies is narrow and although it includes also the implicit disclosure 
of the document, as interpreted by the skilled person reading the document, it  
excludes equivalents. This is examined in greater detail below. 

 
10. The first step in deciding whether an invention is new is to define the prior art, the 

relevant part of that art, and the content of that relevant art. The next step is to 
compare the claimed invention with the prior art thus defined, and to assess whether 
the invention differs from such prior art. If it does, the invention is novel.  

 
11. The case law of the Boards of appeal provides that for an invention to lack novelty, 

its subject matter must be clearly and directly derivable from the prior art (T 465/92, 
OJ 1996, 32; T 511/92) and all its features – not just the essential ones – must be 
known from the prior art.  

 
12. The content of a prior art document is not to be considered to be limited to what it 

explicitly discloses, but it includes also the implicit disclosure of the document, as 
interpreted by the skilled person reading the document (see decisions T 677/91, T 
465/92 and T 511/92). Such implicit disclosure comprises subject matter which is 
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“derivable directly and unambiguously” from the prior art document. This can be in 
the form of features which the skilled person would recognize as necessarily part of 
what is disclosed in the document, even if they are not explicitly mentioned. For 
example, in case T 6/80 the board found that where a further functional attribute of 
an element of a device disclosed in a document was immediately apparent to a 
person skilled in the art reading the document, such attribute formed part of the state 
of the art with regard to that device.  

 
13. Further, in decision T 71/93, it was held that a feature not explicitly mentioned in a 

prior art document, even though generally known to help overcome a drawback usual 
in the same technical field, could not be considered implicitly disclosed if it were not 
directly derivable from the prior art document that the drawback was considered 
unacceptable and/or if other solutions were proposed for overcoming the drawback. 
Alternatively, in particular in the case of properties or parameters, there can be 
features which can be seen to be present automatically if the teaching of the prior art 
is put into practice. This interpretation also has the consequence that a specific 
disclosure can take away the novelty of a generic claim embracing that specific 
disclosure (e.g. a disclosed value takes away the novelty of a range including that 
value), but that the converse is not the case (see decisions T 651/91 and T 508/91).  

 
14. Moreover, well-known equivalents of features which are explicitly or implicitly 

disclosed in the prior art document are not considered to be “derivable directly and 
unambiguously” from the prior art document, and are therefore to be taken into 
account only for the assessment of inventive step (see decision T 517/90). As 
mentioned above, this narrow concept of novelty, which excludes equivalents, is of 
particular importance for the application of Article 54(3) EPC. In case T 167/84, the 
board commented that conflicting applications within the meaning of Article 54(3) 
EPC were included in the state of the art solely from the point of view of novelty, but 
were considered in the light of their “whole contents”. In order to mitigate the harsh 
effects of the “whole contents approach”, its application was confined to novelty (see 
Article 56 EPC, second sentence). Further, in order to reduce the risk of “self-
collision”, it had always been considered justified to adopt a strict approach to 
novelty. Accordingly, the board held that the “whole contents” of an earlier document 
did not also comprise features which were equivalents of features in the later 
document (see also T 928/93).  

 
15. In case T 447/92, this general approach under Art. 54(3) EPC was reiterated, and it 

was observed that the Boards of appeal have consistently applied a very restrictive 
interpretation of disclosure in regard to prior rights in order to reduce the risk of self-
collision, as to do otherwise would undesirably undermine the exclusion from 
consideration of these documents under Art. 56 EPC. 

 
 (b) PCT applications 
 
16. Pursuant to Art. 153(5) EPC, prior filed and later published Euro-PCT applications 

pending at the EPO are considered as comprised in the state of the art under Art. 
54(3) EPC provided the conditions laid down in Art. 154(3) and (4) EPC and in Rule 
165 EPC are fulfilled, ie upon entry into the European phase. Thus, (1) the 
international application has been published in an official language of the EPO, or, in 
the alternative, a translation of the application into one of the EPO official languages 
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has been filed, and such translation has been published by the EPO; and (2) the 
filing fee pursuant to Rule 159 (1)(c) must have been paid. 

 
17. [Contribution from the UK:] In the UK, in addition to PCT applications which have 

validly entered the European regional phase, PCT applications which have been 
published by WIPO under Art. 21 PCT and which have entered the UK national 
phase (that is, the national fee has been paid and, if the application is in a foreign 
language, an English translation has been filed at the Office) also form part of the 
state of the art for the purposes of assessing novelty in relation to UK applications. 

 
 (c) Prior rights in EPC Contracting States 
 
18. For the sake of completeness, Art. 139(2) EPC should be mentioned: national 

applications pending in an EPC Contracting State have a prior right effect against a 
European patent application filed later for that Contracting State, as though the 
European patent application had been a national application. These applications do 
not form a bar to the grant of a European patent, but constitute a ground of 
revocation in the Contracting State concerned (See Guidelines for Examination in the 
EPO, B-VI-4.2). However, Rule 138 EPC provides that in such cases, the applicant 
may file a different set of claims and if appropriate, a different description and 
drawings for that Contracting State.  

 
19. Conversely, prior European rights have the same effect in the EPC Contracting 

States as prior national rights. According to Art. 139(3) EPC, in such cases, it is up to 
the Contracting States to determine the fate of the invention and whether it may be 
protected simultaneously by two patents. (For a complete overview of the situation in 
each Contracting State in this regard, see the EPO Brochure National Law relating to 
the EPC, Part X.) The effect of the prior European right on the pending national 
application is determined by national law. Thus, Switzerland and Liechtenstein apply 
the prior claiming approach rather than the whole contents approach adopted by the 
EPO and most other EPC Contracting States. 

 
20. [Contribution from the UK:] It may be worth adding that since all European patent 

applications filed on or after 13 December 2007 designate all Contracting States 
(including the UK) automatically at the date of filing, every European patent 
application becomes a European patent (UK) application. Removal of the UK 
designation before publication of the European patent (UK) application does not 
prevent the matter contained in the European patent (UK) application becoming part 
of the state of the art in the UK by virtue of section 2(3) of the Patents Act 1977, as 
set out in section 78(5A). Every European patent application which was filed after 13 
December 2007 will therefore enter the state of the art by virtue of section 2(3) once 
it is published. For European patent applications filed prior to 13 December 2007, 
removal of the UK designation before publication would have prevented the matter 
contained in those applications from forming part of the state of the art by virtue of 
section 2(3). 

 
 (d) Whole contents approach 
 
21. Although the concept of novelty applied by the EPO is restrictive, which is to the 

benefit of later applicants, on the other hand, the EPO applies the "whole contents 
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approach", more rigorous for later applicants than the "prior claiming approach" 
embraced in many jurisdictions. Thus, the entire contents of the earlier filed 
application are treated as part of the state of the art with regard to the determination 
of the novelty of the invention contained in the application filed later.  

 
 (e) Same date applications / double patenting 
 
22. The EPC does not contain any rules applying in the event that two European 

applications for the same invention are filed on the same effective date (ie having the 
same date relevant to determine novelty, whether a priority or a filing date).  

 
23. However, it is an accepted principle in most patent systems that two patents cannot 

be granted to the same applicant for one invention. Where the applications have 
been filed by the same applicant, the Guidelines for Examination in the EPO (C-IV-
7.4) indicate that it is permissible to allow an applicant to proceed with two 
applications having the same description where the claims are distinct in scope and 
directed to different inventions. However, in the rare case in which one applicant files 
two or more European applications definitively designating the same States and the 
claims of those applications have the same filing or priority date and relate to the 
same invention, the applicant is then required to either amend his applications so that 
they no longer claim the same invention, or choose which one of the applications 
should proceed to grant.  

 
24. In the unlikely event that two applications on the same invention and having the 

same effective date are filed by different applicants, each must be allowed to proceed 
as though the other did not exist (Guidelines, C-IV-7.4, last sentence). Thus, 
theoretically, two patents could be granted by the EPO on the same invention to two 
different applicants.  

 
 2. POLICY CONSIDERATIONS  
 
 (a)  Purpose 
 
25. Quite clearly, the purpose of Art. 54(3) EPC is twofold: (1) it ensures that patents are 

granted to the first applicant to file; and (2) it is intended to prevent "double 
patenting". In practice, it also allows incremental improvements to inventions, which 
form a cornerstone of the innovation process, to be protected without resorting to the 
mechanism of anti-self collision.  

 
 (b) Scope 
 
26. It should be noted that originally, Art. 54(4) EPC was articulated so as to have the 

minimum effect necessary to avoid collision of rights. Thus, this provision only 
applied insofar as a Contracting State designated in the later application was also 
designated in the earlier application. When the EPC was revised in 2000, Art. 54(4) 
EPC was deleted, so that a prior European application which is published on or after 
the filing date of a subsequent application now constitutes prior art in all EPC 
Contracting States, regardless of the details of designation. This makes the provision 
easier to apply from an operational perspective. It is arguably less applicant-friendly, 
but it contributes to reduce market fragmentation within Europe. 
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 (c) Whole contents v. prior claim approach 
 
27. [Contribution from the UK] The Patents Act 1977 moved the UK to a “whole contents” 

approach, from the “prior claim” approach which existed under the previous 
legislation (the 1949 Act).  The main policy reason was that it was felt to be against 
the public interest for a later applicant to monopolise subject matter which, although 
he was not aware of it at the time of the application, would inevitably have come into 
the public domain.  Once a disclosure has been made by way of a patent application, 
other applicants should be precluded from subsequently monopolising any part of 
that disclosure.  The “whole contents” approach means that the filing and publication 
of a patent application prevents the subsequent patenting of anything described in 
the earlier application, even if no patent is ever granted for it – i.e. first-to-file, as 
against simply preventing double patenting – it was felt that the law should not 
confine itself merely to the prevention of double patenting.  In addition, the whole 
contents approach was considered simpler and more certain in application than the 
prior claim approach, and enables the conflict to be resolved during examination. 

 
28. The UK has a similar practice to the EPO in relation to applications which were 

withdrawn prior to the date of publication but were published because the withdrawal 
took place after the preparations for publication were complete (following the Patents 
Court decision in Woolard’s Application [2002] RPC 39).  It is not clear how this fits 
with the first-to-file policy considerations set out above, as according to UK law an 
application must be withdrawn prior to the date that preparations for its publication 
are complete in order to avoid publication.  However it is noted that this is likely to 
only affect a very small number of applications [End of UK contribution]. 

 
B. FRANCE 
 
 1. Substantive Law 
 
29. Article L611-11 of the Intellectual property code (IPC) states: An invention shall be 

considered to be new if it does not form part of the state of the art. The state of the 
art shall be held to comprise everything made available to the public by means of a 
written or oral description, by use or in any other way, before the date of filing of the 
patent application. Additionally, the content of French patent applications and of 
European or international patent applications which designate France as filed, of 
which the dates of filing are prior to the date referred to in the second paragraph of 
this Article and which were published on or after that date, shall be considered as 
comprised in the state of the art. 

 
30. The provisions of the foregoing paragraphs shall not exclude the patentability of any 

substance or composition, comprised in the state of the art, for use in a method 
referred to in Article L611-16, provided that its use for any method referred to in that 
Article is not comprised in the state of the art. 

 
31. These provisions concerns national applications, European applications and 

international applications which designate France which are filed before prior to the 
filing or priority date of the application and published at this date or after that date. 
Such applications are only opposable for the purpose of examining novelty and not 
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considered to form part of the state of the art for the purpose of determining whether 
there has been inventive step. The opposability of the first application is subject to its 
publication after the second application. A foreign patent or a foreign application, as it 
does not designate France, is not considered to form part of the state of the art. 

 
 2. Whole contents approach 
 
32. The 1978 law moved to a “whole contents” approach from the “prior claim” approach 

which existed previously.  
 
 3. Same date application/ double patenting 

 
33. The IPC does not contain any rules applying in the event that two national 

applications for the same invention are filed on the same effective date.  
 
34. In the case where a European application is filed on the same effective date as a 

national application , article L614-13 IPC provides that “Where a French patent 
covers an invention for which a European patent has been granted to the same 
inventor or to his successor in title with the same filing date or the same priority, the 
French patent shall cease to have effect at either the date on which the period during 
which opposition may be filed against the European patent expires without opposition 
having been filed or the date on which the opposition proceedings are closed and the 
European patent maintained." 

 
35. However, where a French patent has been granted at a date later than either of the 

dates, as appropriate, laid down in the foregoing paragraph, such patent shall not 
take effect. The subsequent lapse or annulment of the European patent shall have no 
effect on the provisions of this Article. 

 
36. We can imagine that if two applications filed on the same date have two different 

applicants, theoretically, two patents could be granted.  
 
 
C. JAPAN 
 
 1. STATE OF THE LAW 
 

(a) Application filed in the JPO 
 

37. A patent shall not be granted for any invention, which is claimed in a patent 
application in question, that is identical to an invention indicated in the specification 
or in the scope of claims for any patent or drawings originally attached to the 
application of another application filed for a patent which has been filed prior to the 
filing date of the said patent application and published after the filing date (or identical 
to an device indicated in the specification, or in the scope of claims for a utility model 
registration, or in drawings originally attached to the application of an earlier 
application filed for a utility model which has been published after the later utility 
model application). This provision exists as the Article 29-2 of the Japanese Patent 
Law. 
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38. It should be noted that when discussing Article 29-2 of the Japanese Patent Law, the 
prior filed and later published applications (hereinafter referred to simply as “prior 
applications” or “prior filed application”) include not only applications for a patent but 
also those for registration of a utility model. In order to make explanation simple and 
short, the applications for registration of a utility model are not referred below. 
However, it should be noted that, under the Article 29-2, the applications for 
registration of a utility model are dealt with as prior applications in the same manner 
to deal with applications for a patent as prior applications. 
 

 (1) Prior Applications 
 

39. Other patent application which can be a “prior application” under the Article 29-2 
should be an earlier patent application which has been filed prior to the filing date of 
the patent application in question (or in the case where the patent application in 
question claims priority, prior to the priority date) and should be an application which 
is published or for which a patent gazette is issued after the filing of the said patent 
application in question. If such other application is a divisional application, converted 
application, or patent application based on utility model registrations, it will be an 
“prior application” only when its actual filing date is prior to the filing date of the said 
patent application in question. 

 
40. Moreover, Article 29-2 of the Patent Law shall not be applied when inventor(s) of 

inventions claimed in the prior application and those of inventions claimed in the later 
application in question are identical or when applicant(s) of the prior application and 
those of the later application are identical at the time of filing of the later application. 
That is, the principle of anti-self-collision is adopted. In addition to this, Article 29-2 
shall not be applied if the filing date of the prior application and that of the later 
application are identical. However, in this case, in accordance with Article 39 of the 
Patent Law, double patenting will be prevented. (See section (5) below) 

 
41. Just for information, the prior application can reject the later application under Article 

29-2, even if such prior application has been waived, withdrawn or dismissed after 
the publication of the said application or issuing the gazette containing the patent for 
the said application. 

 
 (2)  Definition of “Identity” of inventions 
 

42. A case in which an invention of the later application is identical to an invention 
indicated in specification, etc. originally attached to the prior application is a case in 
which the matters used to specify the claimed invention in the later application are 
not different from those used to specify an invention indicated in the originally 
attached specification, etc. of the earlier application; or a case where there is a 
difference between them, but such difference in matters used to specify inventions is 
a minor one in embodying the means for solving the problem (this is a case which is 
described as “substantially the same”). 
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- What is “Substantially the Same”- 
 
Decision by the Tokyo High Court, September 29,1986 [Showa 61 (Gyo ke) 29] 
“…when comparing two or more inventions, it is almost impossible for the 
structures thereof and the effects produced thereby to correspond formally 
between them. The point is that even if two or more inventions are formally 
different, the inventions may be determined to be identical as a creation of a 
technical idea if such difference is one merely in expression or a minor one in 
designing, or if the effects produced thereby are not remarkably different. In this 
case, both inventions are considered to be substantially the same,…”  
 

43. In Japan, in such a case, the inventions are considered to be “substantially the same” 
and under the Article 29-2 of the Patent Law, if an invention indicated in a prior 
application and an invention claimed in a later application are “substantially the 
same”  in terms of the above mentioned meaning, the later application cannot be 
patented. 

 
(3)  Whole contents approach  
 

44. The whole contents approach is adopted when applying the Article 29-2 of the Patent 
Law. That is, when determining whether inventions are identical or not by comparing 
an invention claimed in the later application in question with inventions indicated in 
other prior filed application, the subjects of the comparison are inventions described 
in the specification, scope of claims or drawings originally attached to the prior 
application, not limiting inventions described in the scope of claims of the prior 
applications. There are several reasons for that. 

 
45. First, in regards to the prior application, the contents of documents other than the 

scope of the claims, namely descriptions of the specification or drawings attached to 
the prior application, are generally disclosed in publication of the application. If the 
later application is filed for an invention, which is identical to descriptions of the 
specification or drawings of the prior application, and if such inventions claimed in the 
later application are disclosed in publication of the later application, such invention 
claimed in the later applications will not make any new art open to the public. 
Therefore, it is not appropriate to grant a patent for such inventions claimed in the 
later applications from the perspective of the basic principle of the patent system in 
that protection should be granted to inventions in return for publication of new 
inventions. 

 
46. Second, in the examination process for the later application, the scope of claims of 

the prior application is not always fixed. Until the examination process of the prior 
application is completed, the scope of claims of the prior applications can be 
changed by making amendments. Consequently, if the range of a subject of the prior 
applications to be compared with from the view point of Article 29-2 is limited only to 
inventions described in the scope of claims, the examination for the later applications 
cannot be conducted until the examination process of the prior application is 
completed. Therefore, if the whole contents of the prior allocation including the 
specification and drawings attached to it, namely a maximum range of the scope of 
claims of the prior application for which amendments can be made, are taken into 
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account, the later application can be examined without waiting for completion of the 
examination of the prior application. 

 
47. Thirdly, it is providing convenience for applicants. Even in a case where an applicant 

consider it enough to obtain rights for a major art, if the applicants does not take any 
actions to prevent other persons to obtain patents for relevant arts to the major art (in 
other words, art indicated in the specification or drawings but not in the scope of 
claims), problems may arise when the applicant use his/her own major art by 
themselves. If the whole contents of the prior application including the specification 
and drawings are considered when examining the later application, the applicant of 
the prior application can prevent such relevant arts from being patented by other 
persons’ later applications, without seeking for patent protection on such relevant arts 
by filing other patent applications.  . 

 
(4)  Anti-self-collision 
 

48. The Article 29-2 of the Patent Law prescribes that inventions claimed in a later filed 
application shall not be rejected by an invention which the same inventor has made 
or by an application which the same applicant has filed. Generally, an applicant does 
not seek a patent protection for inventions indicated in the specification but not 
indicated in the scope of claims. In other words, the applicant seems to have the 
intention to make open such inventions not indicated in the scope of claims for the 
third parties’ uses. However, all of applicants do not necessarily have the same 
intention. There is a situation where an applicant may file another application aiming 
to obtain a patent right for his/her own specific art at a later stage, when such specific 
art has been indicated in the description attached to his/her own prior filed application 
as necessary elements for explanation of the inventions claimed the prior filed 
application. In this situation, it will be inconvenient for the applicant of the prior 
application if he/she is not able to obtain a patent for such specific art indicated in the 
specification of the prior application. The Article 29-2 of the Patent Law provides the 
applicant of the prior application with a way to avoid this kind of problem.  

 
(5)  Other provisions related to double patenting 
 

49. Article 29-2 of the Patent Act shall not be applied if inventors or applicants are the 
same persons between the prior application and the later application. In this case, in 
accordance with Article 39 of the Patent Act, double patenting will be prevented. If we 
focus on these articles’ functions to reject the later filed applications, Article 29-2 and 
Article 39 can be applied at the same time for the same cases redundantly. However, 
the examination guidelines of the JPO prescribes that in case applicants and 
inventors are different between the prior application and the later application, 
provisions of Article 29-2 shall be applied to refuse the later application, and that in 
other cases, Article 39 shall be applied. 
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-Differences in range to refuse the Later Applications- 
 

50. Under Article 29-2, the claimed invention in the later application which is identical to 
those indicated in the specifications, scope of claims or drawings originally attached 
to the prior filed application will be refused. In contrast, under Article 39, the claimed 
invention in the later application which is identical to those indicated in the scope of 
claims of the prior filed application will be refused only. 

 
51. Moreover, Article 29-2 of the Patent Law shall not be applied if the filing date of the 

prior application and the filing date of the later application are the same. In this case, 
in accordance with Article 39 of the Patent Law, double patenting may be prevented. 

 
52. Under Article 39 (2) of the Patent Act, if two or more patent applications claiming an 

identical invention have been filed on the same filing date, only one applicant, who is 
selected based on a consultation between the applicants filing these applications, 
shall be entitled to obtain a patent for the invention. Where no agreement is reached 
through the consultation or when the consultation is unable to be held, none of the 
applicants shall be entitled to obtain a patent for the invention. 
 
 (b)  PCT applications 
 

53. Under Article 184-13 of the Patent Law, an international patent applications, which 
specifies Japan as a designated state and is published as an international publication, 
is treated as a prior application defined by Article 29-2 and entitle to reject the later 
applications filed after the filing date of its international application. In case such 
international application is the prior application, a range to reject the later application 
covers inventions indicated in the specifications, scope of claims, or drawings on the 
international filing date of the international application. 
 

54. Moreover, with regard to the international application filed in a foreign language other 
than Japanese, such international application will be treated as the prior application 
defined by Article 29-2 only when translations of the specification and the scope of 
claims are submitted. This is because, as a procedural matter, such international 
patent application filed in the foreign language will be given effects as a regular 
national application in Japan at the time when the prescribed procedures such as 
submission of translation and payment of fees are carried out. An international 
application without such translations shall not be entitled as the prior application 
defined by the Article 29-2. 
 

55. In addition, pursuant to Article 184 (6), with regards to such international patent 
application in a foreign language, translations of the specification and the scope of 
claim on the international filing date shall be deemed to be the specification and the 
scope of claim which are submitted being attached to an application in accordance 
with the Article 36 (2) of Patent Law.  

 
 2. POLICY CONSIDERATIONS  
 
56. In Japan, provisions under Article 29-2 of the Patent Law have been introduced in the 

revision of the Patent Law in 1970. Until then, there had been no provision except 
Article 39 of the Patent Law to prevent double patenting. That is, for inventions 
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indicated in scope of claims of a later patent applications filed before the publication 
of examined application for an earlier applications, in comparing with inventions 
indicated in the scope of claims of the earlier applications, if these inventions clamed 
in the later application were not identical to the inventions claimed in the earlier 
application, the later application have not been rejected on the grounds that they 
were filed later. Consequently, in regards to inventions which were identical to those 
indicated only in specifications and drawings attached to the prior application, if an 
applicant of a later filed application indicated such inventions in the scope of claims, 
he/she could be obtain patents on such inventions indicated only in specifications 
and drawings attached to the prior application, as long as there were no other 
reasons for refusal. 
 

57. And, in the revision of the Patent Act in 1970, the 18 month publication system and 
the examination request system were introduced, and at the same time, the current 
Article 29-2 of the Patent Law, namely provisions not to grant any patent to later filed 
applications in accordance to the principle of “whole contents approach” was 
introduced. 
 

58. In regards to inventions indicated in the specification of the prior filed application, 
even if they are described only in other part of application documents than the scope 
of claims, their contents will be generally disclosed by publication of the application. 
Consequently, even if a later application is filed before the publication of the earlier 
application, contents of inventions claimed in the later application, which are identical 
to those of inventions indicated in the earlier application, the publication of the later 
application will not disclose any new art to the public. It is not appropriate to grant a 
patent for such inventions claimed in the later application from the perspective of the 
basic principle of a patent system in that protection should be provided to new 
inventions in return for publication of such inventions. Article 29-2 prescribes 
provisions to reject later filed applications in such a case. 
 

59. In addition, there are other reasons to adopt whole contents approach. As already 
mentioned in the section 1.(3) above, one of such reason is that the scope of the 
claims of the prior application can be changed to the extend which are described in 
the specification or drawings of the earlier applications until the examination process 
of earlier filed applications is completed. Furthermore, another reason is that this 
approach enables an applicant to prevent relevant arts indicated in the specification 
of the earlier applications from being obtained a patent by the third party without filing 
other applications, and that is providing convenience for applicants. 

 
D. U.S.  
 

 1. STATE OF CURRENT (pre-AIA) LAW 
 

(a)  Statutory Basis 
 
60. 35 U.S.C. § 102 sets forth a number of conditions for entitlement to a patent, 

including novelty, and has been used as a basis by the U.S. courts to determine what 
qualifies as “prior art.”  Pursuant to 35 U.S.C. §§ 102(e)(1) and (2), an application 
filed in the United States and subsequently published or granted may qualify as 
novelty-defeating “prior art” against another U.S. application if its earliest effective 
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U.S. filing date was prior to the date of “invention” of the other application, and it 
names a different inventive entity.  The reference to the date of invention rather than 
the filing date of the other application reflects the U.S. “first-to-invent” system, in 
which dates of invention, rather than filing dates, are used to determine entitlement to 
an invention.  During ex parte examination at the USPTO, however, the earliest 
effective filing date of the application under examination (including any claims of 
foreign priority) is considered the date of constructive reduction to practice, and 
hence is used, absent evidence of earlier “inventive” activities (e.g., conception), as 
the date against which Sections 102(e)(1) and (2) are applied. 

 
61. 35 U.S.C. § 103(a) further provides that even though an earlier-filed published 

application or granted patent was not novelty-defeating as to a later application, a 
patent still may not be obtained on the later application if the differences between the 
subject matter sought to be patented and the “prior art” are such that the subject 
matter as a whole would have been obvious to a person of ordinary skill in the art.  In 
Hazeltine Research, Inc. v. Brenner (1965), the U.S. Supreme Court sanctioned the 
use of a conflicting application to establish that the invention claimed in a later 
application would have been obvious, notwithstanding that it did not constitute “prior 
art” in the sense that it had not been publicly known prior to the filing date of the later 
application (see “Policy Considerations” discussion, infra).  As such, conflicting 
applications may be considered by themselves or in combination with other items of 
“prior art,” including other conflicting applications, for purposes of determining 
whether an invention in a later-filed application would have been obvious.   

 
 (b) PCT Applications 
    
62. Pursuant to 35 U.S.C. § 102(e)(2), a PCT application may also qualify as novelty-

defeating prior art provided that the international application designated the United 
States, was published in English, and had an international filing date on or after 
November 29, 2000.  The American Inventors Protection Act (1999) (AIPA) added 
the English requirement to ensure that third parties would have actual notice (in 
English) of the most recent technological developments.  This requirement provides 
an opportunity to U.S. researchers and investors to design around claimed 
inventions, thus avoiding duplicative research and wasted developmental 
expenditures. 

 
 (c)  Hilmer Doctrine 
    
63. In the case In re Hilmer, the U.S. Court of Customs and Patent Appeals addressed 

the question:  Where a conflicting application has an earlier foreign priority date, but 
later U.S. filing date, than the U.S. application in question, which filing date for the 
conflicting application is to be used for purposes of 35 U.S.C. § 102(e)?   The court 
considered the relationship between 35 U.S.C. § 102(e), 35 U.S.C. § 119 (the U.S. 
statute that provides for foreign priority), and the Paris Convention and concluded 
that the filing date of a conflicting U.S. application for § 102(e) purposes is limited to 
its earliest U.S. filing date—earlier foreign priority dates are not considered.  The 
court explained that 35 U.S.C. § 119 acts as a defensive priority preserving 
mechanism, not an offensive patent-defeating provision, the latter being the function 
of § 102(e), and as such, foreign priority claims have different applications in the 
different circumstances.   
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 (d) Double Patenting (Anti-Self Collision) Practice 
    
64. Current U.S. law can give rise to situations where pending U.S. applications filed by 

or patents granted to the same inventive entity identified in a co-pending U.S. 
application do not qualify as “prior art” per se under any section of 35 U.S.C. § 102, 
i.e., the applications and/or patents do not “collide” with each other as prior art.  
Because of the lack of applicable prior art, a single inventive entity could theoretically 
obtain patents with claims of identical or patentably indistinct scope.  In U.S. patent 
law parlance, this is known as “double patenting.”  There are two legal mechanisms 
under U.S. law to address double patenting.  The first is a statutory prohibition on the 
same inventive entity obtaining more than one patent containing claims of identical 
scope.  35 U.S.C. § 101 provides that an applicant is entitled to “a” patent, which the 
courts have interpreted to mean “a single patent” per claimed invention.   

 
65. The second is the judicially created doctrine of non-statutory double patenting.  

Under one aspect of this doctrine, claims in a later-filed pending application that are 
patentably indistinct from (i.e., are anticipated by or obvious in view of) the claims in 
a co-pending application by or patent granted to the same inventive entity will be 
refused.  It should be noted that the determination of obviousness in such situations 
can include combining the claims in the co-pending application or granted patent with 
other items of prior art.  The applicant can overcome this ground of double-patenting 
by filing a “terminal disclaimer.”  The disclaimer has two main features.  The first is 
the “terminal” provision, which disclaims the portion of the patent term of the pending 
application that would extend beyond the expiration date of the patent term of the 
conflicting application or patent.  This assures that the applicant does not obtain an 
unjust timewise extension of patent rights based on claims of patentably indistinct 
scope emanating from different applications subject to different patent terms.  The 
second feature of the disclaimer is the requirement that all of the applications/patents 
involved must be commonly owned or transferred in order to be enforceable.  The 
purpose of this common ownership provision is to prevent infringers from being 
subjected to multiple lawsuits from different parties holding patents of overlapping 
scope.   

  
 
 (e)  Changes to Current Law under the AIA 
   
66. The Leahy-Smith America Invents Act (AIA), signed into law in September 2011, 

makes a number of changes to U.S. law regarding treatment of conflicting 
applications.  Perhaps the most significant is the abolishment of the Hilmer doctrine. 
The AIA amends 35 U.S.C. § 102 to treat conflicting U.S. applications as available 
"prior art" as of their earliest effective filing date, regardless of whether the earliest 
effective filing date is based upon an application filed in the U.S. or in another 
country.  AIA 35 U.S.C. § 102 takes effect on March 16, 2013 and applies to any U.S. 
patent application that contains or contained at any time:  (1) a claimed invention that 
has an effective filing date that is on or after March 16, 2013; or (2) a designation as 
a continuation, divisional, or continuation-in-part of an application that contains or 
contained at any time a claimed invention that has an effective filing date that is on or 
after March 16, 2013. The AIA also eliminates the requirement that a published PCT 
application designating the United States be published in English.  As such, a 
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published PCT application is effective as a conflicting application in the United States 
if it designates the United States, regardless of the language in which the publication 
was effected.   

 
 2. POLICY CONSIDERATIONS 
      
67. The seminal case in U.S. law on the treatment of conflicting applications is the U.S. 

Supreme Court’s 1926 decision Alexander Milburn Co. v Davis Bournonville Co.  In 
that case, one inventor had filed an application disclosing the same subject matter 
disclosed and claimed in a later-filed application by another inventor.  The first-filed 
application published as a granted patent after the filing of the second application, 
and there was no evidence presented that the second applicant was entitled to an 
earlier date of invention than the filing date of his application.  At that time, as well as 
currently, U.S. law entitled an applicant to a patent unless he/she was not the first 
inventor of the subject matter.  The Court noted that while the earlier filing of a 
complete description of the invention by another person, on its face, indicated that 
the second applicant was not the first inventor, it was also the case that evidence of 
earlier inventorship generally had to be in the form of information publicly available in 
the United States.  Although the disclosure of the earlier application was not publicly 
available prior to the second inventor’s filing, the Court pointed out that had it been, it 
would have constituted evidence of earlier inventorship in the same way as if a 
disclosure of the invention had been contained in a periodical or other printed 
publication.  The Court reasoned that because the first inventor/filer had taken the 
steps necessary to bring the subject matter to the public’s attention as soon as 
possible, and that but for delays in processing at the Patent Office, that application 
would have been granted prior to the second inventor’s filing and thus barred 
issuance of a patent to the second inventor, there was no reason in law or policy to 
allow the second applicant to benefit from the delay and hold himself out as the first 
inventor, and therefore entitled to the patent, when he was not so in fact.  This 
holding was codified in the 1952 Patent Act, 35 U.S.C. § 102(e). 

 
68. In the 1965 case, Hazeltine Research Inc. v. Brenner, the Supreme Court addressed 

the question of whether conflicting applications could be considered part of the “prior 
art” under 35 U.S.C. § 103 in determining whether an invention in a co-pending 
application by another inventor was obvious.  The question in the case turned on the 
fact that the term “prior art” is not defined in the statute; § 102 merely lays out 
conditions that may defeat an applicant’s entitlement to a patent, but without 
identifying or defining any particular activities that constitute “prior art.”  The 
Petitioner cited legislative history of the 1952 Act suggesting that “prior art” was 
intended to mean “known” information, i.e., information available to the public, and 
argued that a conflicting application, being subject to confidentiality restrictions 
imposed on the Patent Office, could not be considered “known” for prior art purposes.  
The Petitioner further argued that application of the Milburn rule (§ 102(e)) was 
limited to situations where the invention had been identically described in the prior-
filed application.  The Court rejected both arguments and held that the reasoning in 
Milburn applied with equal force in this situation.  The Court further commented that: 
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To adopt the result contended for by petitioners would create an area  
where patents are awarded for unpatentable advances in the art. We  
see no reason to read into § 103 a restricted definition of "prior art" which  
would lower standards of patentability to such an extent that there might  
exist two patents where the Congress has plainly directed that there  
should be only one. 
 

69. The policy noted in Milburn was cited in a 1992 U.S. Department of Commerce 
Advisory Committee on Patent Reform report, which concluded that the United 
States approach of evaluating conflicting prior art for both novelty and non-
obviousness will effectively eliminate issuance of patents which are only obvious 
variants of each other.   

 
 
III. STATISTICAL DATA 
 
A. EPO (+ data from AT and FI) 
 
70. The EPO has gathered statistical data for the years 2005-2011 regarding the number 

of European and PCT applications in which search reports are drawn up containing 
references to conflicting applications forming relevant prior art under Art. 54(3) EPC, 
in absolute numbers as well as expressed in the form of percentages. 

 
71. In the table below, the number of intermediate documents ("P") is given, meaning 

both non-patent literature having a publication date after the priority date but prior to 
the filing date of the application, (so that they might become relevant should the 
priority not have been validly claimed); as well as relevant co-pending applications, 
which have a priority or filing date prior to the filing date of the application. The latter 
become "conflicting applications" reflected in the column under "E" documents, when 
they indeed have been published and priority issues have been sorted out, so that 
their priority or filing date is definitely established as being prior to the date at which 
the novelty of the invention contained in the application being examined will be 
determined. 

 
72. In addition, information is provided regarding the distribution of these conflicting 

applications across three broad technological areas: Chemistry, Electricity/Physics 
and Mechanics.  

 
73. The percentage of search reports in which at least one conflicting application has 

been cited has been very stable over the time period considered. The area of 
Chemistry displays a percentage that is double that of the Electricity/Physics and 
Mechanical areas.  

 
74. Within the Chemistry area, it can be noted that Biotechnology and Pure and Applied 

Organic Chemistry are the fields with the highest percentage of search reports citing 
at least one conflicting application (>6 %), whereas in the Electricity/Physics field, the 
area of technology with the lowest occurrence of conflicting applications is that of 
Computers (<1%).  
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75. The distribution for intermediate documents is the same as for conflicting 
applications, but there is a steady downward trend in numbers of search reports 
citing so-called "intermediate" documents.   

 
 

 
 
 
76. The EPO invited those Contracting States which were not participating in the 

Tegernsee effort to provide statistical or other input on their experience with 
conflicting applications. Several replied that their automated systems did not allow for 
easy retrieval of statistical information on this point.  

 
77. This was the case in Austria, but an informal survey was carried out amongst 

examiners, and it was estimated that conflicting applications were relevant in fewer 
than 2% of cases, with the exception of the Chemical/Pharmaceutical areas, where 
the rate of relevance appeared to be significantly higher, a situation which was 
roughly consistent with the findings at the EPO. 
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78. The Finnish Patent Office provided us with the following statistics, which show the 
same order of magnitude of relevant conflicting applications as that found at the 
EPO, with slight variations, in the table below.  

 
 

 
 
 
B. DENMARK 
 
79. Denmark is not in position to extract such data from its systems at this time. However, 

the percentages outlined in by the EPO above seem to reflect the experience by the 
Danish Patent and Trademark Office. 

 
C. FRANCE 
 
80. France is not in a position to extract such data from its systems at this time.  
 
D. GERMANY 
 
81. The German Patent and Trademark Office DPMA has carefully examined the 

statistical data that could be retrieved in the short period of time available. Regarding 
the German Patent Procedure with its possibility for the applicant to ask for a search 
report without examination at an early stage and also having in mind that a great 
number of applications at the DPMA are first filings, i.e. not claiming a national or 
foreign priority, we find the figures elaborated by the EPO generally confirmed. 
Having evaluated a subset of 777.635 cited documents we found 1.223 P-documents 
and 5.253 E-documents among them. 
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82. Since an assignment to individual search reports is technically not feasible in the time 

given, it was assumed on the basis of founded practical experience that an average 
DPMA search report cites five prior art documents with usually only one P- or E-
document per search report. This leads to an estimated occurrence of about 0.8% P-
documents and 3.4% E-documents in DPMA search reports. 

 
83. This percentage for E-documents is in good agreement with the EPO's numbers. In 

order to produce comparable data, it can be noted however that the “real” number of 
existing E-documents is presumably about one third higher, since German search 
reports are mostly drawn up within 12 months after the filing date of an application 
and do not take into account later published E-documents. 

 
84. As for the significantly lower ratio of P-documents it has to be kept in mind that the 

subset of cited documents examined relates to applications with a particularly high 
percentage of first filings, which do not claim a priority from an earlier application 
(estimated more than 90%), which in turn is a likely explanation for the low number of 
cited P-documents. 

 
E. UNITED KINGDOM 
 
85. It is not possible for the UK IPO to provide any data in relation to the numbers of 

search reports which list documents in category P and E or the numbers of citations 
which are cited in category P and E.  This is due to the fact that none of the UK IPO 
systems store data on the category assigned to each citation. 

 
86. Nonetheless, it is considered that the statistical data provided by the EPO provides 

useful evidence in relation to the proportions of documents which fall into these 
categories. 

 
F. JAPAN 
 
87. The JPO has obtained statistical data for the applications to which notifications of 

reasons for refusal had been sent based on the Article 29-2 or Article 39, by 
analyzing statistical date on patent applications for which the First Action (FA) had 
conducted at the JPO during the period from 2005 to 2011. As shown in the table 
below, the JPO also gathered such statistical data for each technological area 
(mechanics, chemistry, electricity-communications, and others). These statistical data 
consists of the number of applications for which have been conducted FA, the 
percentage of application for which notifications of reason for refusal have been sent 
based on the Article 29-2 and Article 39 respectively.  
 

88. The percentage of notifications of the reason for refusal based on the Article 29-2 
has been on a slightly decreasing during the period of gathering the statistical data. 
Also, from the perspective of technological areas, it can be seen that the percentage 
of such notifications in the area of chemistry was doubled that of other technical 
areas. 
 

89. The similar trend as the Article 29-2 can be seen with regard to the Article 39, but the 
percentage is much smaller. It is because that the examination guideline of the JPO 



 - 23 -

stipulates that  in case applicants and inventors are different between the later 
application in question and the prior application are different, provisions of Article 29-
2, not provisions of Article 39, shall be applied. 

 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
  
 
 
 
 
G. US 
 
90. In 2005, as part of ongoing discussions among the Trilateral Offices and in the newly-

formed “Group B+” forum regarding substantive patent law harmonization, the 
USPTO undertook an internal study to gauge the frequency with which conflicting 
applications under 35 U.S.C. § 102(e) (the U.S. law equivalent of “secret prior art”) 
were cited in rejections based on 35 U.S.C. § 103 (the U.S. law equivalent of 
"inventive step”).  The intent of the study was to provide a factual basis for further 
discussion and analysis as to the differences in practice among the various 
jurisdictions regarding the prior art effect of conflicting applications. 
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(a)  Methodology 

 
91. A representative “art unit” (the smallest working unit within the USPTO patent 

examining corps; it contains about 10-20 examiners under the direction of a 
Supervisory Patent Examiner) was selected from each of the three major 
technological disciplines (Mechanical, Electrical and Chemical) to provide the data for 
the study.  The study was limited to data gathered during a 4-week period in 2004 
from each participating art unit.  All applications examined in the participating art 
units during this time frame were reviewed, and those that contained an office action 
(non-final rejection, final rejection, or an “Examiner’s Answer” to an applicant’s 
Appeal Brief) rejecting one or more claims under Section 103 based in whole or in 
part on a conflicting application under Section 102(e) were counted and separated for 
further analysis. 

 
92. The further analysis involved a review of the rejection made to determine whether an 

equivalent document could have been cited under another provision of Section 102.  
This could happen, for instance, where the examiner cites a document under Section 
102(e), but a family member of that application published in another country, and the 
date of publication qualified it as prior art under, e.g., Section 102(a) (earlier invention 
by another).  Where further review identified such situations, these rejections were 
subtracted to form a “corrected percentage.” 

 
93. In addition to this correction procedure, an effort was made to account for the impact 

of 18-month publication on the reported results.  Because the 18-month publication 
regime in the United States resulted from a change of law in 1999, some of the data 
included in the study reflected the pre-1999 situation where applications were not 
published, and therefore did not qualify as a conflicting application under Section 
102(e), until grant of the patent.  This meant that a conflicting application cited in a 
rejection in the study may have qualified under another provision of Section 102 if it 
had actually published at 18 months, i.e., before the filing date of the application 
under examination, instead of at grant.  The study projected the effect of 18-month 
publication on the rejections that formed the corrected percentage and reported 
these results as a projected impact percentage. 

 
94. It should be noted that despite the foregoing explanation, the study was not 

completed as intended.  Notably, the analysis of cases in the Mechanical area was 
not completed.  In addition, while the results reported below are taken directly from 
the final report of the study and are thus accurate, some data has since been lost, in 
particular, the raw number of applications forming the denominator of the reported 
results.  Therefore, the exact parameters of the study cannot be fully reported. 
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(b)  Results 
 

 
 
 

Technology 

Percent of 
Applications 
Containing a 
Section 103 

Rejection Based 
in Whole or in 

Part on a 
Section 102(e) 

Citation 

 
 
 

Corrected 
Percentage 

 
 

Projected 
Impact of 18-

Month 
Publication on 
the Corrected 
Percentage 

 
Electrical 

 

 
About 50% 

 
About 30% 

 
About 20% 

 
Chemical 

 

 
About 10% 

 
About 5% 

 
No Change 

 
 
 
IV. PREVIOUS STUDIES AND ATTEMPTS TO COMPROMISE 
 
A. WIPO STUDY ON AN "ENLARGED CONCEPT OF NOVELTY" (2004) 
 
95. In view of the difficulty of the issue of the treatment of conflicting applications and of 

the fact that there existed at least three major approaches in dealing with this matter, 
a proposal was made by US and European users to create a so-called "Enlarged 
Novelty Approach", intended as a compromise between the relevance of conflicting 
applications for novelty purposes only and for both novelty and inventive step. (See 
Article by Helfgott, Bardehle and Hornickel, "A Harmonized Approach to Applying 
Secret Prior Art" (2004) WIPR 1, appended to the WIPO draft "'Enlarged' Concept of 
Novelty: Initial Study Concerning Novelty and the Prior Art Effect of Certain 
Applications Under Draft Article 8(2) of the SPLT", issued on 2.12.2004, available in 
the SCP Forum, on the WIPO website.) 

 
96. In essence, the proposal was to apply the whole contents approach for "enlarged 

novelty" purposes, which would cover all that a person skilled in the art understands 
from a document, and be broader than the novelty approach adopted by the EPO 
and most of the EPC Contracting States, similar to the Japanese approach and 
closer to the American concept of "inherency" found in a single prior art reference. 

 
97. The aim was to give full benefit of the invention to the applicant who is the first to file. 

It should have extended to equivalents and well-known substitutes, but the resulting 
scope of the patent should not have precluded the obtaining of patents by third 
parties having combined the same invention with other independent ideas. Thus, 
combining the secret prior art of the earlier application with other references against 
the later application would have been be prohibited. The concept included both anti-
self-collision and terminal disclaimer features. 
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98. In Europe, at least, the proposal met with little approval, mainly because at the time, 
users felt there would be too much legal uncertainty and little predictability in applying 
this new approach. In any event, the proposal was not pursued further at that time. 

 
 
B. "NO MOSAIC" SOLUTION 
 
99. During the course of the SPLT negotiations, the idea was put forward (inter alia by 

the CA delegation) to allow conflicting applications to form part of the secret prior art 
for the purposes of evaluating inventive step, but without including them in a "mosaic" 
of documents. Lack of inventive step derived from a conflicting application would 
have to be on the basis of the disclosure contained in that single document. One 
issue which was unclear was whether the impact of such a rule would be such as to 
warrant the inclusion of an anti-self-collision clause. 

 
 
C. ANTI-SELF-COLLISION FOR INVENTIVE STEP ONLY 
 
100. This section is included for the sake of historical completeness and should not be 

interpreted as a current proposal. In 2006, bearing in mind its users' clearly 
expressed dislike for the principle of anti-self-collision, which in their view, led to 
patent thickets, albeit concentrated in one hand, the EPO cautiously put forward a 
preliminary idea for a possible compromise solution, which was discussed within the 
framework of the Standing Advisory Committee before the EPO (SACEPO). The 
concept was the following:  

 
101. (1) Where two conflicting applications were filed by different applicants, the earlier 

application would be taken into account for the purpose of determining both novelty 
and inventive step, which was the US approach. It would prohibit the patenting of an 
obvious variant by a third party, ensuring greater distance between patents granted 
to different right holders. It would also ensure that an earlier applicant would not be 
"restricted" by a later application filed by a third party for a non-inventive 
improvement over his invention. 

 
102. (2) Where conflicting applications were filed by the same applicant, the earlier 

application would be taken into account in order to determine novelty alone. Thus, 
where the applicant was the same, the current European system would continue to 
apply. Thus, protection for incremental inventions which were new but not inventive 
over a prior applications by the same applicant would remain possible, and an anti-
self-collision provision would not be necessary, which reduced the granting of 
multiple patents on the same subject-matter to a single right holder.  

 
103. Since the criterion of "same applicant" was already defined for the purpose of 

claiming priority, it could be applied mutatis mutandis to determining the treatment of 
conflicting applications. 

 
104. At the time, it was argued that the advantage it would have over "Enlarged Novelty" is 

that it would not introduce any new legal concepts, thereby arguably reducing the 
impact on legal certainty. It was also surmised that this approach might reduce the 
incidence of "patent thickets" and "trivial patents", given that it would increase the 
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distance between patents held by different parties compared to the European 
approach today, whilst simultaneously decreasing the number of patents subject to a 
terminal disclaimer held by a single owner.  

 
105. At the time, European users also rejected this idea, on grounds of lack of legal 

certainty due to a new concept, as well as differences in the treatment of applicants. 
 
 
V. RECENT USER FEEDBACK 
 
A. EPO / European users  
 
106. In the past, when consulted at the time of the work on the SPLT within the WIPO 

SCP, European users were against modifying the EPC regime governing conflicting 
applications. In particular, they were adamantly against any rule importing anti-self 
collision.  

 
107. One of the reasons European users preferred the approach under the EPC was that 

all files were treated the same: co-pending applications constituted prior art for all 
subsequent applications for the purpose of testing novelty, even those emanating 
from the first-filer. They pointed out that in the US system, the threshold for 
patentability for subsequent incremental innovations was higher than in Europe for 
third-party second filers, but quasi non-existent for the first applicant to file, due to the 
availability of the mechanism of anti-self-collision, which allowed the first past the 
post the possibility of obtaining a patent on patentably indistinct claims. 

 
108. Also, there was the perception that in a first-to-file system, applying the whole 

contents approach, having a first-filer-takes-all approach gave excessive advantages 
to the first filer, and was overly harsh towards "second" filers who had filed at a time 
where the subject-matter of the invention had not been disclosed.  

 
109. In May 2011, in view of the ongoing developments regarding US Patent Reform, the 

EPO called a User Consultation on the Bills which were to become the AIA and their 
potential impact on the harmonization process. Many of these positions were echoed 
there, with European users unanimously rejecting the US approach of co-pending 
applications forming prior art both for novelty and inventive step, coupled with anti-
self-collision. There appeared to be no flexibilities, and some users emphasised that 
this issue could be left unharmonized.  

 
110. There seems to have been a little movement since then. At a Patent Law Committee 

held in May 2012, European delegations reported consulting with their users on a 
national basis, and it was indicated that some users had expressed a willingness to 
explore possible ways to harmonize rules governing conflicting applications. This 
should be done, according to some users, inter alia in order to reduce patent thickets, 
which were perceived to exist in all systems, including the US, where several 
overlapping patents could be granted to the same owner.  

 
111. Finally, at the end of June 2012, another European user consultation took place 

which entailed also detailed written submissions. Generally, although some users 
stated in substance that there would be merit in keeping the conflicting application 
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issue in the harmonization basket, many were of the opinion that there was no urgent 
need to harmonize this point.  

 
112. One participant expressed the view that the simplest and clearest system would be to 

apply secret prior art for both novelty and inventive step, but erga omnes, ie without 
anti-self-collision. However, since no one was willing to accept this system, this user 
felt that the US and Japanese systems - which also had patent thickets - presented 
the advantage that overlapping patent rights were concentrated in the same hands, 
making licensing somewhat easier. 

 
113. However, the vast majority of users viewed the EPC approach to conflicting 

applications as optimal. It was characterised as: "fair, clear, simple, easy to operate, 
predictable and reliable". 

 
114. A number of reasons were given for such preference. The EPC provides a narrow 

provision for the narrow aim of preventing patents issuing for identical matter in 
different applications. As in all systems, the approach to secret prior art was a 
compromise, but the EPC's tight fit was exactly what was required.  

 
115. It was argued that it was unfair to consider secret prior art in relation to inventive step 

for co-pending applications, since the invention was not known at the critical date. It 
was a stretch to extend the fiction to the assessment of inventive step since the 
person skilled in the art did not have that information available to him at the filing date 
of the subsequent application. 

  
116. A majority of users rejected the system of anti-self collision, which it viewed as 

"discriminatory" and "unfair" since it unduly advantaged the first filer. "The patent 
system is there to encourage innovation, rather than reward the incumbent". It was 
also criticised as injecting "extreme complexity" into the system (particularly if there 
was "mis-joinder or non-joinder of inventors at a late stage of the examining 
process").  

 
117. With regard to PCT applications, and the issue of whether they should enter the state 

of the art prior to entry into the regional phase - which had been raised by a user in 
the February 2012 consultation of European users - European users were evenly 
divided. Half supported having PCT applications enter the state of the art as of the 
date of publication of the application at 18 months, rather than on the date of entry 
into the regional phase, arguing that not doing so discriminated unduly against PCT 
applications. The other half opposed modifying the rule in this manner. Given the 
high volume of PCT applications which never enter into the regional phase, this was 
considered dangerous for European industry, which would be precluded from 
obtaining patents in instances where there would be no double patenting. 

 
 B. UNITED KINGDOM 
 
118. At a stakeholder consultation meeting on 11 June 2012, UK users were asked about 

their experiences in relation to conflicting applications. Those users present at the 
meeting thought that the EPO’s approach to dealing with conflicting applications was 
very simple and clear, and stressed the importance of the UK not moving back to a 
“prior claiming” approach. 
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119. In addition, users pointed out that anti-self-collision provisions give a huge advantage 

to the first person. Those present felt that this is inherently unfair as the relevance of 
other applications depends on who filed them. It was felt that the patent system 
should be encouraging disruptive technologies rather than giving an advantage to the 
first mover. 

 
120. Users also pointed out that figures of numbers of patent applications which have 

citations listed in categories ‘P’ or ‘E’ on the search report could provide useful 
evidence of how many conflicting applications there are. However, it was pointed out 
that examiners quite correctly cite broadly at the search stage and so a proportion of 
the documents listed on search reports may turn out not to amount to a final citation. 

 
 C. JAPAN 
 
121. The JPO conducted hearings with Japanese user associations. 
 
122. According to these results, first of all, in answer to whether either the principle of anti-

self collision or self collision should be adopted, many users supported the principle 
of anti-self collision. At the same time, according to results of the questionnaire, 
which was independently conducted by one of the user associations, it was found 
that approximately 80% of users preferred the principle of anti-self collision.  

 
123. One reason for the support of the principle of anti-self collision was that the principle 

of anti-self collision would be preferable to provide protection for their own improved 
inventions. Also, there was an opinion that, taking into account the fact that there 
were some companies in which each business unit of the company was in charge of 
filing of patent application respectively, there was a possibility that a later filed patent 
application made by one unit in one company would be rejected based on a prior 
filed patent application made by another unit in the same company if the principle of 
self collision had been adopted. Moreover, there was another opinion that, from the 
perspective of companies filing a lot of applications, it might be very difficult for them 
to file patent applications paying attention carefully to all their prior filed applications 
in every details in order to avoid situations of conflicting applications, and that they 
would prefer the principle of anti-self collision. 

 
124. Furthermore, in terms of effect of prior filed applications as prior arts, the JPO 

received feedback stating that such prior art effect should be admitted within the 
scope of novelty or substantial identity.  

 
125. As for giving prior art effect to prior filed application when considering inventive step, 

there were some negative opinions. One of such opinions was that standards for the 
inventive step have not been unified in each country of the world, and another one 
was that it might be very severe for later applicants to have their applications 
evaluated not only for novelty but also for inventive step based on prior filed 
applications which they could never find no matter how they had tried to do so. 
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 D. UNITED STATES 
 
126. The USPTO has not had occasion to revisit the specific issue of prior art effect of 

conflicting applications with stakeholders since 2006-2007.  During those 
consultations, stakeholders generally expressed the view that the U.S. approach—
novelty plus non-obviousness/inventive step—was not only preferred, but should be 
the international norm. 

 
127. There does not appear to be any commentary from stakeholders regarding this issue 

in the legislative materials relevant to the AIA, suggesting that existing U.S. practice 
was not the object or source of any particular concern. 

 
 

VI. DISCUSSION OF RESULTS AND CONCLUSIONS  
 
A. COMMENTS FROM THE EPO 
 
 1. State of harmonization 
 
128. As pointed out by the USPTO, the repeal of the Hilmer doctrine has had an important 

harmonizing effect bringing the three blocs closer together in regard to the effect of 
the priority right on co-pending applications. The effect of the priority right in terms of 
the definition of secret prior art is now harmonized. In all three systems, where a prior 
application claims a priority right from a first application filed in any country which is a 
member of the Paris Convention or the WTO/TRIPs Agreement, that priority right will 
ensure (1) that the novelty of the invention contained in the subsequent application 
will be tested at the priority date; and (2) that the application will form a conflicting 
application which will be included in the state of the secret prior art applicable to any 
subsequent application filed after the priority date. This has been welcomed by 
European users. 

 
129. The definition of conflicting applications, as being applications which are filed before 

the critical (priority or filing) date of a subsequent application, which have been 
published after the critical date, is also harmonized between the three jurisdictions.  

 
130. In terms of methodology: the whole contents approach (as opposed to the prior 

claiming approach) to the inclusion of subject-matter from prior applications into the 
secret prior art, which is applied by in three big jurisdictions, is undoubtedly the gold 
standard in this regard and is harmonized.  

 
131. However, it must be concluded that there is no harmonization as concerns the effect 

of the secret prior art, and how these co-pending applications are treated as a result 
of the rules governing conflicting applications.  

 
 2. Discussion of results 
 
132. Where widely differing practices exist - all of which evidently work in practice - where 

harmonization is wished, it is necessary at the outset to define the policy objectives 
which should be pursued. If the purpose of the conflicting applications rule is merely 
to avoid double patenting in the narrow sense, ie granting two patents for the 
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identical invention, then a narrow definition for the relevant provisions should be 
pursued.  

 
133. It is suggested that the ambit of these provisions extends beyond this mere policy 

goal, and that they also play a fundamental role in the protection of incremental 
improvements to the invention. In a first-to-file system such as the EPC, where strict 
rules exist against the adding of subject-matter, either to an earlier filed application, 
or to a divisional application, the rules must be conceived so as to allow meaningful 
incremental improvements to be appropriated. Applicants filing early, thereby giving 
the public accelerated access to new technology, should not be penalized by rules 
making it impossible for them to obtain protection on improvements which are only 
discovered after the filing has been made and/or the priority period has elapsed.  

 
134. However, with the massive growth in IP rights which has occurred in the past few 

decades, new policy objectives may be identified. Where large clusters of patent 
rights are granted on "technologically close" subject-matter, "patent thickets" may be 
created making entry into the market for new players difficult, and making it also 
difficult for the existing playing field to continue to function in a manner which is 
propitious for further technological development. Also, a first filer may see his range 
of action in terms of the further development of his invention limited by rights granted 
to a subsequent applicant. 

 
135. One difficulty with the present study is that there are no recent numbers from the 

USPTO which could be directly compared with the statistics which have been 
presented by the EPO and JPO. For this reason, any conclusions drawn on the basis 
of the figures contained in this study regarding the relative importance of conflicting 
applications in each jurisdiction should be approached with caution. However, even if 
it could be assumed that the numbers cited here are indicative, we cannot completely 
subscribe to the conclusions of the USPTO on these points. 

 
  (a) Importance of harmonization in regard to work sharing 
 
136. We agree with the USPTO below when it argues that an increase in patent family 

members in the IP5 patent offices will in turn increase the work-sharing potential of a 
harmonized rule on conflicting applications by increasing the pool of similar/identical 
co-pending applications in each office. 

 
  (b) "Crowding" or "Thickets" 
  
137. However, we must distinguish this argument from that made below by the USPTO, 

which appears to imply that applying the US approach to the effect of conflicting 
applications would necessarily stem the increased crowding which would result.  

 
138. First, "patent thickets", should they exist, cannot be solely ascribed to the rules 

governing conflicting applications. They are a product of various facets of  the patent 
system, including quality levels, rules governing unity of invention, the breadth of 
scope of the claims which are allowed, as well as the speed of innovation in a given 
field and many other factors, including costs and applicant strategies. It should be 
recalled that rules on conflicting applications only apply as a general matter for a very 
short time span of 18 months maximum, where there is no relevant public prior art 
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prior to the critical date of the second application, as an exception to the definition of 
the state of the art as encompassing subject-matter which has been made available 
to the public.  

 
139. Likewise, in our view, even if there is a higher rate of conflicting applications at the 

USPTO compared with the JPO and EPO, we are not sure that the relevance of 
conflicting applications to the examination of inventive step solely explains the 
difference in numbers. Other factors may also be at work here, such as, for instance, 
differing practices with regard to the concept of unity of invention. 

 
140. Moreover, given the existence of the principle of anti-self-collision, mere numbers of 

occurrences do not necessarily lead to a conclusion that the office with the higher 
numbers of files for which conflicting applications have been identified, grants fewer 
patents on that basis. Indeed, it would be interesting to be able to distinguish 
between conflicting applications between two parties, and conflicting applications 
which result in the application of the principle of anti-self-collision, in order to be able 
to assess how many conflicting applications in the US have resulted not in lack of 
patentability in the case of the second application, but rather in issuance of an 
additional patent right to the same right holder. In how many of these cases would 
the second application have been refused at the EPO on the grounds that the 
applicant collided with his own earlier application on novelty grounds ? At the EPO, 
an identified conflicting application which indeed collides with the previous application 
according to EPC practice will inevitably result in either refusal of the application or a 
limitation of scope. Thus, it is suggested that absent more detailed information on the 
practice and numbers at the USPTO, merely looking at rates of identified conflicting 
applications does not inform us as to the impact of the respective practices on 
"crowding" or thickets, which are widely believed to exist in all jurisdictions, 
regardless of their substantive approach to the effect of conflicting applications.  

 
141. As for the percentages of rejections involving conflicting applications quoted above 

by the USPTO, absent ceteris paribus numbers from other offices, it is difficult to 
comment upon them. Moreover, these numbers may also reflect elements of 
examination practice other than the US approach to the effect of conflicting 
applications.  

 
142. Critics of the European system also point out that the EPC allows that patent rights 

be granted to "patentably indistinct" subject-matter, ie second-filed applications will 
be allowed to proceed to grant even though the invention claimed therein is not 
inventive vis-à-vis the previous filing. The EPC strict approach to the novelty criterion 
applied in this context, (eg not extending to equivalents), is seen as compounding the 
problem, allowing the co-existence of rights on technology which is quite close. Since 
these two resulting patents may be in different hands, it is argued that this may cause 
difficulties for third parties trying to obtain licenses to use the technology covered. 

 
143. Whilst the argument that the EPC rules sometimes result in patent rights on close 

technology held by different parties may have some merit, it is often responded in 
Europe that a system involving anti-self-collision results in serial application 
behaviour leading to a proliferation of rights concentrated in a single hand - which 
also falls within the purview of the phenomenon referred to as "crowding" or "patent 
thickets". When warning letters are issued referring to dozens of patents, even if 
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concentrated in one hand, this too may have a stifling effect on follow-on innovation, 
block market-entry for newcomers and make licensing difficult and expensive. 

 
  (c) Other systemic considerations 
 
144. On the other hand, the EPC provides a rule which applies equally to all applicants, 

without regard to their identity, and which provides for a measure of leniency where 
the technology in question is still secret. The novelty requirement is an objective 
requirement, it rests on a factual inquiry: was the invention new or not. Where a prior 
application has been made, the knowledge that the invention was not new at the 
filing date within the jurisdiction is available to the granting authority, and the rules on 
conflicting applications will apply for the policy reasons exposed above. 

 
145. The same cannot be said about the requirement of inventive step, which ensures that 

the distance between patented inventions is great enough that patents will be 
granted on "inventions", and not for modest adjustments or obvious variations. There 
is an element of relativity in this requirement, since an assessment must be made by 
the examiner whether the claimed invention shows actual "inventive step" over the 
prior art - which by definition is what has been made available to the public. Applying 
the requirement of inventive step here requires the fiction that the person skilled in 
the art at the critical date of the second application had access to the secret previous 
invention which has not yet been disclosed and would have found the subsequent 
invention obvious as a result. The state of the art here forms the base line from which 
the invention must leap to meet the patentability requirement. Adding the subject-
matter of co-pending applications which have remained secret to this base line is 
perceived in Europe to be unfair.  

 
146. In policy terms, it can be argued that where two bone fide inventors produce the 

same invention within the same time frame, the fact that the resulting rights may be 
technologically close and thus their scope may be mutually restricted as a result, this 
may actually be the fairest outcome, particularly in a first-to-file system. Perhaps the 
inventions were "ripe" for discovery, and thus the inventive step involved may not 
have been huge. It can also be argued that the EPC rule attenuates the harshness of 
the chronological rule for entitlement, in that it does not give all the rights to the first-
past-the-post, where society would have been given germane technology within a 
short time span anyway. 

 
147. Finally, proponents of the EPC approach feel that the strict approach for novelty 

results in a system which is simple and predictable for applicants as well as third 
parties. Expanding novelty to include other elements subject to assessment or 
interpretation, such as equivalents, appears intuitively reasonable and attractive. 
However, in discussions on this issue, European users have rejected the adoption of 
an expanded notion of novelty, because of the inherent legal uncertainty and higher 
complexity which would be involved. 

 
148. To conclude, it is observed that what is striking about the systems governing 

conflicting applications in a harmonization perspective, is that the European, US and 
Japanese systems are all locked in a singular balance: it is precisely what makes 
them attractive to their own users which users from other blocs find off-putting, in a 
remarkable symmetry. 
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B. COMMENTS FROM THE JPO 
 
 1. Whole content approach 
 
149. The whole contents approach has been adopted in Japan, the United State, and 

Europe. Scopes of claims in prior filed applications are not always determined when 
conducting examinations for later filed applications. To ensure that examinations on 
later applications are conducted without problems smoothly, the whole contents 
approach may be more effective. Also, users in the United Kingdom stressed not 
moving back to a “prior claiming” approach. 

 
 2. Anti-Self Collision 
 
150. Japan has been adopting the principle of anti-self collision to provide convenience for 

applicants. In general, an applicant does not call for patent protection on inventions 
which has not been written in a scope of claim. In other words, this can be 
considered as his/her intention to make such inventions open to third parties for use. 
However, this is not always true with some cases. There can be a case where an 
applicant had described some specific art only in a specification of prior file 
application due to the necessity of explanation of claimed inventions and, at later 
stage, thinks about obtaining patent on the specific art in the specification by filing 
another patent application. It is inconvenient for the applicant if he/she cannot file 
another application and obtain patents on such art which was described in the 
specification of prior filed application in such case. This is one of the reasons why the 
principle of anti-self collision has been adopted in Japan. 

 
151. Under the first-to-file system, applicants must file applications as early as possible, so 

there are limitations for applicants to prepare a scope of claim perfectly at the time of 
filing their applications. Also, as Japanese users have pointed out, business entities 
that tend to file a lot of applications will need to make a lot of efforts in carefully 
checking all of their prior filed applications when filing later application in order to 
perfectly avoid a collision, and this will be a heavy workload for them. 

 
152. Of course, even under the principle of self-collision, applicants may later obtain 

patent rights also for matters described only in specifications of their prior 
applications that they did not intend to do so when filing their prior applications. In 
order for this, making amendments to prior filed applications or filing divisional 
applications based on prior filed applications can be an option. When taking the 
former option, it will be required to obtain patents on plural inventions with a single 
patent application and to satisfy requirement of unity of invention. When taking the 
later option, the application must fulfill prescribed requirements for divisional 
application. Thus, it will be troublesome to obtain patents on matters described only 
in specifications of their prior applications under the principle of self-collision. 

 
153. Moreover, there may be an opinion that, through allowing applicants to file later 

applications as to inventions described in specifications of their own prior applications 
and to obtain patents on such invention, it would become enabled for the applicants 
to protects their inventions strategically and that this would lead to appropriately 
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protect the applicants’ rights under a first-to-file system, as well as contribute to 
industrial development.  

 
154. While the advantages as mentioned above can be suggested for adopting the 

principle of anti-self collision, it is also necessary to consider the balance against the 
interests of third parties as well as the effects of prior filed applications as prior arts. 
There is a suggestion that the principle of anti-self collision would lead to an 
imbalanced situation. That is, applicants of prior filed applications may easily obtain 
patents for improved inventions of inventions claimed in specifications of the prior 
filed applications, while third parties may have difficulties in obtaining patents for 
such improved inventions.  

 
 3. Effect of Prior filed Application as Prior Art 
 
155. One of the reasons why the Japan has been adopting the principle of the whole 

contents approach is that it is not appropriate to grant patent for later application 
claiming inventions which has been described only in specifications of prior 
applications from the perspective of the basic principle of the patent system in that 
protection should be granted to inventions in return for publication of new inventions. 
More precisely, even if the later file applications claim inventions which had been 
described in the specifications of prior filed applications, such inventions would also 
be disclosed through publications of the prior filed application and thus the later 
applications claiming such inventions would not disclose any new arts in comparison 
to the prior filed applications through publication of the later applications and would 
not make contributions to the public. 

 
156. According to this reason mentioned above, it is appropriate not to grant a patent for 

inventions that are identical to (or substantially the same with) inventions described in 
specifications of earlier filed applications. However, if in case where claimed 
inventions in later file applications are not identical to inventions described in 
specifications of earlier, this case means that the new art would be disclosed through 
publications of later filed applications and it would seem to be an excessive idea to 
deny patentability of claimed inventions in late filed application which were not 
identical to inventions described in specifications of prior filed applications. 

 
157. Also, as previously mentioned in the user feedbacks, it can be said that it might be 

very severe for later applicants to have their applications evaluated not only for 
novelty but also for inventive step based on secret prior art (prior filed but not 
published applications) which they could never find no matter how they had tried to 
do so at the time of filing. 

 
158. On the other hand, as mentioned above, even if there is a difference between the 

matter used to define a claimed invention and the matter defining a cited invention, 
they are found to be identical if the difference is a minor one in the means for solving 
the problem (addition, removal, conversion, etc. of well-known art and commonly 
used art, which does not produce any new effect). 
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C. COMMENTS FROM THE USPTO 
 

1.  Issues Arising from Lack of Harmonization 
 

159. As noted by the EPO, the laws of the three major jurisdictions represented in this 
Group—the United States, Japan and Europe—are aligned in many respects as 
regards the treatment of conflicting applications.  However, the laws remain 
unaligned in perhaps their most critical aspect—the prior art effect of conflicting 
applications as against later-filed applications by the same inventive entity or a third 
party. 

 
160. This lack of alignment can lead to a number of problems in the international patent 

system.  First is the issue of crowding, or “thickets.”  A novelty-only approach to 
conflicting applications may prevent “double patenting” in the strict sense, but the 
result is still “double patenting” in terms of two or more patents being granted where 
as a general matter of patent law, there should be only one.  This approach therefore 
tends to increase the number of patents on patentably indistinct inventions held by 
different parties, which may make it difficult for competitors to find innovation “white 
spaces,” significantly increase the complexity and cost of obtaining licenses, and 
increase litigation.  This phenomenon may be exacerbated in certain technology 
areas where other sources of “prior art” besides earlier filed applications are not 
readily available or not the most relevant.  All of this could have a dampening effect 
on innovation and growth in various technology sectors. 

 
161. Apart from third party concerns, crowding also affects the first-to-file and raises 

questions about the appropriate balance of interests between first and subsequent 
applicants.  A novelty-only approach may have the effect of treating all subsequent 
applicants the same, but it also arguably places the first-to-file at a relative 
disadvantage because late-comers are able to cluster around a pioneering invention 
with competing claims of patentably indistinct scope.  Such competing claims, in 
addition to creating significant transaction costs for potential licensees, also tend to 
dilute the value of the pioneering invention.  

 
162. Second, if the focus of patent law harmonization as a general matter is to better align 

national/regional laws to enable innovators to obtain cross-border patent protection 
more easily, at lower cost, and with greater predictability and certainty so as to 
promote global growth and expansion of business and trade, and if it is also a goal to 
align laws so as to enable patent offices to more effectively engage in work sharing, 
then it stands to reason that one result of harmonization would be more commonly 
filed applications producing greater work sharing potential.  That being the case, it 
would seem to frustrate both objectives if the prior art effect of conflicting applications 
was an area of continued disalignment among jurisdictions. 

 
163. In view of the foregoing, applicants, offices and governments all seem to have a 

stake in working together to forge a common solution to the treatment of conflicting 
applications, particularly as regards prior art effect. 
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2.  Implications of the Empirical Studies 
 
164. The data provided by several offices for this Report underscore the above-mentioned 

issues.1   
 

(a) Crowding, or “Thickets” 
 

165. The EPO and the DPMA report generally equivalent percentages of citations of 
conflicting applications.  These percentages fluctuate across technical disciplines and 
over time from 2%-7%.  In absolute terms, the EPO reports between 1100 and 3000 
conflicting application citations in a given discipline in a given year, while the total 
number of citations increased steadily from 2005 to 2009, when it peaked at about 
5800.  The DPMA found about 5200 total citations out of about 155,500 search 
reports after having evaluated a total of about 775.500 citations. 

 
166. The JPO provided data showing similar percentages as the EPO, fluctuating over 

time and across disciplines between about 2% and 8%.  In absolute terms, the JPO 
study suggests that the total number of conflicting applications in a given discipline in 
a given year ranged from about 1800 to about 5800, and, like the EPO, the total 
number of citations generally increased (though not as steeply as EPO) from 2005 to 
2009, when it peaked at 14,783.  Moreover, while the JPO notes that the percentage 
of conflicting application citations expressed as a percentage of office actions 
(notification of reasons of refusal) queried has been declining over time, it is also true 
that the number of search reports steadily and significantly increased in the years 
between 2005 and 2010, with a slight decline in 2011.  Although it is not possible to 
discern directly from the data presented in these reports, the pattern of steady 
increase and near simultaneous decline in citations reported by EPO and JPO seems 
to track data these offices and other sources (like WIPO) have reported over the last 
several years showing the effects of the economic downturn on patent filings and 
related matters, thus suggesting the economy may be playing a role in the changing 
numbers, numbers that may reverse course as the economy rebounds. 

 
167. It is important to bear in mind that each of these offices applies a novelty-only 

standard to conflicting applications.  The question that is immediately raised is how 
many additional conflicting applications—or, put a different way, how many additional 
patents containing claims of overlapping scope held by different parties—would be 
implicated if these offices applied a novelty plus inventive step standard? 

 
168. The study undertaken by the USPTO, while limited in scope and duration relative to 

the studies reported by the EPO and JPO, provides some clues.  The USPTO 
reported that conflicting applications were cited in obviousness rejections in about 
5% of cases in the chemical discipline and in about 20% of cases in the electrical 
discipline.  While based on somewhat incomplete and limited data, these numbers 
nonetheless provide some validation of the USPTO’s working thesis going into the 
study, which was that the impact of U.S. practice would be significant in fast-moving 
technology areas—areas most susceptible to crowding or “thickets”—where the most 
relevant source of prior art tends to be earlier-filed patent applications. 

                                            
1 The late inclusion of Finnish data and Austrian estimations prevents a fuller discussion of those data in this 

section, though it is noted that the cited percentages are somewhat comparable to data cited by the EPO 
and DPMA. 
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169. What the numbers also suggest is that the frequency of citation of conflicting 

applications in Europe and Japan could perhaps increase another 5%-20% in the 
chemical and electrical disciplines, respectively, if the U.S. approach were applied.  
Stated another way, the total number of patents with overlapping claim scope issued 
to different parties could be reduced on the order of another several hundred to 
several thousand per discipline per year.  Moreover, consistent with the USPTO 
thesis, the particular effects of this practice change could be magnified in 
technologies where such patent applications are concentrated. 

 
(b)  Impact on Innovators and on Work Sharing 

 
170. Furthermore, if the economic recovery leads to a return of annual increases in filings 

observed before the crisis, and also assuming continued global expansion of 
business and trade and perhaps an agreement on substantive patent law 
harmonization, one would expect the number of potentially conflicting applications to 
increase, perhaps proportionately with above-reported percentages, though those 
percentages may also increase as a result.  In short, the magnitude of crowding that 
currently exists could increase substantially in the future with increased filings and 
more patent family members,  This could have significant consequences for 
innovators and for offices in terms of work sharing. 

 
171. Data from a number of sources show that the number of global filings is increasing, 

and that the number of patent families, particularly family members in two or more of 
the major jurisdictions, is considerable.  The draft 2011 IP5 Statistics Report (pg. 39) 
notes that global filings rebounded from the economic recession and grew 
approximately 6% in 2010, from about 1.54 million in 2009 to about 1.64 million.  This 
growth rate is consistent with pre-recession filing increases year-on-year.  The chart 
below, taken from the above-mentioned report, shows the breakdown of filings by 
bloc: 
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172. The report further notes (pg. 40) that the IP5 offices represent, on average, about 
90% of global filings from 2006-2010. 

 
173. The WIPO 2011 Report on Intellectual Property Indicators (Fig. A.1.1.1) suggests a 

similar growth rate in 2010 (about 7%) and total number of applications filed in the 
IP5 offices (about 1.55 million; Fig. A.2.3.1) 

 
174. In terms of patent family members, the IP5 report is limited to data from 2006-2007, 

but it shows (patent family member tables, pg. 55) that in each year, there were 
about 1.3 million first (priority) filings in one of the IP5 offices that resulted in roughly 
220,000 second filings (patent family members) in at least one other IP5 office, or 
about 17% of the total number of first filings.  About 2% of the total each year 
resulted in patent family members in all five offices, or roughly 25,000 IP5 patent 
families each year. 

 
175. The WIPO Report (Fig. A.4.1.1) notes a fairly constant growth in patent families 

globally from about 1990 to 2008 (the last year of data reported), with an average 
growth rate of just over 1% from 2006-2008.  Fig. A.4.2.1 of the Report further shows 
that the number of patent families with members in at least two other offices 
increased at a fairly steady rate from about the mid-1990s until 2007, declining 
slightly in 2008, perhaps as a result of the economic crisis. 

 
176. The following chart, taken from pg. 54 of the report, illustrates graphically the flow of 

patent family members among the offices in 2007 (2006 numbers in parenthese for 
comparison): 
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177. If, as the foregoing data suggest, application filing growth may be returning to pre-

crisis levels, and growth in patent families continues a decade-and-a-half long 
upward trend, there is a considerable potential for substantial increase in the number 
of conflicting applications in each office, which could be further fuelled by 
harmonization.  This could exacerbate the crowding phenomenon that appears to 
already exist to some extent in certain technologies, making it difficult for innovators 
to identify and capture new markets. 

 
178. The data also suggest that if the prior art effect of conflicting applications remains 

disaligned, work sharing potential will be diminished for an increasing number of 
applications.  The above graphic clearly illustrates the magnitude of both the problem 
and the potential solution that harmonization in this area may provide. 
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VII. RECOMMENDATIONS FOR FURTHER INVESTIGATION 
 
A. THE PARTICULAR ISSUE OF PCT APPLICATIONS 
 
179. As mentioned, currently, in Europe, PCT applications only enter the state of the art 

once they have entered the European phase, ie once the filing fee has been paid, 
and a translation into one of the EPO official languages has been filed. The rationale 
behind the original adoption of this rule was two-fold: if the rule was intended to 
prevent double patenting, then allowing PCT applications to knock out subsequent 
applications was overkill if they never entered the European phase and thus would 
never result in the grant of a European patent. The second matter was that of 
languages. If any PCT application became prior art during the international phase, 
this meant a pool of potential prior art which was not translated and thus 
incomprehensible to examiners. One of the drawbacks of this approach is that there 
is a considerable lapse of time between the filing or priority date of a PCT application 
and the point in time when its status as a conflicting application becomes 
ascertainable. 

 
180. Within the work sharing context, and quite independently of the issue of the 

substantive treatment of conflicting applications in the different jurisdictions (ie 
whether they are considered to be relevant for novelty only or for both novelty and 
inventive step), the issue should be considered of whether it might not be desirable to 
create a pool of international secret prior art under the PCT, by determining that 
published PCT applications shall constitute conflicting applications (or in Europe: 
"prior rights") as of their filing or priority date. Thus, any potentially relevant PCT 
application pending in a jurisdiction which would be cited in a search report would be 
relevant for any subsequent office in a PCT member state designated in that 
application and relying on said search report. 

 
181. The translation issue remains relevant: machine translation in its present state might 

provide assistance, but is not available for all languages. Moreover, the policy issue 
of whether such a rule would be desirable in terms of the overall function of the 
patent system would need to be addressed. 

 
B. PROPOSAL FOR AN EMPIRICAL STUDY 
 
182. The EPO is investigating whether it will be possible to identify a small number of PCT 

applications which have proceeded to grant at the JPO, USPTO and EPO, against 
which another conflicting PCT application has been cited, which was also pending in 
all three offices, in order to compare the actual outcome of the impact of the different 
rules in all three legal systems, in terms of patents granted and to whom, scope of 
claims, etc.  

 
183. It should be emphasised that the study would not purport to give a representative 

idea of the mechanisms and their impact, but would endeavour to give tangible 
illustrations of the magnitude of the differences between the application of the rules in 
practice. 

 
184. If the EPO automated systems are capable of identifying an appropriate set of co-

pending conflicting applications in all three jurisdictions, the application numbers will 
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be forwarded to all three offices, and the work of analysing differences should be 
shared amongst offices. The results of the study, including the analysis and any 
observations or conclusions, would be consigned in a report appended to this study, 
which would have to be agreed by all 3 offices.  

 
185. At the outset, it must be noted that it may not be possible to complete the empirical 

study by the time of the report of the Experts Group to the Tegernsee Heads. In this 
case, such a report will be forwarded to the Heads at a later date. 

 
 
VIII. CONCLUSIONS 
 
A. STATE OF HARMONIZATION 
 
 There is alignment between the Tegernsee offices with regard to the effect of the 

priority right. 
 
 All Tegernsee offices apply the whole contents approach. 
 
 However, there is no harmonization with regard to the effect of conflicting 

applications, or the mechanism of anti-self-collision.  
 
B. MOVING FORWARD 
 
 Users in each jurisdiction appear to be generally happy with the rules applying within 

their own system and show little flexibility in their acceptance of other rules, despite 
the fact that objectively, all three systems have their drawbacks.  

 
 What we do not know, however, is how these differences in the state of the law play 

out where the different rules are applied to the same set of co-pending applications, 
which would give an indication of the true impact of the different rules and of the 
potential gains which could be achieved if these rules were harmonized.  

 
 For this reason, the Tegernsee Heads should consider whether to mandate the 

Tegernsee Experts Group to carry out an empirical study as proposed above. 
 
 Furthermore, this is an area where, in work sharing terms, efficiency gains due to 

harmonization would be mitigated by the fact that the result of the application of 
these rules to a particular application is dependent on the pool of applications 
pending in that office, which may differ from the pool in other offices, leading thus to 
different outcomes in different offices due to different secret prior art. 

 
 Against this backdrop, the Tegernsee heads should consider whether to mandate a 

closer examination of the feasibility of creating a common pool of international secret 
prior art under the PCT, by determining that a published PCT application will become 
prior art as of its priority or filing date, as well as the policy issues which such a 
change would raise. 
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I. Introduction 

A prior user right is the right of a third party to continue the use of an invention where that use began before 
a patent application was filed for the same invention.  

Prior user rights are provided for by the different national legislations and such provisions in national 
legislation only have national effect. All national delegations of the Tegernsee Group provide for prior user 
rights and defences through their respective national law.1 National provisions on prior user rights have 
common ground, but also have differences in the conditions under which they may be acquired. This report 
will compare the provisions of Denmark, Germany, France, the UK, Japan and the U.S and will go on to set 
out the common ground and the differences.   

It should be taken into account that the main purpose of prior user rights is to strike a balance between the 

effects of the first-to-file principle on the one hand and third party considerations on the other.  

 

The purpose of this paper is to identify the conditions under which prior user rights may be acquired in order 

to determine to what extent common ground can be considered to exist in the area of prior user rights.  

                                                            
1  Article 122(5) EPC provides intervening rights which apply the mechanism of prior user rights mutatis mutandis 
where a person has begun in good faith to use or prepare to use an invention which is the subject of a published 
European patent application or a European patent, between the time a loss of rights occurred and the time of publication 
of the mention of re-establishment of rights. However, since all substantive issues regarding the acquisition, scope and 
transferability of such rights are subject to the respective national laws of the EPC Contracting States, the EPO is not 
providing substantive input to the present study. 
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This paper also aims to establish the points of divergence between the different legal provisions and identify 

where practices differ, why the various approaches were chosen, and the consequences of the approaches 

chosen. Any appropriate sources of information (e.g. case law, legal databases, databases on court rulings, 

scientific literature, experience documented by practically working persons/users) should be made use of in 

order to clarify the issue. However, the extent of sources to be explored will depend on the time available for 

collecting the information. 

 

 

II. Substantive law on Prior User Rights  

A. EP 

1. State of the law 

a) Legal Framework 

Denmark: 

In Denmark, prior user rights are governed by section 4 of the Consolidate Patents Act. According to this 
provision, any person who, at the time when the patent application was filed, was exploiting  the invention 
commercially may, notwithstanding the grant of a patent, continue such exploitation retaining its general 
character, provided that the exploitation does not constitute an evident abuse in relation to the applicant or 
his legal predecessor. Furthermore such a right of exploitation may also under similar conditions be enjoyed 
by any person who has made substantial preparations for commercial exploitation of the invention. 

The scope of prior user rights is qualitative; there is no quantitative limit to the exploitation. The qualitative 
exploitation is essentially defined in the Consolidate Patents Act, Section 3; making, offering, putting on the 
market or using the invention etc.  

France: 

Prior possession right confers to the holder of this right a personal right to exploit the invention despite the 
existence of a patent. We can consider that the exploitation relates to the invention covered by the patent. 

As Germany, prior possession rights are not construed as rights in themselves but as exemption from the 
rights conferred by the patent to the patent owner. Prior possession may benefit to anyone who was in good 
faith in the possession of the invention. The person alleging possession must have acquired the knowledge 
without fraud. The prior possession right can only be transmitted with the business, the enterprise or part of 
the enterprise which it belongs. 

Germany:  

Prior user rights exempt the concrete use enacted or prepared before the patent’s application or priority, but 
no further adjustments or alterations within the patent’s scope of protection. 

Prior user rights are not construed as rights in themselves but as exemption from the rights conferred by the 
patent to the patent owner. The exemption of the prior user right can only be claimed by the person or entity 
that has actually enacted the use or preparations of use. The prior user right is a defense for only those uses 
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of the patented invention that take place within the business of said person or entity. Because of this 
attachment of the prior user right to the prior user’s business (or businesses), it can only be conferred (by sale 
or inheritance) together with the business (or businesses). 

UK: 

In the UK, prior user rights are governed by section 64 of the Patents Act 1977.  Prior user rights are an 
exception to infringement which are available to any person who, before the priority date of the invention in 
the granted patent, 

(a) does in good faith an act which would constitute an infringement of the patent if it were in force, or  

(b) makes in good faith effective and serious preparations to do such an act.   

Similar third party rights apply where a third party has been using the invention or has made serious 
preparations for such use (a) following termination of the application and before reinstatement (s.20B) and 
(b) where a patent has lapsed and is later restored (s.28A). 

Where prior user rights are available, the person has the right to continue to do the act (or, where serious and 
effective preparations have been made, to do the act) without infringing the patent in question.  The right 
does not extend to granting a licence to another person to do the act. However, if the act was done (or the 
preparations were made) in the course of a business, it is possible to authorise partners in the business to do 
that act or to assign or transmit the right to any person who acquires that part of the business. 

A chain of causation must be established between the alleged prior use and the act of infringement in issue.  
However we are not aware of any UK case law which considers the question of whether the prior user rights 
still apply if there has been a period of time during which the act was not carried out.   

The recipients of products disposed of in exercise of such rights are also protected. 

b) Definition of “use” in relation to prior user rights 

Denmark: 

The demand that the invention was exploited at the time of filing of the patent application involve that a real, 
present and practical exploitation of the invention must have taken place. It is not required that the prior use 
must be continued after the filing of a patent application in order to uphold prior user rights; the exploitation 
can be stopped and commenced again. 

France: 

In France we use the term possession. There is no definition of this term. But it is generally recognized that 
intellectual possession of the invention can be sufficient to generate the right and use of the invention or 
preparation to use is not required. However some authors consider that the simple intellectual detention of 
the invention should not be sufficient. 

Concerning the condition related to the possession, the possession must cover the same technology as 
covered by the patent, the invention must be fully known. The possession must remain secret and it must be 
realized before the filing or priority date of the patent. Possession must be acquired in France. 
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Germany:  

The term “use” comprises all sorts of uses that would constitute a use of the patent (e.g. production, offer, 
distribute etc.). One sort of use is sufficient to constitute a prior user right for any other sort of use. 
Preparations of use are such that are seriously intended to result in an immediate, timely use of the invention. 

The prior user right is restricted to the use enacted or prepared before the patent’s application or priority. 
Therefore, the prior user is not entitled to adjust or alter the prior use in a way that would fall within the 
patent’s scope of protection. But with the concrete use unchanged the prior user is entitled to work the use in 
other businesses of his. 

UK: 

In order for the prior use exception to apply, the act in question must constitute infringement of the patent.  
Acts which do not constitute infringing acts therefore do not give right to prior user rights (e.g. done 
privately and for purposes which are not commercial; done for experimental purposes relating to the 
invention.) 

Both public and secret acts are eligible for prior user rights; however if the act was public and amounted to 
an enabling disclosure then it would constitute prior disclosure of the invention, thereby depriving the 
invention of novelty and rendering the patent invalid – if this is the case, infringement would not arise and a 
user would have no need to rely on prior user rights. 

The prior user right only applies to those uses (or serious and effective preparations) which took place in the 
UK.   

c) The date of the prior use 

Denmark: 

In Denmark prior use must occur prior to the filing or priority date of the patent application for prior user 
rights to apply.  

France: 
 
Prior possession rights require that the person was in possession of the invention at the filing or priority date 
of the patent. 
 
Germany: 
 
Prior user rights require the use or the necessary preparations of the use of the invention claimed by the 
patent at the time of either the patent’s application or its priority date, which ever comes first. If at this 
moment in time, the use or preparations have been abandoned, the prior user right will not come into 
existence. But if there is a prior user right, it is independent of how long use and/or preparations have taken 
place before the patent’s application or priority. 
 
UK: 
 
In the UK, the prior use (or the effective and serious preparations) must occur prior to the priority date of the 
invention. 
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d) Exceptions and/or limitations attached to the prior user rights 

Denmark: 

The prior user right is understood as a limitation to the exclusive right that is granted to the patent holder. 
The prior user right does not entail an exclusive right and the prior user thus has no right to prevent other 
third parties from exploiting the invention. The question of prior user rights typically arises when two (or 
more) inventors have come up with the same invention at the same time. The prior user right arises 
automatically and no registration is needed. The prior user is under no obligation to pay royalty to the patent 
holder. A prior user right cannot be claimed by a person who has obtained knowledge of the invention 
illegally for instance by stealing information in this respect. Private and non-commercial use cannot give rise 
to a prior user rights claim. Neither experimental exploitation nor an exploitation that definitely ceased 
before the time of filing of a patent application can establish prior user rights. The right to claim a prior user 
right can only be transferred to others together with the business in which it has arisen or in which the 
exploitation was intended. According to the wording of the provision, it is only possible to claim prior user 
rights in relation to use which has taken place in Denmark including on Greenland and the Faroe Islands. 
However, it is possible that prior user rights extend beyond national territorial use according to the principles 
of EU law. If use or substantial preparations for commercial exploitation take place within the EU, it may be 
argued that this should be treated the same way as if the use or preparation took place nationally in a single 
member state. But the prior user rights would in this case be limited to importation and distribution in that 
particular member state. 

Germany: 

Prior user rights are infinite in time but attached to the business or businesses of the prior user.  

France: 

The prior possession right is attached to the business or the enterprise which its belongs. 

UK: 

The provision safeguards existing commercial activity by allowing an alleged infringer to continue the 
specific act of commerce which he was committing before the priority date but does not allow expansion into 
other products and other processes which would infringe the patent.  However the Court of Appeal has 
confirmed that the intention of the provision is to give practical protection to enable a person to continue in 
substance what he was doing before.  So the protection afforded is not strictly limited to acts identical to 
those which were performed before the priority date. 

2. Policy considerations 

Denmark: 

Prior user rights are justified by socio-economic considerations; e.g. to counter waste of value and loss of 
investments, and as a fairness mechanism to a prior user which exploited an invention at a point in time 
where a patent right did not exist. 
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Germany:  

The rationale of prior user rights is mainly seen in the protection of acquired and vested rights on the grounds 
of equity. Investments and expenditures on a use of another one’s invention shall not be frustrated if this use 
is claimed by a later patent application. 

France: 

The rationale of prior possession is to rebalance the rights conferred by the system of the first to file. Indeed, 
in a first to file system, the right to a patent belongs to the person who first filed a patent. The prior 
possession right just give a right to the inventor who was in possession of the invention (but did not file a 
patent application), right that allows him to continue to exploit this invention despite of the existence of a 
patent. 

  
B. Japan 

1. State of the law 

a) Legal Framework 

The Japanese Patent Act stipulates a prior user right. A person who has been working the identical invention 
with an invention protected by a patent or preparing for the working of the invention in Japan has a prior 
user right. When the business working the invention is transferred, its prior user right is also transferred 
along with the business. 
 
b) Scope of prior user rights 
 
The scope of a prior user right covers not only a form of the working which its prior user has conducted or 
has been preparing at the time of the filing of a patent application (or at the time of the filing of the earlier 
application on which the priority is based) but also a form of its modified working without losing the identity 
of the scope of the prior user right. Even if some parts of the form of working which are irrelevant to the 
scope of a patented invention are modified, such a modification in the form does not influence the identity of 
the scope of the prior user right. 
 
The effects of a prior user right cover not only a form of the working which its prior user has conducted or 
has been preparing at the time of the filing of a patent application (or at the time of the filing of the earlier 
application on which the priority is based) but also a form of its modified working without losing the identity 
of the scope of the prior user right.  

The prior user has a non-exclusive right to “work” an invention with respect to its prior user right as his/her 
business. However, this is in principle restricted to the act of working on which he/she has a prior user right. 
“Working” of an invention is provided in the Article 2(3) of the Japanese Patent Act. “Working” includes 
producing, using, assigning, exporting or importing, or offering for assignment in the case of an invention of 
a product. In addition, it includes, in the case of an invention of a process, the use thereof. 
 
 
 
 
 
 



  ‐ 8 ‐

c) The date of the prior use 

The existence of prior use is required at the time of the filing of a patent application or at the time of the 
filing of the earliest application on which the priority is based in case of a patent application claiming 
priority. 

 
d) Exceptions and/or limitations attached to the prior user rights 
 
When the business working the invention concerning the prior user rights is transferred, the prior user rights 
are also transferred along with the business. 
 
2. Policy considerations 
 
If the principle of first-to-file was strictly applied to every case, in case where a person both who 
independently completed an invention with the same content as another person’s patent before the time when 
the another person filed his/her patent application and who had performed his/her business working the 
invention or had been preparing such business, he/she would be subject to patent rights. This context 
contradicts fairness and justice. Therefore, the Japanese prior user rights system allows him/her (namely, a 
prior user) to work the patented invention owned by other patent holder without charge, fee, or royalty and 
continue doing the business, so that the Japanese prior user rights system ensures fairness between the prior 
user and the patent holder. 

 
C. US 

Background 
 
The Leahy-Smith America Invents Act, signed into law in September 2011, introduced a number of 
significant changes to U.S. patent law, among them an expanded prior user rights defense to patent 
infringement.  Prior to enactment of the AIA, section 273 of Title 35 provided for a limited prior use defense 
applicable to business method patents.  Section 273 was enacted as part of the 1999 American Inventors 
Protection Act (AIPA) in response to the decision by the Court of Appeals for the Federal Circuit (CAFC) in 
State Street Bank & Trust Co. v. Signature Financial Group, Inc., which affirmed that business methods are 
eligible subject matter for patenting. 
 
The decision created uncertainty for domestic businesses as to whether they might now be liable for patent 
infringement for continued use of internal business processes that, prior to State Street, were thought to be 
unpatentable.  The State Street decision also followed several years of debate in the U.S. Congress and 
academic and legal circles about introducing a broad prior user rights defense into United States patent law.  
The language of section 273 reflected this confluence of circumstances by, on the one hand, providing an 
explicit provision for a prior user rights defense, and on the other hand, narrowly circumscribing its 
applicability to patents covering methods of doing or conducting business. 
 
Basic Features of the Prior User Rights Defense under the AIA 
 
The AIA makes a number of significant changes to the pre-AIA prior user rights defense.  Most notably 
perhaps, the AIA expands the defense beyond just business methods to cover all technologies.   More 
specifically, the defense is available to persons who, acting in good faith, independently commercially used 
the invention in the United States in connection with an internal commercial use, an arm’s length sale, or an 
arm’s-length transfer of a useful end result of the commercial use.  
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To be entitled to the defense, however, the prior user must establish that the relevant activities occurred more 
than one year before the earlier of (1) the filing date of the patent application; or (2) the date of public 
disclosure by the patentee during the patentee’s grace period.  Importantly, the AIA provides for several 
limitations and exceptions to the new prior user rights defense. For example, the defense is personal, and 
thus may not be licensed, assigned, or transferred, other than in connection with an assignment or transfer of 
the entire enterprise or line of business to which the defense relates.  In addition, the applicability of the 
defense is geographically limited to cover only those sites where the invention was used before the critical 
date.  The defense is also limited to the specific subject matter for which it was established that the 
commercial use in question qualified, except that it also extends to variations in quantity and volume of use 
and to improvements, provided these do not otherwise infringe other specifically claimed subject matter in 
the patent. 
 

The AIA further provides an explicit exception to the defense for patents owned by or assigned to institutions 
of higher education or affiliated technology transfer organizations.  This latter provision relates to concerns 
expressed by the higher education community that prior user rights may impair the ability of universities to 
license patents on upstream research results. 

The date of the prior use 
 
Under Section 273 as amended by the AIA, commercial use giving rise to a prior use defense must take place 
more than one year before the earlier of either the filing/priority date of the application in question or any 
disclosure preceding that date that qualified as an exception to prior art, i.e., a qualifying grace period 
disclosure. 

Policy considerations  

The prior user right defense acknowledges the fact that inventors may, for a variety of reasons, prefer not to 
seek patent protection for every innovation.   This takes into consideration that for some types of innovations, 
or for certain categories of technology or various business/economic reasons, innovators may find trade 
secret protection more advantageous than pursuing patent protection.  By allowing the earlier user/inventor 
to continue uninterrupted commercial use of the invention while also allowing the later inventor to obtain a 
patent enforceable against all others, the prior user right embodies a balance between the equitable economic 
interests of the earlier user and the larger goal of the patent system in incentivizing the enrichment of the 
fund of human knowledge. In this way, the prior user right may also contribute to one of the main goals of 
the AIA, which is to reduce patent litigation and related costs. It should be noted, however, that the prior user 
right defense is generally a downstream enforcement matter and not an upstream patentability issue, and as 
such, is not a matter typically dealt with by patent offices. 

 

III. Prior user rights in practice 

1. The assertion of prior user rights in court cases 
 
Denmark: 
 
Prior user rights are asserted in very few court cases in Denmark. However, these cases demonstrate the 
importance of prior user rights and their problem of only having national effect. 
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An example is a multinational operating company A producing a product X by a method Y; though company 
A has a patent on product X, it did not opt for a patent on earlier stages of method Y. Subsequently, a 
company B aware of product X did file a patent for the method Y thereby potentially blocking company A’s 
production of its own product X. Even though company A is able to claim prior user rights in jurisdictions 
where it has its production facilities, it in is in practice prohibited from exporting to other markets where 
company B hold patents. 
 
The relevance of prior user rights differs from one technical area to another. In fields where technology 
develops fast like for instance the mobile area, several inventors might develop the same inventions thus 
making the prior user rights defense necessary.  
 
France: 
 
Between 2003 and 2010, 11 cases of litigation in which the exception of prior personal possession rights was 
raised were recorded in our database. On these 11 cases, only 1 decision (Tribunal de Grande instance de 
Paris 19/12/2003) recognized the prior possession. 
 
Germany: 
 
There is no statistical data being retrieved on the occurrence of the prior user right defense before German 
courts. Practical experience shows that this defense is chosen rather scarcely, roughly estimated in one of 
twenty to fifty cases. This is supposedly mainly due to the burden of proof the defendant has, and which is 
not easily to be dealt with as the facts that could justify a prior user right usually lie somewhat far in the past. 
 
Japan: 

From 1960 to 2012, there were at least 90 cases (including cases related to design rights) in which judgments 
were made on a prior user right and of which the Japan Patent Office could obtain their sentences of courts. 

UK: 
 
We are aware of 11 UK court cases which have considered prior user rights since the current provisions 
came into effect in 1977. The UK case law also provides details about, amongst other things, what 
constitutes "effective and serious preparations" – for example, in Lubrizol Corporation v Esso Petroleum Co. 
Ltd. [1998] RPC 727, two customer trials of small samples imported into the UK from the US with a view to 
possible later manufacture in the UK but with no decision yet made, were held, although serious, not to be 
"effective" preparations to do an infringing act.  It was not sufficient to show that the serious preparations, if 
pursued to finality, will have the requisite effect. 

United States 
 
In response to concerns expressed during the legislative debate preceding enactment of the AIA about the 
impact of an expanded prior user rights defense on the patent system, and innovation more generally, 
Congress mandated the USPTO to produce a report detailing its findings and recommendations on a number 
of specific issues.  Pursuant to this mandate, the USPTO held a public hearing and solicited comments from 
interested parties to complement its own independent research on the issue of prior user rights.  Additionally, 
the USPTO obtained input from the Office of the United States Trade Representative (USTR), the 
Department of Justice (DOJ), and the Department of State (DOS). The USPTO received 29 comments from a 
broad spectrum of foreign and domestic stakeholders, including industry organizations, universities, bar 
associations, and individuals. 
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Only a few of the comments received mentioned any practical experience with asserting or defending against 
claims of prior use in court, and by and large, these experiences were very rare.  The USPTO’s own 
independent research did not turn up a single reported case in the United States of such a claim being raised 
under the previous version of Section 273 applicable to business method patents. 
 
ii. The assertion of prior user rights pre litigation 
 
Germany: 
 
This is even harder to answer as the parties of a litigation are not obliged to reveal their pre-litigation 
exchange of arguments. It is, however, rather probable that the prior use defense is attempted more often 
before the litigation than it is actually raised within. 
 
France: 
 
We have no data available but we can imagine that this exception could be used before litigation to conclude 
agreements. 
 
Japan: 
 
There is no available data on frequency relating to the usage of prior user rights as an assertion prior to 
litigation. 
 
UK: 
At a stakeholder consultation meeting on 11 June 2012, UK users were asked about their experiences in 
relation to prior user rights.  Some patent professionals commented that in their entire career they had not 
encountered the assertion of prior user rights, while litigators commented that they encountered regularly.  
 
Users felt it was very difficult to assert prior use rights in the UK as judges interpreted the provision 
narrowly and were strict in applying the “serious and effective preparation” test.  In practice even if prior 
user rights were maintained the scope of what is subsequently allowed is very narrow.  Parties usually try to 
settle the matter with a licence and avoid going to court.  The territorial effect was also pointed out as being 
of little use to multi-national companies – e.g. serious and effective preparations are of no use if they’ve been 
conducted outside of the UK.   
 
Users feel that the prior user rights defence should be broader. 

It was felt that licencability, territoriality and assignability should be considered. 

A philosophical question was also raised about whether it is right that someone who later gains a patent 
should be allowed to expand the market, rather than the earlier pioneers who were prior users but didn’t 
patent.   

United States 

As noted by other delegations, it is difficult if not impossible for patent offices to obtain empirical data on 
pre-litigation reliance on the prior user rights defense because pre-litigation claims of prior use and related 
settlement discussions are generally not made public and are not within the purview of the patent office to 
monitor.  That said, a few of the comments the USPTO received in response to the above-mentioned 
solicitation noted that counseling clients on the availability of a prior use defense or addressing claims of 
such in pre-litigation discussions were not infrequent occurrences.  The degree of frequency, however, was 
not specified, suggesting it is a relative (i.e., relatively small) number. 
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IV. Discussion points 

1. Common Ground of Prior User Rights Provisions 
 

It is clear from the above mentioned considerations that the following common ground may be highlighted: 

a) Prior user rights are general provisions applying to patents in all fields of technology without 
exception. (Harmonized: DE, DK, FR, JP, UK, US). 

b) Territoriality aspect: prior acts giving rise to the rights must be performed within the territory in 
which the patent statute applies. (Harmonized: DE, DK, FR, JP, UK, US) 

c) The requirement that such prior acts be performed in good faith (Harmonized: explicit statutory 
requirement in US, UK and FR; required by the Courts in DE) or not constitute an evident abuse 
(DK).  

In Japan, prior user rights are given for the following cases: (1) When a prior user himself/herself 
invented the identical invention with an invention protected by a patent and/or (2) When a prior user, 
without knowing the content of an invention claimed in a patent application, learned about it from a 
person who invented it. 

d) It may additionally be noted that all countries provide restrictions on the transfer of prior user rights, 

which can usually only be transferred with the business within which they arose.  

 
2. Areas of Divergence 
 

From a harmonization perspective, it seems that common ground exists between several countries of the 

Tegernsee Group. However, it is possible to identify four main areas of divergence: 

 
a) The critical date: In the US under the AIA, the prior use that gives rise to the defense must have 

occurred at least one year before either the effective filing date of the claimed invention or the date 
of a qualifying grace period disclosure.  In DK, DE, FR, UK and JP, the activity giving rise to the 
defense must have occurred prior to the filing or priority date.   

b) In the US, actual use must take place, whereas in the other Tegernsee countries preparations to use 
will also qualify.  FR law distinguishes itself as it refers to "personal possession" of the invention, 
which is certainly a conceptual difference. However, such personal possession must be established, 
and in the vast majority of cases (if not all), it can be argued that in practice, the evidence adduced 
before the Courts in France to show possession (blueprints, models, contracts, etc.) would in other 
jurisdictions be sufficient to meet the requisite standard of "preparations to use" the invention. 

c) Patentee-derived subject matter: In JP, no one who has obtained the subject matter that was derived 
from the patentee is entitled with a prior user right under the Japanese Patent Act. In the US, a 
person may not assert a defense under this section if the subject matter on which the defense is based 
was derived from the patentee or persons in privity with the patentee. In DE, DK, FR and UK there 
are no provisions explicitly limiting the availability of the defense where the subject-matter has been 
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derived from the patentee, although the provisions on “good faith” may in practice limit the 
possibilities in many such cases.  

d) In the US, the defense is not available in the case of patents owned or subject to an obligation of 
assignment to an institution of higher education or a technology transfer organization whose primary 
purpose is the commercialization of technology developed by such institutions.  

 

V. Conclusion and Next Steps 

All Tegernsee offices provide for prior user rights in some form, though there are some differences as 
pointed out above.  

User views on prior user rights vary - some seem to be of the opinion that they are necessary, while others 
believe they are not. Few, if any, statistical data on the occurrence of assertions are available.  

Although both DK and UK users were of the view that the territorial effect of prior user rights are of little 
use to companies operating multinationally, it is difficult to see, given the territoriality of patents, how it 
could be possible to expand prior user rights to encompass use outside the territory concerned. As mentioned 
in section II, A, 1, d) the scope of prior user rights may extend beyond national territory, given the example 
within EU. This is an aspect which could be explored in the future. 

Based on the above mentioned areas of main divergence we recommend initiating one or more user surveys 
covering for instance the aspects of: 

 How are PUR’s used in industry 

 How frequently are PUR’s used 

 What is the perceived value of PUR’s 

 


