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SUMMARY 

Two Legal Board of Appeal decisions (J 25/10 and J 9/10) have found the Office's practice 
for processing refunds under Article 11(b) RFees to be insufficient to establish the required 
transparency. The decisions apply equally to its procedure for refunding search fees. 
 
Taking on board the delegations' and users' views on the proposals it put to the Committee 
on Patent Law and Budget and Finance Committee, the Office has decided to implement a 
technical and administrative solution which will define specific transparent acts triggering 
search or substantive examination and thus fulfil the requirements of J 25/10 and J 9/10. 
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I. STRATEGIC/OPERATIONAL 

1. Operational 

II. RECOMMENDATION 

2. n/a 

III. MAJORITY NEEDED 

3. n/a 

IV. CONTEXT 

4. Under Article 11(b) RFees, the examination fee is refunded at a rate of 75% if the 
European patent application is withdrawn, refused or deemed to be withdrawn 
after the examining divisions have assumed responsibility but before substantive 
examination has begun. 

5. Similarly, under Article 9(1) RFees, the search fee paid for a  European or 
supplementary European search is refunded in full if the European patent 
application is withdrawn, refused or deemed to be withdrawn before the Office has 
started drawing up the search report.  

6. Two Legal Board of Appeal decisions (J 25/10 and J 9/10) have found the Office's 
practice for processing refunds under Article 11(b) RFees to be insufficient to 
establish the required transparency. The decisions apply equally to its procedure 
for refunding search fees.  

A. MAIN CONCLUSIONS FROM J 25/10 

7. The application underlying J 25/10 was withdrawn when the examining division 
had already assumed responsibility. As per current Office practice, the first 
examiner had ticked the "yes" box on an internal form, thereby indicating that 
substantive examination had started. On that basis, the request for a partial refund 
of the examination fee had been refused. 

8. The Legal Board however did not regard it as established that substantive 
examination had already begun. Article 11(b) RFees, it held, established clear 
conditions, and whether they were fulfilled in a particular case was a question of 
fact. If the request for a partial refund was to be refused, the examining division 
had to give reasons why the conditions were not met, having established what the 
facts were.  
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9. The board noted that the appellant had asked the division "for the exact date of the 
start of substantive examination and the criteria applied to its assessment", and 
that without such information neither the appellant nor the board could determine 
whether the decision was correct (point 11 of the reasons). It held that the decision 
lacked sufficient reasoning, which constituted a substantial procedural violation 
justifying a refund of the appeal fee (point 15 of the reasons). 

10. In addition, the board also addressed obiter dicta the change in EPO practice 
under Article 11(b) RFees as announced in the OJ notice dated 22 October 2009. 
With regard to this new practice, it noted that "it is still Article 11 RFees which is 
applicable and therefore a 75% refund of the examination fee can still only be 
denied if substantive examination has already begun. As already made clear, this 
requires a concrete act of the examining division with regard to substantive 
examination" (point 14 of the reasons). In J 9/10 the board further specified that an 
act performed without the involvement of the examining division did not begin 
substantive examination. 

B. INTRODUCTION OF A TECHNICAL AND ADMINISTRATIVE SOLUTION 

11. The implications of these two decisions for its current practice in refunding the 
search and examination fees presented the Office with legal and practical issues. 
Initially, the Office planned to implement a technical and administrative solution to 
make its practice compliant with J 25/10, but dropped that idea because it felt it 
would be too complex and onerous. 

12. The Office decided it would be better to simplify the procedure by reducing the 
possibilities for fee refunds. This it proposed to achieve through practical 
measures involving amendments to the RFees. These proposals were discussed 
in October 2012 by the Committee on Patent Law, SACEPO and the Budget and 
Finance Committee, but delegations and users did not agree to them. 

13. In the light of their views, the Office has now decided to introduce a technical and 
administrative solution after all, so that a concrete and transparent act is defined 
for search or examination – as required by J 25/10 and J 9/10 – without amending 
the RFees, Articles 9(1) and 11(b) of which will thus remain unchanged. 

14. The Office is however aware that implementing this solution will be technically 
extremely complex and involve considerable administrative work and extra costs. 
Thanks to IT roadmap developments, the technical resources needed will be 
available during the first half of 2013. 
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15. In spring 2013 the Office will publish a notice on its website and in the Official 
Journal. Its legal basis will be Articles 9(1) and 11(b) RFees, and the notice will 
indicate, by giving more details of the measures set out below, how the 
requirements of J 25/10 and J 9/10 are going to be implemented in EPO practice. 

V. ARGUMENTS 

16. Under the rules cited above, the 75% and 100% refund of the examination and 
search fee respectively can be refused only if the Office has started substantive 
examination or drawing up the search report. That means that to comply with the 
case law, the examining or search division must specifically and transparently 
signal when examination or search has started.  

A. ACT STARTING THE SEARCH  

17. The initiation of preparatory work to issue any first action performed by the search 
division – except the A2 publication – will trigger in the system the execution of a 
search algorithm which will create a raw list of relevant prior-art documents serving 
as the basis for the examiner to define an appropriate search strategy for the case 
in point. Once this list is created, the system will generate a "search started" 
marker. 

18. This marker will be an integral part of the application's history, and stored in the 
publicly available part of the electronic dossier to ensure that it is verifiable. For 
published applications, it will be visible to all in the European Patent Register. For 
applications not yet published, it will be stored but visible only by inspecting the file 
or at the request of the appellant or his representative. 

B. ACT STARTING EXAMINATION 

19. The initiation by the examining division's first member of preparatory work to  issue 
a communication from the division will trigger in the system the execution of an 
algorithm identifying the state of the art, within the meaning of Article 54(3) EPC, 
not available when the search was carried out, and the documents cited by other 
offices on applications of the same family. Once this operation is performed, the 
system will generate an "examination started" marker which, like the "search 
started" one just described, will then be stored to ensure that it is verifiable. 
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VI. IMPLEMENTATION 

20. As the proposed solution requires significant technical resources, the Office plans 
to introduce it during the first half of 2013. In spring 2013 it will publish on its 
website and in the Official Journal a notice giving details of the measures being 
taken. 

VII. FINANCIAL IMPLICATIONS 

21. See point 14 above 

VIII. LEGAL BASIS 

22. Articles 9(1) and 11(b) RFees 

IX. DOCUMENTS CITED 

23. J 25/10 and J 9/10; CA/87/12 

X. RECOMMENDATION FOR PUBLICATION 

24. Yes 


