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Catchwords:

1. The exclusion of essentially biological processes for the
production of plants in Article 53(b) EPC does not have a
negative effect on the allowability of a product claim
directed to plants or plant material such as a fruit.

2. In particular, the fact that the only method available at
the filing date for generating the claimed subject-matter is
an essentially biological process for the production of plants
disclosed iIn the patent application does not render a claim
directed to plants or plant material other than a plant
variety unallowable.

3. In the circumstances, it is of no relevance that the
protection conferred by the product claim encompasses the
generation of the claimed product by means of an essentially
biological process for the production of plants excluded as
such under Article 53(b) EPC.
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SUMMARY OF FACTS AND SUBMISSIONS

I. PROCEDURAL ASPECTS
1. Consolidation

By decision of 22 July 2013 the Enlarged Board of Appeal
(hereinafter: the Enlarged Board) decided to consider the
points of law referred to it by Technical Board of Appeal
3.3.04 (hereinafter: the referring Board) in case T 1242/06
(G 2/12) and in case T 83/05 (G 2/13) in consolidated
proceedings in accordance with Article 8 of the Rules of
Procedure of the Enlarged Board (hereinafter: RPEBA).

2. Preceding referrals

The current proceedings were preceded by two earlier referrals
concerning these two appeal cases. Reference is made to the
respective decisions of the Enlarged Board G 2/07 (0OJ EPO 2012,
130 - Broccoli) and G 1708 (0J EPO 2012, 130, 206 - Tomato)

1. REFERRAL G 2/12
1. The referred questions

By interlocutory decision T 1242/06 dated 31 May 2012
(0J EPO 2013, 42, hereinafter: referral tomato 11), the
referring Board referred to the Enlarged Board the following

questions:

1. Can the exclusion of essentially biological processes for
the production of plants in Article 53(b) EPC have a negative
effect on the allowability of a product claim directed to

plants or plant material such as a fruit?

2. In particular, is a claim directed to plants or plant
material other than a plant variety allowable even if the only

C10819.D
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method available at the filing date for generating the claimed
subject-matter i1s an essentially biological process for the
production of plants disclosed in the patent application?

3. Is 1t of relevance in the context of questions 1 and 2 that
the protection conferred by the product claim encompasses the
generation of the claimed product by means of an essentially
biological process for the production of plants excluded as
such under Article 53(b) EPC?"

2. The patent in suit

European patent No. 1 211 926 (hereinafter: the tomato patent)
was published in European Patent Bulletin 2003748 of

26 November 2003. It concerns a method for breeding tomatoes
having reduced water content, and the product of the method.
The independent claims of the tomato patent as granted read:

"1. A method for breeding tomato plants that produce tomatoes
with reduced fruit water content comprising the steps of:
crossing at least one Lycopersicon esculentum plant with a
Lycopersicon spp. to produce hybrid seed;

collecting the first generation of hybrid seeds; growing
plants from the first generation of hybrid seeds; pollinating
the plants of the most recent hybrid generation; collecting
the seeds produced by the most recent hybrid generation;
growing plants from the seeds of the most recent hybrid
generation; allowing plants to remain on the vine past the
point of normal ripening; and screening for reduced fruit
water content as indicated by extended preservation of the
ripe fruit and wrinkling of the fruit skin.

15. A tomato fruit characterized by a capability of natural
dehydration while on a tomato plant, natural dehydration being
defined as wrinkling of skin of the tomato fruit when the
fruit is allowed to remain on the plant after a normal ripe
harvest stage, said natural dehydration being generally
unaccompanied by microbial spoilage.

16. A tomato fruit characterized by an untreated skin which
permits dehydration of the fruit so as to obtain wrinkling of
the skin, said dehydration being generally unaccompanied by
microbial spoilage.”

C10819.D
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3. The appeal proceedings T 1242/06

(1) The proceedings before the referring Board concern
appeals filed by the patent proprietor (appellant 1,
hereinafter: patent proprietor T or patent proprietor in case
T 1242/06) and by the opponent (Fformer appellant 11,
hereinafter: opponent T or opponent in case T 1242/06) against
the decision of the opposition division dated 29 May 2006. In
that decision, the opposition division had found that the
tomato patent, as amended by patent proprietor T pursuant to
its auxiliary request Il1lb then on file, comprising two
independent product claims, and the invention to which it

related met the requirements of the EPC.

Opponent T filed an appeal against this decision seeking
revocation of the patent, but that appeal was withdrawn during
the proceedings before the Enlarged Board by letter of 28 June
2012. wWith 1ts own appeal, patent proprietor T first defended
the tomato patent in a form containing both independent
process and product claims.

2) In 1ts (first) interlocutory decision of 4 April 2008,
the referring Board referred three questions of law to the
Enlarged Board. All questions related to the interpretation of
the process exclusion contained in Article 53(b) EPC, namely
to the circumstances under which processes for the production
of plants have to be regarded as "essentially biological™.
Those questions were answered by the Enlarged Board in its
decision G 1/08 (supra).

Q) In the light of this decision, patent proprietor T
deleted the process claims so that the claim requests now on
file are restricted to product claims directed to tomato
fruits or tomato fruit products (see iIn this section

point 11.4 below).

C10819.D
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(C)) These amendments then led to the second referral by the
Board (see in this section point 11.5 below).

4. The patent claims currently on file

(1) The independent claims of the main request (filed with

letter of 7 September 2011, being identical to auxiliary

request Il before the opposition division) read:

"1. A tomato fruit of the species Lycopersicon esculentum
which is naturally dehydrated, wherein natural dehydration is
defined as wrinkling of skin of the tomato fruit when the
fruit i1s allowed to remain on the plant after a normal ripe
harvest stage, said natural dehydration being generally
unaccompanied by microbial spoilage.

2. A tomato fruit of the species Lycopersicon esculentum
characterized by an untreated skin, dehydration of the fruit
and wrinkling of the skin, said dehydration being generally
unaccompanied by microbial spoilage.”

(2) Auxiliary request 1 (filed during the oral proceedings of

8 November 2011) comprises claim 1 according to the main

request and an amended claim 2 that reads:

"2. A dehydrated tomato fruit of the species Lycopersicon
esculentum characterized by an untreated skin, which permits
said dehydration of the fruit so as to obtain wrinkling of the
skin, said dehydration being generally unaccompanied by
microbial spoilage.”

(3) Auxiliary request 1l (filed as auxiliary request I with

letter of 7 September 2011) differs from the main request in
that at the beginning of both claims the term "A tomato fruit"
has been changed to "A raisin-type tomato fruit'.

Auxiliary request Il is identical to the claim version that
was maintained by the opposition division in the decision

under appeal (at that time: auxiliary request 1l11b).

C10819.D



-7 - G 0002712

(4) Auxiliary request 111 (filed as auxiliary request Il with

letter of 7 September 2011) differs from auxiliary request 11
in that in both claims the word "product™ has been iInserted
after "A raisin-type tomato fruit".

(5) Auxiliary request IV (filed as auxiliary request 111 with

letter of 7 September 2011) differs from the main request in
that at the beginning of both claims the term "A tomato fruit"

has been changed to "A harvested tomato fruit'.

(6) Auxiliary request V (filed as auxiliary request 1V with
letter of 28 October 2011) differs from the main request iIn

that at the end of both claims the wording "wherein said
tomato fruit is from a plant obtainable by a breeding method
which involves the crossing of Lycopersicon esculentum with

Lycopersicon hirsutum™ has been added.

(7) Auxiliary request VI (filed as auxiliary request V with
letter of 28 October 2011) differs from the main request iIn

that at the end of both claims the following wording has been
added:

"wherein said tomato fruit is from a plant obtainable by a
method for breeding tomato plants that produce tomatoes with
reduced fruit water content, said method comprising the steps
of: crossing at least one Lycopersicon esculentum plant with a
Lycopersicon hirsutum plant to produce hybrid seed; collecting
the first generation of hybrid seeds; growing plants from the
first generation of hybrid seeds; pollinating the plants of
the most recent hybrid generation; collecting the seeds
produced by the most recent hybrid generation; growing plants
from the seeds of the most recent hybrid generation; allowing
fruit to remain on the vine past the point of normal ripening;
and screening for reduced fruit water content as indicated by
extended preservation of the ripe fruit and wrinkling of the
fruit skin."
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5. The referring decision

(@D In its second interlocutory decision of 31 May 2012, i.e.
referral tomato 11, the Board refused patent proprietor T°s
main request because its claim 2 did not comply with the
requirements of Article 123(3) EPC, whereas both claims of new
auxiliary request 1 complied with the requirements of Rule 80
and Articles 84 and 123(2) and (3) EPC. Furthermore, it
referred the above questions to the Enlarged Board (see

point 11.1 above).

(2) According to the referring Board, in the proceedings
before it important points of law arose because of patent
proprietor T°s restriction of the claims to mere product
claims that were not considered in the first interlocutory
decision leading to decision G 1/08 (supra). The referring
Board gave the following reasons for making the second

referral:

() With respect to the area of plant breeding, Article 53(b)
EPC prohibited the patenting of, as a first group, plant (or
animal) varieties and, as a second group, of essentially
biological processes for the production of plants (or animals)
(referral tomato 11, Reasons, point 19).

(b) When the referring Board handed down its first
interlocutory decision, referring to the Enlarged Board
questions concerning the interpretation of the process
exclusion contained in Article 53(b) EPC in the light of
Rule 26(5) EPC, both patent proprietor T"s main request and
auxiliary request 1 then on file contained process claims
directed to methods for breeding tomato plants as well as
product claims directed to tomato fruits and tomato plants

(referral tomato 11, Reasons, point 19).
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(c) In respect of the Tirst group of exceptions to
patentability, the referring Board held that the subject-
matter of the independent claims according to all patent
proprietor T"s then current requests was not directed to whole
tomato plants, but to dehydrated tomato fruits. Having
considered Articles 5(3) and 13(2) CPVR Regulation and

Article 14(1) and (2) UPOV Convention 1991 (International
Convention for the Protection of New Varieties of Plants of

2 December 1961 (hereinafter UPOV Convention 1961), as revised
on 10 November 1972, 23 October 1978, and 19 March 1991 (the
current version: UPOV Convention 1991), the referring Board
concluded further that such plant fruits were to be regarded
as plant parts capable of producing entire plants. However,
the referring Board held that the claimed tomato fruits did
not come under the patent exclusion of plant varieties
contained in Article 53(b) EPC (see referral tomato I1,
Reasons, points 27 to 33). Considering decision G 1/98 (0J EPO
2000, 111), the Board took the view that, if it only had to
consider the exclusion of plant varieties in Article 53(b) EPC,
the subject-matter of the claims of auxiliary request 1 would
not be excluded from patentability (referral tomato I1,
Reasons, points 33 to 39).

(d) However, the referring Board saw itself confronted with
the issue of whether, irrespective of the interpretation of
the exclusion of plant varieties, patenting the claimed
subject-matter rendered the exclusion of essentially
biological processes, 1.e. the second group of exceptions to
patentability pursuant to Article 53(b) EPC, completely
ineffective, thereby frustrating the legislative purpose
behind the process exclusion iIn Article 53(b) EPC (referral
tomato 11, Reasons, point 40).

IT the product claims of auxiliary request 1 were allowed, any

act of making and using the claimed dehydrated tomato by

C10819.D
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applying the breeding method as defined in claim 1 of the
tomato patent as granted would, in principle, fall under the
patent proprietor T°s right in respect of the patent (referral
tomato 11, Reasons, point 46). Thus (referral tomato 11,
Reasons, point 47):

"Disregarding the process exclusion In the examination of
product claims altogether would have the general consequence
that for many plant breeding inventions patent applicants and
proprietors could easily overcome the process exclusion of
Article 53(b) EPC by relying on product claims providing a
broad protection which encompasses that which would have been
provided by an excluded process claim. At least prima facie
this would appear to be at odds with a purposive construction
of Article 53(b) EPC."

(e) This question of a possible impact of the process
exclusion in Article 53(b) EPC on claims for plants or plant
material was not answered by decision G 1/98 (supra) or
settled by Rule 27(b) EPC. In the referring Board®s view, the
conclusions reached in decision G 1/98 involved only the
meaning and the scope of the exclusion of plant varieties and
were to be understood against the factual background of the
appeal case leading up to decision G 1/98. It concerned
transgenic plants produced by modern genetic technology,
rather than by a breeding method based on crossing and
selection (referral tomato 11, Reasons, point 48). Rule 27(b)
EPC was understood by the referring Board as being aimed at
restricting the scope of the product exclusion in Article 53(b)
EPC. This rule had no — and could have no — influence on the
scope of the process exclusion in Article 53(b) EPC (referral
tomato 11, Reasons, point 49).

™ However, albeit acknowledging the different legislative
purposes of the exceptions to patentability under Article 53(a)
and (b) EPC, the referring Board concluded from Article 53(a)
EPC, Rule 28(c) EPC and Article 6(2)(c) Biotech Directive

C10819.D
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(Directive 98/44/EC of the European Parliament and of the
Council of 6 July 1998 on the legal protection of
biotechnological i1nventions (0J EU L 213 of 30 July 1998,

p- 13 to 21) that situations existed where an exclusion
directed at a specific process might negatively affect the
allowability of a product claim (referral tomato 11, Reasons,
points 50 to 52).

(g) The referring Board, after having listed the argument
against a negative effect of the process exclusion on product
claims (referral tomato 11, Reasons, points 53 to 66), was of
the opinion that a decision of the Enlarged Board on the
points of law In respect of the scope of the process exclusion
from patentability according to Article 53(b) EPC as regards
the allowability of product claims was required in order to
dispose of the present appeals on a correct legal basis. It
noted that this issue not only arose in respect of auxiliary
request | but was also highly relevant for all other pending
requests of the patent proprietor T (referral tomato 11,

Reasons, points 67 to 74).

I11. REFERRAL G 2/13

1. The Referred questions

By interlocutory decision T 83/05 dated 8 July 2013 (0J EPO
2014, A39, hereinafter: referral broccoli 11), the referring

Board referred to the Enlarged Board the following questions:

1. Can the exclusion of essentially biological processes for
the production of plants in Article 53(b) EPC have a negative
effect on the allowability of a product claim directed to
plants or plant material such as plant parts?

C10819.D
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2. In particular:

(a) Is a product-by-process claim directed to plants or plant
material other than a plant variety allowable if i1ts process
features define an essentially biological process for the
production of plants?

(b) Is a claim directed to plants or plant material other than
a plant variety allowable even i1f the only method available at
the filing date for generating the claimed subject-matter is
an essentially biological process for the production of plants

disclosed iIn the patent application?

3. Is it of relevance in the context of questions 1 and 2 that
the protection conferred by the product claim encompasses the
generation of the claimed product by means of an essentially
biological process for the production of plants excluded as
such under Article 53(b) EPC?

4. 1T a claim directed to plants or plant material other than
a plant variety is considered not allowable because the plant
product claim encompasses the generation of the claimed
product by means of a process excluded from patentability
under Article 53(b) EPC, i1s it possible to waive the
protection for such generation by "disclaiming'” the excluded

process?"

2. The patent iIn suit

European patent No. 1 069 819 (hereinafter: the broccoli
patent) was published in European Patent Bulletin 2002/30 of
24 July 2002. It concerns a method for selective increase of

the anticarcinogenic glucosinolates in brassica species.

The i1ndependent claims of the broccoli patent as granted read:

"1. A method for the production of Brassica oleracea with
elevated levels of 4-methylsulfinylbutyl glucosinolates, or

C10819.D
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3-methylsulfinylpropyl glucosinolates, or both, which
comprises: (@) crossing wild Brassica oleracea species with
Brassica oleracea breeding lines; and, (b) selecting hybrids
with levels of 4-methylsulfinylbutyl glucosinolates, or 3-
methylsulfinylpropyl glucosinolates,

or both, elevated above that initially found iIn Brassica
oleracea breeding lines.

9. An edible Brassica plant produced according to the method
of any one of claims 1 to 6.

10. An edible portion of a broccoli plant produced according
to the method of any one of claims 1 to 6.

11. Seed of a broccoli plant produced according to the method
of any one of claims 1 to 6.

13. A broccoli plant having elevated levels of
3-methylsulfinylpropyl glucosinolates, or
4-methylsulfinylbutyl glucosinolates, or both; wherein the
broccoli plant is a hybrid plant following crossing of
broccoli breeding lines with wild species and, the levels of
4-methylsulfinylbutyl glucosinolates, or
3-methylsulfinylpropyl glucosinolates, or both, are elevated
above that initially found in broccoli breeding lines.

15. A broccoli inflorescence having elevated levels of
3-methylsulfinylpropyl glucosinolates, or
4-methylsulfinylbutyl glucosinolates, or both; wherein the
broccoli inflorescence is obtained from a hybrid plant
following crossing of broccoli breeding lines with wild
species and, the levels of 4-methylsulfinylbutyl
glucosinolates, or 3-methylsulfinylpropyl glucosinolates, or
both, are elevated above that initially found in broccoli
breeding lines.

17. A Brassica plant cell having elevated levels of
3-methylsulfinylpropyl glucosinolates, or
4-methylsulfinylbutyl glucosinolates, or both; wherein the
Brassica plant cell i1s obtained from a hybrid plant following
crossing of broccoli breeding lines with wild species and, the
levels of 4-methylsulfinylbutyl glucosinolates, or 3-
methylsulfinylpropyl glucosinolates, or both, are elevated
above that initially found in broccoli breeding lines."

3. The appeal proceedings T 83705

(1) The proceedings before the referring Board concern appeals
filed by the two opponents (hereinafter: opponents B or
opponents in case T 83/05 or opponent B1 and opponent B2)
against the decision of the opposition division dated

23 November 2004. In that decision, the opposition division

had found that the broccoli patent, as amended by the patent
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proprietor (hereinafter: patent proprietor B or patent
proprietor in case T 83/05) pursuant to 1ts (new) main request
then on file, comprising method, product and product-by-
process claims, and the invention to which i1t related met the
requirements of the EPC.

(2) In 1ts (first) interlocutory decision of 22 May 2007, the
Board referred two questions of law to the Enlarged Board.
Both questions related to the interpretation of the process
exclusion contained in Article 53(b) EPC, namely to the
circumstances under which processes for the production of
plants have to be regarded as "essentially biological™. The
interlocutory decision furthermore dealt with all other
objections raised by opponents B up to then in the course of
the appeal proceedings. The Board concluded that none of these
other objections precluded maintenance of the patent as
amended on the basis of the respondent®s main request. The
Enlarged Board answered the referred questions in its decision
G 2/07 (supra).

(3) In the light of this decision, patent proprietor B
submitted a new main request and a new auxiliary request
replacing all previous requests; subsequently, patent
proprietor B filed a new first auxiliary request making the
former fTirst auxiliary request its new second auxiliary
request. These new requests are restricted to product and
product-by-process claims (see In this section point 111.4
below).

(4) These amendments then led to the second referral by the
referring Board (see iIn this section point 111.5 below).
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4. The patent claims currently on file

(1) The independent claims of the new main request (filed with
letter of 29 April 2011) read:

"1. An edible Brassica plant produced according to a method
for the production of Brassica oleracea with elevated levels
of 4-methylsulfinylbutyl glucosinolates, or
3-methylsulfinylpropyl glucosinolates, or both, which
comprises: a) crossing wild Brassica oleracea species selected
from the group consisting of Brassica villosa and Brassica
drepanensis with broccoli double haploid breeding lines; b)
selecting hybrids with levels of

4-methylsulfinylbutyl glucosinolates, or
3-methylsulfinylpropyl glucosinolates, or both, elevated above
that initially found in broccoli double haploid breeding lines;
c) backcrossing and selecting plants with the genetic
combination encoding the expression of elevated levels of 4-
methylsulfinylbutyl glucosinolates, or

3-methylsulfinylpropyl glucosinolates, or both; and

d) selecting a broccoli line with elevated levels of
4-methylsulfinylbutyl glucosinolates, or

3- methylsulfinylpropyl glucosinlates, or both, capable of
causing a strong induction of phase Il enzymes, wherein
molecular markers are used in steps (b) and (c) to select
hybrids with genetic combination encoding expression of
elevated levels of 4-methylsulfinylbutyl glucosinolates, or 3-
methylsulfinylpropyl glucosinolates, or both, capable of
causing a strong induction of phase Il enzymes.™

(Claims 2 and 3 of the new main request were directed to an
edible portion and to the seed of a broccoli plant produced by
a method defined in the same manner as in claim 1.)

"4_ A broccoli plant having elevated levels of
3-methylsulfinylpropyl glucosinolates, or
4-methylsulfinylbutyl glucosinolates, or both, wherein the
broccoli plant is a hybrid plant following crossing of
broccoli double haploid breeding lines with wild Brassica
oleracea species selected from the group consisting of
Brassica villosa and Brassica drepanensis and the levels of 3-
methylsulfinylpropyl glucosinolates, or

4-methylsulfinylbutyl glucosinolates, or both, are between 10
and 100 umoles per gram of dry weight of said plant.

5. A broccoli inflorescence having elevated levels of
3-methylsulfinylpropyl glucosinolates, or
4-methylsulfinylbutyl glucosinolates, or both, wherein the
broccoli inflorescence is obtained from a hybrid plant
following crossing of broccoli double haploid breeding lines
with wild Brassica oleracea species selected from the group
consisting of Brassica villosa and Brassica drepanensis and
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the levels of 3-methylsulfinylpropyl glucosinolates, or 4-
methylsulfinylbutyl glucosinolates, or both, are between 10
and 100 umoles per gram of dry weight of the inflorescence."

(2) New auxiliary request | (filed during the oral proceedings

of 1 March 2013) i1s i1dentical to the new main request, except
that at the end of each claim a "wherein” clause i1s iIntroduced
starting with "wherein the claim does not encompass an
essentially biological process for producing'” and continuing
in claims 1 and 4 with "the plant™, in claim 2 with "the
portion of a plant™, in claim 3 with "the seed of the plant”

and in claim 5 with "the inflorescence".

(3) New auxiliary request Il (filed during the oral

proceedings of 1 March 2013 and identical to the new auxiliary
request filed with the letter dated 29 April 2011) differs
from the main request only by deletion of claims 1 to 3 and

the renumbering of the remaining claims 4 and 5.

5. The referring decision

(1) In 1ts second interlocutory decision of 8 July 2013, the
referring Board admitted patent proprietor B"s requests (i.e.
the main request and the two auxiliary requests) into the
appeal proceedings (referral broccoli Il, Reasons, point 3).
Likewise, the referring Board admitted into the proceedings
the objection of opponents B raised under Articles 100(a) and
53(b) EPC against the product claims (referral broccoli I1,
Reasons, point 12). Furthermore, the Board held that, in
respect of the main request, its conclusions concerning the
grounds for opposition other than Articles 100(a) and 53(b)
EPC laid down in its first interlocutory decision of 22 May
2007 still applied in favour of patent proprietor B (referral

broccoli 11, Reasons, point 6).
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(2) According to the referring Board, in the proceedings
before 1t Important points of law arose because of patent
proprietor B"s restriction of the claims to product claims
that were not considered in the first interlocutory decision
leading to the decision G 2/07 (supra).

In the reasons for the interlocutory decision, the Board
referred to the respective reasons for the referral tomato I1,
because it considered an answer to those referred questions
essential for deciding the appeal in case T 83/05 (referral
broccoli 11, Reasons, points 13 to 20). In addition, it gives
the following reasons for needing to refer modified questions

compared to those in referral tomato 11:

(a) The reasons for the referring Board not just to stay the
proceedings pending answers to the referral in case G 2/12 but
to refer additional questions were to ensure a decision of the
Enlarged Board on the merits of the questions of law relevant
to both referral cases, independent of the procedural fate of
the appeal proceedings in case T 1242/06, and to enrich the
basis on which the Enlarged Board would take i1ts decision
(referral broccoli 11, Reasons, points 21 and 22).

(b) Patent proprietor B"s claims were directed not to fruits
but to plants and plant parts (seed, edible portion,
inflorescence) and the referring Board considered these not to
fall under the exclusion of plant varieties as stipulated in
Article 53(b) EPC and defined by Rule 26(4) EPC (referral
broccoli 11, Reasons, points 16 and 23).

(c) Furthermore, the point that patent proprietor B"s claim
requests defined the products by process features needed to be
addressed In the additional referred questions (referral

broccoli 11, Reasons, point 25).
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(d) The referring Board understood the clause in the claims
according to patent proprietor B"s first auxiliary request
"wherein the claim does not encompass an essentially
biological process for producing”™ the plant, the portion of a
plant, the seed of the plant or the inflorescence as an
attempt to waive some of its rights in respect of a product
patent, such that producing the claimed product by an
essentially biological process could no longer be prohibited.
Referring to G 1/93 (0J EPO 1994, 541), the Board doubted that
the EPC allowed such a waiver (referral broccoli 11, Reasons,
points 26 to 28).

IV. THE COURSE OF THE PROCEEDINGS BEFORE THE ENLARGED BOARD

In both referrals the Enlarged Board invited the parties to
the proceedings to file observations on the referred questions
(G 2/12: decision of 26 June 2012 and communication of 27 June
2012, G 2/13 decision of 22 July 2013 and communication of

23 July 2013) (see in this section point V below).

Furthermore, the Enlarged Board invited the President of the
EPO to comment in writing on the points of law referred to it
(G 2/12: decision of 26 June 2012 and communication of 27 June
2012; G 2/13: decision of 22 July 2013 and communication of

23 July 2013) (see in this section point VI below) and also
iIssued an invitation for third parties to file comments

(G 2/12: decision of 26 June 2012 and OJ EPO 2012, p. 468;

G 2/13: decision of 22 July 2013 and 0J EPO 2013, p. 412) (see

in this section point VII below).

With regard to patent proprietor T"s request in case G 2/12
that, as a consequence of opponent T having withdrawn its
appeal, the proceedings before the Enlarged Board be

terminated, the Enlarged Board issued a communication stating
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that i1t did not consider that a procedural situation existed
in which these proceedings would have to or could be
terminated (communication of 31 January 2013). Patent
proprietor T later withdrew i1ts request for termination of the
proceedings (letter of 26 September 2014).

Finally, the Enlarged Board summoned the parties to oral
proceedings to be held on 27 October 2014 (order of 23 June
2014) and issued a communication pursuant to Articles 13 and
14(2) RPEBA (communication of 15 July 2014). In this
communication, the Enlarged Board informed the parties of its
preliminary views and the issues that were likely to be

addressed in the oral proceedings.

V. THE SUBMISSIONS OF THE PARTIES

Patent proprietors T and B and opponents B made comprehensive
submissions both In the written proceedings and in the oral
proceedings. Their written and oral submissions, iInsofar as
relevant for deciding the two referrals, are summarised as

follows:

1. Submissions of the patent proprietor in case T 1242/06

Patent proprietor T addressed in its written and oral
submissions the admissibility of the proceedings before the
Enlarged Board and the legal questions referred to the
Enlarged Board. It filed fourteen documents (E1 to E14).

(1) Patent proprietor T submitted that the referral should be
rejected as i1nadmissible because the criteria of

Article 112(1)(a) EPC were not fulfilled. It was already clear
from G 1/98 (supra) that only product claims directed to
individual plant varieties fell under the exclusion of

Article 53(b) EPC. This result had been confirmed by the
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District Court of The Hague. In the reasoning of i1ts decision
of 8 May 2013 (Taste of Nature Holding B.V. v. Cresco Handels-
B.V., see 1In this connection point VII1I1.4 below), the Dutch
court had considered that the second group of exclusions
pursuant to Article 53(b) EPC referred only to processes.
Hence, the referral tomato Il did not concern a point of law
of fundamental importance. The referring Board could easily
decide the appeal case itself by relying upon the
interpretation of Article 53(b) EPC given by the Enlarged
Board in G 1/98 and by the Dutch court.

(2) If the Enlarged Board took the view that the referral was
admissible, decisions G 2/07 and G 1/08 should be reviewed in
order to rectify their negative effects as discussed by

0. Malek et al., Plant patents an endangered species? —
surprising new developments in the tomato case, in epi
information 1/2012, 16 (document E11). Accordingly, the term
"essentially biological processes for the production of
plants™ was to be interpreted as referring only to those
essentially biological processes the direct product of which

iIs a plant variety.

(3) Since the wording of the process exclusion in Article 53(b
EPC and i1ts context within the Convention and with regard to
the Biotech Directive did not leave any doubt in respect of

its limited scope of application to process claims, the
referred questions should then be answered in the following
way: the first and third questions were to be answered iIn the
negative and the second in the affirmative.

(4) Since the category of product claims was already addressed

in Article 53(b) EPC in respect of plant and animal varieties,
a broad interpretation of the process exclusions, to the
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effect that 1t extended to product claims, was legally

questionable.

(5) When interpreting Article 53(b) EPC, Article 32 Vienna
Convention on the Law of Treaties of 23 May 1969 (hereinafter:
Vienna Convention) could not be applied on the same level as
Article 31 Vienna Convention. Once a clear and satisfactory
result has been found by applying the rules of the latter

provision there is no room for applying the former.

2. Submissions of the patent proprietor in case T 83705

The written and oral submissions of patent proprietor B
essentially concerned the following aspects.

(1) 1t requested that the first question be answered in the
negative, iIn which event the subsequent questions did not
require an answer or, alternatively, that these subsequent
questions be answered in favour of the allowability of a
product claim or product-by-process claim as defined in the
referral (second and third questions) or in favour of the
allowability of "disclaiming” the process steps in the product
claim that infringed the process exclusion In Article 53(b)
EPC (fourth question).

(2) The Enlarged Board should clarify its earlier rulings in
G 2/07 and G 1/08 because they had led the referring Board to
make the second referral. In addition, it should be stressed
that, as a general principle, any exclusion from patentability
was to be interpreted narrowly and that the process exclusion

could not extend to claims other than process claims.

(3) The assessment of patentability was to be based on the
subject-matter of a claim. However, the subject-matter of a

claim should not be confused with its scope of protection.
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(4) Article 53(b) EPC was to be interpreted in the light inter
alia of Article 52(1) and Rule 27(b) EPC. Since Rule 27(b) EPC
explicitly provided that patents should be granted for
inventions concerning "plants .. 1T the technical feasibility
of the invention i1s not confined to a particular plant ..
variety', the answer to the first question followed from the
wording of the law itself. This conclusion held true also with
a view to the legislative history of Article 53(b) and

Rule 27(b) EPC as well as of Article 4 of Directive 98/44/EC
of the European Parliament and of the Council of 6 July 1998
on the legal protection of biotechnological inventions

(hereinafter: Biotech Directive).

(5) Since, applying the means of iInterpretation pursuant to
Article 31 Vienna Convention, the ordinary meaning of the
wording of Articles 52(1), 53(b) and Rule 27(b) EPC was
neither ambiguous nor led to a manifestly absurd or
unreasonable result, there was no room for applying Article 32
Vienna Convention and for supplementary means of

interpretation.

(6) Articles 52, 53 and Rule 26(2) EPC clearly distinguished
between product and process inventions in the definition of
patentable subject-matter. Consequently, a ruling by the
Enlarged Board on process claims in G 2/07 (supra) and G 1/08
(supra) could not be extended to product claims.

(7) In G 1/98 (supra, Order, point 2), the Enlarged Board had
explicitly concluded that product claims directed to plants
were excluded from patentability under Article 53(b) EPC only
iIT they were directed to individual plant varieties. It could
be concluded from this restrictive interpretation of the

product exclusion (first group of exclusions in Article 53(b)
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EPC) that the process exclusion (second group of exceptions iIn
Article 53(b) EPC) likewise required a narrow interpretation.
As a consequence, the narrow scope of the product exclusion
had an Impact on the interpretation of process exclusion.

(8) IT the first question were answered by the Enlarged Board
in the affirmative, it should be possible to except from the
subject-matter of the product claim or product-by-process
claim the part that was considered to violate the process
exclusion under Article 53(b) EPC by way of a disclaimer (see
G 2/10, 0J EPO 2012, 376; G 1/07, OJ EPO 2011, 134; G 1/03 and
G 2/03, 0J EPO 2004, 413 and 448).

3. Submissions of the opponent in case T 1242/06

Apart from withdrawing its appeal by its letter dated 28 June
2012, the former opponent did not file any submissions during
the present proceedings before the Enlarged Board. Nor did it
attend the oral proceedings.

4. Submissions of the opponents in case T 83/05

(1) Opponent Bl submitted that the first, third and fourth
questions were to be answered iIn the negative, while the
second question was to be answered in principle in the

affirmative.

(a) Article 31 Vienna Convention was the basis for
interpreting Article 53(b) EPC in respect of the exception to
patentability of essentially biological processes for the
production of plants. Since the means of iInterpretation
provided for in Article 31 Vienna Convention led to a clear,
unambiguous and reasonable result, there was no need to apply
Article 32 Vienna Convention. Besides, a dynamic
interpretation of Article 53(b) EPC was only feasible for
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defining what is patentable. A dynamic interpretation
excluding conventional processes from patentability was
provided by the requirement of Inventive step. To use a
dynamic interpretation for broadening the scope of the process
exclusion towards product claims would distort the
legislator™s intention.

(b) As to the result of iInterpreting Article 53(b) EPC in
accordance with Article 31 Vienna Convention, opponent Bl
argued that an extension of the exception to patentability of
process claims according to Article 53(b) EPC to product
claims lacked any legal basis. Its legislative intent was to
be seen iIn exempting non-technical "essentially biological
processes™, 1.e. breeding processes, not in supporting a

"freedom-to-operate’™ notion.

(c) Rule 26(5) EPC, which was to be interpreted in the light
of the legislative history of the Biotech Directive, pointed
to interpreting the process exclusion in Article 53(b) EPC in

a narrow manner.

(d) Decisions G 2/07 and G 1/08 (supra) had already expanded
the scope of the process exclusion to processes which as a
whole have a technical character. This conclusion, however,
was 1n conflict with Rule 27(b) EPC and the ordinary meaning
of the term "essentially biological processes for the
production of plants'.

(e) Should this broad approach be further advanced by
extending the process exclusion iIn Article 53(b) EPC to
technical product inventions that resulted from such excluded
processes, nothing would be patentable in the plant area. Such
an outcome would be i1n stark contradiction to the EPC, i1ts

legislative history and the relevant established case law.
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(F) Even a "limited" extension to products that could only be
obtained by an "essentially biological process™ undermined
legal certainty, because new technologies could prove the

"only" wrong.

(g) Rather, i1t was necessary (and sufficient) to apply the
general requirements for patenting strictly in relation to
plant-related patent applications. This led to denying the
patentability of the product-by-process claims sought by the
patent proprietor, because patent proprietor B could describe
the alleged invention by structural features in order to avoid

the use of product-by-process type definitions in the claims.

(2) Opponent B2 requested that the first, third and fourth
questions be answered in the negative, while the second

question be answered in the affirmative.

(a) Opponent B2 submitted that the allowability of product
claims directed to plants was essential in order to give the
correct scope to the exclusion of "essentially biological
processes for the production of plants™ in Article 53(b) EPC
and not to exceed what the legislator intended.

(b) The scope of the exception to patentability according to
Article 53(b) EPC was to be defined by the nature of the
products produced by an essentially biological process. If the
plant product was i1tself within the scope of the patent, the
essentially biological process for making i1t was within the
scope of the product patent and was protected. Thus, the
process exclusion was not a general ban on protection for all
such processes, limited only by the exclusion from
patentability of plant varieties.
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(c) The allowability of general plant claims had the effect of
attenuating the impact of the exclusion of essentially
biological process claims so that only processes which did not
give rise to the patented product were excluded. These
processes were typical "improving'" breeder®s activities.

(d) Given this, opponent B2 argued in favour of the
allowability of a plant product claim independent of the
process implemented for making that product, even if the
process was an essentially biological process. Consequently,
there was no need to "waive' protection for this particular

process by a "disclaimer™.

(e) However, measures should be taken to ensure that the claim
did not confer protection on the use of the patented product
to generate new, different plants which were outside the scope
of the patent. Such measures could take the form of a
breeder®s exemption in national law, or a waiver of protection

in the form of a statement in the patent specification.

VI. THE PRESIDENT®"S SUBMISSIONS

The President of the EPO commented in writing and at the oral
proceedings on both referrals. His written and oral comments,
insofar as relevant for the present decision, are summarised

as follows:

1. The President®"s comments in case G 2/12

The President concluded that Article 53(b) EPC did not have a
negative effect on the allowability of product claims to
plants. Any extension of an exclusion from patentability iIn
this respect would be a matter for the legislator to decide.
His conclusion is based on the following line of argument.
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(1) The extent of protection was not to be taken into account
In examining the patentability of a claim.

(2) Just as the patentability of a process claim was not
affected by the lack of patentability of the direct product, a
product-by-process claim was to be examined independently of
the process by which the product is defined.

(3) Interpreting Article 53(b) EPC, unlike Article 53(a) EPC,
did not include aspects of ordre public or morality. Rather,
It was guided by Article 31(1) Vienna Convention alone. The
International Convention for the Protection of New Varieties
of Plants (UPOV Convention) and the Biotech Directive could be

taken Into account as supplementary means of interpretation.

(4) Neither the wording nor the travaux préparatoires
supported the notion that the exclusion of "essentially
biological processes for the production of plants™ covered any
product of such a process. Its focus lay rather on the
exclusion of patent claims the subject-matter of which was
directed to such a process. The legislative intent to exclude
from patentability the kind of plant breeding processes which
were the conventional methods for the breeding of plant
varieties at that time suggested that Article 53(b) EPC was
merely aimed at excluding essentially biological breeding

processes sensu stricto.

(5) Applying the process exclusion to plant products generated
by selection or plant breeding led to an undesirable
inconsistency resulting from the patentability of plant
products achieved by genetic modification.

(6) The process exclusion in Article 53(b) EPC was not

rendered void by the availability of product claims for plants
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in general, because this process exclusion still had a
significant effect. In cases where an applicant had made an
invention whose essence lay in the (excluded breeding) method
itself, but where the resulting product was not patentable,
e.g. because it was not new, no patent could be granted.

(7) As far as the President, in his written comments, had
raised the question of reformatio in peilus in general terms
with regard to the withdrawal of its appeal by opponent T, he
did not pursue this issue in the written and oral proceedings
once patent proprietor T withdrew Its request to terminate the

proceedings before the Enlarged Board.

2. The President®s comments In case G 2/13

(1) The President came to essentially the same conclusion as
in case G 2/12, namely that Article 53(b) EPC did not have a
negative effect on the allowability of product claims to

plants. Any extension of an exclusion from patentability iIn
this respect was a matter for the legislator to decide.

(2) Concerning the first three questions, the President
essentially reiterated his conclusions submitted iIn case
G 2/12. In respect of the fourth question, the President
concluded that there was no legal basis for a "disclaimer™ or

"walver™ as suggested by patent proprietor B.

Vil. THE AMICI CURIAE

(1) Numerous amici curiae briefs were filed by professional
representatives, patent attorneys®™ associations, interest
groups, farmers®™ associations, plant breeders, plant breeders”
associations, seed producing associations and firms,
scientists, politicians, and private persons. Their
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submissions articulated divergent views, some of which were

expressed by the parties to proceedings as well.

(2) Various submissions rejected the notion that the non-
patentability of "essentially biological processes for the
production of plants™ had a negative impact on the
patentability of plants, plant material such as fruits, or
plant parts.

(3) Others voiced the view that, in applying the decisions of
the Enlarged Board in cases G 2/07 (supra) and G 1/08 (supra)
as well as Article 4 Biotech Directive, claims directed at
products derived from essentially biological processes were
excluded from patenting under Article 53(b) EPC.

(4) These views were based on arguments similar to those
submitted by the parties to the proceedings and the President
and summarised above, as well as on scientific and economic

aspects.

(5) A third group of amici curiae briefs expressed general
objections against patenting the kind of technologies at issue
Iin the present proceedings. These objections were essentially
based upon ethical, economic and social concerns about the
patenting of plants (and animals) in general and of those
plants produced by conventional plant breeding methods in

particular.

REASONS

l. ADMISSIBILITY

(1) According to Article 112(1)(a) EPC, a board of appeal
shall, during proceedings on a case and either of I1ts own

motion or following a request from a party to the appeal,
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refer any question to the Enlarged Board of Appeal, if it
considers that a decision i1s required In order to ensure
uniform application of the law, or i1f a point of law of

fundamental 1mportance arises.

(2) Regarding patent proprietor T°s request that the referral
tomato 11 be rejected as i1nadmissible because the referred
questions had already been answered by decision G 1/98 (supra),
to the effect that only product claims directed to individual
plant varieties fell under the exclusion of Article 53(b) EPC,
the Enlarged Board notes that this request is based upon how
patent proprietor T understood that decision. Patent

proprietor T inferred from G 1/98 that all other product

claims directed to individual plant parts that were not plant

varieties were in principle patentable.

(3) In the case underlying decision G 1/98 (supra), the
Enlarged Board was concerned with questions of law In respect
of the meaning and scope of application of the so-called plant
variety exclusion in Article 53(b) EPC (i.e. the first
exception to patentability). As a consequence, its ratio
decidendi has no direct effect on the meaning and scope of
application of the process exclusion (i.e. the second
exception to patentability).

(4) The subject-matter of the relevant claims in the present
referrals i1s neither limited nor even directed to a plant
variety or plant varieties. Rather, all the claims explicitly
concern the legal range of the exclusion from patentability of
"essentially biological processes for the production of
plants'™ other than plant varieties (see referral tomato I1,
Reasons, point 39; referral broccoli Il, Reasons, point 16).
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Hence, since the meaning of "plant varieties”™ and the extent
of their exclusion in Article 53(b) EPC are not covered by the
scope of the referred questions, the decision G 1/98 (supra)
does not apply directly to the questions now referred to the
Enlarged Board.

(5) Both referring decisions set out in detail why an answer
to the referred questions was necessary for deciding the
appeals which, from the referring Boards®™ point of view, could
not be decided on the basis of the answers given by the
Enlarged Board to the first set of referred questions in cases
G 2/07 (supra) and G 1/08 (supra) (referral tomato 11, Reasons,
points 67 to 74; (referral broccoli 11, Reasons, points 21 to
29).

The Enlarged Board is satisfied that in both cases an answer
to at least some of the referred questions is necessary for
the referring Board to dispose of the appeals before it on the
correct legal basis. The referred questions are also not only
relevant for the appeal cases at hand. Answering the questions
will be relevant for similar cases as well and will therefore
serve the uniform application of the law.

(6) Consequently, the referrals fulfil the requirements of
Article 112(1)(a) EPC.

(7) In respect of the withdrawal of the appeal by opponent T
Iin case T 1242/06, which originally had led patent proprietor
T to request that the proceedings before the Enlarged Board be
terminated due to the prohibition of reformatio In peius (see
G 9/92 and G 4/93, 0J EPO 1994, 875, Order, point 1; G 1/99,
0J EPO 2001, 381, 388, Reasons, point 4.1), the Enlarged Board
notes that the withdrawal has no immediate impact on the

referral tomato 1l proceedings before the Enlarged Board.
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As set out In the communication dated 31 January 2013, patent
proprietor T remains the sole appellant. It seeks to set aside
the decision under appeal of the opposition division
maintaining its patent in amended form on the basis of the
then auxiliary request 1l1lb. With its appeal, as far as its
main request and i1ts auxiliary request | are concerned, patent
proprietor T requests that that decision be set aside and that
the patent be maintained in an amended, i.e. different and

broader, version.

Thus, the doctrine of prohibition of reformatio in peius does

not stand in the way of the current proceedings.

(8) Consequently, both referrals are admissible.

11. APPLICABLE LAW

As stated in the decisions G 2/07 and G 1/08 (supra, Reasons,
points 2 et seq.), in accordance with Article 1(1) of the
decision of the Administrative Council of 28 June 2001 on the
transitional provisions under Article 7 of the Act revising
the European Patent Convention of 29 November 2000 (0J EPO
2001, Special Edition No 4, 139) and with Article 2 of the
Decision of the Administrative Council of 7 December 2006
amending the Implementing Regulations to the European Patent
Convention 2000 (0J EPO 2007, Special Edition No 1, 89),
Article 53 EPC 1n 1ts revised version applies to European
patents granted at the time of entry into force of the EPC
2000. The patents underlying both referrals having been
granted before that date, the answer to both referrals are to
be given applying Article 53 and the Rules pertaining thereto,
in the revised version of the EPC 2000.
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111. SCOPE OF THE REFERRED QUESTIONS

The questions of law referred to the Enlarged Board in both
cases turn on the correct interpretation of Article 53(b) EPC,
which provides as follows:

"European patents shall not be granted in respect of:
(a2 .

(b) plant or animal varieties or essentially biological
processes for the production of plants or animals; this
provision shall not apply to microbiological processes

or the products thereof;

(e ."

Underlying all the referred questions is the issue of the
legal scope of the process exclusion in Article 53(b) EPC and
iIts impact on the patentability of product claims and product-
by-process claims. Thus, the questions referred to the
Enlarged Board do not relate to the interpretation of

Article 53(b) EPC in respect of the exclusion from
patentability of plant or animal varieties. It Is this aspect
that distinguishes the present referrals from the referrals
underlying the Enlarged Board"s decision G 1/98 (supra) and
iIts decisions in the two preceding referrals G 2/07 and G 1/08
(supra). Hence, the present proceedings are neither aimed at,
nor allow a "rectification” or even review of either of the
earlier decisions G 2/07 and G 1/08 as requested by patent
proprietors T and B.

IV. LEGAL NATURE OF THE CLAIMED INVENTION

(1) The claim versions of all pending requests of the patent
proprietors in connection with both the tomato patent and the

broccoli patent are directed to a product, i.e. a tomato fruit
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(dehydrated / raisin-type / harvested) or broccoli (edible
Brassica plant / edible portion of a broccoli plant / seed of
a broccoli plant / broccoli plant /7 broccoli inflorescence).
Concerning the method for generating such products, the
specification of the tomato patent discloses only a biological
process and the broccoli patent defines a specific method of
such kind in the respective claim itself.

The claims of the tomato patent according to the patent
proprietor T°s main and first to fourth auxiliary requests can
be categorised as product claims. The subject-matter of the
broccoli patent according to all requests as well as according
to the fifth and sixth auxiliary requests of the tomato patent

belongs to the product-by-process claim category.

(2) A product-by-process claim — like a product claim — gives
protection for the product as such, not for the process for
producing it. In contrast, the scope of protection of a
process claim covers the process defined in the patent claim
and the product directly obtained by such process

(Article 64(2) EPC).

(3) A product claim is directed to a physical entity described
as a concrete physical technological embodiment of an

inventive idea.

(4) A product-by-process claim defines a product in terms of
the method (manipulative steps) used to manufacture that
product.

(5) For a product-by-process claim to be allowable i1t needs to
be established that (a) i1t is impossible to define the claimed
product other than in terms of a process of manufacture and (b)
the claimed product itself meets the patentability
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requirements of Article 52(1) EPC. Thus, the specific process
needed to obtain the claimed product should make i1t possible
to distinguish the inevitable product of the product-by-
process claim over the prior-art. The use of the method
parameter by which to define a particular product cannot in
itself give the product novelty, nor can it constitute an
inventive step over the prior-art (see T 150/82, 0J EPO 1984,
309; T 219/83, 0J EPO 1986, 211; T 248/85, 0J EPO 1986, 261,
T 148/87 of 24.11.1989; T 320/87, 0J EPO 1990, 71; T 129/88,
0J EPO 1993, 598; Case Law of the Boards of Appeal of the
European Patent Office, 7th edition 2013, Chapter 11.A.7 et

seq. with Ffurther references).

(6) Thus, the subject-matter of both a product claim and a
product-by-process claim is the product as such, iIn respect of
which the legal (formal and substantive) requirements for its
patentability need to be fulfilled, independently of the
patentability of the process by which the product can be
generated or is defined. If the product in the product-by-
process claim is the same as or obvious from a prior-art
product, the claimed product is unpatentable even though the
prior-art product was made by a different process. Conversely,
1T the product in the product-by-process claim is neither the
same as nor obvious from a prior-art product, It is patentable
even though the process applied 1s the same as or obvious from
a prior-art process.

V. PRINCIPLES OF INTERPRETATION

(1) For the interpretation of provisions of the EPC, the EPC
itself provides relatively little guidance.

There 1s the Protocol on the Interpretation of Article 69 EPC
of 5 October 1973 as revised by the Act revising the EPC of
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29 November 2000. This deals with the extent of protection
under Article 69 EPC.

Otherwise, the EPC contains only regulations like the
hierarchy of legal provisions (Articles 150(2) and 164(2) EPC)
and the equal authenticity of the EPC in i1ts three official
language versions (Article 177 EPC). Article 125 EPC i1s not
concerned with the interpretation of the EPC but serves merely

as a "fill-in" in case of missing procedural provisions.

The EPC itself thus contains no general rules for its
interpretation, and one must look outside the terms of the

Convention itself for such rules.

(2) The Enlarged Board ruled in its first decisions (G 1/83,
0J EPO 1985, 60, and G 5/83, 0J EPO 1985, 64, Reasons,
points 1, 3, 4 and 6) that:

"As an international treaty, the European Patent
Convention has to be iInterpreted in accordance with the
rules of interpretation developed in the so-called "law
of nations™ or public international law. To the
traditional kind of international treaty which
regulates legal relations between States must today be
added the treaty which directly creates and defines
rights and duties for individuals and corporate bodies.
According to the generally accepted opinion, the
principles of iInterpretation to be applied to both
kinds of treaty are identical ..

3. The provisions of the Vienna Convention do not apply
to the European Patent Convention ex lege, since the
former Convention applies only to treaties which are
concluded by States after the entry into force of the
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Vienna Convention with regard to such States (Article 4,
Vienna Convention). At the time of conclusion of the
European Patent Convention, the Vienna Convention was

not in force at all.

4. Nevertheless, there are convincing precedents for
applying the rules for interpretation of treaties
incorporated in the Vienna Convention to a treaty to
which in terms they do not apply.. After a careful study
of the whole subject, the Enlarged Board of Appeal
concludes that the European Patent Office should do the

same ..

6. In the iInterpretation of international treaties
which provide the legal basis for the rights and duties
of individuals and corporate bodies it is, of course,
necessary to pay attention to questions of
harmonisation of national and international rules of
law. This aspect of iInterpretation, not dealt with by
the provisions of the Vienna Convention, is
particularly important where, as is the case with
European patent law, provisions of an international
treaty have been taken over into national legislation.
The establishment of harmonised patent legislation in
the Contracting States must necessarily be accompanied
by harmonised interpretation. For this reason, it is
incumbent upon the European Patent Office, and
particularly i1ts Boards of Appeal, to take iInto
consideration the decisions and expressions of opinion
of courts and industrial property offices iIn the
Contracting States."

(3) Thus, i1t i1s established in the jurisprudence that the

principles of iInterpretation provided for in Articles 31 and
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32 Vienna Convention are to be applied when interpreting the
EPC. Decisions and opinions given by national courts in
interpreting the law may also be taken into consideration.

(4) Pursuant to Article 31(1) Vienna Convention "a treaty
shall be iInterpreted In good faith In accordance with the
ordinary meaning to be given to the terms of the treaty iIn

their context and in the light of its object and purpose.”

In summary, this objective method of interpretation is
directed to establishing the "authentic™ meaning of the

relevant provision and its legal terms.

The starting point of interpretation is thus the wording, i.e.
the "objective™ meaning, regardless of the original

"subjective™ intention of the contracting parties. To this end,
the provisions are to be read In their context so that they
comply with the object and purpose of the European Patent

Convention.

The preparatory work (“'travaux préparatoires') and the
circumstances of the conclusion of the EPC serve only as
supplementary sources of evidence to confirm the result of the
interpretation or If no reasonable meaning can be determined
by applying the general rule of interpretation

(Article 32 Vienna Convention).

(5) These principles have been acknowledged and applied by the
Enlarged Board and the boards of appeal alike (G 1/83, supra;

G 5/83, supra; G 2/02 and G 3/02, 0J 2004, 483; G 2/08, 0J EPO
2010, 456; J 10/98, 0J EPO 2003, 184; T 128/82, 0J EPO 1984,
164; T 1173/97, 0J EPO 1999, 609; Case Law of the Boards of
Appeal, supra, Chapter 111_H.1 et seq.).-
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V1. INTERPRETATION OF EXCLUSIONS FROM PATENTABILITY IN GENERAL

(1) The Enlarged Board has dealt several times with the issue
of whether provisions for the exclusion from patentability are

to be iInterpreted In a restrictive manner:

(a) In G 1704 (OJ EPO 2006, 334, 349 et seq., Reasons, point 6)
it stated, with reference to decisions of the boards of appeal
that had acknowledged the existence of such an a priori

principle,

"that the "frequently cited principle®, according to
which exclusion clauses from patentability laid down iIn
the EPC are to be construed in a restrictive manner,

does not apply without exception."”

However, the Enlarged Board, after a thorough analysis of the
provision®s wording and the purpose of the exclusion clause iIn
Article 52(4) EPC 1973 (now Article 53(c) EPC), considered
that the principle of a narrow interpretation of such
exclusion clauses was to apply in respect of the scope of the
exclusion of diagnostic methods from patentability.

(b) The same approach was taken by the Enlarged Board in case
G 2/06 (0J EPO 2009, 306, 323 et seq., Reasons, point 16 et
seq.) In respect of the interpretation of the exclusion from
patentability of biotechnological inventions relating to uses
of human embryos for industrial or commercial purposes under
Rule 28(c) EPC (and the corresponding Article 6(2) Biotech
Directive).

C10819.D



- 40 - G 0002712

(c) In case G 1/07 (supra, 168, Reasons, point 3.1) the
Enlarged Board explicitly held that:

""no general principle of narrow interpretation of
exclusions from patentability which would be applicable
a priori to the interpretation of any such exclusions
can be derived from the Vienna Convention. Rather, the
general rule in Article 31(1) of the Vienna Convention
that a treaty shall be interpreted in good faith in
accordance with the ordinary meaning to be given to the
terms of the treaty in their context and in the light
of its object and purpose must apply to the exclusion
clauses contained in the EPC iIn the same manner as to
any other provision.. IT the interpretation of the
provision concerned according to the principles of
interpretation leads to the result that a narrow
interpretation is the right approach then and only then

IS such restrictive meaning to be given to iIt."

However, it continued by saying that:

"when 1t comes to considering the impact of the context
of a provision, the fact that a provision iIs an
exclusion to a general rule i1s not without any bearing
on its interpretation but this aspect is only one of
the factors determining what the right interpretation
of the provision concerned is. At least equally, if not
more Important, is, besides the ordinary meaning to be
given to the wording of the provision, that the
provision 1Is iInterpreted In such a manner that i1t takes
its effect fully and achieves the purpose for which it
was designed. As has been said before, this must apply
to an exclusion clause iIn the same manner as to any

other requirement for patentability.”
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(2) Hence, whilst there 1s no general notion of an
obligatorily restrictive construction of exceptions to
patentability, for example, such as that adopted by the Court
of Justice of the European Union (CJEU) when insisting on a
narrow Interpretation of exceptions to or derogations from
fundamental EC Treaty principles embodied in the four freedoms
(Judgment of 21 June 1974, C 2-74, Jean Reyners v. Belgian
State, ECJ 1974, 631), such a narrow interpretation might well
result from applying the general principles of interpretation
to a specific provision with regard to specific legal and

factual circumstances.

VI1. APPLICATION OF THE RULES OF INTERPRETATION

Thus, the term "essentially biological processes for the
production of plants™ in Article 53(b) EPC needs to be

construed pursuant to the general rules of iInterpretation.

The meaning of "essentially biological processes for the
production™ has already been defined by the Enlarged Board in
G 2/07 and G 1/08. The present case does not involve any new
Issue in this respect.

However, what remains to be determined is whether this
conclusion is limited to method or process claims or whether
it also encompasses a patent claim for a product that 1is
directly obtained and/or defined by an "essentially biological
process".

This question is to be analysed by means of a methodical

interpretation of Article 53(b) EPC i1n respect of, primarily,
iIts wording and, secondarily, considering also the
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legislator™s intention and the aspects of systematic and
historical interpretation.

1. Grammatical interpretation

(1) When interpreting provisions of the EPC, the Enlarged
Board usually starts from the wording of the relevant
provision and even if the wording of a provision reveals its
meaning clearly, it is then to be examined whether the result
of the literal interpretation is confirmed by the meaning of
the words in their context. It could well be that the wording
only superficially has a clear meaning. At any rate, a literal
interpretation must not contradict the purpose of the
provision (see G 1/90, 0J EPO 1991, 275, 278, Reasons, point 4;
G 6/91, 0J EPO 1992, 491, 499, Reasons, point 15; G 3/98,

0J EPO 2001, 62, 71 et seq., Reasons, point 2.2).

(2) In various amici curiae briefs, it has been argued that
the wording "essentially biological processes for the
production of plants™ does not in itself immediately rule out
a broad reading of the exception to patentability according to
Article 53(b) EPC to the effect that it extends to product
claims in which the claimed product is either directly
obtained or otherwise defined by an essentially biological

processes.

(3) Following this understanding for the sake of the argument,
more than one meaning could in principle be attributed to the
wording (cf. G 1/88, 0OJ EPO 1989, 189, 193, Reasons,

point 2_.2). Therefore, the true and intended meaning of the
term "essentially biological processes for the production of
plants™ needs to be analysed further.
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2. Systematic interpretation

(1) The systematic interpretation forms a second pillar when
construing a legal provision and its terms (see G 1/88, supra,
194, Reasons, point 3; G 9/92, supra, 880, Reasons, point 1;

G 4/95, 0J EPO 1996, 412, 421 et seq., Reasons, points 4 and 5;
G 3/98, supra, 71 et seq., Reasons, point 2.2; G 4/98, 0J EPO
2001, 131, 143, Reasons, point 4). In applying this second
method of iInterpretation the meaning of the wording iIn

question is to be established in the context of the relevant
provision itself. In addition, the provision as such must be
interpreted taking into account its position and function

within a coherent group of related legal norms.

(2) What i1s to be examined first is the context of the term
"essentially biological processes for the production of
plants™ within Article 53(b) EPC.

(a) Article 53(b) EPC contains two exclusions from
patentability, of which the first is very specifically
addressed to plant varieties and animal varieties.

The term "plant variety" is defined in Rule 26(4) EPC in the
same way as In the Biotech Directive, namely as

"any plant grouping within a single botanical taxon of

the lowest known rank, which grouping, irrespective of

whether the conditions for the grant of a plant variety
are fully met, can be: (a) defined by the expression of
the characteristics that results from a given genotype

or combination of genotypes, (b) distinguished from any
other plant grouping by the expression of at least one

of the said characteristics, and (c) considered as a
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unit with regard to 1ts suitability for being
propagated unchanged.""

In view of the decision In case G 1/98 (supra, Order, point 2,
and Reasons, point 3.10) and of the case law of the technical
boards of appeal (see T 320/87, 0J EPO 1990, 71; T 19/90,

0J EPO 1990, 476; T 356/93, 0J EPO 1995, 545; T 315/03, 0J EPO
2006, 15; T 788/07 of 7 January 2008, not published; T 2239708
of 10 January 2013, not published; T 1854/07 of 12 May 2010,
not published), the first exclusion iIs restricted to very
specific requirements and conditions that need to be fulfilled
to justify the verdict "unpatentable'. Even the scope of the

exclusion is limited.

In case G 1/98 (supra), the Enlarged Board concluded that
where specific plant varieties are not claimed individually,
the claimed subject-matter was not excluded from patentability
under Article 53(b) EPC, even if it might potentially embrace
plant varieties. In case T 19/90 (0J EPO 1990, 476, Reasons,
point 4.8), the board of appeal held that patents on animals
as such can be granted. See also T 315/03, supra, 60, Reasons,
point 11.8:

""a patent should not be granted for a single animal
variety (or species or race, depending on which
language text of the EPC i1s used) but can be granted
even 1f varieties may fall within the scope of its

claims™.

Hence, i1t 1s rather difficult to derive from this very
specific and narrow exclusion a systematic approach leading to
a broad understanding of the second exclusion, extending its
scope from process claims to product claims.
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(b) In this context, it needs to be borne in mind that, if it
were not for the process exclusion in Article 53(b) EPC,
patenting of an essentially biological process for the
production of plants or animals would mean that the protection
conferred by a process claim extended to the product directly
obtained by such process (Article 64(2) EPC), which could well
encompass a plant or animal variety. In consequence,
irrespective of the distinction between the subject-matter of
a patent claim and the protection conferred by it, the process
exclusion is iInevitable to avoid a contradiction. From this it
further could be deduced as part of a systematic approach to
Article 53(b) EPC that the second exclusion is aimed at
averting an inconsistency with regard to the first group of

exclusions.

(3) When examining the position and function of Article 53(b)
EPC in its context, both within the scope of the application
of Article 53 EPC and within Chapter 1 of Part Il of the EPC,

the following is to be considered:

(a) Article 53 EPC stipulates five main groups of inventions
for which no European patent may be granted:

- Inventions the commercial exploitation of which would be
contrary to "ordre public™ or morality (Article 53(a) EPC),

- plant or animal varieties (Article 53(b), 1st alternative,
EPC),

- essentially biological processes for the production of
plants or animals (Article 53(b), 2nd alternative, EPC),

- methods for treatment of the human or animal body by surgery
or therapy (Article 53(c), 1st alternative, EPC), and

- diagnostic methods practised on the human or animal body
(Article 53(c), 2nd alternative, EPC).
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The "'system™ of exclusions from patentability according to
Article 53 EPC i1s characterised by a listing of specific
inventions for which a European patent is not to be granted.
Article 53 EPC 1s not designed as a general exclusion of
inventions In the sphere of animate nature and has been
interpreted by the boards of appeal rather restrictively (in
respect of Article 53(a) EPC: see T 356/93, 0J EPO 1995, 545,
557, Reasons, points 5 et seq., in particular point 8; T 19/90,
0J EPO 1990, 476, 490, Reasons, point 5; T 866/01 of 11 May
2005, not published, Reasons, point 5 et seq., in particular
point 5.2; concerning Article 53(b) EPC: see T 320/87, 0J EPO
1990, 71; T 19/90, 0OJ EPO 1990, 476; T 315/03, 0J EPO 2006, 15;
regarding Article 53(c) EPC (Art. 52(4) EPC 1973): see G 1/04,
supra; T 144/83, 0J EPO 1986, 301; T 385/86, 0J EPO 1988, 308).

Thus, Article 53 EPC does not envisage a system of general
exceptions to patentability that per se would allow or even

necessitate a broad interpretation of any of the exclusions.

(b) Part Il of the EPC lays down substantive patent law, and
its Chapter 1 encompasses the provisions on patentability
(Articles 52 to 57 EPC).

In this "system™, Article 52(1) EPC lays down the general
principle that European patents are granted for any inventions,
in all fields of technology, provided that they are new
(Articles 54 and 55 EPC), involve an i1nventive step

(Article 56 EPC) and are susceptible of industrial application
(Article 57 EPC).

Only Article 52(2) EPC (so-called ""non-inventions'), subject

to paragraph (3), and Article 53 EPC (exceptions to
patentability) define exclusions from this general principle.
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Article 52(1) EPC expresses the fundamental principle of a
general entitlement to patent protection for any invention in
all technical fields (see G 5/83, supra, 66, Reasons, point 21
et seq.; G 1/98, supra, 135, Reasons, point 3.9; G 1/03, supra,
435, Reasons, point 2.2.2; G 1/04, supra, 350, Reasons,

point 6; T 154/04 (OJ EPO 2008, 46, 62, Reasons, point 6).

Any limitation to the general entitlement to patent protection
iIs thus not a matter of administrative or judicial discretion,
but must have a clear legal basis iIn the European Patent
Convention. Article 52(2) EPC contains a non-exhaustive list
of what should not be regarded as an invention within the
meaning of Article 52(1) EPC.

The enumeration of typical non-inventions in Article 52(2) EPC
covers subject-matters whose common feature is a substantial
lack of technical character. However, the case law clearly
shows that this list of "excluded” subject-matter should not

be given too broad a scope of application; the subsequent
paragraph 3 is a bar to a broad interpretation of Article 52(2)
EPC (T 154/04, supra, Reasons, point 6).

Therefore, considering the exception to patentability of
inventions according to Article 53(b) EPC iIn its context
within Chapter 1 of Part 1l of the EPC, one could deduce two
things: first, there i1s no clear basis for broadly
interpreting Article 53(b) EPC; second, one could rather infer
from the systematic position and function of Article 53(b) EPC
that exceptions to patentability are to be narrowly construed.

(4) Furthermore, Rule 27 EPC (formerly: Rule 23c EPC 1973 1in

the version of 1 September 1999) i1s to be considered in the
wider context of Article 53(b) EPC.

C10819.D



- 48 - G 0002712

(a) As held in G 2/07 and G 1/08 (supra, Reasons, point 2.2),
the Administrative Council of the European Patent Organisation
as legislator may amend the Implementing Rules In respect of
matters of both procedure and substance. In doing so, the
legislator i1s limited only by the hierarchy of laws laid down
in Article 164(2) EPC.

(b) Rule 27(b) EPC stipulates that biotechnological inventions
relating to plants are patentable if the technical feasibility
of the invention is not confined to a particular plant variety.
In addition, Rule 27(c) EPC allows patenting of a product

other than a plant variety obtained by means of a

microbiological or other technical process.

(c) Hence, Rules 27(b) and (c) EPC appear to be guided by a
rather wide notion of the patentability of biotechnological
inventions concerning plant-related processes and products

other than plant varieties.

(5) As a result, the systematic interpretation of Article 53(b)
EPC does not support giving the process exclusion a broad
meaning to the effect that product claims or product-by-

process claims are thereby excluded from being patentable.

3. Teleological iInterpretation

(1) Like national and international courts, the Enlarged Board
applies the method of teleological interpretation in the
construction of legislative provisions in the light of their
purpose, values, and the legal, social and economic goals they
aim to achieve. In this, the Enlarged Board examines their
objective sense and purpose (e.g. G 1/88, supra, 195, Reasons,
point 5; G 1/03, supra, 428 et seq., Reasons, point 2.1.1).

The starting point is marked by determining the general object
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of the relevant provision (ratio legis) because the
interpretation must not contradict the provision®™s spirit
(G 6/91, supra, 497, Reasons, point 8).

(2) In respect of the ratio legis of Article 53(b) EPC, the
Enlarged Board in the two previous referrals concluded (G 2/07
and G 1/08, supra, Reasons, point 6.4.2.1):

"However, since the respective legislative purposes
behind the sub-items in Article 53 EPC and even those
behind the alternatives of Article 53(b) EPC are quite
different, the systematic context of the exclusion of
essentially biological processes from patentability,
namely its place in Article 53(b) EPC, does not as such

indicate what the purpose of the provision is.”

This conclusion is still valid.

(3) Thus, the object and purpose of the exclusion under
Article 53(b) EPC is not sufficiently obvious to answer the
question whether or not the clause iIs to be construed In a

narrow or broad way.

4. Subsequent agreement or practice

(1) Under Article 31(3) Vienna Convention any subsequent
agreement between the parties regarding the interpretation of
the treaty or its application, and any subsequent practice iIn
the application of the treaty which establishes the agreement
of the parties regarding its iInterpretation is to be taken
into account. Rule 26(5) EPC (formerly Rule 23b(5) EPC 1973)
could be regarded as such subsequent agreement and practice.
Rule 26(1) EPC explicitly calls for due consideration of the

Biotech Directive (see G 2/06, supra, Reasons, point 16).
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(2) Rule 26(5) EPC and Article 2(2) Biotech Directive both
define a process for the production of plants as essentially
biological 1Tt 1t consists entirely of natural phenomena such
as crossing or selection. As held in G 2/07 and G 1/08 (supra,
Reasons, points 2.3 et seq. and 4 to 5), neither provision
offers clear guidance with regard to the definition of
"essentially biological processes for the production of
plants"™ according to Article 53(b) EPC.

(3) The exception to patentability according to Article 53(b)
EPC is worded identically to Article 4(1)(b) Biotech Directive.

Article 3 Biotech Directive allows patenting of "inventions
which are new, which involve an inventive step and which are
susceptible of industrial application .. even if they concern a
product consisting of or containing biological material or a
process by means of which biological material is produced,
processed or used”. That does not support a broad reading of
the exclusion under Article 53(b) EPC.

Notwithstanding the differences in the legal sources of the
Biotech Directive and of the EPC it might even be inferred
from the similarities in the wording of both Article 4(1)(b)
Biotech Directive and Article 53(b) EPC that the exclusion
from patenting is to be understood restrictively, to the
effect that claims directed to a product (be i1t a product
claim or a product-by-process claim) involving a process by
means of biological material are not automatically excluded
from patenting In the same way that "essentially biological
processes for the production of plants™ are.
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Article 4(2) Biotech Directive appears to confirm this idea.
In the same way as Rule 27(b) EPC, it stipulates that:

"inventions which concerns plants .. shall be patentable
1T the technical feasibility of the invention is not
confined to a particular plant .. variety."”

Thus the Biotech Directive, to which Rule 26(1) EPC refers as
a supplementary means for interpreting the EPC in relation to
biotechnological inventions, does not provide a basis for
extending the process exclusion under Article 4(1) Biotech

Directive and Article 53(b) EPC to products of such processes.

5. Historical interpretation

(1) It is a generally recognised principle in international
law that when interpreting international treaties ancillary

use may be made of material relating to their genesis.

Under Article 32 Vienna Convention, recourse may be had to
supplementary means of interpretation, particularly the
preparatory work for a treaty and the circumstances in which
it was concluded, in order to confirm the meaning arrived at
by application of Article 31 or to determine the meaning when
application of Article 31 either (a) leaves the meaning
ambiguous or obscure, or (b) produces a meaning which is
obviously nonsensical or unreasonable (J 8/82, 0J EPO 1984,
155, 163, Reasons, point 13; J 4/91, 0J EPO 1992, 402, 406 et
seq., Reasons, point 2.4.2; T 128/82, 0J EPO 1984, 164, 169 et
seq., Reasons, point 9; G 1/98, supra, 129 et seq., Reasons,
points 3.4 et seq.; G 2/07 and G 1/08, supra, Reasons, point
4.3).
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(2) The Enlarged Board has dealt with the legislative history
of Article 53(b) EPC on previous occasions.

(a) In case G 1/98 (supra, 129 et seq., Reasons, points 3.4 et
seq., In particular points 3.6), the Enlarged Board, iIn
referring to Article 2(b) Strasbourg Convention and

Article 2(1) UPOV Convention 1961, held that the purpose of
Article 53(b) EPC corresponds to the purpose of Article 2(1)
UPOV Convention 1961 and Article 2(b) Strasbourg Convention,
iI.e. that European patents should not be granted for subject-
matter for which the grant of patents was excluded under the
ban on dual protection in the UPOV Convention 1961. In
addition, the Enlarged Board pointed to a brief remark in the
travaux préparatoires to the effect that the provision in the
EPC simply follows Article 2 Strasbourg Convention (Reports on
the Preliminary Draft Convention, supra, Report by the British

Delegation on Articles 1 to 30, page 12, point 25).

Accordingly, the Enlarged Board concluded that inventions
ineligible for protection under the plant breeders® rights
system were intended to be patentable under the EPC provided
they fulfilled the other requirements of patentability and
that the travaux préparatoires contained no suggestion that
Article 53(b) EPC could or even should exclude subject-matter
for which no protection under a plant breeders® rights system
was available (see G 1/98, supra, Reasons, point 3.7).

(b) The Enlarged Board confirmed these findings iIn the two
previous referrals (G 2/07 and G 1/08, supra, Reasons, point
6.4.2.2) and, finally, concluded that the legislator"s
intention had been to exclude from patentability those plant
breeding processes which were the conventional methods of
plant-variety breeding at the time (Reasons, point 6.4.2_.3).
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(c) Due to the fact that these conclusions concern the aspects
of plant varieties (G 1/98) and essentially biological
processes (G 2/07 and G 1/08), they are silent on the relevant
question iIn the present case.

(3) Early drafts show a broad concept of exclusions.
One version was directed to the exclusion of:

"inventions the subject-matter of which is the breeding
of a new plant variety"

(travaux préparatoires, Bemerkungen zu dem ersten
Arbeitsentwurf eines Abkommens Uber ein europaisches
Patentrecht vom 3. Marz 1961, Artikel 12: "Ausgenommen
von der Erteilung europaischer Patente sind: 1. ...; 2.
Erfindungen, deren Gegenstand die Ziuchtung einer neuen

Pflanzensorte oder einer neuen Tierart ist; 3. ..').

Another version of the exclusion reads:

"European patents shall not be granted in respect of:
1. ..; 2. Inventions relating to the production of or a
process for producing a new plant variety or animal
species. This provision shall not apply to processes of
a technical nature. 3. ."

(travaux préparatoires, First Preliminary Draft
Convention relating to a European Patent Law, 14 March
1961, Article 12).

The UK delegation even requested that the term "essentially

biological processes”™ be deleted because 1t was not clear and

there was no reason why:
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""any biological processes other than for the treatment
of the human body should be specifically excluded by
the Convention”

(travaux préparatoires, minutes of the 9th meeting of
Working Party 1, 12-22 October 1971).

However, the drafting committee of the Patents Working Party
subsequently rephrased the wording in the form of what later
became Article 53(b) EPC (see Preliminary Draft Convention
relating to a European Patent Law, May 1962; travaux
préparatoires, Amendments to the Preliminary Draft Convention
relating to a European Patent Law, 22 January 1965). The
discussion was predominantly focused on the issue of
"microbiological processes or the products thereof”, the
intention being to bring the exclusion clause into line with
Article 2 Strasbourg Convention (travaux préparatoires,
minutes of the meeting of Working Party 1, 8 to 11 July 1969,
Article 2(b) Strasbourg Convention).

(4) The legislative history of Article 53(b) EPC in respect of
the legal term iIn question iIs rather vague.

The discussion In the Working Party never concerned the
question of whether or not the wording "essentially biological
process for the production of plants™ included a product that
iIs defined or obtained by such a method for its production.

(5) Thus, 1In the context of the historic discussion about what
kind of i1nventive processes, 1T any, should be excluded from
patentability, there is no reason in the travaux préparatoires
to assume that a product that is characterised by the method
of 1ts manufacture but claims protection regardless of that

(or any other) method was meant to be excluded.
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6. First intermediate conclusions

(1) Applying the various methodical lines of interpretation
provided for in Article 31 Vienna Convention does not lead to
the conclusion that the term "essentially biological processes
for the production of plants"™ extends beyond processes to
products defined or obtained by such processes. This result is
confirmed when the preparatory work on the EPC is taken iInto
account as a supplementary means of interpretation (Article 32

Vienna Convention).

(2) Thus, in view of the absence of any solid basis for a
broad reading of "essentially biological processes for the
production of plants™ in respect of the separate claim
categories of product and product-by-process claims, a first
intermediate conclusion from the above elements points towards
not extending the scope of application and legal effect of the
exception to patentability according to Article 53(b) EPC in
respect of "essentially biological processes for the

production of plants™.

(3) As is apparent from the above, considering its wording,
context, original legislative purpose and legislative history,
the process exclusion of Article 53(b) EPC does not extend
directly to a product claim or a product-by-process claim
directed to plants or plant material such as a fruit, or to
plant parts other than a plant variety.

VI11. NEED FOR SECONDARY CONSIDERATIONS

(1) Although not mentioned by the parties to the proceedings,
the Enlarged Board wishes to take up an issue raised iIn
various amici curiae briefs. That i1s whether the legal 1mpact
of the above understanding of Article 53(b) EPC necessitates
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broadening the scope of application of the process exclusion
having regard to the following questions:

(a) Is there a need for a dynamic interpretation of

Article 53(b) EPC due to factors that have arisen since the
Convention was signed and which give grounds for assuming that
a restrictive reading of the wording of Article 53(b) EPC when
applying the general principles of interpretation conflicts

with the legislator®s intention?

(b) Does allowing the patentability of a product claim
directed to a fruit and of a product-by-process claim directed
to a plant or plant material render the exception to
patentability of "essentially biological processes for the
production of plants™ meaningless or without any substance in

Its scope of application?

(2) Before dealing with these questions, the Enlarged Board
wishes to emphasise that the issues referred to it relate to
questions of law rather than to economic, social and ethical
aspects mentioned in some of the amici curiae letters.
Therefore, the following considerations serve the purpose of
testing the legal soundness of the conclusions reached in
interpreting the scope of application of the process exclusion
under Article 53(b) EPC.

1. Dynamic interpretation

(1) 1In case G 3/98 (supra, 76 et seq., Reasons, point 2.5 et
seq.), the Enlarged Board referred to a further approach when
construing a legal term or provision. Such a "‘dynamic
interpretation” might come into play where considerations have
arisen since the Convention was signed which might give reason

to believe that a literal interpretation of the wording of the
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relevant provision would conflict with the legislator™s aims.
It might thus lead to a result which diverges from the wording
of the law.

(2) Article 53(b) EPC 1973 has remained unamended since the
drafting of the EPC, although the EPC underwent a significant
revision in the context of the EPC 2000 reform. Its
legislative purpose is still applicable (see in this regard

G 2/07 and G 1/08, supra, Reasons, point 6.4.2.2).

(3) However, since the drafting of Article 53(b) EPC 1973 the
technical means available to support crossing and selection
procedures have increased enormously and have become much more
sophisticated. Whereas the breeding techniques known at the
time of the conclusion of the UPOV Convention 1961 were such
that they commonly resulted in new plant varieties for which
protection under the UPOV Convention 1961 — but not under the
EPC due to Article 53(b) EPC (exclusion from patentability of
plant varieties) - could be sought, new breeding techniques
nowadays may also result in new plants or plant materials
other than a plant variety, for which no plant variety rights
could be granted.

(4) Whereas Article 53(b) shows the legislator®s clear
intention to exclude from patenting essentially biological
processes of the kind known at the time of the signing of the
EPC, the Enlarged Board notes that the subsequent developments
in the field of plant breeding techniques did not prompt the
legislator to revise the process exclusion such that it was
extended to plant products obtained by essentially biological

processes.

This decision of the legislator not to amend Article 53(b) EPC
can neither be ignored when interpreting Article 53(b) EPC,
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nor be reversed by means of a dynamic interpretation. The
Enlarged Board cannot see why the legislator®s original
intention to direct the exclusion from patentability iIn
respect of plants to only two groups, i1.e. "plant varieties”
and "essentially biological processes for the production of
plants'™, would no longer be justified, just because today
there are new techniques available In this sector.

(5) Thus, the concept of a dynamic iInterpretation does not
require revising the result of the interpretation established

by applying traditional rules of construction.

2. Legal erosion of the exception to patentability

(1) The referring Boards (referral tomato Il, Reasons, point
of the reasons 47; referral broccoli 11, Reasons point 19)
raised the question whether allowing patenting of a product
claim or a product-by-process claim for a plant or plant
material other than a plant variety that is obtained by means
of an essentially biological process could be qualified as
circumvention of the process exclusion. Thus, it was said, the
legislator™s intentions could be frustrated by the choice of
the claim category and by "'skilful'™ claim drafting.

(2) 1t 1s to be noted that Article 53(b) EPC clearly applies
to process claims directed to essentially biological processes
for the production of plants. This scope of application
remains unaffected by allowing the patenting of claims of a
distinct category (i.e. product claims or product-by-process
claims) even 1f the claimed product is a result of such a
biological process.

(3) On the other hand, for the sake of argument, i1t could be

contended that the legislator®s intention to exclude from
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patentability method claims for an essentially biological
process for the production of plants would be frustrated if an
applicant or patent proprietor, faced with the fact that he
could not acquire patent protection for a novel and inventive
biological process, succeeded i1n acquiring patent protection
for a product which was directly and inevitably obtained by
said process.

This argument might apply particularly if the product was
explicitly determined by the process, making the method
features a required part of the claim defining the extent of
protection conferred by the patent, as in the case of a

product-by-process claim.

The Enlarged Board stated in G 2/06 (supra, 326, Reasons,
point 22) that:

"to restrict the application of Rule 28(c) (formerly
23d(c)) EPC to what an applicant chooses explicitly to
put in his claim would have the undesirable consequence
of making avoidance of the patenting prohibition merely
a matter of clever and skilful drafting of such claim."

(4) The Enlarged Board is aware that the present appeal cases
are marked by a series of quite different claim versions
submitted by the patent proprietors from the outset of the
proceedings before the EPO. The original sets of claims
contained both method and product claims. They are now limited
to mere product or product-by-process claims.

(5) However, to describe these amendments and the patent
proprietors” procedural behaviour as an evasion of the
exception to patentability of "essentially biological

processes for the production of plants”™ rendering Article 53(b)
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EPC meaningless, or without any substance in i1ts scope of
application, would be to assume that the legislator intended —
or envisaged - a broadening of the term "process'™ as a matter
of jurisprudence.

(6) Against the above conclusion that the clear wording of
Article 53(b) EPC does not provide a solid basis for a broad
reading of the process exclusion (see in this section point
V11.6 above), such an assumption would need to bear in mind

the following considerations of fact as well as law:

(a) In terms of facts: A reading of Article 53(b) EPC to the
effect that a product obtained by an essentially biological
process is excluded from patentability would require that the

method applied would be traceable in the product.

As a consequence, were the process exclusion to extend to a
product claim or a product-by-process claim one would need to
determine in the claimed product itself as a matter of fact
whether it was actually obtained by an essentially biological
process or was obtained or is obtainable by any other process,
1.e. non-biological or microbiological processes.

For the purpose of the point of law referred to it, the
Enlarged Board therefore concludes that Article 53(b) EPC does
not imply or even permit an exception to patentability of a
product claim as a result of a broad reading of the process
exclusion based on specific process elements that may or may
not be traceable i1n the claimed product, in particular when
taking into account the considerable developments iIn the
technical field of plant breeding in the past and the
unpredictable nature of future developments. Broadening the
scope of the process exclusion to the extent that i1t included

also the products obtained by essentially biological processes
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for the production of plants would iIntroduce an iInconsistency
in the system of the EPC, as plants and plant material other
than plant varieties are generally eligible for patent
protection.

(b) In respect of the legal issue: The referring Boards raised
the question whether it was of relevance that the protection
conferred by the product claim encompasses the generation of
the claimed product by means of an essentially biological
process for the production of plants excluded as such under
Article 53(b) EPC (referral tomato Il, Reasons, points 45 et.

seq.; referral broccoli Il, Reasons, points 17 et seq.).

As pointed out by the referring Boards, by virtue of

Article 64(2) EPC: (a) the protection conferred by a process
claim extends to the products directly obtained by such
process, (b) the protection conferred by a product claim
comprises using as well as producing the product and (c) the
product claimed in terms of a product-by-process claim extends
to products which are structurally identical to the claimed

product but which are produced by a different method.

However, the relevant point of law referred to the Enlarged
Board is whether or not the "subject-matter™ of a product
claim or a product-by-process claim directed to a plant or
plant material other than a plant variety is excluded from
being patented under Article 53(b) EPC by virtue of the
essentially biological nature of the process for making said
plant or plant material. Thus, the aspect of the scope of
protection conferred by such a claim has no direct impact on
the point of law referred.

A distinction needs to be made between, on the one hand, the
aspects of patentability and, on the other hand, the
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(protective) effects of European patents or patent
applications. The EPC clearly provides for such a clear
division, as the requirements for patentability are governed
by Articles 52 to 57, 76, 83, 84 and 123 EPC whereas the
extent of protection and the rights conferred by European
patents or patent applications are specified in Articles 64(2)
and 69 EPC in particular.

In this respect, reference is made to G 1/98 (supra, Order,
point 3, and Reasons, point 4) where the Enlarged Board
decided that Article 64(2) EPC is not to be taken into
consideration in examining a claim to a process for the
production of a plant variety (see also G 2/88, 0J EPO 1990,
93, Reasons, point 2.5).

This conclusion applies mutatis mutandis to the examination of
product and product-by-process claims directed to plants or

plant products other than plant varieties.

As a consequence, whether a product claim or a product-by-
process claim i1s patentable is to be examined irrespective of
the extent of protection that is conferred by i1t after grant.
Its allowability depends upon the fulfilment of the formal and
substantive requirements of the Convention for these kinds of
claim categories. In this respect, the allowability of a
product-by-process claim is subject to the additional
(restrictive) conditions established in the case law of the
boards of appeal.
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(c) The Enlarged Board is aware of the various ethical, social
and economic aspects in the general debate. Such aspects are

documented for example:

- In European Parliament resolution of 10 May 2012 on the
patenting of essential biological processes
(201272623 (RSP)),

- iIn the report of the legal affairs committee of the German
Parliament concerning the Federal Government"s draft Law
No. 17/10308 for the amendment of the German Patent Act
(parliamentary publication (“'Bundestags-Drucksache™)
17/14222 of 26 June 2013, pages 2 and 3),

- In the report of the Federal German Government to the
German Parliament of 9 July 2014 on the implications of
patent law in the field of biotechnology, inter alia with
regard to sufficient technicality, as well as with regard
to the impact in the fTield of plant and animal breeding
(parliamentary publication ("'Bundestags-Drucksache'™)
1872119 of 9 July 2014, point 3.3.2),

- 1n draft resolution No. 218 of 11 December 2013
(""proposition de résolution n° 218 (2013-2014) de MM. Jean
BIZET et Richard YUNG, déposée au Sénat le 11 décembre
2013", page 11, point 20), and

- in the explanatory note of the Swiss Federal Council of
23 November 2005 (Swiss Federal Gazette ('Bundesblatt™)
2006, No. 1, point 2.1.2.8, page 63).

Those aspects also featured In numerous amici curiae briefs
and were raised by opponent B2 who suggested that there should
be a breeders® exemption in national law or a waiver of
protection In the form of a statement in the patent

specification.
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However, considering such general arguments in the present
referrals does not fall under the judicial decision-making
powers of the Enlarged Board.

It has to be borne 1In mind that the role of the Enlarged Board
of Appeal is to interpret the EPC using generally accepted
principles of iInterpretation of international treaties. It is

not mandated to engage in legislative policy.

The Enlarged Board concurs with the District Court of The
Hague in its judgment of 8 May 2013 (C/09/416501/HA ZA 12-452
and C/09/418860/HA ZA 12-577, Reasons, points 5.2 to 5.11).
The Court held that in the absence of an explicit exclusion in
Article 53(b) EPC, product claims to plants, other than
individual plant varieties, obtainable by an essentially
biological process for the production of plants, were in
principle allowable, even if the essentially biological
processes themselves were not. If the product itself fulfilled
the criteria for patentability, the fact that the known
process to obtain the product was essentially biological did

not preclude a valid patent claim (Reasons, points 5.2 to 5.11)

(d) Furthermore, the Enlarged Board takes note that those
legislatures that are of the view that plant products obtained
by essentially biological processes should not be patentable
have chosen to amend their legislation in this respect,
thereby deviating from the wording of Article 53(b) EPC. Both
in Germany and in the Netherlands legislation exists excluding
product claims from patentability where the claimed products
have been generated by an essentially biological process for
the production of plants (see § 2a(l1) No. 1 German Patent Act
of 1936, as last amended in 2013; Article 3(1)(d) Dutch Patent
Act 1995, as last amended in 2014). No such amendments have

been made in, for example, the United Kingdom (see Section 76A
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and Schedule A2(1)(b) and (3)(f) UK Patents Act of 1977, as
last amended in 2014), France (see Art. L. 611-19 CPI, Lol no
2004-1338 of 8 December 2004, 1.3°), Austria (see 82(2)
Austrian Patent Law of 1970, as last amended in 2014) and
Switzerland (see Article 2(2) Swiss Patent Law of 1954, as
last amended in 2012).

(e) Therefore, the allowability of a patent claim directed to
either a plant or plant material or to such a plant product
defined by specific method features is governed by provisions
of the EPC concerning product claims and product-by-process
claims independent of the issue of the allowability of a
patent claim directed to an essentially biological process for
the production of plants. Thus, the choice of one or the other
claim category is not a matter of some sort of "skilful claim
drafting” or circumvention of legal hurdles but of the

prerequisites for their patentability.

3. Second intermediate conclusions

The Enlarged Board concludes that no dynamic interpretation of
Article 53(b) EPC 1s required to the effect that the process
exclusion should extend to products obtained by essentially
biological processes for the production of plants. Nor can it
see any imminent legal erosion of its scope when limiting its
scope to process claims as such and leaving product claims and
product-by-process claim outside the scope of the process
exclusion. For this reason, there is neither a need nor a
legal justification to alter the understanding of Article 53(b)
EPC achieved by applying the traditional means of
interpretation.
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IX. FINAL CONCLUSIONS

(1) The scope of application of the term "essentially
biological processes for the production of plants™ in

Article 53(b) EPC 1s interpreted to the effect that product
inventions where the claimed subject-matter is directed to
plants or plant material such as a fruit or plant parts other
than a plant variety, as such, are not excluded from being

patented.

(2) Irrespective of the exclusion of plant varieties (G 1/98,
supra), the exception to patentability in Article 53(b) EPC in
respect of plants is limited to claims directed to processes,

in particular as defined in the previous two referrals G 2/07

and G 1/08 (supra).

(3) Subject-matter claimed as a product or a product-by-
process iIs not the same as one claimed for a process, which,
in the case of essentially biological processes for the
production of plants, is excluded from patentability,
regardless of the methods by which the claimed product is
generated or — as in the case of a product-by-process claim —
defined.

Even 1T the product, 1.e. the plant or plant material such as
a fruit or plant parts, can only be obtained by essentially
biological processes with no other methods either disclosed iIn
the patent application or otherwise known, the process
exclusion iIn Article 53(b) EPC does not extend to product

claims and product-by-process claims.

(4) However, whether such product claims or product-by-process
claims are allowable and lead to granting of a European patent

depends upon the fulfilment of the formal and substantive
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requirements of the Convention concerning these kinds of claim
categories independent of the issue of the allowability of a
patent claim directed to an essentially biological process for
the production of plants. In this respect, the allowability of
a product-by-process claim is subject to the additional
(restrictive) conditions established in the case law of the
boards of appeal.

Therefore, the mere fact that an applicant or patent
proprietor chooses a product claim or product-by-process claim
instead of a method claim directed to an essentially
biological process for the production of a plant is not a
matter of some sort of "'skilful claim drafting"” or
circumvention of legal hurdles but a legitimate choice to
obtain patent protection for the claimed subject-matter, on
condition that the requirements for allowability of such a

claim are met.

(5) This means that the questions referred to the Enlarged

Board are answered as follows:

(a) 1in case G 2/12, the first and third questions (see Summary
of Facts and Submissions, point Il1.1) are answered in the
negative, whereas the second questions is answered in the
affirmative, using a double negation, and

(b) 1n case G 2/13, the first and third questions (see Summary
of Facts and Submissions, point I11.1) are answered in the
negative, whereas the second question is answered in the
affirmative, using a double negation. In the circumstances,

the fourth question does not require an answer.
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Order

For these reasons it is decided that:

The questions of law referred to the Enlarged Board of Appeal

are answered as follows:

1.

The exclusion of essentially biological processes for the
production of plants in Article 53(b) EPC does not have a
negative effect on the allowability of a product claim

directed to plants or plant material such as a fruit.

In particular, the fact that the only method available at

the filing date for generating the claimed subject-matter

iIs an essentially biological process for the production of
plants disclosed iIn the patent application does not render
a claim directed to plants or plant material other than a

plant variety unallowable.

In the circumstances, i1t is of no relevance that the
protection conferred by the product claim encompasses the
generation of the claimed product by means of an
essentially biological process for the production of plants
excluded as such under Article 53(b) EPC.

The Registrar: The Chairman:

W. Crasborn W. van der Eijk
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