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Summary of Facts and Subm ssi ons

0943. DA

Eur opean patent application No. 97 ... ("parent
application”) was filed on 4 April 1997. The

comuni cation under Rule 51(4) EPC was di spatched on
28 January 2000. The time limt for approval of the
final text ended on 7 June 2000. Wth letter dated

31 May 2000, received by the Ofice on 6 June 2000 the
appl i cant expressed his approval. On 15 June 2000 the
appropriate conmuni cati on under Rule 51(6) EPC was
forwarded to the applicant.

On 18 July 2000 a patent application was filed as a
di vi sional application of the above-nentioned "parent
application”. This application was given the

No. 115 ...

Concerning this application the Receiving Section

i ssued a conmuni cation on 10 August 2000 noting a | oss
of rights pursuant to Rule 69(1) EPC because the filing
took place after approval of the text of the "parent
application".

The applicant applied for a formal reasoned decision
and also filed a request under Article 122 EPC

By a formal decision dated 19 Cctober 2000 the
Receiving Section refused to treat the application as a
di vi sional one and al so refused the request for re-
establishment of rights. As to the request to treat the
Eur opean application No. 115 ... as a divisional
application it argued that the tinme |limt for filing a
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di vi sional application ended with the date of the
approval of the earlier application. It further argued
that due to Article 122(5) EPC and the jurisprudence of
t he Boards of Appeal re-establishnment of rights was
excluded in the given situation.

An appeal was | odged agai nst this decision on

20 Decenber 2000 and the appeal fee was paid the sane
day. The statenent of grounds of appeal was received on
27 February 2001.

The appel | ant argued that his approval had not been
unconditional as the option of filing a divisional
application was not expressly nentioned and therefore
was not ruled out by his statenment of approval.

He further supported his arguments by reference to
decision J 7/96 which follows the view expressed by the
Enl arged Board of Appeal G 12/91. The appellant saw a
contradiction between the decision J 7/96 and anot her
deci sion of the Enlarged Board of Appeal, nanely

G 10/ 92 which uses the word "reopeni ng" whereas J 7/96
states that up to the publication of the nention of the
grant in the European Patent Bulletin according to
Article 97(4) EPC the procedure is still pending and
therefore the text for grant has not becone final.

As far as the request for restitutio in integrumis
concerned the appellant stated that he was unable to
file the divisional application within the deadline set
by Rule 25 EPC.

Auxiliarily oral proceedings were requested.
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In preparation for the oral proceedings the Board

i ssued the prelimnary and non-bi nding opinion that the
approval to the publication of the "parent application”
was unconditional and that re-establishnment of rights
was excl uded because of a |ack of any tinme-limt having
been m ssed.

In response to this comruni cation the appell ant
referred to the in the neanwhil e anended Rule 25(1) EPC
whi ch shoul d be applied to the case under

consideration. He also referred to decisions J 6/88,

J 10/99 and J 23/90.

Wth respect to his request for re-establishnment of
rights he argued that this should be all owed because
t he approval pursuant to Rule 51(4) EPC was not
uncondi tional .

Oral proceedings were held on 15 Oct ober 2002.

At the outset the Chairman sunmari sed the rel evant
facts of the case and repeated the requests of the
appellant to set aside the decision under appeal, to
allow the request for restitutio in integrum(re-
establi shment of rights) and to treat the application
No. 115 ... as a divisional application.

The appellant reiterated his already presented witten
argunents on the anended Rule 25(1) EPC and its
applicability to the case in suit. The discussion then
focussed on the question if and to what extent a
possi bl e retro-active application of the anmended

Rul e 25(1) EPC coul d be justified.
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The appel |l ant argued that an unequal treatnent of
applicants m ght take place if a distinction was nmade
bet ween pendi ng "divisional applications"” and those
where the "parent application" procedure was already
definitely cl osed.

The appellant also argued that the legitimte
expectations of third parties would not be di sappointed
when applying the anended Rule 25(1) EPC to the present
case as the request to treat the application as a

di visional one was already on file fromthe outset of

t he procedure.

After an in-depth discussion of the case the Chairman
asked the representative to state his requests and any
ot her comrents and infornmed the representative that
after the closure of the debate no further subm ssions
m ght be nade. The requests renai ned unchanged and no
further comments were made. The Chairman cl osed the
debat e.

Reasons for the Decision

1. The appeal conplies with Articles 106 to 108 and
Rules 1(1) and 64(b) EPC and is therefore adm ssible.
Request to treat European application No. 115 ... as a

di vi sional application (application of amended Rul e 25(1) EPC)

0943. DA

As al ready pointed out during the oral proceedings the
Board agrees that the change of rules may have an

i mpact on pending procedures which is determ ned by the
provi sions concerning the entry into force of the
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amended rules or any other transitional provisions. As
regards the amended Rule 25(1) EPC the Admi nistrative
Council's Decision sinply contains the date of entry
into force of the new rule.

Wth the sane decision sone other rul es have been
anended and for these anendnents the Adm nistrative
Counci| decided to provide for special transitiona
provisions as to the extent of the applicability of the
correspondi ng new rul es.

Thi s makes clear that amended Rul e 25(1) EPC was
applicable fromthe day of its entry into force and to
any pending earlier European patent application, even
t hose where an approval according to Rule 51(4) m ght
have been given. This interpretation of the anended
rule can also be found in the "Information of the

Eur opean Patent O fice" (QJ of the EPO 2/2002,

page 112).

There is no possibility to re-open already finalised
procedures. The m ni num requi renent according to
anended Rule 25(1) EPC is at |east a procedure which
has not yet been definitely closed so that the European
pat ent application formng the subject of this
procedure can function as a basis fromwhich a

di vi si onal application can be derived.

When applying the anmended Rule 25(1) EPC to the case in
suit it remains therefore to answer the question if
there was a pending earlier European patent application
on the day of the entry into force of the anended rule
whi ch m ght serve as the "parent application”.
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The possi bl e parent application proceeded to grant
after the approval according to Rule 51(4) EPC had been
given. It was published in the Bulletin 01/02 of

10 January 2001. As no opposition was filed the patent
was recorded in the Register of European Patents and
the proprietor was duly inforned of this by letter
dated 14 Novenber 2001

When anended Rule 25(1) EPC entered into force on

2 January 2002 the procedure concerning the "parent
application” was definitely closed. As there was no

| onger a procedure pending concerning the earlier
application a divisional application even in the |ight
of the anended rul e was not possible because of the

| ack of the mnimal precondition to allow a divisional
application, nanely a pending earlier procedure.

To exclude any m sunderstandings attention is drawn to
the fact that the present appeal was directed agai nst

t he decision of the Receiving Section concerning

Eur opean patent application No. 115 ... (the
"divisional application”) and not agai nst the decision
to grant a patent taken by the Examining Division in

t he procedure concerning the European patent
application No. 97 .... Therefore the suspensive effect
of the present appeal is restricted to the decision of
t he Receiving Section but clearly cannot be extended to
t he already cl osed procedure regarding the original
earlier application.

An interpretation of the anended Rule 25(1) EPC as to a
retro-active effect even to already cl osed cases
neither finds support in the wording of the Decision of
the Admi nistrative Council to anmend Rule 25(1) EPC nor
in the comon principles of [egal certainty which
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preclude retro-active effect of amended rules (see eg
decision T 210/89, QJ EPO 1991, page 433).Thus, this
sort of retroactive effect could only conme from an
expressive order of the legislator, i.e. froma
respective transitional provision enacted by the

Adm ni strative Council.

Al t hough this appeal does not and cannot |ie against a
decision taken in the procedure concerning the "parent
application” because of its being already termnated it
seens to be unavoidable to give at |east sone thoughts
to the interpretation of the appellant of his approval
or non-approval in the earlier case. The appell ant
argues that his approval according Rule 51(4) EPC,
given in the procedure concerning the European patent
application No. 97 ..., was not unconditional and
therefore the Ofice was not correct in term nating
this procedure.

The respective letter which was sent to the Ofice by
the representative of the applicant reads as foll ows:
"I'n response to the Communi cation under Rule 51(4) EPC
dated 28 January 2000, | hereby approve the proposed
text for grant”. No restrictions or reservations were
made.

The attenpt to construe a |lack of "unconditionality"
because the intention to still file a divisional
application was not expressly excluded cannot be
successful because it cannot be based on any | egal
provi sion of the EPC nor on any general principle.
Nowhere it is stated that the approval is only
unconditional if it is acconpanied by a declaration
that no divisional application will be filed, or
alternatively if no explicit reference is made to a
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di vi sional application, then the approval is only given
"on condition". On the contrary, it is a general
principle of law that a condition which is only kept in
mnd ("nmental reservation") is irrelevant.

According to Rule 51(4) EPC the Ofice informs the
applicant of the text in which it intends to grant the
patent and invites the applicant to pay the fees for
grant and to file the necessary translations. If the
applicant does this , he is deened to have approved the
text intended for grant.

Concer ni ng European patent application No. 97 ... the
applicant conplied with all these requirenents (paynent
of fees, translations) and even sent a letter of
approval . He never nentioned any di sagreenent and he
also did not file any appeal during this procedure

whi ch m ght have shown that he was not satisfied with

t he decision taken by the O fice. The Board fails to
see any sign of a condition or disagreenent introduced
by the appellant in the before nentioned procedure.

As to the request for restitutio in integrum

15.

16.
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Restitutio in integrumis an exceptional remedy which
may only be allowed if the preconditions set out in
Article 122 EPC are conplied with. As already nenti oned
in the conmuni cati on acconpanying the sunmons to oral
proceedi ngs Article 122 EPC cannot apply to divisional
appl i cations because the | egal provisions dealing with
di vi sional applications do not contain any tinme limt
whi ch, in case of non-conpliance, would lead to a | oss
of rights.

This conclusion is also supported by the Jurisprudence
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of the Legal Board of Appeal. On several occasions the
Legal Board found that not every "time limt", "time
[imtation" or "tinme restriction" under the EPC is also
atim limt pursuant to Article 122(1) EPC. According
to the decision J 21/96 (cited by the Receiving Section
in the decision under appeal) Rule 25(1) EPC does not
lay down a tinme limt wthin the nmeaning of

Article 122(1) EPC but nerely identifies a point in the
grant procedure after which a divisional application
may no | onger be filed. This decision was taken when
the former version of Rule 25(1) was in force, but can
be applied to the case in suit as well, as only the
defined point in tinme has been changed fromthe
approval of the text according to Rule 51(4)EPC to the
nmoment where the earlier application is no |onger
pendi ng

Time limts can be set out either immediately by a
provi sion of the EPC or by an individual act of an

of ficer of the EPO to be observed by the applicant
otherwise a | oss of right m ght be the consequence of
non- observance of this tine limt (see also
introduction to part VI.E "Re-establishnent of rights”
in Case Law of the Boards of Appeal of the European
Patent O fice, 4th ed., 2001, page 294).

The situation of divisional applications differs from
usual tinme limts. Article 76 EPC which is the main
article dealing with divisional applications nerely
states that the procedure to be followed in carrying
out the divisional application, the special conditions
to be conplied with and the time limt for paying the
varying fees are laid down in the Inplenmenting
Regul ati ons (paragraph 3). As already pointed out
earlier, Rule 25(1) EPC in the anended version only
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says that a divisional application is possible as |ong
as an earlier application is pending.

The intention of the law with respect to divisional
applications is clear. Article 76 EPC provides for the
possibility to file divisional applications but does
not understand this as an obligatory act during the
exam nation procedure. It is conpletely left to the

di scretion of the applicant to make use of this
possibility or not. If the applicant decides to file a
di vi sional application he has to do so before the
earlier procedure is termnated. If he does not file a
di vi sional application no further reaction of the
Ofice is provided for in the EPC

As thereis notine limt set by the EPCto file a

di visional application no tinme limt can be m ssed. As
t he EPC does not oblige the applicant to file a

di vi sional application no act can be omtted which
needs to be conpleted (Article 122(2) second sentence
EPC) and no right linked to the observation of a tine
l[imt can be lost. Therefore the main pre-condition for
a successful re-establishnment of rights as laid down in
Article 122(1) EPC is not present.

Under these circunstances the Board sees no
justification for further consideration of the request
for re-establishment of rights.

these reasons it 1s decided that:

The appeal is dism ssed.

0943. DA
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The Regi strar: The Chai r man:

S. Fabi ani J.-C. Saisset
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