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Summary of Facts and Subm ssi ons

2473.D

I nt ernati onal application PCT/EPOO/ 09106 was filed with
the EPO as Receiving Ofice on 14 Septenber 2000
claimng priority froman Italian patent application
filed on 1 Cctober 1999. The applicant marked in Box
No. V (Designation of states) of form PCIT/RO 101 all
check-boxes for national offices w thout exception, but
none of the check-boxes for Regional Patents (anong
these "EP" for a European Patent). After search by the
EPO, conpl eted on 19 February 2001, the application was
published with the designations nentioned above on

12 April 2001.0On the applicant's demand under

Chapter 11 PCT, the EPO conpl eted the Internationa
prelimnary exam nation report on 5 Novenber 2001.

By letter dated 21 Novenber 2001, the applicant's
representative requested entry in the regional phase
bef ore the EPO and requested simnultaneously re-
establishment of rights under Article 122 EPC with
respect to the designation of "EP" in the International
application. It also paid all relevant fees. There is
no time limt for the designation of states or regional
offices in the PCT, but it appears fromthe appellant's
subm ssions that the request for re-establishnent of
rights is meant to concern the tinme limt under

Rule 4.9(b)(ii) PCT. According to Rule 4.9 PCT, an
applicant can nake by a so-called Precautionary

Desi gnati on Statenment also all other designations which
woul d be permtted under the PCT, these additional

desi gnations being subject to confirmation before the
expiration of 15 nonths fromthe priority date. In
default of such confirmation, these designations are
deened to be w t hdrawn.
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To notivate its request for re-establishnment of rights,
t he appellant submtted that the record copy containing
t he designations has been received on 24 Novenber 2000,
whereas the tinme imt under Rule 4.9(b)(ii) PCT
expired on 1 January 2001. The representative of the
appel I ant had overl ooked the necessity to confirmthe
precautionary designations due to its absence from work
during the Christmas period and the fact that the
centralised rem nder systemin its office had, at this
time, not yet been set up.

The appeal ed decision held that it is not allowed to
grant re-establishnment of rights where the tinme limt
under Rule 4.9(b)(ii) PCT was not observed. The
provi si on under the EPC which cl osest corresponds to
the time limt under Rule 4.9(b)(ii) PCT in the
procedure before the EPOis the time limt to confirm
t he designations of EPO nenber states by paying the
designation fees in accordance with Article 79(2) EPC.
However, this time |imt is excluded fromthe re-
establi shment of rights, Article 122(5) EPC.

Article 48(2) PCT being intended to ensure an equal but
not a better treatnent of PCT-applicants conpared to
direct national/regional applicants, Article 122(5) EPC
excludes the re-establishnent of rights in the present
case as wel | .

Furthernore, even if Article 122(1) were applicable,

t he request woul d not succeed on its nerits as it has
not been shown that the representative of the applicant
was unable to observe the tine [imt in spite of al

due care required by the circunmstances having been
taken. It did neither submt which neasures had been
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taken to ensure the observation of tinme limts, nor did
it submt that it had properly instructed the patent
attorney who | ooked after its work while it was absent.

Wth the grounds of appeal, the appellant submts that
Article 122 EPC is clearly applicable in PCT-procedures
and that Articles 122(5) and 79(1) EPC cannot be
applied to the present case, as Article 79(1) EPC is
concerned with paynment of designation fees and not with
desi gnati ons. However, even though not all intended
designati ons had been crossed in the appropriate boxes
of the form all designation fees had been paid in tine.
Thus, it was clear for the Receiving Ofice (the EPO
that it was the applicants intention to designate "EP"
as wel | .

After a prelimnary exam nation of the case, the Board
made the follow ng remarks in a communi cati on dated

7 July 2004: Although it was at present not convinced
that Article 122(1) EPC - restitutio in integrum- was
not applicable in the preset case, there were no
reasons for re-establishment on the nerits of the case
as the appellant had not submitted any reasons which go
beyond what could be called a "normal” m stake or

failure.

In its response dated 22 Septenber 2004, the
representative of the appellant submtted a sworn
statenent by M chael George Dougl as Baverstock, the
former representative of the appellant. In this
statenment, M Baverstock gives a detail ed description
of the procedures followed by himand his secretary
when filing the application concerned. These procedures
were designed in such a way that m stakes |ike the
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present one normally could not occur. Because it was
his firmbelief that m stakes were not possible, he
over|l ooked in the present case that the Precautionary
designations still had to be confirmed. Thus, the

failure was due to extraordi nary circunstances.

(i.) Oal proceedings were held on 6 Cctober 2004.

(ii.)In the oral proceedings, the representative of the
appel I ant enphasi sed that the appellant had paid the
designation fees for all possible designations but not
crossed the regional offices and that thus there was a
di screpancy. Al though the onus was on the applicant to
make things correct, PCT-authorities also had a duty to
take care of applicant's interests.

As the discrepancy between designati ons and desi gnation
fees was evident, it should have warned the applicant
explicitly. The formPCT/ 11 B/ 301, i.e. the
"Notification of Receipt of Record Copy" under PCT

Rule 24.2 (a), was however "passive" as it does not
pronpt anything. Mreover, it is a well-known fact it
is difficult to discover a mstake if one is convinced
that everything is correct.

The appel | ant requested that the decision under appeal
be set aside and that restitution be granted into the
time limt under Rule 4.9 (b) (ii) PCT.
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Reasons for the Deci sion

1

2473.D

The appeal is adm ssible.

According to Article 122(1) EPC, the applicant for or
proprietor of a European Patent who, in spite of al
due care required by the circunmstances having been

t aken, was unable to observe a tinme |imt, shall have
his rights re-established. This provision is al so
applicable to applications filed under the PCT, as,
under Article 48(2)(a) PCT, any party to the PCT shal
excuse, for reasons admtted under its own |aw, any

delay in neeting any tine limt.

(a) According to Article 122(5) EPC re-establishnment
may not be granted in certain cases, anong these the
paynent of the designation fees under Article 79(2) EPC
Article 48(2)(a) PCT being designed to ensure an equal
but not a better treatnent to PCT-applicants, decision
G 3/91(QJ1993, 8) extends the application of

Article 122(5) EPC to identical tinme limts under the
PCT. Following this line of argunmentation, the appeal ed
deci sion holds that re-establishnent is excluded in the
present case as well, the provision in the EPC which

cl oset corresponds to the tinme Iimt under Rule 4.9 PCT
being the time limt under Article 79(2) EPC.

(b) Although this argunentation seens to be
reasonable, and at first viewin line with the
principles underlying decision G 3/91, the Board is
reluctant to apply Article 122(5) EPC to the present
case. Actually, there is notine limt in the EPC which
corresponds to the time limt under Article 4.9(b)(ii)
PCT. Thus, there is no identical tine [imt under the
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PCT within the neaning of decision G 3/91 but only a
conpar abl e one. Consequently, application of

Article 122(5) EPC to the present case would result in
a further parallel application of the law to the
detrinment of the appellant. Bearing this consequence in
m nd, the Board has exam ned whet her re-establishnment
could be granted on the nerits of the present case. As
t he answer is no, the Board has conme to the concl usion
that this point of law (applicability or non-
applicability of Article 122(5) EPC) is of no rel evance
for the ruling in this case. Thus, the Board has

insofar refrained froma final decision

The Board cannot establish that the "all-due-care-

requi renment” of Article 122(1) EPC has been net. The
designation of receiving offices-states or regional
offices- is a crucial part in the PCT-procedure and of
par anount inportance. It can be assuned that al
practitioners are aware of that. It can be also assuned
that they know that it is difficult and in many cases
even inpossible to correct wong or m ssing
designations. There is, inter alia, an established case
| aw of the Boards of appeal that such corrections, if
any, can only be made before the application has been
publ i shed. The respective PCT-fornms such as PCT/ RO 101
may be conplicated, but experienced practitioners and
their offices wll be perfectly famliar with them
Thus, it is as easy to deal correctly with those forns.
Knowi ng the utnost inportance of correct designation,
the forns have to be dealt with and checked afterwards
carefully. Consequently, the benchmark for what "al

due care" neans in those cases, is very high



2473.D

-7 - J 0001/03

| f nonethel ess an error occurs when dealing with the
designation fornms, the PCT-procedure offers an
energency brake: In the "Notification of Receipt of
Record Copy", the International Bureau notifies the
content of the international application as received,
Then, the applicant has a further opportunity to check
whet her his application is correct. M stakes, if any,
can be easily discovered and corrected at this stage.
Bearing in mnd that such correction is extrenely
difficult at a later stage in the proceedi ngs,
practitioners have to nmake this check very carefully.

(a) In the present case, the m stake made by the
appel l ant and/or his office was two-fold: First, the
box "EP" had not been ticked, and then, after receipt
of the notification, it was not discovered that "EP"
was mssing in the list notified by the International
Bureau. In contrast, all relevant fees for all possible
desi gnati ons have been pai d.

(b) Although the onus to avoid errors is on the
applicant, there is also an obligation towards the
applicant to react, if, for exanple, a m stake or
failure is discovered in the application. In the
Board's view, this obligation is perfectly fulfilled by
sending out the notification under Rule 24.2(a) PCT.
Actually, this notification does not contain a special
indication pointing at a certain m stake, as the
representative of the appellant had wi shed for, but it
enabl es the applicant to find m stakes hinself.

Mor eover, the respective form (PCT/I1B/301) is not as
"passive" and "silent" as the representative of the
appel lant submts. In its headline, the formis

denom nated "Inportant Notification", and it is clearly
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stated that the International Bureau has received the
record copy of the international application "as
detail ed below'. After the detailed list, the form
contains the warning that the applicant should
carefully check the data appearing in the notification,
to conpare themw th those in the application and to
informthe International Bureau imedi ately of any

di screpancy.

(c) After all, even though it may not be easy to find
a mstake if one is sure that there is none, the Board
hel d that the om ssion of "EP" in the list of
designations as well as the subsequent m ssing of
confirmation of the precautionary designation was
caused by a "normal" error and not unavoidable "in

spite of all due care". Thus, the requirenents of
Article 122(1) EPC are not net.

Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

S. Fabi ani J. Sai sset

2473.D



