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Suimuary of Facts and Submissions 

The European patent application No. 97 104 162.9 was 

filed as divisional application based on the parent 

application No. 90 306 062.2 on 12 March 1997. 

A notice under Rule 51(4) EPC dated 19 June 1995 had 

been sent to the appellant informing him of the text in 

which the Examining Division intended to grant a patent 

on the earlier application. 

On 15 December 1995 the appellant amended its earlier 

application by introducing a new claim 2 and gave 

approval to the version of the revised application. 

On 19 April 1996 a communication under Rule 51(6) EPC 

was sent to the appellant informing it that the 

Examining Division had accepted the proposed amendment. 

With a letter of 2 May 1996 the appellant filed a 

further amendment of claim 1 and also submitted the 

auxiliary request that the application be further 

processed on the basis of the text submitted with the 

communication under Rule 51(4) EPC dated 19 June 1995. 

Thereupon the Examining Division cancelled the 

communication under Rule 51(6) EPC dated 19 Apri-1 1996 

and stated on 13 May 1996 that the requested amendments 

could not be accepted as there was no reason to permit 

these amendments at this late stage in the procedure. 

The appellant was therefore requested to state within 

two months whether it requested grant of the patent on 

the basis of the approved text already notified. 
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VII. 	By letter of 26 July 1996 the appellant maintained its 

request for further amendments and finally withdrew 

this request in a letter of 19 March 1997 so that a new 

communication pursuant to Rule 51(6) EPC was sent by 

the Examining Division, namely on 25 April 1997. 

viii. On 24 April 1997 a "Noting of loss of rights pursuant 

to Rule 69(1) EPC was issued by the Receiving Section 

in connection with the appellant's later European 

application No. 97 104 162.9 stating that it could not 

be treated as a European divisional application because 

it had been filed on 12 March 1997, i.e. after approval 

had been given in respect of the pending earlier patent 

application No. 90 306 062.2 in accordance with 

Rule 51(4) EPC. 

As the appellant applied for an appealable decision a 

communication was issued on 30 December 1997 informing 

the appellant of the reasons for which a negative 

decision in respect of the later application would be 

taken. 

By a decision of 11 August 1998 the appellant's request 

to set aside the notification pursuant to Rule 69(1) 

EPC was refused and it was decided that the European 

application No. 97 104 162.9 would not be treated as a 

European divisional application, as it had been filed 

after approval of the pending earlier European patent 

application No. 90 306 062.2 in accordance with 

Rule 51(4) EPC. In the reasons for the decision the 

Receiving Section referred inter alia to the Enlarged 
Board of Appeal's opinion G 10/92. 

The appellant lodged an appeal against this decision on 

24 September 1998, paying the appeal fee and submitting 

grounds of appeal which were received on 2 December 

1998. 

0455.D 	 . . .1... 
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XII. 	The submissions of the appellant in its grounds of 

appeal can be summarised as follows: 

The decision of the Receiving Section conveyed the 

impression that once an approval in accordance with 

Rule 51(4) EPC had been given to the text of a patent 

application, an applicant would be barred from the 

possibility of filing a further divisional application. 

However, as explained in J 29/95 (OJ EPO 1996, 489) 

under certain circumstances the approval of the text 

might not be valid. Furthermore it was clearly not the 

intention of the Enlarged Board of Appeal in its 

opinion G 10/92 to state that once an applicant had 

given approval to the text he had sacrificed any 

possibility of filing a divisional application. This 

would be in stark contrast to and conflict with the 

earlier decision of the Enlarged Board of Appeal, 

namely G 7/93, where it was made plainly clear that the 

examination proceedings could be reopened even after 

the communication under Rule 51(6) EPC had been issued. 

However, as soon as a case was reopened and amendments 

of the claims were effected as in the present case, it 

followed logically that the filing of divisional 

applications had to be allowed then. Only at the end of 

the reopened examination proceedings did the applicant 

who had withdrawn its request for amendments give 

approval to the text of the specification on which the 

decision to grant a patent should be based. This 

approval was dated 19 March 1997 whereas the divisional 

application was filed on 12 March 1997. Accordingly the 

filing date of the divisional application clearly 

predated the date on which the applicant had given 

approval to the filed text in accordance with 

Rule 51(4) EPC and in accordance with G 10/92. 

0455. D 
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A communication was issued by the Board on 19 July 1999 

together with a summons to oral proceedings. 

At the oral proceedings held on 18 January 2000 the 

appellant maintained its request to set aside the 

decision under appeal and to remit the case to the 

first instance with the order to treat the European 

patent application No. 97 104 162.9 as a divisional 

application. 

Reasons for the Decision 

As set out by the appellant an approval of the notified 

text submitted by an applicant pursuant to Rule 51(4) 

EPC does not become binding for the Examining Division 

even if a communication in accordance with Rule 51(6) 

EPC has been issued. Following the issuing of such a 

communication the Examining Division has indeed a 

discretion under Rule 86(3), second sentence, EPC 

whether or not to allow further amendment of the 

application (G 7/93, OJ EPO 1994, 775). However, the 

mere fact that after a communication under Rule 51(6) 

EPC has been issued, an applicant withdraws its prior 

approval by filing amendments as in the present case 

does not mean that it acquires the right to file a 

divisional application (cf. opinion G 10/92, OJ EPO, 

1994, 633, point 5 of the reasons). This right lapses 

on the deadline set by Rule 25(1) EPC i.e. when the 

text in which the European patent is to be granted is 

validly approved in accordance with Rule 51(4) EPC. It 

is true that when examination proceedings are reopened 

after the approval in accordance with Rule 51(4) EPC 

because the proposed text for grant is to be amended, 

Rule 51(4) EPC requires that the applicant once again 

be informed of the text in which the Examining Division 

intends to grant the European patent. In such a case, 
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for Rule 25(1) EPC to apply, it is the last approval 

given by the applicant that is decisive (cf. G 10/92, 

point 7 of the reasons). However, in the present case, 

upon the reopening of the examination proceedings 

following the appellant's request for amendments after 

the issuing of a communication under Rule 51(6) EPC, no 

new communication under Rule 51(4) EPC had to be sent 

to inform the appellant again of the text in which the 

Examining Division intended to grant a European patent, 

as the Examining Division stated that it could not 

accept the appellant's request for further amendments, 

which was eventually withdrawn. 

What the appellant calls its final approval by the 

withdrawal of its request for amendments cannot be 

construed as an approval within the meaning of 

Rule 25(1) EPC as this approval was not given within 

the framework of Rule 51(4) EPC, which prescribes a 

certain form for the approval. 

After the appellant's withdrawal of its request for 

further amendments it was clear that the only approval 

in accordance with Rule 51(4) EPC was that given by the 

appellant on 15 December 1995. Consequently the 

application No. 97 104 162.9 filed by the appellant on 

12 March 1997 could not be treated as divisional 

application. 
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Order 

For these reasons it is decided that: 

The appeal is dismissed. 

The Registrar: 	 The Chairman: 

lk,mm 
M. Beer 
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