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Summary of Facts and Submissions

I. The applicant’s petition for review of 4 June 2019 is
directed against the decision of Board of Appeal 3.5.03 in case
T 333/18 dismissing the applicant’s appeal against the refusal
of European patent application No. 08837606.6. The Board’s
written decision in the underlying appeal was posted to the
applicant’s representative on 27 March 2019. The petition for
review relies on Article 112a(2) (c) EPC and Article 112a(2) (d)
EPC.

The petitioner has divided its “Reasoned Statement” in seven

sections:

1. Summary: Optimal Load Controller Appeal Process (pages 2-6)
2. Optimal Load Controller - comments on the decision (pages
7-58)

3. Comments on the Statement of Grounds of Appeal (referred to

as “L3”) (pages 58-65)
4. Comments on the arguments in L3 relating to the objective

technical problem (pages 66-73)

5. Oral Proceedings at the instance of the EPO (pages 74-75)

6. Arguments regarding viewing the claimed invention as a whole
(pages 76-81)

7. Advantages of the optimal load controller and device

(OLCMD) pages 82-83).

In its statement, the petitioner asserts that the following
three fundamental violations of its right to be heard occurred
in the appeal proceedings. Firstly, that the Board ignored the
petitioner's comments in the grounds of appeal challenging the
decision of the examining division on inventive step (page 4,
first bullet point). Consequently, the applicant’s right to be
heard was infringed. Secondly, that there was no attempt in

written communications to address any of the information
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submitted by the appellant prior to the decision. This had the
effect of delaying the oral proceedings and infringing on the
appellant’s right to be heard. Thirdly, that the Board assumed
that the applicant's right to be heard on the change in the
formulation of the technical problem was forfeited because it

did not attend the first instance oral proceedings.

First alleged violation: appellant’s comments on inventive step

in the grounds of appeal

IT. In the grounds of appeal, the appellant (petitioner) argued
that the examining division's assessment of inventive step was
flawed. According to the petitioner, there were four
differences between the claimed invention and the closest prior
art, yet the Board considered there were only two.
Additionally, 1t was argued in the grounds of appeal that the
differentiating features of the claimed invention created a
synergistic and dynamic optimisation effect. The petitioner
argues that the Board made only a piecemeal comparison and
ignored this argument. In addition, the petitioner claims that
the Board's decision neither considers the appellant’s view
that the examining division’s formulation of the objective
technical problem was based on hindsight, nor addresses the
appellant’s arguments in the grounds of appeal dealing with the

could-would analysis of the problem-solution approach.

Second alleged violation: no communication before oral

proceedings

III. The petitioner argues that conducting appeal proceedings
without issuing a communication before holding oral proceedings
had the effect of delaying the oral proceedings and infringed
on the appellant’s right to be heard.

Third alleged violation: the change in the objective technical

problem in first instance oral proceedings
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IV. The decision was allegedly based on facts on which the
applicant was not able to comment, as the change in the
formulation of the objective technical problem was introduced
into the first instance proceedings only during the oral
proceedings, which the applicant chose not to attend. According
to the petitioner, the Board of Appeal failed to recognise an
infringement of the applicant’s right to be heard and therefore

infringed the appellant’s right once again.

V. In his reply of 23 November 2020, the petitioner addressed

these issues.

First alleged violation: appellant’s comments on inventive step

in the grounds of appeal

VI. The petitioner explained in more detail that the Board took
into account only some of the arguments, and, in addition,
assessed them incorrectly. The Board allegedly ignored
differences between the claimed invention and the prior art
concerning the plurality of load controllers, the feedback-loop
and the need for an additional sensor (and lack thereof in the
invention). The petitioner alleged the following errors in the
obviousness assessment: the ignored synergy, the formulation of
an incoherent objective technical problem, the ignored non-
combinability of D6 by D7 and hindsight argumentation. This
resulted in a piecemeal assessment that was not in line with a
correct legal analysis of the presence of an inventive step.
The petitioner acknowledged that a Board does not need to
address each argument but contended that this was not true for
the inventive step assessment, which was central to the Board’s

decision.

Second alleged violation: no communication before oral

proceedings
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VII. According to the petitioner, the violation of the right to
be heard resulted not only from the Board's failure to provide
its opinion on the additionally filed auxiliary requests and
arguments before +the oral proceedings. It also came as a
surprise that the Board had not admitted the auxiliary requests
due to a minor, newly raised clarity objection, to which the

applicant had had no opportunity to respond.

Third alleged violation: the change in the objective problem in

first instance oral proceedings

VIII. The petitioner argues that the first instance decision
was based on facts on which the applicant was not able to
comment, because the change in the formulation of the objective
problem to be solved was included in the first instance
proceedings only during the oral proceedings, which
the applicant chose not to attend. The Board's dismissal of the

claim that a violation of the right to be heard had occurred
was not merely a substantive issue, but rather a severe

procedural defect.

IX. During the oral proceedings before the Enlarged Board
of Appeal on 26 November 2020, the ©petitioner further
elaborated on the alleged infringement of its right to be
heard. A party to EPO proceedings had a right to a real
consideration of 1ts arguments. The petitioner argued that
besides the fact that the Board had allegedly not
afforded the appellant an opportunity to comment on the
lack-of-clarity issues, an inventive step assessment
following the generally applied problem-solution approach
was missing entirely. A feature-by-feature assessment was, the
petitioner claimed, no response to the appellant's arguments,
which relied on effects of the invention as a whole. A
clear indication that the Board had disregarded the
appellant's submissions was allegedly apparent in point 1.5 of
the Board's decision. The appellant explained that it had not
agreed that the problem to be solved could be formulated as
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“how to simplify the system of D6 with regard to the
optimisation of a plurality of parameters”. The applicant had
requested a decision on the state of the file, which the
examining division did not grant. Instead of deciding on the
state of the file, the examining division introduced a
different problem to be solved without giving the applicant the
possibility to respond. According to the petitioner, such a
clear infringement of the applicant’s right to be heard would
have required a remittal of the case to the department of first

instance.

X. The petitioner requests that the decision under appeal be

set aside and the case be reopened before the Board of Appeal.

Reasons for the Decision

1. The petition meets the requirements with respect to the time

limit and payment of the petition fee.

2. Concerning the first alleged wviolation, the petition

complies with Rule 106 EPC. An objection in respect of the
alleged procedural defects had not been possible Dbefore the
Board, as the alleged deficiencies only became apparent from
the reasons of the decision. However, concerning the second and
third alleged procedural defects, an objection could gqguite

conceivably have been raised during the appeal proceedings.

First alleged violation (see point II. above)

3. In this part of the petition the petitioner claims that its
arguments as submitted in the grounds of appeal on the
inventive-step analysis by the examining division were not

taken into account by the Board when deciding on the appeal.

The law and general principles
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3.1 Article 113(1) EPC reads:

The decisions of the European Patent Office may only be based on grounds or evidence on

which the parties concerned have had an opportunity to present their comments.

This implies that those involved be given an opportunity not
only to present comments (on the facts and considerations
pertinent to the decision) but also to have those comments
considered, that is reviewed, with respect to their relevance

for the decision on the matter.

On the other hand, the right to be heard does not go so far as
to impose a legal obligation on a board to address each and

every argument of the parties in detail in a decision.

3.2 The inventive-step discussion in the decision of the Board

The Enlarged Board of Appeal refers to point 1 of the impugned
decision: Main request - claim 1 - inventive step (pages 5-13).
The issues 1listed by the petitioner were dealt with in this

part of the decision, as follows:

(1) Four differences: points 1.9 - 1.10
(2) Synergistic and dynamic optimisation effect and combined

consideration of features: points 1.13-1.14.
(3) Formulation of the objective technical problem Dbased on

hindsight: point 1.5
(4) The could-would analysis: points 1.7.2 -1.7.3

In summary, all the issues put forward by the appellant in its
grounds of appeal were dealt with. The petitioner argued that
there was no agreement between the appellant and the Board on
what to view as the closest prior art. This argument must fail
because there is no proof that the minutes are incorrect in
this respect. In fact, the petitioner has not even filed a

request for correction. The mere fact that the Board's
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assessment of the facts differs from the petitioner’s does not

mean that there was an infringement of the right to be heard.

Second alleged violation (see point III. above)

4. Rule 106 EPC reads:

A petition under Article 112a, paragraph 2(a) to (d), is only admissible where an objection
in respect of the procedural defect was raised during the appeal proceedings and dismissed
by the Board of Appeal, except where such objection could not be raised during the appeal

proceedings.

The lack of a communication could have been raised during the
oral proceedings before the Board. Comments on clarity were
possible during the discussion on the admissibility of the
auxiliary requests which the appellant eventually chose to

maintain.

5. Third alleged violation (see point IV. above)

The objection that the Board failed to recognise an
infringement of the applicant’s right to be heard in first
instance proceedings could have been raised during the oral

proceedings before the Board.
6. In the light of the foregoing, the Enlarged Board of Appeal
finds no fundamental violation of the petitioner’s right to be

heard or any other fundamental procedural defect defined within
the meaning of Rule 104 EPC.

Order

For these reasons it is decided that:
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The petition for review 1s wunanimously rejected as being

clearly unallowable.
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