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Summary of Facts and Submissions

I. The petition for review (“Petition”) concerns appeal
proceedings T 2842/18 of the Board of Appeal 3.3.04
(“the Board”). The appeal was lodged by the Petitioner
against the decision of the opposition division to
revoke the patent. The decision of the Board, taken on
1 October 2020 and issued in writing on 19 March 2021,
shall be referred to as the “Decision”. The minutes of
the oral proceedings held before the Board on
1 October 2020 shall be referred to as the “Minutes”.

IT. The Petitioner argues that its right to be heard under
Article 113 (1) EPC has been violated (ground of
petition Article 112a(2) (c) EPC). The Petitioner
identifies two major aspects of this violation of the

right to be heard, the first one will be referred to as

“postponement - representative argument”, and the
second as the “added matter - reasoning argument”.
Postponement - representative argument
ITT. The Petitioner made three requests to postpone the oral

proceedings in the appeal case, on 2 June 2020,
23 September 2020 and 28 September 2020. The Board
granted the first of these requests and rejected the

second and third such requests.

IV. The background to these requests was the COVID-19
situation of 2020. As regards its second and third
postponement requests, the Petitioner argued that its
principal representative during the opposition and
appeal proceedings, (hereafter “SW”), based in the
United Kingdom, had certain personal/national

characteristics that made travelling to Munich and
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attending an in-person oral proceedings on
1 October 2020 inadvisable for him. Points 3.8 to 3.11

of the Petition address this issue.

Thus, a consequence of the holding of the
1 October 2020 oral proceedings was that the Petitioner
needed to replace SW at short notice with another

representative.

The Petitioner sets out what it considers to be
violations of Article 113(1) EPC at point 3.3 of its
Petition. These points are set out verbatim below:

(1) The refusal to recognize that parties at
the EPO have a right to free choice of
representation;

(11) The determination to hold the oral
proceedings regardless of the
circumstances, both in general and
specifically in relation to the appointed
representative chosen by the proprietors;

(11id) De facto discrimination based on
nationality/residence and personal
characteristics of the appointed
representative;

(iv) The improper weight given to the
acceleration of the proceedings, unfairly
to the benefit of the opponents and
detriment of the proprietors who were
forced to attend oral proceedings without
the appointed representative of their
choice;

(v) The disregard of the proprietors’ right to
be heard fully, even with explicit
statement that the Board regarded the oral

proceedings and hearing of the proprietors
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as essentially unnecessary for its

decision.

The “Protest Note” was submitted at the oral
proceedings before the Board at approximately 13:05
hours, after the Board had announced its negative
opinion on claim 1 of the main request and added
matter. This note makes the argument that points i, 1ii,
iii and iv in para VI above constitute a violation of
the right to be heard. The Protest Note also contains
arguments on the free choice of representation being a
constitutional right in Germany, and that similar
provisions can be considered to apply in EPC member
states and that Article 134(1) EPC is to a similar
effect.

The Added Matter argument

VIIT.

IX.

The Petitioner argues that it was taken by surprise by
the Board’s reasoning on the non-compliance of claim 1
of the main request with Article 123 (2) EPC in the

Decision.

From para. 20 of the Board’s preliminary opinion, and
also from the Minutes, the Petitioner believed that the
Board was aiming at illegitimately introducing
plausibility considerations into the assessment of
disclosure under Article 123(2) EPC. It is now the
Petitioner’s position (see page 14 of the Petition)
that the Board made its decision neither upon the basis
of plausibility considerations, nor upon the basis of
direct and unambiguous disclosure, but upon the basis
of “certainty” as a new standard for direct and
unambiguous disclosure under Article 123(2) EPC. Such a
“certainty” standard had never been raised in the

proceedings.
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Since “certainty”, as the standard to be applied when
assessing compliance with Article 123(2) EPC, had not
been raised during the proceedings, this reasoning only
became apparent once the Decision was issued (see para
4.2.3 of the Petition). Thus, the Petitioner was not

able to raise objections under Rule 106 EPC.

At para 4.1.2 of its Petition, the Petitioner argues
that it could be considered to have made a de facto
Rule 106 EPC objection. It referred to page 5, third
paragraph of the Minutes, where it replied to the
Chair’s question as to whether its right to be heard

had been respected with the following comment:

“The appellants replied that this depended on
whether or not they could convince the board that
the requirements of Article 123(2) EPC were
fulfilled. If not, they indeed considered their

right to be heard as being violated.”

From the Board’s preliminary opinion of 27 May 2020,
the Petitioner considered that the Board was going to
introduce plausibility considerations into the

Article 123 (2) EPC assessments. The Petitioner
disagreed that plausibility considerations had any role
to play in such an assessment, and prepared and

presented its case accordingly.

During the oral proceedings, the Chair stated that (see
page 4, fourth paragraph of the Minutes) “.. the board
had not included considerations of plausibility in the
assessment of the requirement of Article 123(2) EPC.
The question to be addressed, according to the board,

was whether or not there was a direct and unambiguous
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disclosure for the claimed effect in the application as
filed”.

The Petitioner states that the above statement
convinced it that the long established and consistent
case law for (literal) disclosure, (see page 14 of the
Petition), under Article 123 (2) EPC would be applied by
the Board and that the Board would not apply any form

of plausibility requirement.

It was only once the Petitioner received the written
decision that it realised that the Board had based its
consideration of Article 123(2) EPC neither upon
plausibility, nor upon direct and unambiguous
disclosure. This is clear from para. 45 of the Decision
(see points 4.1.1 and 4.2.3 of the Petition). From this
part of the Decision the Petitioner argues that the
Board assessed the requirements of Article 123 (2) EPC,
in the context of second medical use claims, not upon
the established standard of literal disclosure of the
words basis, but upon the basis of a new standard of
its own invention. This new standard was that, even if
the claim wording had a literal basis in the
application, the application as filed had to provide a
disclosure that proved to the skilled person with
absolute certainty that the claimed therapeutic effect
was definitely achieved. The parties were not heard on
this line of reasoning, hence there was a violation of

the Petitioner’s right to be heard.

Oral proceedings before the Enlarged Board in a three
member composition took place on 28 March 2023. At the
end of these oral proceedings the Enlarged Board
ordered that the Petition be submitted to the Enlarged
Board as composed under Rule 109 (2) (b) EPC, (a five

member composition), for decision. The parties were
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summoned to oral proceedings before the Enlarged Board
in its five member composition. The oral proceedings

took place on 24 November 2023.

In preparation for the oral proceedings on
24 November 2023, the following substantive submissions
were filed by the parties:
Opponent-Respondent VII filed a letter dated
14 June 2023.
Opponent-Respondent VI filed a letter dated
23 June 2023.
The Petitioner filed a letter dated 4 August 2023.
Opponent-Respondent VI filed a further letter dated
6 September 2023.
Opponent-Respondent VII filed a further letter
dated 10 October 2023.
The Petitioner filed a further letter dated
10 November 2023.

The parties provided extensive arguments, in some cases
supplemented by further evidence, relating to the
issues of this case. In particular, the Respondents
argue that the Petitioner did not raise its

Rule 106 EPC objection regarding its postponement -
representative argument as early as it should have. The
Petitioner reiterated its position as set out in the
Petition and its letter of 14 March 2022.

The parties all made lengthy submissions on the issue
of whether the Petitioner was taken by surprise by the
Board’s reasoning on the compliance of claim 1 of the
main request with Article 123(2) EPC. The Petitioner
reiterated its position as set out in the Petition and
its letter of 14 March 2022.
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Board regarded the oral proceedings and hearing of the

proprietors as essentially unnecessary for its decision

XX. This is point v. of the Petitioner’s list of violations
of its right to be heard, see page 6 of the Petition.
The Petitioner withdrew its objection under this head
during the oral proceedings before the Enlarged Board
on 24 November 2023.

One-day rather than two-day oral proceedings

XXT. The Board originally summoned the parties to a two-day
oral proceeding with its summons of 18 September 2019.
This was subsequently changed by the Board to a one-day
oral proceedings. The Petitioner withdrew its objection
under this head during the oral proceedings before the
Enlarged Board on 24 November 2023.

XXTITI. The Petitioner requests that:

(1) The decision under review is set aside and
that the proceedings are re-opened; and

(i) The members of the Board who participated
in the Decision set aside shall be
replaced, such that the board of appeal to
consider the case on re-opening of appeal
proceedings is composed of different
members than the composition in the
impugned Decision; and

(1ii) The fee for the Petition for Review is

reimbursed.



- 8 - R 0007/21

Reasons for the Decision

Review of the Board's discretionary decision to not postpone

the oral proceedings

1. The Enlarged Board has no competence under
Article 112a EPC to examine the merits of the decision
and to go into the substance of a case (R 13/10 para 4,
R 7/17 para 7 and 8), not even indirectly (R 3/18 para
2.4, pages 13 - 14). The Enlarged Board not being
competent to decide on the merits of a case necessarily
implies that the Enlarged Board, as a rule, has no
power to control the normal exercise a board makes of
its discretion (R 10/09 para 2.2, see also R 6/17 para
3.5). In this case, the Board exercised its
discretionary power under Article 15(2) RPBA as regards

its decision not to further postpone the oral

proceedings.

2. The exercise of discretion is only subject to review if
arbitrary or manifestly illegal, ("... illégalité
manifestes ...", see R 10/11 para 5.2), thereby

involving a fundamental violation of the right to be
heard (R 9/11).

3. The Petitioner cannot claim that the right to be heard
has been infringed in respect of its request that the
oral proceedings before the Board be postponed. Whether
to postpone the 1 October 2020 oral proceedings was the
subject of submissions by the Petitioner and a
communication of the Board dated 30 September 2020
setting out the reasons for the Board's rejection of
this request. Indeed, the Decision sets out in full
detail the various submissions of the parties and the
communications of the board on this point, see para XIV
to XX, XXIII to XXXV, XLI of the Decision. The Decision
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substantively considers those submissions in para 5 to
30. Thus, there has been no violation of the

Petitioner's right to be heard in this respect.

4., The Enlarged Board thus finds this ground of petition

unallowable.

Added matter reasoning argument

5. The Board’s reasoning on added matter is set out at
paras. 31 to 57 of the Decision. The wording of claim 1
of the main request was amended to include the
therapeutic effect of “preventing or slowing down the
progression in structural joint damage and erosion
caused by rheumatoid arthritis” (hereafter “the First
Feature”). The issue before the Board was whether there
was a disclosure in the application as filed from which
it was directly and unambiguously derivable that this
was the effect achieved when the treatment was carried

out as claimed - see para. 39 of the Decision.

6. The above objection against the First Feature under
Article 123 (2) EPC was made by opponent 6, (respondent
VI on appeal) on page 14 of its submissions of
8 June 2018 before the opposition division, (where it
was directed against auxiliary request 5 filed on
27 April 2018), and on page 7 of its submissions of
19 August 2019 before the Board, (where it was directed
against the main request, which had been auxiliary
request 14 filed at the oral proceedings before the
opposition division). The opposition division found the
then auxiliary request 5 not to comply with
Article 123 (2) EPC for reasons other than those
advanced by opponent 6 and found that auxiliary request
14 complied with the requirements of
Article 123 (2) EPC.
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In its communication of 27 May 2020, the Board at

points 18 to 28 of the communication took up respondent
VI’s Article 123 (2) EPC objection to the First Feature
and pointed out in para 21 that the Proprietor had not

responded to this objection.

The Petitioner responded to these objections on

31 July 2020. The Petitioner argued that the Board and
respondent VI were trying to introduce plausibility
requirements into Article 123(2) EPC, plausibility not
being a legal requirement of Article 123(2) EPC, but
rather being an issue under Articles 83 and 56 EPC. The
Petitioner pointed out that Example 3 of the
application as filed contained verbatim the First
Feature and that Example 1 of the application proved
that this technical effect became available (see pages

5 to 8 of Petitioner’s submissions of 31 July 2020).

At oral proceedings before the Board, whether the First
Feature of claim 1 of the main request, (which had been
auxiliary request 14 filed at the oral proceedings
before the opposition division), complied with the
requirements of Article 123 (2) EPC was discussed with
the parties between 09:35 and 12:10 hours. During this
discussion, the issue of whether the Board was applying
a plausibility requirement to Article 123 (2) EPC was
discussed. The Board denied that it was applying any
such requirement and that the issue to be addressed was
“.. whether or not there was a direct and unambiguous
disclosure of the claimed effect in the application as
filed” (see last sentence, penultimate para, page 4 of

the Minutes).

Claim 1 of the main request claims an effect,

“preventing or slowing down the progression in
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structural joint damage and erosion caused by
rheumatoid arthritis” (that is, the First Feature).
These words are found verbatim in Example 3 of the
application as filed (see para 43 of the Decision). For
the Board, the wording directly before the First
Feature in Example 3, “.. [i]t is expected that re-
treatment under the protocol herein (or with a
different CD20 antibody) will be effective in ..” meant
that the skilled person reading Example 3 would not
conclude that the effect of the First Feature was
definitely achieved, which is what is being claimed
(see paras 43 and 45 of the Decision). Hence, the Board
found that claim 1 of the main request did not comply
with Article 123 (2) EPC.

For a decision to comply with Article 113 EPC, the
Enlarged Board of Appeal has held that the following
three requirements need to be fulfilled, (see R 4/11,
point 2.5 and Case Law of the Boards of Appeal, 10th
edition, section V.B.4.3.8d)):

(1) the party concerned had an adequate
opportunity to present its point of view to
the board before a decision was taken; and

(i) the board considered the arguments
presented by the party; and

(1id) the decision was based on a line of
reasoning that could be said to have been

in the proceedings.

In more recent case law (R 10/18, affirmed in R 6/20),

requirement iii. was not mentioned.

The main objection of the Petitioner appears to be
under (iii) above, that the Board decided the
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Article 123 (2) EPC point upon the basis of “certainty”,

this having never been discussed in the proceedings.

The Petitioner arrived at this position from its
analysis of para 45 of the Decision. We quote this para

of the Decision in full below:

“The board agrees with the respondents that the
statement on page 129, lines 20 to 22 of the
application does not amount to an explicit
disclosure that retreatment (“under the protocol
.."") does achieve the effect of “preventing or
slowing down the progression ..”, but rather
expresses an expectation of what the outcome of the
clinical trial might be. It is the board’s view
that the skilled person would derive from the
passage in question that the above-mentioned effect
might or might not be achieved. The skilled person
would not conclude that the effect was definitely

achieved.”

These considerations led the Board to conclude in para

50 of the Decision:

“Therefore while the wording “preventing or slowing
down (..) rheumatoid arthritis” is disclosed in the
application, see point 43., the board concludes
that the skilled person does not derive from page
129, lines 20 to 22, when read alone or in the
context of Example 3 as a whole, a clear and
unambiguous disclosure that the therapeutic effect
of “preventing or slowing down the progression in
structural joint damage and erosion caused by
rheumatoid arthritis” is achieved when patients
with active RA are retreated under the protocol

described.”
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It thus appears that the Board based its decision on a
line of reasoning that had been in the proceedings and
thus complied with the requirements mentioned above (in

point 11).

The Enlarged Board is thus of the view that the
Petitioner was able to exercise its right to be heard
and that the Decision is not based upon any reasons
that the Petitioner had not been afforded an
opportunity to comment on. The Petition is thus

unallowable on this point as well.

For these reasons it is decided that:

The petition for review is rejected as unallowable.
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