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Summary of Facts and Subm ssi ons
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An appeal was | odged by the patentee (appellant)

agai nst the decision of the opposition division dated
22 Cctober 1999 by whi ch European patent No. 0 359 472
was revoked on the grounds that the subject matter of
the granted clains contravened the requirenents of
Article 100(c) EPC and that none of the auxiliary
requests on file satisfied the formal requirenments of
t he EPC.

The opposition division did not find a basis in the
application as filed for claim1l as granted
(Article 123(2) EPC), which read as foll ows:

"1. Anodified Bt insecticidal protein gene, the coding
regi on of which has an A+T content no greater than
60% "

Claims 2 to 11 conprised specific enbodi nents of
claim11l, wherein dependent claim®6 read :

"6. Anodified Bt insecticidal protein gene according
to claim1l wherein the A+T content of said coding
region is approximately 55%"

Clainms 12 to 28 as granted were directed to further
enbodi nents related to clains 1 to 11, such as a
reconbi nant DNA cl oni ng vector conprising the nodified
Bt insecticidal protein gene (claim12), a plant
(nmonocot, dicot, mmize) cell containing the nodified Bt
i nsecticidal protein gene (clains 13 to 18), a nethod
of producing a protein toxic to an insect using these
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plant cells (claim19) and a nethod of producing a gene
encoding this insecticidal protein (clainms 20 to 28).
The auxiliary requests 1 to 3 then on file were also
found to offend against Article 84 and/or

Article 123(2) EPC

Wth the statenent of G ounds of Appeal, the appellant
filed four auxiliary requests. Comments on the
statenent of G ounds of Appeal were submtted by al
respondents (opponents 01 to 03/respondents | to I11).

A conmuni cation pursuant to Article 11(2) of the Rules
of Procedure of the Board of Appeal was issued by the
Board, wherein the main points to be discussed at the
oral proceedi ngs were sumari zed.

In reply to the Board' s conmuni cation, the appell ant
filed a fifth, sixth and seventh auxiliary requests and
respondents | and Il submtted further conments.

Oral proceedings were held on 8 July 2003. At the oral
proceedi ngs, the appellant w thdrew all previous
requests on file and filed a new main request and an
auxiliary request based respectively on its earlier
fifth and seventh auxiliary requests with sone
amendnent s.

Claim1 of the main request filed at the oral

pr oceedi ngs read:

"1. A gene encoding an insecticidal protein, said gene
being a Bt insecticidal protein gene which has been
nodi fied such that its coding region has an A+T content
substantially equal to that of genes for highly
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expressed plant proteins, said A+T content being no
greater than 60%"

Claim1l1l of the auxiliary request filed at the oral

pr oceedi ngs read:

"1. A gene encoding an insecticidal protein, said gene
being a Bt insecticidal protein gene which has been
nodi fi ed such that the A+T content of the coding
sequence of said gene is approxi mtely 55% but no
greater than 60%"

The argunents of the appellant insofar as they are
rel evant to the present decision nmay be sunmarized as
fol | ows:

Mai n request

There was established case | aw of the Boards of Appeal
accepting the use of the term"substantially". The
wor di ng "substantially equal™ would be easily
understood by the skilled person and it did not

i ntroduce any unclarity into the claim In the |ight of
t he description, the A+T content of genes for highly
expressed plant proteins was known to the skilled
person and it could not be made dependent on a changi ng
or evolving prior art because there was an unanbi guous
di scl osure of a specific value in the description of
the patent in suit.

Auxi | iary request

| nsofar as the subject-matter of claim1 only
represented a conbination of granted clains 1 and 6,
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lack of clarity could not be an issue for this claim
Claim1l was addressed to a person skilled in the art
who woul d have no difficulty in interpreting the

i ndi cated numerical range in the light of the
description - in particular the |ast paragraph on
page 8 of the patent in suit - and commobn sense.

The argunents of the respondents in witing and during
t he oral proceedings insofar as they are relevant to
t he present decision nmay be sunmarized as foll ows:

Mai n request

There was no indication in the patent in suit of the
meani ng of "substantially equal”. This lack of clarity
was not overcone by further reference to "genes for

hi ghl y expressed plant proteins”, which was in itself
anbi guous insofar as there was no indication of which
pl ants had to be considered, which genes were actually
meant and under which conditions their expression had
to be taken into account (tissue, tine, etc...).
Moreover, this definition inplied that the actual val ue
of the A+T content woul d be subject to the evol ving
know edge of plant genes of the prior art and thus it

coul d not be a constant val ue.

Auxi | iary request

Claim6 as granted indicated a preferred value within
the range defined in granted claim1 but not a | ower
limt of this range. Caim1l of the auxiliary request,
by defining such a lower limt, was not a nere

conbi nation of granted claim1 and 6 and the objection
under Article 84 EPC did arise out of the amendment. It
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was established case | aw that the use of general terns
such as "approxi mately" for defining the boundaries of
ranges was not allowed. The conbination of this term
with the defined upper Iimt - "but no greater than
60% - made the boundaries of the nunerical range, in

particular the lower limt, unclear.

The appel | ant requested that the decision under appeal
be set aside and that the patent be maintained on the
basis of either the main or first auxiliary request
filed during the oral proceedings.

The respondents requested that the appeal be di sm ssed.

Reasons for the Decision

2047.D

Articles 123(2)(3) EPC
Mai n and Auxiliary requests

In view of the board's findings on Article 84 EPC, the
board does not deemit necessary to discuss the
obj ections raised under Articles 123(2)(3) EPC.

Article 84
Mai n request

Article 84 EPC requires the clains to be clear, concise
and supported by the description, whereas Article 69
EPC, which refers to the extent of protection conferred
by a European patent, states that the description and
drawi ngs shall neverthel ess be used to interpret the

cl ai ns.
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The A+T content of the coding region of the Bt
insecticidal protein gene is the essential technical
feature characterizing the subject matter of claim1.
This feature is defined as being "substantially equal
to that of genes for highly expressed plant proteins,
said A+T content being no greater than 60% . The
specific value of the A+T content of genes for highly
expressed plant proteins is not explicitly given in the
claimand thus, it needs to be interpreted in the |ight
of the description or, if the description does not
all ow such an interpretation, in the light of conmon
general know edge in the art.

Page 8, lines 52 to 53 of the description of the patent
in suit reads "I n genes encodi ng highly expressed pl ant
proteins, the A+T content is approximately 55% . The

di scl osure of a specific value in the patent in suit
obviates the need to resort to common general know edge
and avoi ds anbi guous interpretations. Thus, in the
light of the description, the A+T content
characterizing the clainmed subject matter is understood
to be substantially equal to approximately 55% but no
greater than 60%

No definition is found in the description of the patent
in suit that could help the skilled person to interpret
t he exact neaning of "substantially equal™ in the
context of the patent in suit. It is left to the common
sense of the skilled person to determ ne the degree of
variation of the A+T content required or inplied by the
wor di ng "substantially equal” and to assess whet her or
not a particular value of the A+T content falls within
this term The fact that only an approxi mate val ue of
the A+T content of genes for highly expressed pl ant
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proteins is disclosed in the patent in suit -
approximately 55% - al so helps to blur the actual
[imts of the value of the A+T content.

It is the understanding of the board that, if any, this
wor di ng woul d be interpreted by the person skilled in
the art as conprising a narrow range of possible val ues
of the A+T content and that this narrow range shoul d be
very close to the specific value disclosed in the
patent in suit, ie an A+T content of 55% The presence
in the claimof an explicit upper limt to this range
gives an indication of its intended w dth. However,
this common sense interpretation of "substantially
equal " is contradicted by the definition of this upper
[imt - "no greater than 60% - which is alnost 10%
greater than the specific value disclosed in the patent

in suit.

More inportantly, no lower limt is explicitly
indicated in the claim However, it is logical to
assune that the interpretation of "substantially equal"”
applied to the upper Iimt will simlarly apply to the
lower limt of the A+T content, ie alnost 10% | ower
than the specific value disclosed in the patent in suit.
Thus, the result would be a range of the A+T content
going from50%to 60% This broad range stands in
conplete contradiction to any sensible interpretation
of the meaning of the terns "approxi matel y" and
"substantially equal".

In view of the foregoing, the board concl udes that
claim1, and thus the main request which conprises that
claim does not fulfil the requirenents of Article 84
EPC.
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Auxi | iary request

It has been argued that claim1 of this request cannot
be open to an objection under Article 84 EPC since it
is a conbination of granted clainms 1 and 6.

According to T 301/87 (Q EPO 1990, 335; point 3.8 of

t he reasons), "when anendnents are nade to a patent
during an opposition, Article 102(3) EPC requires
consideration by either instance as to whether the
amendnent s introduce any contravention of any

requi rement of the Convention, including Article 84 EPC
however, Article 102(3) EPC does not all ow objections

to be based upon Article 84 EPC, if such objections do
not arise out of the amendnents made" (cf also G 9/91,

Q) EPO, 1993, 408; point 19 of the reasons).

In the present case, whereas granted claim6 indicated
a specific value of the A+T content (approximately 55%
whi ch represented a preferred enbodiment falling within
the range of the A+T content defined in granted claim1l
(no greater than 60%, in claiml of the present
auxiliary request that specific value represents a
lower limt of the range. This anmendnent actually
changes the nature of the subject-matter of granted
claiml by changing the character of the original range,
which only referred to an upper limt of the A+T
content but not to a lower I[imt, to a newy created
range with both upper and lower limts. Thus, the board
considers that the objection under Article 84 EPC
arises directly out of the amendnent and has to be
consi dered by the board under Article 102(3) EPC.



12.

13.

14.

2047.D

-9 - T 0064/ 00

Leavi ng aside the question whether such a newy created
range has a basis as such in the application as filed,
it is noted that claiml of the present auxiliary
request defines the A+T content of the coding sequence
of the Bt insecticidal protein gene as being

"approxi mtely 55% but no greater than 60% . The board
considers that a sensible interpretation of the word
"approxi mtely" is expressly contradicted by the
reference to an upper limt which is al nost 10% greater
than the specific value disclosed in the claim
Moreover, the definition of this upper limt inplies an
interpretation of the term "approxi matel y" that nakes
accertaining a reasonable value for a lower limt of
the A+T content conpletely unclear and ambi guous (cf
points 6 and 7 supra).

This unclarity is not renmoved by making reference to

t he | ast paragraph on page 8 in the description of the
patent in suit. As in granted claim1, this paragraph
refers to a range of the A+T content with a defined
upper limt - no nore than about 60% - and, as in
granted claim®6, to a preferred specific value within
this range - nore preferably about 55% However, and
contrary to the situation found in claim1 of the
present auxiliary request, there is no conbination
between the preferred specific value and the indicated
range, in the sense that the forner is not used to
interpret the latter.

Thus, the board concludes that claim1, and thus this
auxiliary request which conprises that claim does not
fulfil the requirements of Article 84 EPC.
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Or der

For these reasons it is decided that:

The appeal is dism ssed

The Regi strar: The Chai r man:

A. Wl i nski L. Galligani
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