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Summary of Facts and Subm ssi ons

2951.D

Tyco El ectronics Corporation (=appellant) appeal ed

agai nst the decision of the opposition division,

foll owi ng the opposition by Raychem I ncorporated (the
opponent), that taking account of the amendnents nade
by the patent proprietor, Hitachi Mxell Ltd
(=respondent), European patent 384 204 (application
nunber 90102273.1) and the invention to which it

rel ates neet the requirenments of the EPC. The patent in
di spute concerns a cylindrical organic battery with a
PTC (=positive tenperature coefficient) device.

In its decision dated 29 Novenber 1999, the opposition
di vision made reference inter alia to the follow ng

docunent s:

D1 "Protection of Batteries with Polysw tch Devices",
Raychem Brochure (US), January 1987, pages 1-6

D2 "Pol ymer PTC Overcurrent Overheat Protection
Devi ce", Electronic Ceramics (JP), Septenber 1986
pages 61-66 with English translation of the
"applications"” section bridging the two colums on
page 65.

The opposition division considered there to be no
infringenment of Article 100(c) EPC in the conbi nation
of features specified in the independent claimbefore
it and the subject matter of claiml1l to neet the
requi renents of Articles 52(1), 54 and 56 EPC.
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In its notice of appeal of 27 January 2000, the
appel  ant presented the follow ng statenent:

"Tyco El ectronics Corporation, of 2800 Fulling MII

Road, M ddl etown, Pennsylvania 17057, incorporated in
the State of Pennsylvania, USA, now owns all the assets,
and is the successor in title of the OQpponent, Raychem
Cor poration. Docunents in support of this change are
filed herewith. Accordingly, the Appellant is Tyco

El ectroni cs Corporation.”

Copi es of the foll ow ng docunents were encl osed:

(a) Merger of Raychem Corporation, a Del aware
corporation into Tyco International (PA) Inc, a
Nevada corporation dated 12 August 1999 certified
by the Secretary of State of Del aware on 18 August
1999,

(b) Ceneral Deed of Contribution, Assignnment and
Assunption, dated 12 August 1999, sworn as a true
copy by the assistant secretary of Tyco
El ectronics Corporation, fornerly AMP Incorporated,
on 14 Cctober 1999 before a notary public
transferring 100% of the assets of Raychem
Corporation from Tyco International (PA) Inc to
AMP | ncor por at ed,

(c) Articles of Arendnent changi ng nane of AMWP
| ncorporated, to Tyco El ectronics Corporation,
dated 13 Septenber 1999, certified by Secretary of
State of Pennsylvania on 13 Cctober 1999.
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The appeal file contains a conmunication dated

4 February 2000 to the respondent fromthe Registrar of
t he board advising of the appeal nunber and including a
standardi sed text that a copy of the appeal is annexed.

In a comuni cation dated 28 March 2000, the formalities
officer in Directorate-GCGeneral 2 of the European Patent
Ofice charged with dealing with requests for entry of
change in the Register of European Patents confirmed to
the Representative of the appellant that the nanme of

t he opponent had been amended from 27 January 2000 to
Tyco El ectronics Corporation.

Both parties requested oral proceedings on an auxiliary
basi s and consequent to these requests the board

appoi nted oral proceedings for 22 Cctober 2003. In its
| etter dated 10 Septenber 2003, the appellant inforned
the board that it did not intend to be represented at
the oral proceedings and requested a decision on the
basis of the witten subm ssions.

In a tel efax conmmuni cation dated 19 Septenber 2003, the
Registrar transmtted to the respondent a copy of the

| etter of the opponent dated 27 January 2000 with

encl osures and a copy of the letter dated 28 March 2000
fromthe formalities officer, remarking that these had
apparently not been sent so far.

The case of the appellant can be sumrari sed as foll ows:

Request s

The appel | ant requests revocation of the patent in its

entirety.
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Argunent s

Amrendnent s

According to the appellant, each of the original

i ndependent clains falls within the broad statenent of
invention given in the application as filed. However
features in the single independent claimas naintained
by the opposition division were not disclosed in

i solation, but only in conbination with other technical
features, different for the three enbodi nents. Thus for
Enbodi ment 1, a di sk shaped PTC device and netal plate
are specified, for enbodinent 2, a disc shaped PTC
device and a folded rectangular plate, and for

enbodi nent 3 a PTC device as enbodi ment 1 and a square
shaped netal plate with a slit.

Substantive Patentability

A conparison of claiml1l of the patent in suit with the
general i sed teaching of docunent D1 shows that no
feature taken on its own is novel. For exanple, figure
1 shows a PTC device and netal plate not extending the
size of the bottomof the battery and positioned within
the area of the bottomof the battery. To the extent
that spot welding is not unanbi guously disclosed in
Figure 1 of docunment D1, it is obviously known as

wi t hout excessive heat transfer. Not extending the size
of the bottomof a single battery would be a nere
design variation, especially in viewof fitting into
containers. In so far as docunent D2 specifically
illustrates a PTC device welded by a netal plate to the
bottom of a cylindrical battery, the conbination with
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t he generalised teaching of docunent Dl renders claiml

lacking in inventive step.

The case of the respondent can be summarised as foll ows:

Request s

The respondent requests that the patent be naintained
in amended formon the basis of its main request:

- claims 1 to 4 of the main request filed at the
oral proceedings;

- description and drawi ngs of the patent
speci fication,

or if the board cannot conply with this request
alternatively on the basis of its auxiliary request.

- claims 1 to 4 of the auxiliary request filed at
the oral proceedings;

- description and draw ngs of the patent
speci fication,

Wordi ng of independent cl ains

Main request - Claiml

Cylindrical organic electrolyte battery (1) with a PTC
device (2) being externally bonded to the bottom (1a)
of the battery by a nmetal plate (3) which is spot-

wel ded to the bottom of the battery, the PTC device
consisting essentially of a resin |ayer (2a) having a
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Positive Thermal Coefficient (PTC) properties fixed
between two netal |ayers (2bl, 2b2), whereby the PTC
device (2) and the netal plate (3) have a size not
extending the size of the bottom (la) of the battery
and are positioned within the area of the bottom (1a)
of the battery."

Auxiliary request - Caiml

This claimis worded as the main request but with the
followi ng feature added after the last word "battery”
at the end of the claim

"said netal plate (3) being connected to the bottom of
the battery at a position renote fromthe PTC device."

Argunent s

Adm ssibility of the appeal

In the witten proceedi ngs, the respondent chall enged
the status of the appellant as entitled, assumng, in
the witten procedure, for expediting the proceedi ngs

t hat appropriate substantiating evidence woul d be

provi ded by the appellant. At the oral proceedings, the
respondent inforned the board that the docunents
supporting the change of nane of opponent had been
received for the first time with the tel efax

conmuni cation fromthe board before the oral

proceedi ngs. The appeal should be rul ed i nadm ssi bl e
because the supporting docunents were inadequate. Wile
the respondent admtted there seened to have been sone
sort of transfer, there was no definite identifying
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i nk between as opponent before the first instance and
t he appel | ant because:

t he opponent address of Raychem I ncorporated was in
Menl o Park, California, whereas the Merger docunent
recites that Raychem Corporation is a Del aware
corporation and Tyco International (PA), a Nevada
corporation, the address of Tyco El ectronics
Corporation then being given as 2800 Fulling MI| Road,
M ddl et own, Pennsyl vania, the role of AMP incorporated,
wi th an undefined address in Pennsyl vania, as neither
opponent nor appellant is obscure.

In view of the differing locations, it is not possible
to tell whether the entities involved really received
and passed on the assets of the opponent to the present
appellant. Al that it m ght be possible to assune is
thus that there is some comercial interest on the part
of Tyco El ectronics Corporation. Thus the appeal should
be di sm ssed as inadm ssible follow ng decision

T 298/ 97, especially headnote 3. In addition, it cannot
be considered satisfactory that the European Patent
Ofice is prepared to admt copies of docunents as
adequat e proof of change.

Amrendnent s

Figure 6 and the corresponding parts of the
specification of the original application (i.e. the
paragraph following [2] in line 39 on page 3 of the "A"
publication or in line 23 on page 3 of the patent)

of fer support for anmended claim1l in dispute. An
objection that present claiml is not based on any of
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the originally filed i ndependent clains |acks any
justification based on the EPC

Substantive patentability

In the witten proceedi ngs, the respondent chall enged

t he publication date of docunment D1, assum ng for
expediting the proceedi ngs that appropriate
substanti ati ng evidence woul d be provided by the
appellant. It is not clear that docunent D1 really was
avai l able to the public because only a photocopy had
been provided, with the | ast page unnunbered, so that
it could derive from another brochure, and bearing what
could be a date but not necessarily that of publication,
for exanple it may be the date of preparation. During
the oral proceedings, the respondent submtted further,
that this docunent too, as a copy which coul d have been
mani pul ated, should not be admtted. The respondent
stated that he could not renenber raising the issue of
the "copy" before the first instance, observing that
this had not been m nuted.

The introduction of docunent Dl points to an internally
bonded PTC device, not external as clained. The
intercell connector strap devices of docunent D1 cannot
possi bly indicate anything about a position within the
area of the bottomof the battery. Moreover, the
specific feature of spot welding is not disclosed. As
admtted by the appellant, the device and netal plate
of document D2 are not sized and positioned as
specified in claim1 of the patent. The differing
features are not design variations but realise each and
every cell with its own PTC device. The subject matter
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of claiml1l is thus new and inventive over the prior art

r ef er ences.

It is inplicit in the teaching of the patent that the
netal plate is connected to the bottom of the battery
at a position renote fromthe PTC device as this avoids
damage to the device when spot wel di ng.

At the end of the oral proceedings, which took place in
t he absence of the appellant, the board gave its

deci si on.

Reasons for the Deci sion

1

2951.D

Adm ssibility of the appeal

The appeal neets the requirenents as to tine limt and
formspecified in Article 108 EPC. The respondent has,
however, raised the question of whether the appellant
is an entitled party in the sense of Article 107 EPC

From t he nerger docunent (a), referred to in

section 111 above, it can be seen that the constituent
corporations to the merger are Raychem Corporation, a
Del awar e corporation and Tyco International (PA) Inc, a
Nevada corporation. The surviving corporation is Tyco

I nt ernational (PA) Inc.

Fromthe General Deed (b), referred to in section Il
above, it can be seen that the assets of Raychem
Corporation were transferred from Tyco International
(PA) Inc to AVP I ncor porat ed.
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Fromthe Articles of Arendnent (c), referred to in
section Il above, it can be seen that the name of Anmp
Inc was then changed to Tyco El ectronics Corporation.

A chain of events in the correct sequence is therefore
est abl i shed from Raychem I ncorporated via nmerger with
Tyco International (PA) Inc to AVP incorporated, which
changed its nane to Tyco El ectronics Corporation. The
board does not have any difficulty understanding the
role of AVP incorporated in this chain, because the
Ceneral Deed (b) specifically recites that 100% of the
assets of Raychem Incorporated are transferred to AW
| ncor porated, which then changed its nane to Tyco

El ect roni cs Corporati on.

Headnote 3 of decision T 298/97 is worded as foll ows:

"3. Save in the limted situation of a transfer of the
right to oppose a European patent (or to appeal or
continue an opposition appeal) together with the

rel ated busi ness assets of the opponent's business, a
commercial interest in revocation of such patent is not
a requirement for being an opponent. Nor is possession
of such a commercial interest sufficient to allow a
successor in business to take over and conduct
opposition or opposition appeal proceedings in the
absence of evidence of a transfer of the right to do so
together with the related busi ness assets of the
opponent . "
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Since 100% of the assets of Raychem I ncor porat ed,
including therefore the right to conduct appeal
proceedi ngs, were transferred to Tyco El ectronics
Corporation, the board can see no reason offered by
decision T 298/97 for ruling the appeal inadm ssible.

Accordingly, the board does not doubt that Tyco
El ectronics Corporation is an entitled person within
the neaning of Article 107 EPC.

In addition, a person involved with the present
technical field can hardly fail to be aware fromthe
press that Raychem | ncorporated has changed to Tyco
El ectroni cs Corporati on.

The difficulties experienced by the respondent
therefore boil down to whether the different US states
of incorporation of the corporations concerned and the
addresses for their places of business could nean that
there is in fact a case of mstaken identity with the
appel  ant. However, the respondent has not provided any
evi dence which could raise doubts in this respect, for
exanpl e by showing there is nore than one Raychem

| ncorporated or AVP I ncorporated or Tyco El ectronics
Corporation. The nmere allegation that there could be a
doubt is not sufficient to persuade the board. This is
all the nore so as the patent representative is the
sanme for both the naned opponent and appellant and this
representative stated that the appellant is successor
intitle to the opponent. The representative of the
respondent has not provided any evidence that the
factual situation is not as given in the letter of the
representative of the appellant. The respondent has not
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t herefore presented a convincing case that the
appellant is not entitled.

Neither did the board find itself able to agree with
the point of view of the respondent that accepting the
filing of copies is in itself sufficient to lead to the
change of nane being consi dered unsubstantiated. This

i s because the docunents appear to be in good form and
no serious doubt was cast on the authenticity of the
docunents. The board therefore, in the context of the
present case, saw no necessity for further

i nvestigation of the docunents.

The board thus reached the conclusion that taken as a
whol e the appeal conplies with the provisions nentioned
in Rule 65(1) EPC in the present case and is therefore
adm ssi bl e.

Amendrents (Article 123(2)[100(c)], Article 123(3) EPC)

Mai n request

Page 6, line 4 to page 8, |line 5 of the application as
filed (=lines 28 to 57 of page 3 of the "A" publication)
contain the passage:

"The present invention is made to elimnate the various
drawbacks such as limtation of the shape of the PTC
device and deterioration of the sealing and internal
short circuit and so on being inherent in the
conventional batteries of this kinds and an essenti al
obj ect of the present invention is to provide a
cylindrical organic electrolyte battery with PTC device
having a tight sealing wi thout inner short circuit.
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In order to acconplish the object nmentioned above,
according to the present invention, a netal plate is
attached to a PTC device, and the netal plate is bonded
to the bottomof the battery.

The follow ng exanples [1] to [3] nmay be enpl oyed for
enbodyi ng the above structure of the present invention.

[1] A netal plate which is larger than the PTC device
is secured to one netal |ayer of the PTC device and the
PTC device is attached to the bottomof the battery by
wel di ng the peripheral edge portions of the netal plate
jutting fromthe PTC device.

[2] One end portion of the netal plate is secured to
one of the netal |ayer of the PTC device w th another
end portion of the nmetal plate secured to the bottom of
the battery by welding, in addition to form ng an
over |l apped portion at the internmedi ate of the netal
plate by folding it, so that the PTC device and the
nmetal plate are positioned within an area defined by
the outer periphery of the bottomof the battery or on
a portion corresponding to the periphery thereof, so
that the PTC device is not positioned outside of the
area of the bottom of the battery.

[3] Aslit is defined in the netal plate and one area
of the nmetal plate defined by the slit is secured to
one netal |ayer of the PTC device with another area of
the netal plate defined by the slit is secured to the
bottom of the battery by wel ding.
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The PTC device essentially consists of a resin |ayer
having a PTC property and netal |ayers attached to both
opposite surfaces of the PTC | ayer and the netal |ayers
acting as the connection termnals of the PTC device

may be bonded to the netal plate normally by sol dering.
However, so far as the PTC property is not badly harned,
the metal |ayer of the PTC device may be secured to the
nmetal plate by spot wel ding.

Usual ly, the netal plate is connected to the bottom of
the battery by spot welding. This is because the spot
wel ding enables to limt the heat of welding in an area
to be connected as near as possible so as to decrease
undesired effect of the heat against the PTC device.

The arrangenents [1], [2] and [3] nentioned above
enable to connect the nmetal plate to the bottom of the
battery at a position renote fromthe PTC device,

avoi ding that the PTC resin layer is badly affected by
t he heat of welding."

Enbodiments 1 to 3 are presented in the detailed
description and drawi ngs correspond to [1], [2]and [3]
and clainms 1 to 3 above.

Claims 1 to 3 as originally filed are worded as foll ows:

"1. In a cylindrical organic electrolyte battery with a
PTC devi ce, said PTC device essentially consisting of a
PTC resin layer, netal l|layers forned on both opposite
surfaces of the resin layer, the inprovenment conprising
a netal plate which is larger than the PTC device and
one end portion of the netal |ayer being bonded to one
of the nmetal |ayers of the PTC device with another end
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portion of the nmetal |ayer being bonded to the bottom
of said battery.

2.1n a cylindrical organic electrolyte battery with a
PTC devi ce, said PTC device essentially consisting of a
PTC resin layer, netal l|layers forned on both opposite
surfaces of the resin layer, the inprovenment conprising
a nmetal plate one end portion of the netal |ayer being
bonded to one of the netal |ayers of the PTC device

wi th another end portion of the netal |ayer being
bonded to the bottom of said battery and the netal

pl ate being folded at the internediate portion of the
nmetal plate.

3. In acylindrical organic electrolyte battery with a
PTC devi ce, said PTC device essentially consisting of a
PTC resin layer, netal l|layers forned on both opposite
surfaces of the resin layer, the inprovenment conprising
a netal plate having a slit extending in one direction
at the central portion in ternms of any one of the

| ongi tudinal direction and |lateral direction, and one
hal f portion of the netal plate being divided al ong the
slit being bonded to one of the netal |ayers of the PTC
device with another half portion of the netal |ayer
bei ng bonded to the bottom of said battery."

Taken as a whol e, these passages disclose to the

skilled person that the invention is directed to
enabl i ng connection of the netal plate to the bottom of
the battery at a position renote fromthe PTC devi ce.
This is because, either this statenent is nade
explicitly as at the end of the passage quoted in

point 3.1 above or the original clainms include

structure involved (claim1 - netal plate |arger, one
end bonded to PTC, another end to bottom of the battery;
claim?2 - one end bonded to PTC, another end to bottom
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of the battery, netal plate folded; and claim3 - netal
plate slit, one half bonded to PTC, another half to
bottom of the battery). Therefore, in order that

subj ect matter not be added, the board considers it
essential that the independent claiminclude
correspondi ng subject matter. The wording of the

i ndependent claimof the main request does not exclude
connection of the netal plate to the bottom of the
battery at a position which is not renmote fromthe PTC
device - a possibility not disclosed in the docunents
as filed - so that the board, contrary to the position
of the respondent, can see no reason why the skilled
person should believe this feature to be inplicit in
all the putative configurations possible within the

cl aimed wordi ng. The board is therefore not persuaded
by the subm ssion of the respondent that the case of
the appellant is not based on the requirenents of the
EPC, but on the contrary, agrees with the appell ant
that the subject matter of claim1 of the main request
contai ns an i nadm ssi bl e amendnent addi ng subj ect
matter and thus cannot be considered to neet the
requirenments of Article 123(2) EPC.

Auxi | iary request

Since claim1l of the auxiliary request includes the
feature "said nmetal plate (3) being connected to the
bottom of the battery at a position renote fromthe PTC
device", the objection occurring with respect to the
mai n request and pertaining to inadm ssible amendnent
for added subject matter does not exist and therefore,
the board is satisfied that the requirenents of

Article 123(2) EPC are net.
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Conmpared with claim1l as granted, claim1l of the main
request has been restricted by this feature and al so
the feature pertaining to the netal plate being
positioned within the area of the bottom of the battery.
Mor eover, conpared with the claimattached to the
decision of the first instance, the respondent, in
addition to the feature nentioned in point 4.1, has

al so reintroduced the wording "of the battery" after

t he second recitation of the word "bottonmt as occurred
in the claimas granted. Therefore, the board is
satisfied that no amendnent contrary to Article 123(3)
has been nade.

Novelty (Article 54 EPC)

According to docunent D1, PTC products can be sol dered
or welded into a battery in confined spaces and can

even be included as thin disks in the package of a cell.
Commonl y used products are very thin and have fl at

wel dabl e tabs for internal connections. Figure 1 shows

a strap device nounted in a N Cd battery. The type of
geonetry and lead is determ ned by the style of
application device. Strap devices are welded onto cells.
Cl ose thermal coupling can be acconplished in a nunber

of ways. Various strap devices can be wel ded as an
intercell connector. PTC devices can al so be
incorporated in a nunber of ways into the cell (see
Figures 7 and 8). Intercell connectors have a tab
extending fromthe battery concerned to a PTC device
which is attached between this tab an that of the other
cell concerned, see for exanple Figure 6 and the

rel ated description.
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In Figures 13 and 14 of docunent D2 there are shown
exanples of a Li battery and an NiCd battery bl ock in
whi ch PPTC devices are applied. A PPTC (neaning
presunmabl y pol ymer positive tenperature
coefficient)device is wel ded where a bus bar is wel ded.
The PPTC device is between the cells.

The PTC devices disclosed in docunment D1 are either in
a cell or a cell connecting strap and those di scl osed
in docunent D2 are in interconnecting bus bars. The
internal devices are plainly not externally bonded and
the strap or bus bar versions do not neet the size and
position requirenents claimed because they extend

bet ween two cells.

One argunent of the appellant is that Figure 1 of
docunent D1 di scloses the size and positioning feature
of claim1l. The board can only nmake sense out of this
argunment by assuming it neans that nore than one cel
constitute a battery. Should two or nore cells in the
teachi ng of docunment D1 or D2 be understood as a
"single battery”, then this would no | onger be a
cylindrical organic battery as cl ai ned.

Therefore the subject matter of claiml1l is novel within
the neaning of Article 54 EPC

| nventive step (Article 56 EPC)

Location of PTC device inside the battery can lead to

failure of the device as explained in detail in the

i ntroduction of the patent specification (limtations

due to gas protection, |eakage, danage due to crushing
on assenbly and so on, see also the passage nenti oned
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in section 3.1 above). Such batteries with an internal
PTC devi ce, which are also disclosed for exanple in
docunent D1, are thus subject to problens of
reliability and constitute the starting point for the
present invention. The probl em solved by the novel
features of the invention is to provide a cylindrical
organic electrolyte battery with its own reliable
overcurrent protection. The construction offered
permts spot welding wthout damage to the PTC device
wi thin size and positioning constraints of the battery.

Connecting straps or bus bars as shown in docunents D1
or D2 have an intrinsic function of interconnecting,

whi ch neans that these disclosures cannot suggest or
render obvious the size and positioning configuration
as defined in claiml of the patent in dispute. The
board therefore cannot agree with the appellant that
the structure clainmed is an obvi ous design variation as
no convi ncing reason for or specific suggestion towards
"varying" the strap or bus bar away fromits intrinsic
i nterconnecting function has been provided. General
remar ks about use in a variety of ways is not adequate
in this specific context. Furthernore, the fact that
batteries should fit into standard casings sinply means
that straps and buses are ruled out as providing each
battery with its own individual overcurrent protection.
Equal |y, starting fromthe PTC connecting straps or bus
bars, no convincing reason has been given for the

i nt erconnect concept to be dispensed with. Thus, since
the prior art approaches are different yet conplete

wi thin thensel ves, the board does not consider a

conbi nation of their teachings in a direction towards
the subject matter of claim 1 obvious.
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Mor eover, should an artificial approach be taken in a
hi ndsi ght notivated way, involving a pair of
rectangul ar or cylindrical cells according to docunent
D1 or D2 being understood as a single battery, there is
even then no obvious way for the skilled person to
consider that such a pair to be a cylindrical battery
as claimed. Therefore, such an approach | eads even
further way fromthe subject matter of claim1l. The

ot her docunents in the file are no nore relevant to the
cl ai med subject matter than docunents D1 and D2.

Accordingly, the board reached the conclusion that the
subject matter of claim1 can be considered to involve
an inventive step within the neaning of Article 56 EPC
A simlar conclusion applies to the dependent clains 2
to 4, which dependent fromclaim1l1, by virtue of their
dependence from claim 1.

Since the board like the first instance reached the
concl usi on that docunent D1 does not affect substantive
patentability of the subject matter of claiml, it was
in a position to resolve the substantive issue within
the framework of the appeal and w thout considering the
i ssue of the "copy of document D1" first presented at

t he oral proceedings. There was therefore no reason
either to delay the present decision to permt further
subm ssions fromthe appellant nor to remt the case
for further consideration by the first instance.
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Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.
2. The case is remtted to the first instance with the
order to maintain the patent on the basis of the

fol |l owi ng docunents:

- claims 1 to 4 of the auxiliary request filed at
the oral proceedings;

- description and drawi ngs of the patent
speci fication.

The Regi strar: The Chai r man:

P. Muartorana A. G Klein
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