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Summary of Facts and Submn ssions

1944.D

The appel | ant (opponent 11) has | odged an appea

agai nst the interlocutory decision of the opposition
division ruling that account being taken of the
anmendnents made by the patent proprietor during the
opposi ti on proceedi ngs, the European patent

No. 0 273 026 (application No. 87 870 199.4 claimng
priorities of 23 Decenber 1986 and 13 Cctober 1987) can
be mai nt ai ned.

OQpposi tions had been filed by opponent | and

opponent 11. However, while opponent | attacked the
patent as a whole, opponent |l attacked clains 6 to 11
only. Both oppositions were based on Article 100(a)
together with Articles 52(1), 54(1) and 56 EPC. G ounds
for opposition under Article 100(b) EPC were nenti oned
by opponent | after expiry of the opposition period.

In its decision the opposition division nade reference
to docunents D1 to D31.

In the follow ng, the board will use the sanme docunent
nunbering as in the proceedings to date and reference
will be nade to the foll ow ng docunents:

Dl: EP-A-0 211 667

D2: EP-A-0 239 423

D3: EP-A-0 227 487

D12: "LSI Process Engineering", Owm Sha, 25 Cctober

1982 and partial English translation thereof
(D12a); to Dl2a a declaration of Dr. P. Trefonas
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dated 16 June 1994 was attached

D14: Product Exam nation Certificate for ELK-413 dated
2 Cctober 1985 including English translation

D17: Affidavit of Dr. P. Trefonas dated 20 January 1998

D20: Declaration of Yoji Ishino dated 15 July 99

D21: Decl aration of Toshiyuki OQta dated 16 July 1999

D31: Solid State Technol ogy, vol. 25, no. 9, Septenber
1982, pages 82 to 86

1. After requesting with the notice of appeal, setting
asi de the decision of the opposition division and
revocation of the patent as a whole, the appell ant
requested with the statenent of grounds revocation of
the patent in the range of valid clains 4 to 9. The
argunments of the appellant set out in the above quoted
statenment of grounds can be sunmarised as foll ows:

D1 discloses a radiation-sensitive resin conposition
according to claim4, wherein ethyl |lactate, which is
identical to ethyl 2-oxypropionate, is used as a sole
sol vent. Dl teaches that precipitation of fine
particles during storage of the resin conposition nust
be avoided. It is general know edge of a person skilled
in the art that chemcal inpurities may cause
precipitation during |ong-termstorage. This genera
know edge is also reflected by D31 indicating that
quality control in VLSI fabrication is perforned from
the chemi cal purity aspect. D14, D20 and D21 prove that
ethyl lactate distilled to a purity of greater than 99%
was on the nmarket before the priority date of the
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contested patent. Wth this know edge in mnd, the
skill ed person would choose for ethyl |actate discl osed
in D1, only a well-known sanple having a purity greater
than 99% Therefore, for the skilled reader, this
feature is disclosed in D1 thus taking away the novelty
of the subject-matter of claim4.

If claim4 were found to be novel, its subject-matter
woul d Iack an inventive step. The only hint to particle
formation is given in Exanple 31 of the contested
patent according to which a solvent m xture conprising
an essentially pure ethyl lactate is used. However, it
is not shown in the contested patent that the purity
(greater than 99% of ethyl lactate as the sole sol vent
Is the feature which provides superior effects of the
conposition disclosed in D1. Therefore, this feature
cannot be taken into account when assessing inventive
st ep.

According to the appeal ed decision, a skilled person
woul d not derive fromDl that it is the chemcal purity
which is inportant. However, whereas D1 and D2 address
the nunber of fine particles in solvents, it is clearly
mentioned in D31 that it is the chem cal purity which
has to be taken into account. Distillation not
nmentioned in D31 is considered by the skilled person,
when a liquid is to be purified. Hence, the skilled
person is clearly directed to an ethyl |actate sanple
whi ch has the hi ghest possible purity on the market, as
the sanple ELK-413 having a purity of 99.7% (see D20
and D14), and would not use any |less pure solvent, as
was al |l eged in D17.

D21 shows that the replacenent of a photoresist sol vent
m xture including ethyl lactate in a proportion of
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98 wt % by a sol vent consisting of ethyl |actate as the
sol e solvent of 99.7 wt % does not give any inprovenents
or effects with respect to the nunber of fine particles
formed in the final photoresist conposition. The
storage conditions of one nonth at 40°C used in D21 are
even nore severe than storage for a longer tine under
refrigerated conditions used in actual manufacturing.

It is expected that a non-obvious invention solves an
obj ective problemwhich is intimately connected with
techni cal consequences generated by the subject-matter
of the invention. However, the problemof particle
formati on has al ready been solved by D1, by neans of an
ethyl lactate solvent having a purity which the skilled
person woul d obviously adjust to greater than 99% The
further properties of the disclosed photoresist
conposition such as photospeed, coating uniformty,
pattern resolution etc. are equivalent to those shown

i n DL.

The respondent (patent proprietor) has contradicted the
appel lant. His argunents are sunmari sed as foll ows:

In their decisions, the EPO opposition division, the
USPTO and JPO found that Dl or cases corresponding
thereto provided no suggestion of a purity |level for
ethyl lactate of greater than 99%

Assum ng that ethyl 2-oxypropionate neans et hyl

| actate, D1 in any case teaches that a m xture of
solvents has to be used. Since D1 considers that the
probl em of particle formation can effectively be sol ved
by a huge nunber of solvent m xtures, the skilled
person woul d not derive from Dl that just one sol vent,
nanely ethyl lactate, has to be used in a specific
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purity, nanmely greater than 99% There was no basic
know edge of the skilled person, teaching that such a
hi gh purity had to be selected. D31 is concerned with
processi ng chem cal s and contam nants present in

l'i quids, however, does not nention any solvents, |et
al one ethyl lactate, or a purity of 99%

Docunment D20 related to D14, in itself is hearsay and
no evidence that ethyl lactate of any particular purity
was publicly avail abl e.

For a nunber of reasons D21 reporting certain isolated
tests can be disregarded. The storage conditions of
40°C used in D21 are not relevant to comrercial use,
where photoresists are refrigerated. The particle

det ecti on apparatus used provides variable results,
particul arly depending on resist filmthickness. The
purity of ethyl lactate that was m xed with water or

di ethyl succinate is not specified in D21. Such

m xtures do not correspond to ethyl lactate
commercially available at the priority date.

It is quite surprising, as denonstrated by the
conparative Exanple 31 of the contested patent, that
ethyl lactate at a purity of greater than 99% woul d
have to be used to avoid particle formation.

Oral proceedings before the board took place on
26.06.02 in presence of the appellant and the
respondent. Opponent | as a party to the appea
proceedi ngs as of right pursuant to Article 107 EPC did
not attend the oral proceedings.

In the oral proceedings the parties reiterated their
argunents and put forward the follow ng requests.
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The respondent requested the appeal be dism ssed and
the patent be nmintained in anended formon the basis
of clainse 1 to 9 according to a main request filed at
the oral proceedi ngs before the opposition division, of
claims 1 to 12 according to a first auxiliary request
filed during the oral proceedings before the board, of
clains 1 to 9 according to a second auxiliary request
filed as an auxiliary request during the ora
proceedi ngs before the opposition division and of
clains 1 to 8 according to a third auxiliary request
filed during the oral proceedi ngs before the board.

Caim1l according to any of the main, first, second and
third auxiliary requests reads as foll ows:

"1. A conposition responsive to activating radiation to
forma latent inage devel opable with an aqueous al kal
sol ution conprising at | east one alkali soluble resin
and at | east one photoactive conpound that is an ester
or polyester derived fromthe reaction of an

oxodi azonapht hal ene sul fonyl or carboxylic acid halide
Wi th a hydroxy or pol yhydroxy bal |l ast conpound

di ssolved in a solvent m xture conprising anisole,

ethyl lactate and anyl acetate.”

Caim4 according to the main request reads as follows

"4. A conposition responsive to activating radiation to
forma |l atent imge devel opable with an aqueous al kal
sol ution conprising at | east one alkali soluble resin
and at | east one photoactive conpound that is an ester
or polyester derived fromthe reaction of an

oxodi azonapht hal ene sul fonyl or carboxylic acid halide
Wi th a hydroxy or pol yhydroxy bal |l ast conpound

di ssolved in a solvent consisting of ethyl lactate
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distilled to a purity of greater than 99 percent.”

Caim9 according to the first auxiliary request reads
as foll ows:

"9. Use of a photoresist conposition for coating a
solid support, said conposition being responsive to
activating radiation to forma |latent inmge devel opabl e
W th an aqueous al kali solution and conprising at | east
one alkali soluble resin and at | east one photoactive
compound that is an ester or polyester derived fromthe
reacti on of an oxodi azonapht hal ene sul fonyl or
carboxylic acid halide with a hydroxy or pol yhydroxy
bal | ast conpound di ssolved in a solvent consisting of
ethyl lactate, characterized in that said ethyl lactate
is distilled to a purity of greater than 99 percent.”

Caim9 according to the second auxiliary request reads
as foll ows:

"9. Use of a photoresist conposition in the manufacture
of integrated electronic circuits, the photoresist
conmposition being responsive to activating radiation to
forma |l atent imge devel opable with an aqueous al kal
sol ution and conprising at |east one al kali sol uble
resin and at | east one photoactive conpound that is an
ester or polyester derived fromthe reaction of an
oxodi azonapht hal ene sul fonyl or carboxylic acid halide
Wi th a hydroxy or pol yhydroxy bal |l ast conpound

di ssolved in ethyl lactate, wherein the ethyl |actate
is distilled to a purity of greater than 99 percent.”

The appel | ant requested the patent be revoked in so far
as it is based on the main, first and second auxiliary
request.
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Mor eover, the appellant requested that the description
filed by the respondent at the oral proceedings
together with the third auxiliary request be anended as
fol | ows:

Page 2, first sentence: The word "m xture" should be
added to "solvent" which is the last word of the
sent ence.

The respondent maintai ned that since no grounds of
appeal have been filed against the independent clains
of the third auxiliary request, the appellant has no
right to request an anendnent of the description

rel ated thereto. Moreover the anendnent woul d not be
justified.

At the end of the oral proceedings the decision of the
board was gi ven

Reasons for the Deci sion

1

2.2

1944.D

Adm ssibility of the appea

The appeal conplies with the provisions of Articles 106
to 108 and Rule 64 EPC and is therefore adm ssible.

Novel ty (Main Request)

Since the subject-matter of claim4 according to the
mai n request only enjoys the second one of the two
priorities clained, DL is prior art under Article 54(2)

in connection with Article 89 EPC.

It was no nore contested that ethyl 2-oxypropionate
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di scl osed in D1 designates the same conpound as et hyl
| actate disclosed in the contested patent. A solvent
consisting of ethyl lactate is used in the Exanples 1,
7 to 13, 14, 15, and 21 to 25 of D1 (see pages 20, 25,
28, 31, and 35, respectively).

Therefore it follows that D1 explicitly discloses al
features indicated in claim4 except the feature that
ethyl lactate has been distilled to a purity of greater
than 99 percent. Since claim4 is directed to a
conposition, which is a product, the feature in
question is a product-by-process feature. According to
common interpretation such a feature does not limt the
product to the particular process. Its neaning in the
present case would be that the purity is greater than
99% as obtainable by distillation.

If the skilled person follows the teaching of D1 for
the preparation of a photoresist, she or he woul d have
to decide on the purity of ethyl lactate used, since D1
does not give any indication on the purity which is
necessary. This decision would be based on genera
know edge of the skilled person. Therefore it is

deci sive for the question of novelty whether it was
general know edge of the skilled person in any case to
choose ethyl |actate having a purity greater than 99%
However, there is no indication in the cited prior art
that it was obligatory to nmake this choice in order to
obtain a conposition which has superior effects as a
phot or esi st .

In this connection the appellant has argued as foll ows:

D20 in conbination with D14 proves that ethyl lactate
having a purity greater than 99% had been avail abl e on
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the market for years before the priority date of the
patent in suit. Therefore in accordance with the

deci sion of the boards of appeal T 990/96, it would
have to be concluded that D1 di scl oses a photoresi st
conmposition including ethyl lactate in any degree of
purity, since the exceptional situation nentioned in
this decision, that a particul ar degree of purity |evel
coul d not by achieved by conventional purification
processes, was not present. Mreover it is rel evant
whet her ethyl |actate having a purity of greater than
99% provi des any new effect. Only then a sel ection of
the purity level froman unspecified range would be
new. However, all exanples presented in the patent are
related to conpositions enploying m xtures of solvents
and not to ethyl lactate as the sole solvent. Therefore
a new effect has not been shown in the patent in suit.

These argunents are not accepted by the board.

The fact that ethyl lactate having a purity greater
than 99% was avail abl e on the market is irrel evant
since the decision T 990/96 (QJ 1998, 489) is related
to a chem cal conmpound and not to a conposition of
conpounds. The sane is true for T 728/98 (QJ 2001, 319)
related to the situation where the degree of purity is
defined in terns of a process of preparation, ie by
product - by- process feature, like in claim4 of the
contested patent, however, again for a cheni ca
conmpound and not for a conposition.

More applicable to the present situation is T 786/00
(unpublished) related to the manufacture of a fina
product (polynmer) by the use of starting materials
(organi c conmpounds) having a required purity. It is
stated in T 786/ 00, see point 3.8.2 of the Reasons,
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| ast sentence, that "the general statenent in T 990/ 96
concerning the purity of final products cannot be
applied directly to starting materials". For the
present case the clainmed conposition could be

consi dered as a final product and the solvent ethyl

| actate woul d be a starting material. Therefore like in
T 786/ 00 novelty woul d be established by the defined
purity of the starting material, i,e. the solvent ethyl
| act at e.

As to the argunent that "purity of greater than 99%
cannot be considered a new selection due to |ack of a
new effect, the board is of the opinion that novelty
based on the definition of a value or range of a
paranet er which was never nentioned in the cl osest
prior art cannot be assessed in terns of the classical
sel ection invention. Therefore it does not nmake sense
to verify whether the criteria for a new sel ection
outlined in T 279/89 (unpublished, cited in Case Law,
4th edition, page 80) are net, since "purity of greater
than 99% cannot be considered as a sub-range of a

br oader range because the paraneter "purity" is not
mentioned in D1.

This viewis also confirnmed by the above-cited decision
T 786/00. In point 3.8.3 of the Reasons the question of
novelty of a specified mninmumpurity over a prior art
docunent not disclosing a specific purity range is

di scussed under the aspect of overlapping ranges. It is
stated that in such a case there are no overl appi ng
ranges and, thus, the concept referred to in T 666/89
(Q) 1993, 495), of whether the skilled person would
seriously contenpl ate applying the teaching of the
prior art docunent in the range of overlap, is not

rel evant.
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Therefore it is concluded that the subject-matter of
claim4 according to the nmain request is new
(Article 54(1) and (2) EPC).

I nventive step (main request)

As was eval uated under point 2.3 above, the photoresist
conposition defined in claim4 differs fromwhat is

di scl osed in D1, which is the closest prior art, in
that ethyl lactate has been distilled to a purity of
greater than 99% This neans, as was al so di scussed
above, that the purity of ethyl lactate is greater than
99% as obtainable by distillation.

The objective problem solved by using ethyl lactate
with such a relatively high purity addresses reduced
particle formation by applying the conposition as a
photoresist to a surface, see the patent in suit,
page 17, lines 45 to 47.

However, the problemw th contam nation of processing
chem cals in the manufacture of VLS| integrated
circuits is generally known and is discussed in D31,
see the abstract. It is indicated in D31, see page 83,
second paragraph, that the contam nants present in
liquids can be classified in dissolved inpurities and
in particul ates. Several nethods for the detection of
particul ates are di scussed under "Particul ates" at
pages 83 and 84. Photoresists, nentioned in the | ast
par agraph of page 83, can contain transparent particles
which are difficult to detect by an automated net hod
based on |ight-bl ocking. For such transparent particles
a nenbrane filter technique for retaining the particles
and scanning electron mcroscopy to identify their
nature and contam nation |level is proposed. Hence, it
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was known to the person skilled in the art that

particul ates in photoresist conpositions were a najor
source for lower yield in the manufacture of VLSI

devi ces, see "Results and Di scussion” at page 85. Since
the skilled person had nmeans to detect contam nating
particles in photoresists, she or he would always carry
out appropriate tests and, if necessary, inprove the
purity of the starting materials for the photoresist
conmposition including that of the solvent ethyl lactate
the purity of which could be increased by distillation.
If a higher purity of ethyl lactate, nanely greater
than 99% were able to reduce particle precipitation in
a photoresist, the skilled person would have found out
this fact and obviously used such a relatively high
pure ethyl |actate.

It is to be noted in this connection that in the
description of the patent in suit, Exanple 31 at

page 17 (corresponding to Exanple 195 in the
application as originally filed) is the only |ocation
where the purity level of ethyl lactate is discussed.
According to this exanple, "two resist conpositions
were prepared as described in Exanple 30A". However,
Exanpl e 30A (see page 16) discloses a solvent m xture,
whi ch does not fall under claim4 defining ethyl

| actate as the sole solvent. Hence, there exists no
real enbodi nent for the conposition of claim4.

In contrast to that in docunent D21 there are presented
results froma conparison regarding the formation of
particles between resists using 99.7% pure ethyl

| actate and resists wherein ethyl lactate has a purity
of 98% the bal ance being water or diethyl succinate
(see point 6). Fromthis it follows that the 98% sanpl e
is obtained by mxing ethyl |actate of high purity
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(greater than 99.7% wth water or diethyl succinate
(DeSu) in order to provide a weight ratio of 98:2
(see the table in D21, 5th colum). No significant
difference is seen in the nunber of fine particles
bet ween runs enploying ethyl lactate only (EL: 99.7%
on one side and correspondi ng runs enploying diluted,
i.e. less pure ethyl lactate (EL/DeSu = 98/2 and
EL/water = 98/2 weight ratio) on the other side.

Therefore, it is not evident fromthe description of
the contested patent that ethyl |actate having a purity
of greater than 99% has an effect on particle
precipitation. Since such an effect is not proven, it
cannot justify an inventive step in the clained

subj ect-matter and woul d have to be considered as an
arbitrary selection of features which does not solve a
particul ar probl em

First and second auxiliary requests

The versions of claim9 according to the first and
second auxiliary requests are directed to the use of a
phot oresi st conposition as defined in claim4 of the
mai n request, for coating a solid support and in the
manuf acture of integrated electronic circuits,
respectively.

Since it was obvious for the skilled person starting
fromthe closest prior art according to DL to obtain
such a conposition, it was al so obvious to use such a
conposition as a photoresist conposition for coating
solid supports, in particular in the manufacture of
integrated circuits, as is also disclosed in D1, see
page 1, first paragraph to page 2, first paragraph.
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5. Argunents of the respondent

5.1 The Respondent has argued as foll ows:

The invention is based on the recognition that purity
of the solvent ethyl lactate is critical. This issue
was not recognised in D1, otherwise it would have been
di scussed. According to D31 purity is an inportant

I ssue. However, patent applications D1, D2 and D3 filed
after the publication of D31 do not discuss the purity
of solvents used in the photoresist conpositions
described in these applications. Furthernore, D31, see
page 83, third paragraph, concentrates on netallic
impurities which are a different type of purity than
addressed in the patent in suit. Wiereas in Table | of
D31 netallic inpurities in the ppb (parts per billion)
range are |listed, the teaching according to the patent
in suit is concerned with inpurities in the percent
range. For this type of inpurity D12 is nore rel evant,
di scussi ng cl eaning of chemcals in LSI process

engi neering. Again the anmount of netal inpurities is
given in ppb for electronic grade chem cals, which are
used in LSI manufacturing. According to data sheets
attached to D17, electronic grade and reagent grade
ethyl lactate which were commercially available had a
lower Iimt (98% of a purity level lying belowthe
limt (99% clained in the patent in suit. There was no
reason why the skilled person woul d choose et hyl

| actate having a higher purity, which would be nore
expensive, if no effect could be expected.

5.2 These argunents cannot be accepted by the board.

The problem of particle precipitation in photoresists
was known from D1 and D31. From D31 the skilled person

1944.D Y A
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woul d derive that not only particulates are to be
observed but any contam nants nust be controlled

i ncl udi ng di ssol ved contam nants. This evidently

i ncl udes sol vents which are diluted in an undefined
manner. Moreover D31 teaches how to neasure particle
precipitation in photoresists. |If particles were
detected, the skilled person would change the
preparati on paraneters in the sense of providing nore
reproduci bl e conditions. Such a working procedure is

al so nentioned in the declaration attached to Dl2a, see
page 3, penultinmate paragraph. The use of a sol vent
havi ng a higher purity would be a rather sinple
measure. D20 in connection wth D14 seemto show that
hi ghly pure ethyl |actate was commercially avail abl e
before the priority date of the contested patent. Apart
fromthat, distillation of |ess pure, e.g. electronic
grade, ethyl lactate (see D17) would be a straight
forward nethod for purification. Costs would be of
secondary inportance at |east at an experinental stage.

According to a further argunent of the respondent the
effect obtained with higher purity of ethyl lactate is
di sclosed in the patent in suit. The conpari son nmade
bet ween a resist conpositions enploying comercially
avai |l abl e ethyl lactate (purity 97% and freshly
distilled ethyl lactate (purity greater than 99%
according to Exanple 31 (original Exanple 195) is
related to a solvent mxture containing ethyl |actate
with ani sol e and anyl acetate according to Exanple 30A.
The effect is obtained with this m xture conprising
ethyl lactate having a purity of greater than 99%
Therefore an even better effect could be expected if
this relatively high pure ethyl lactate is used as the
sole solvent. In D21 not the same conditions as in the
patent in suit are used for a conparison of resists
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formed with ethyl lactate of different purity. The

aut hor did not | ook for visible particles but only for

i nvisible particles. Mreover, the preparation of the
ethyl |actate solvent sanples was such that in fact two
enbodi nents of the invention according to the patent in
suit were conpared to one another, nanely a sol vent

m xture conprising ethyl lactate of a purity greater
than 99% was conpared with a solvent consisting of this
highly pure ethyl l|actate only.

This argunent is also not convincing.

Exanpl e 31 shows reduced particle formation only for a
m xture of solvents. It could well be that the
inpurities included in ethyl lactate react with the
co-sol vents ani sole or anmyl acetate to cause particle
preci pitation, whereas they have no effect on ethyl

| actate. As far as the experinents presented in D21 are
concerned, it is nentioned in the appellant's letter
dated 28 March 2000, see page 12/13, first paragraph,
that "at the relevant date of the opposed patent, it
was well accepted by those skilled in the art that
possible inpurities of ethyl |actate as a photoresi st
sol vent were water and diethyl succinate". Taking this
as a fact which was not contradicted by the respondent,
ethyl lactate having a purity of 99.7%diluted by water
or ethyl succinate in a ratio of 98:2 could be

consi dered as a sanple of ethyl lactate having a purity
of less than 99% and not as m xture of solvents. As to
the argunent that the author of D21 did not | ook for
visible particles, it is indicated in D21, see page 2,
first paragraph: "No visible particles were observed
for the conpositions of Runs No. 1 to 6 at tines both
after preparation and after storage at 40°C for 1
nmonth". This neans that it was | ooked for visible
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particles, but none were detected. Therefore the
conpari son made according to D21 is relevant to the
guestion whether any effect is obtained by using highly
pure ethyl |actate as the sole sol vent.

The respondent sunmarised his argunents by stating that
there was no reason why the skilled person would use
highly pure ethyl lactate in a photoresist conposition.
Starting from D1, several steps were necessary to
arrive at the invention. The skilled person woul d have
to realise

(1) that there was need for inprovenent;

(2) that particle formation is correlated to ethyl
| act ate, and

(3) that the solution would be to enploy a purity
greater than 99%

Therefore the i nventi on woul d not be obvi ous.

However, the board is convinced that in view of the
generally known problemw th contam nation, e.g. in the
manuf acture of integrated circuits, the skilled person
woul d routinely inspect photoresist |ayers for defects
and i nprove the preparation of photoresi st
conpositions, if necessary. The board is further
convinced that, if there were a problemrelated to
ethyl lactate, the skilled person would have realised
this and increased the purity of ethyl |actate.
However, no evidence is available that the higher
purity of ethyl |lactate as the sole solvent woul d
reduce particle formation in a photoresist |ayer.
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Therefore taking into due account the essentia
argunents of the respondent it is concluded that the
subject-matter of claim4 according to the main
request, of claim9 according to the first auxiliary
request and of claim9 according to the second
auxi |l iary request does not involve an inventive step in
the nmeaning of Article 56 EPC. Accordingly, the patent
cannot be maintained in anended formon the basis of
any of these requests.

Third auxiliary request

The third auxiliary request is based on independent
claiml1l as granted. Dependent clains and clains rel ated
to a use based on clains as granted have been appended
to claim11l. The description has been adapted to this
set of clains. Cdaim1l was not wthin the extent to
whi ch cancel |l ation of the appeal ed decision is
requested, see Rule 64(b) EPC. In his final requests
the appellant did not request the revocation of the
patent based on the third auxiliary request. For these
reasons the third auxiliary request is not subject of
t hese appeal proceedings.

It follows further that the maintenance of those parts
of the description which are related to claim1 cannot
be questioned. Therefore the first paragraph of the
description (page 2, lines 3 to 5 which defines the
technical field to which the invention rel ates, see
Rule 27(1) EPC, may not be anended. There is also no
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contradiction between "a solvent mxture" defined in
claim1l and "a solvent" recited in this paragraph,
since in the context "a solvent" is a generic term

i ncluding al so sol vent m xtures.

Or der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the first instance with the
order to maintain the patent on the basis of the third
auxiliary request filed during the oral proceedi ngs
before the board of appeal, i.e. with the foll ow ng
docunent s:

- clains 1 to 8

- description pages 2 to 17

The Regi strar: The Chai r man:

P. Muartorana E. Turrini

1944.D



