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Summary of Facts and Subm ssi ons

The present appeal is fromthe decision of the
Opposition Division to revoke European patent
No. 0 623 163 relating to additives and fuel
conposi tions.

. A notice of opposition was filed agai nst the patent,
wherei n the Respondent (Opponent) sought revocation of
t he patent on the grounds of Article 100(a) EPC, in
particul ar because of an alleged | ack of novelty and
inventive step of the claimed subject-matter.

The opposition was based inter alia upon the follow ng
docunent :

(9): US-A-3850587

L. In its decision, the Opposition Division found in
particul ar that

- docunent (9), dealing with the sane technica
probl em as the patent in suit, represented the
cl osest prior art;

- t his docunent disclosed fuel conpositions simlar
to those clainmed in the patent in suit and
conprising an ethyl ene-vinyl acetate copol yner
(hereinafter referred to as EVA) and a denulsifier

derived froma phenolic resin;

- even though the conpositions exenplified as tests
7 to 9 in Table Il of docunment (9) contained only
0.5to 1.5 ppmof denulsifier, this docunent
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taught that the demulsifier could be present in an
anount of up to 50 ppm

- the conparative tests of Table 3 of the patent in
suit showed a synergistic inprovenent of the cold
flow properties of the fuel for a specific
conbi nation of denulsifier and cold flow inproving
agents; these tests could not be taken, however,
as evidence of the achievenent of a simlar effect
t hroughout all the possible conbinations
enconpassed by claim1l of the patent in suit;

- the clained subject-matter thus | acked an
inventive step in the Iight of docunment (9).

An appeal was filed against this decision by the Patent
Proprietor.

Fol l owi ng a comuni cation by the Board, the Appell ant
filed under cover of a letter dated 21 August 2003
three sets of anended clains A, B or Cto be

consi dered, respectively, as main, first and second

auxiliary requests and an experinental report.

During the oral proceedings, held before the Board on
5 Septenber 2003, the Appellant filed an anended set of
claims Ato be considered as mai n request.

Claim1l of set A (main request) reads as foll ows:
"1. A fuel oil conposition consisting of a mxture of a

maj or proportion of a mddle distillate fuel oil and a
m nor proportion of an additive conposition conprising
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(i) one or nore non-netallic flow inproving oil soluble
addi ti on products or condensates capabl e of inproving,
either jointly or singly, one or nore cold flow
properties of a fuel oil, selected fromone or nore of:
(a) an ethylene-vinyl ester copolynmer, (b) a conb-like
pol ymer, (c) a polar nitrogen-containing conmpound or
conmpounds conprising an anmne salt or an am de or both
formed by reacting at |east one nolar proportion of a
hydr ocar byl substituted amne with a nolar proportion
of a hydrocarbyl acid having 1 to 4 carboxylic acid
groups or its anhydride, and

(iit) a non-netallic oil soluble demulsifier for fuel

oi | -water enul sions, said denulsifier having a

hydr ophobi ¢ part and a hydrophilic part and being a
condensate conprising, as the hydrophobic part, a part
derived froma precursor having one or nore groups
capabl e of a condensation reaction to form oxyal kyl at ed
groups, bonded to one or nore oxyal kyl ated groups
conprising the hydrophilic part, wherein the precursor
for the denulsifier conprises a phenolic resin of the
general fornula

|
T

N CHg

where R represents an aliphatic hydrocarbyl group
having from3 to 24 carbon atons, and n represents an
integer from4 to 20, optionally together with one or
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nore additional denmulsifiers, wherein the denulsifier
is present at a concentration of from5 to 50 ppm by
wei ght based on the weight of the mddle distillate
fuel oil, provided that the conponent (i) is not a
conmbi nation of a substituted succinic acid derivative
and an et hyl ene-vinyl acetate copol yner."

Claim1l of set B (first auxiliary request)reads as

foll ows:

"1. An additive conposition in adm xture with a major
proportion of a mddle distillate fuel oil, the
additive conposition constituting a m nor proportion
and conpri sing

(i) a non-netallic flow inproving oil soluble
condensat e capable of inproving one or nore cold flow
properties of a fuel oil, the flow inproving condensate
bei ng a polar nitrogen-containing conpound which is the
am de-am ne salt forned by reacting 1 nolar portion of
phthalic anhydride with 2 nolar portions of

di hydrogenated tall ow am ne, and

(iit) a non-netallic oil soluble denmulsifier for fuel

oi | -water enul sions, said denmulsifier having a

hydr ophobi ¢ part and a hydrophilic part and being a
condensate conprising, as the hydrophobic part, a part
derived froma precursor having one or nore groups
capabl e of a condensation reaction to form oxyal kyl at ed
groups, bonded to one or nore oxyal kyl ated groups
conprising the hydrophilic part, wherein the precursor
for the denulsifier conprises a phenolic resin of the
general fornula



- 5 - T 0134/ 00

- o —
i
T

where R represents an aliphatic hydrocarbyl group
having from3 to 24 carbon atons, and n represents an
integer from4 to 20."

Claim1l1l of set C (second auxiliary request) differs
fromclaim1l of set B only insofar as the claim
contains, after (ii) as just cited, the additional
wor di ng "provided that the conmponent (i) is not a
conmbi nation of a substituted succinic acid derivative
and an et hyl ene-vinyl acetate copol yner."

Al three sets of clains are acconpani ed by a dependent
claim2, relating to a specific enbodi nent of the

cl ai med conposition, and by clains 3 and 4 relating to
the use of the additive conpositions defined in the
product cl ai ns.

V. As regards novelty of the subject-matter of claim1l of
set A the Appellant submtted in witing and in the
oral proceedi ngs before the Board that:

- the disclainmer contained in claiml of the main
request excluded conpositions containing a
conmbi nation of a substituted succinic acid
derivative and an EVA as cold flow inproving
conmponent (i);
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even if claiml were to be interpreted as
enconpassi ng fuel conpositions conprising succinic
acid derivatives as additional components,

docunent (9) did not disclose all the features of
claim1 in conbination and in particular did not

di scl ose the use of the specific demulsifier of

claim1 in the required anount;

the subject-matter of claim1 of the main request
had thus to be regarded as being novel.

As regards inventive step of all requests the Appellant
subm tted that:

the clains related to a conbi nati on of fue
additives conprising a selected denulsifier and
showi ng surprisingly a synergistic inprovenment of
the fuel |ow tenperature properties, as shown in
exanples 15 to 18 in Table 3 of the patent in suit;

docunent (9) did not contain any suggestion that
the denul sifier used in the disclosed conpositions
woul d have any influence on the cold flow
properties of the fuel; on the contrary, it
regarded t he conbi nation of succinic acid
derivative and EVA as responsible for the obtained
effect (colum 9, lines 36 to 38);

t he experinental report filed under cover of a

| etter dated 21 August 2003 showed, additionally,
that a conbi nation of EVA, a selected denulsifier
and a reaction product of phthalic anhydride and
di hydrogenated tall ow am ne was superior to a
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sim | ar conbi nation containing the succinic acid
derivative used in docunent (9) instead of that
reacti on product;

- therefore, the prior art did not suggest the use
of the clained conbinati on of conponents for
achieving a synergistic inprovenent of the fuel
| ow tenperature properties.

VI . The Respondent argued in witing and in the oral
proceedings inter alia that:

- the fuel conposition of claim1l of the main
request had to be interpreted as still
enconpassi ng succinic acid derivatives as possible
further conponents; therefore, this claimlacked
novelty in the light of the disclosure of docunent
(9), especially considering the conbination of
claim6 of this docunent with the preferred
demul sifier concentrations listed in Table |

As regards inventive step of the first auxiliary
request it submtted that

- it was obvious for the skilled person to add to
the fuel conpositions known from docunent (9)
addi ti onal known cold flow i nprovi ng conponents
and no evidence had been provided that the
addi tion of the known am de-am ne salt formed by
reacting 1 nolar portion of phthalic anhydride
with 2 nolar portions of dihydrogenated tall ow
am ne brought about a surprising advant age;
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- the clained subject-matter thus | acked inventive
st ep.

Finally, claim1l of set Cdiffered fromclaim11 of set
B only insofar as it contained the additional wording
"provided that the conponent (i) is not a conbination
of a substituted succinic acid derivative and an

et hyl ene-vinyl acetate copol yner."

Si nce conponent (i) was already identified in the claim
to be a different conpound, i.e. a specific am de-am ne
salt, this anmendnent did not add any further limtation
to the previous claimand was thus superfl uous.
Therefore, this anmendnent could not be considered to
arise fromany of the grounds for opposition and
contravened the requirements of Rule 57(a) EPC,

VI, The Appel |l ant requests that the decision of the first
i nstance be set aside and the patent be naintai ned on
t he basis of one of the set of clainms A (filed during
the oral proceedings) or B or C (both of themfiled on
21 August 2003).

The Respondent requests that the appeal be di sm ssed.

VIIl. At the end of the oral proceedings, the chairmn
announced t he deci sion of the Board.

2769.D
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Reasons for the decision

1.2

1.2.1

2769.D

Set A (main request)

Articles 123(2) and (3) and 84 EPC

The Board is satisfied that the anmended cl ai nms
according to this request conply with the requirenents
of Articles 123(2) and (3) and 84 EPC.

Since this request fails on other grounds further
details are unnecessary.

Novel ty

Claim1l relates to a fuel oil conposition consisting of
a mxture of a major proportion of a mddle distillate
fuel oil and a m nor proportion of an additive

conposition conprising

(i) one or nore non-netallic flow inproving oi
sol ubl e addition products or condensates sel ected
fromone or nore of (a) an EVA, (b) a conb-Ilike
pol ymer and (c) a pol ar nitrogen-containing
conpound forned by reacting at | east one nol ar
proportion of a hydrocarbyl substituted amne with
a nolar proportion of a hydrocarbyl acid having 1
to 4 carboxylic acid groups or its anhydride, and

(i1i) fromb5 to 50 ppm by wei ght based on the wei ght of
the mddle distillate fuel oil of a specific non-
netallic oil soluble denulsifier, the precursor of
whi ch conprises a phenolic resin.
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The wording of claim1 thus requires that the additive
conposition conprises at |east the conponents of type
(i) and (ii). However, it can al so conprise other
addi ti ve conponents.

Claim1l also requires as a disclainmer already disclosed
in the application as originally filed that conponent
(i) is not a conbination of a substituted succinic acid
derivative and an EVA (see above point V).

This alleged disclainmer is therefore directed to
exclude this specific conbination only as conponent (i)
and not fromthe total fuel conposition

It is undisputed that many additives of fuel oi
conpositions may have nore than one function in the
final conposition and it is also undisputed that it
cannot be determned in the final fuel oil conposition
if a specific additive has been added for one
particul ar purpose or another. Therefore, the above
menti oned di scl ai mer does not exclude that one or both
of the specified additives, i.e. EVA and the succinic
acid derivative, may be present in the clained fue
conposition as further additives, e.g. as a conponent
(tiit), in addition to conponents (i) and (ii), or that
one of them e.g. EVA, may be present as additive (i)
and the other one as further additive (iii).

The Board concludes therefore that the all eged

di scl ai mer contained in claim1l does not exclude the
presence of the two specified conponents in the total
fuel conposition and is not apt to limt further the
cl aimed conposition. Therefore, it can be di sregarded
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for the assessnment of the patentability of the clained
subj ect-matter

According to the established jurisprudence of the
Boards of Appeal, a prior art disclosure is novelty
destroying if it discloses directly and unanbi guously
the subject-matter in question (see e.g. T 0511/92,
unpublished in Q) EPO point 2.2 of the reasons for the
deci si on).

The enbodi nent reported in claim®6 of docunent (9) is a
fuel conposition conprising a major amount of a mddle
distillate hydrocarbon fuel and a small proportion of
additives conprising a denulsifier as clainmed in
claiml1l, an EVA which is a flow inproving additive
according to class (i) of the attacked claiml, a
succinic acid derivative and an aromati c nonocar boxylic
acid which are additives not excluded by the wording of
claim1 as expl ai ned herei nabove. This enbodi nent finds
its counterpart in the generic teaching of colum 2,
l[ines 29 to 53; colum 5, lines 38 to 65 and col umm 6,
lines 57 to 58 of the description.

Docunent (9) also indicates al so the necessary
concentrations of the various conponents in order to

i nprove the cold flow properties of the fuel in which
they are contained (see colum 7, lines 17 to 19 and
the following Table |I). According to Table I the

denmul sifier nust be contained in a preferred range of
0.5 to 15 ppm which largely overlaps with the range of
5 to 50 ppmaccording to claim1l of the patent in suit.

The Board is therefore convinced that the skilled
person woul d understand these preferred concentrations
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for the denulsifier to apply to any used denul sifier
and thus also to the specific denulsifier of the
enbodi ment of claim 6.

Therefore, the Board concludes that docunent (9)

di scl oses directly and unanbi guously all the features
of claim1l in conbination. The subject-matter of
claim1 thus | acks novelty.

Since the main request nust be dism ssed on these
grounds, there is no need to deal with the other
obj ections raised by the Respondent against this
request.

2. Set B (first auxiliary request)

2.1 Articles 123(2) and (3) and 84 EPC
The Board is satisfied that the anmended cl ai nms
according to this request conply with the requirenents

of Articles 123(2) and (3) and 84 EPC.

Since this request fails on other grounds further

details are unnecessary.

2.2 Novel ty
Claim 1 of this request requires the presence of an
am de-am ne salt forned by reacting 1 nolar portion of

phthalic anhydride with 2 nolar portions of
di hydrogenated tall ow am ne as conponent (i).

2769.D
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Since this specific conmponent (i) is not disclosed in
docunent (9), the subject-matter of this claimis

novel .

Novel ty was al so not chall enged by the Respondent.

2.3 | nventive step

2.3.1 Cdaim1l of set Brelates to a m xture of a m nor
proportion of an additive conposition wth a major
proportion of a mddle distillate fuel oil, wherein the
addi tive conposition necessarily conprises an am de-
amne salt formed by reacting 1 nolar portion of
phthalic anhydride with 2 nolar portions of
di hydrogenated tall ow am ne as conponent (i) and a
specific non-netallic oil soluble denulsifier, the
precursor of which conprises a phenolic resin as
conponent (ii). The additive conmposition of claim1l can
nor eover still enconpass other additive conponents.

According to the description of the patent in suit,
additives suitable for inproving the cold flow
properties of fuel oils were known in the art (page 2,
lines 3 to 10). There was, however, still a need to

i nprove the performance of these known additives
(page 2, lines 17 to 18).

Thus, according to the patent in suit, the alleged

t echni cal probl em underlying the clainmed invention
shoul d be seen in the provision of additional
conponents that are not by thenselves cold flow

i mprovi ng agents and which, in conbination with known
cold flow inproving agents, lead to an optim sation, in

2769.D
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the present case a synergistic inprovenent, of the cold
flow properties of the fuel in which they are used.

The Board finds, in agreement with both parties, that
docunent (9) represents the nost reasonable starting
poi nt for evaluating inventive step, since it deals
with the use of a conbination of additives for
inmproving the cold flow properties of a mddle
distillate fuel (see colum 2, lines 29 to 54 and
colum 6, lines 50 to 57).

Thi s docunent discloses a fuel conposition conprising a
maj or anount of a mddle distillate hydrocarbon fuel
and a small proportion of additives conprising inter
alia a denulsifier as clainmed in claiml and an EVA
which is a cold flow inproving additive as explained in
point 1.2.3 above.

Therefore, the conposition of this docunent differs
fromthe subject-matter of claiml1l insofar as it does
not contain an am de-amne salt fornmed by reacting 1
nmol ar portion of phthalic anhydride with 2 nol ar
portions of dihydrogenated tallow am ne.

The conparative tests contained in the patent in suit
(see Table 3 on page 12) show that the selected

demul sifier (ii) has in itself no cold flow inproving
properties (see exanples 13 and 14) and that the
addition of the denulsifier to a conbination of EVA and
t he am de-am ne salt nevertheless |l eads to a further

i nprovenent of the cold flow properties of the fuel
(see exanples 18 and 16). The experinental report filed
under cover of a letter of 21 August 2003 confirns that
such a conbination is very effective in inproving the
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cold flow properties, as conpared to other cold flow

i ncreasing formnul ati ons.

However, this experinental evidence is based on
conpositions always conprising the further cold flow

i mprovi ng conponent EVA, which is not an essenti al
conponent of claim 1. The Opposition D vision remarked
inits decision (point 4.4. of the grounds for the
decision) that this evidence could not be considered
sufficient to establish that such a synergistic

i nprovenent of the cold flow properties of the fuel
conposition was achieved for all possible conpositions
enconpassed by claim1l (for exanple for a conposition
not conprising EVA)

In a case such as the present, where the patent was
revoked by the Qpposition Division, the Appellant has

t he burden of denonstrating that the decision under
appeal was not correct (see e.g. T 585/92, QJ EPO 1996
129, point 3.2 of the reasons for the decision). In the
present case the Appellant has not discharged this

bur den.

Mor eover, the Board observes that the avail able

evi dence does not establish that this effect can be
achi eved for any possible ratio of the various
conponents, for exanple when using greater amounts of
demul sifier and smaller anounts of flow inproving
conponent (i).

In the present case the alleged technical problemlies
in the achi evenent of an unexpected inprovenent based
on a synergistic effect by the use of a conmponent which
was known to have no effect by itself. The Board finds
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that in these circunstances the required supporting

evi dence shoul d be so conprehensive that the data shown
in such evidence can be reasonably extrapol ated across
t he whol e scope of the claim

I nstead the avail abl e experi nental evidence, as already
expl ai ned above, supports the presence of an effect
only for a specific conbination of conponents and even
then not for any possible ratio of conponents (i) and
(ii). The Appellant had noreover sinply submtted that
it isits belief that the sanme effect would be achieved
wi th the other enbodi ments covered by claim1. Such an
unsupported statenment cannot however di scharge the
Appellant fromits burden of proving that the effect
used to define the underlying technical problemis

di spl ayed by all claimed conpositions.

The Board concludes that the Appellant has not credibly
shown that the desired increase in cold flow properties
can be achieved with any possi bl e conposition covered
by claim1l. Therefore, this alleged inprovenent nust be
di sregarded in defining the technical problem
underlying the clainmed invention, which thus nust be
reformulated in | ess anbitious ternms as the provision
of an alternative additive conposition having cold flow
i mproving properties.

In the light of the indications contained in the patent
in suit, the Board is satisfied that the above
techni cal probl em has been successfully sol ved.

Docunent (9) envisages the possibility of using "other
additives" in the flow inproving concentrate (colum 5,
lines 38 to 40).
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Therefore, even though docunment (9) does not suggest
any further cold flow inproving agents apart fromthose
specifically indicated in its disclosure, it is the
Board's judgenent that the skilled person, faced with

t he above nentioned technical problem would have

consi dered the possibility of replacing one or part of
the cold flow inproving agents disclosed in docunent
(9) with other known agents such as the am de-am ne
salt of claim1, which was undisputedly a known cold
flow i nproving agent at the priority date of the patent

in suit.

Since there was no prejudice in the prior art against

t he use of such a cold flow inproving agent in a fuel
conposition in conbination with other additives, it was
obvious for the skilled person to try a conposition
nodi fied in such a way.

For these reasons, the Board concl udes that the
subject-matter of claim1 | acks inventive step
Therefore, this request has also to be di sm ssed.

Set C (second auxiliary request)

Claiml of set Cdiffers fromclaim1 of set B only
insofar as it contains the additional wording "provided
that the conponent (i) is not a conbination of a
substituted succinic acid derivative and an et hyl ene-

vi nyl acetate copol yner."

Si nce conponent (i) is already identified in the
claimas "being a polar nitrogen-containing conpound
which is the am de-am ne salt forned by reacting 1
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nmol ar portion of phthalic anhydride with 2 nol ar
portions of dihydrogenated tallow am ne", this
additional wording is contradictory to the definition
of conponent (i) being only an am de-amne salt and it
does not add any further limtation to claim1l of

set B.

This was al so conceded by the Appellant inits letter
of 21 August 2003 (point 1, last full paragraph).

Therefore, this anendnent cannot be considered to arise
fromany of the grounds for opposition and contravenes
the requirenents of Rule 57(a) EPC. Consequently, the
second auxiliary request is not admtted.

Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

G Rauh P. Krasa
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