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Summary of Facts and Subm ssi ons

1724.D

The appel lant 01 (opponent) | odged an appeal, received
on 4 February 2000, against the decision of the

opposi tion division, despatched on 22 Decenber 1999,
mai nt ai ni ng the European patent No 0 450 943
(application No 91302941.9) in anended form The fee
for the appeal was paid on 4 February 2000 and the
statenent setting out the grounds of appeal was
received on 27 April 2000.

Agai nst the sane decision of the opposition division,
the appellant 02 (proprietor) |odged an appeal,

recei ved on 23 February 2000. The fee for the appeal
was paid on 22 February 2000 and the statenent setting
out the grounds of appeal was received on 28 Apri

2000.

The opposition had been filed against the patent as a
whol e based on Articles 100(a) and (b) EPC.

In the statenment of grounds of appeal, the appellant
opponent referred, inter alia, to the follow ng
docunent :

E3: US-A-4 830 006

In response to the summons to oral proceedings, the
representative of the appellant proprietor informed the
Board that the proprietor would not be represented at
the hearing and filed five requests by letter dated

9 April 2003, a nmain request and first, second, third
and fourth auxiliary requests.
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Oral proceedings were held on 9 May 2003 in the
presence of the appellant opponent.

The appel | ant opponent requested that the decision of
t he opposition division be set aside and that the
pat ent be revoked.

The appel |l ant proprietor requested in witing that the
deci si on under appeal be set aside and that the patent
be mai ntained on the basis of the follow ng docunents:

mai n request
claiml1l as filed with the letter dated 9 April 2003,
clainms 14 to 23 as granted to be renunbered to depend

on claim1;

Description and draw ngs of the patent as maintai ned by
the first instance;

first auxiliary request

claiml1l as filed with the letter dated 9 April 2003,
clainms 14 to 23 as granted to be renunbered to depend
on claim1;

Description and drawi ngs as for the main request;
second auxiliary request

claiml1l as filed with the letter dated 9 April 2003,

clains 2 to 9 of the patent as maintained by the first

i nst ance;
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Description of the patent as maintained by the first
instance with the deletion of the words "It is also
preferable that” in line 24 of colum 4 of the printed
specification

Drawi ngs of the patent as maintained by the first

i nst ance;

third auxiliary request

claiml1l as filed with the letter dated 9 April 2003;
clains 2 to 9 of the patent as maintained by the first

i nst ance;

Description and drawi ngs as for the second auxiliary
request;

fourth auxiliary request

any of the main or the first, second or third auxiliary
requests with the addition of either one or both of the
f ol | owi ng:

(i) insertion of the words "both upwards and
downwar ds" after "....... for searching said
plurality of storage locations...... "“in claiml
of the first and third auxiliary requests or after
the words "....for searching said storage
| ocations..... “in claiml of the second and third

auxi liary requests;

(ii) insertion of the word "nunerically" before
"....closest...." in the claim1l of any of the
requests.
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VIIl. The wording of claim1 according to the appell ant
proprietor's main request reads as foll ows:

"Apparatus for treating tachycardi as having cycle
lengths within a predeterm ned range of tachycardia
cycle |l engths, conprising:

A) nmeans for establishing a plurality of storage

| ocations (fig 5A) each of which corresponds to a

di fferent sub-range of tachycardia cycle |lengths within
sai d range of tachycardia cycle |engths:

B) nmeans for storing (fig 6), in correspondi ng ones of
sai d storage | ocations, corresponding antitachycardia
paci ng paraneters which have been successful in
reverting previous tachycardi as having cycle | engths
that fall in said corresponding tachycardi a cycle

| engt h sub-ranges; and

C) neans for searching said storage |locations to
identify a storage | ocation which corresponds to the
tachycardia to be treated and for treating the
tachycardi a using the antitachycardi a paci ng paraneter
stored therein, and in the event there is no
antitachycardi a pacing paraneter in the identified
storage | ocation, searching said storage |locations to
identify a storage | ocation which contains a stored
antitachycardi a paci ng paraneter and which corresponds
to a tachycardia cycle length which is closest to the
newl y confirmed tachycardia cycle length and for
treating the tachycardia using the antitachycardi a
paci ng paraneter stored therein."

1724.D
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The wording of claim1 according to the appellant
proprietor's first auxiliary request reads as foll ows:

"Apparatus for treating tachycardi as having cycle
l engths within a predeterm ned range of tachycardia
cycle | engths, conprising:

A) nmeans for establishing a plurality of storage

| ocations (fig 5A) each of which corresponds to a

di fferent sub-range of tachycardia cycle |lengths within
sai d range of tachycardia cycle |engths;

B) nmeans for storing (fig 6), in correspondi ng ones of
sai d storage | ocations, corresponding antitachycardia
paci ng paraneters which have been successful in
reverting previous tachycardi as having cycle | engths
that fall in said corresponding tachycardia cycle

| engt h sub-ranges; and

C) neans for treating subsequent tachycardi as using
antitachycardi a pacing paraneters sel ected from storage
| ocations that correspond to the storage |ocations
corresponding to the tachycardias to be treated, and if
the storage | ocations corresponding to the tachycardi as
to be treated are enpty, for searching said plurality
of storage locations until a filled storage | ocation

cl osest to correspondence with the storage |ocations
corresponding to the tachycardias to be treated is
found. "

Claim 1 according to the appellant proprietor's second
auxiliary request differs fromclaim1l according to the
main request in that it further conprises the follow ng

f eat ur es:
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"D) neans for utilizing a range of antitachycardi a
paci ng paraneters in the treatnment of tachycardi as over
a period of time, and neans for correlating successful
antitachycardi a pacing paraneters in such range with
the tachycardia cycle lengths of the tachycardi as they
successfully revert; and

E) neans for over-riding earlier successful
antitachycardi a pacing paraneters that may be stored in
gi ven storage |locations with [ ater successful
antitachycardi a pacing paraneters that correspond to
such storage |ocations.”

Claim 1 according to the appellant proprietor's third
auxiliary request differs fromclaim1l according to the
first auxiliary request in that it further conprises
the foll ow ng features:

"D) neans for utilizing a range of antitachycardia
paci ng paraneters in the treatnent of tachycardi as over
a period of time, and neans for correlating successful
antitachycardi a pacing paraneters in such range with
the tachycardia cycle lengths of the tachycardi as they
successfully revert; and

E) neans for over-riding earlier successful
antitachycardi a pacing paraneters that may be stored in
gi ven storage |locations with | ater successful
antitachycardi a pacing paraneters that correspond to
such storage |ocations.”



1724.D

7. T 0142/ 00

The appellant proprietor's argunents nmay be summari sed
as foll ows:

E3 taught a device that divided different tachycardi a
rates into rate classes, and then selected an
appropriate therapy based on the rate class into which
the tachycardia fell. Al the tachycardia rate cl asses
were popul ated with a correspondi ng therapy sel ected by
t he doctor either during inplant or during a follow up
appoi ntment. Thus, E3 made no provision for a situation
in which a particular tachycardia rate class did not
have an associated therapy. Claim1l of each request,
however, enphasised that the apparatus of the invention
searched for a "filled bin" in the event that there
were no pacing paraneters in the storage | ocations
corresponding to the tachycardias to be treated.
Furthernore, the device of claim1l of any of the
requests was al so inventive over the prior art owng to
its ability to learn over tinme which therapy suited a
particul ar patient and to adapt to the patient's
changi ng needs over tinme, unlike E3 which relied on the
doctor not only to assign a therapy to each rate range
but also to update it.

The appel | ant opponent argued essentially as foll ows:

The apparatus according to claim 13 of the patent
specification conprised, inter alia, nmeans for treating
subsequent tachycardi as "using antitachycardi a paci ng
paranmeters selected from storage | ocations” which were
cl osest to correspondence with "the storage | ocations
corresponding to the tachycardias to be treated". This
inplied that the apparatus of claim 13 could only
identify storage |ocations which were "cl osest to"
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other locations. CQaim1l according to the main request
and claim1 of the second auxiliary request, however,
conprised neans for identifying a storage | ocation
corresponding to a tachycardia cycle |length which was
"closest to the newly confirmed tachycardi a cycle

l ength". Thus, the main and the second auxiliary
requests were directed to subject-matter falling
out si de the scope of protection conferred by the
granted patent, and were not adm ssi bl e under

Article 123(3) EPC

Though cl ause (C) of claim 1l according to the main and
second auxiliary requests were based on the preferred
enbodi nent of the invention, they conprised only sone
of the features disclosed in connection wth such
enbodi nent. This generalisation of a specific

enbodi nent was not admi ssible under Article 123(2) EPC
(cf. T 284/94, QJ EPO 1999, 464). Furthernore, the fact
t hat sonme essential features of the invention were not
specified in the i ndependent clains could al so be
regarded as an infringenment of Articles 83 and 84 EPC.

Clains 1 according to the first and the third auxiliary
requests conprised neans for treating subsequent
tachycardias with pacing paraneters stored in
correspondi ng storage | ocations and for searching said
storage locations, if the storage |ocations
corresponding to the tachycardias to be treated were
enpty. Claim 13 of the patent as granted, however,
inplied that treatnent was al ways adm ni stered. Thus,

t he wordi ng of these clains extended the protection
conferred by the granted patent (Article 123(3) EPC)
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Al'l the apparatus clainms resulting fromthe anendnents
requested by the appellant proprietor according to the
fourth auxiliary request violated Article 123 (2)

and (3) because they were based on inadm ssible clains
of the previous requests.

Apart fromdisclosing a device which divided different
tachycardia rates into rate classes and sel ected an
appropriate therapy based on the class into which the
tachycardia fell, E3 taught also to replace a stored
therapy with a nore successful one, according to the
"retry |l ast successful pacing therapy" ("RLSPT") option
or to look for an appropriate therapy in storage

| ocations close to the storage | ocation correspondi ng
to a di agnosed tachycardia according to the "RATCHET"
option. Thus, all the functions of the apparatus
according to the alleged invention were either known
from or suggested by ES.

Reasons for the Decision

1

The appeal is adm ssible.

Mai n Request

1724.D

Article 84 EPC

Claim 1 according to the main request conprises cl auses
(A) and (B) of the apparatus claim 13 of the patent
specification and a new clause (C). As stipulated by
the Enl arged Board of Appeal in G 9/91 (QJ EPO 1993,
408) "in case of anmendnents of the clains or other
parts of a patent in the course of opposition or appeal
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proceedi ngs, such amendnents are to be fully exam ned
as to their conpatibility with the requirenents of the
EPC' (see point 19 of the reasons).

Hence, a question to be considered in the present case
i s whether the anended clause (C) satisfies, inter
alia, the requirenments of Article 84 EPC as to the
clarity of the subject-matter for which protection is
sought and its support in the description.

As specified in the amended clause (C), the apparatus
according to claim1 of the main request conprises
means for treating a diagnosed tachycardia and for
searching the pacing paraneter to be used for the
treatnment, whereby the search is defined as foll ows:

(1) the storage |ocations are searched to identify the
storage |l ocation corresponding to the tachycardia
to be treated;

(iit) if no antitachycardia pacing paraneter is stored
in the correspondi ng storage |ocation, the search
is directed to identifying a storage |ocation
whi ch contains a stored pacing paraneter and which
corresponds to a tachycardia cycle length which is
closest to the newy confirned tachycardia cycle
| engt h.

An essential aspect of the present invention relates to
t he determ nation by scanning of a pacing paraneter

val ue which is successful in termnating a tachycardia
(see patent specification, colum 4, lines 11 to 17).
This allows a continuous updating of the stored val ues
and the "filling up" of enpty storage |ocations with
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appropriate pacing paraneters for treating tachycardi as
of corresponding cycle lengths. In other words, the
apparatus of the invention begins treatnment of a
tachycardia with a stored paraneter value which is then
changed by scanning through a certain range until the
tachycardia is reverted.

2.4 The wording of clause (C) of claiml1l according to the
mai n request, however, may inply that the treatnent of
a tachycardia could be based only on one pacing
paraneter found in the storage | ocation correspondi ng
to the tachycardia cycle length to be treated, or to
the "closest" tachycardia cycle |ength.

2.5 Since the anmended cl ause (C) does not clearly reflect
sone aspects of the invention which are shown to be
essential in the description, claim1l according to the
mai n request does not neet the requirenments of
Article 84 EPC

First Auxiliary Request

3. Article 123 (3) EPC

3.1 As specified in clause (C), the apparatus according to
claiml1l of the first auxiliary conprises neans

(enmphasi s added):

- "for treating subsequent tachycardi as using

antitachycardi a pacing paraneters selected from
storage locations that correspond to the storage
| ocations corresponding to the tachycardias to be
treated" (ie if they are defined), and

1724.D
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- "if the storage | ocations corresponding to the

tachycardias to be treated are enpty, for

searching said plurality of storage |ocations
until a filled storage |ocation closest to
correspondence with the storage |ocations
corresponding to the tachycardias to be treated is
found. "

Clause (C) of claim13 of the patent specification
reads as follows (enphasis added):

"C) neans for treating subsequent tachycardias
usi ng antitachycardi a paci ng paraneters sel ected
fromstorage | ocations that correspond to, or are

cl osest to correspondence with, the storage
| ocations corresponding to the tachycardias to be
treated".

The wording of claiml1l of the first auxiliary request
does not specify what happens with the paraneter found
in the location "closest to correspondence with the
storage |l ocations corresponding to the tachycardias to
be treated". Thus, claim 1l covers also the possibility
t hat the pacing paraneter may be further processed

bef ore being used for treatnent, or even that no
treatment follows the search for a filled storage

| ocati on.

Claim 13 of the patent specification, however, is
clearly limted to an apparatus which adm nisters
treatment using pacing paraneters selected from storage
| ocations "closest to correspondence with" the storage
| ocati ons associated with the tachycardias to be
treated, if the latter are enpty.
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Thus, contrary to the provisions of Article 123(3) EPC,
claiml1l of the first auxiliary request has been anended
in such a way as to extend the protection conferred by
t he patent specification.

Second Auxiliary request

1724.D

Article 123(3) EPC

The appel | ant opponent's obj ections under
Article 123(3) EPC are essentially based on the

foll owi ng consi derati ons:

- t hough all the enbodi nents of the invention showed
a linear array of storage |ocations corresponding
to an arrangenent of tachycardias according to
i ncreasing cycle lengths, neither claim13 of the
pat ent specification nor claiml of the second
auxiliary request specified how the storage
| ocations were arranged, or was limted to an
apparatus in which the storage | ocation indexes
and the tachycardia cycle |lengths increased
according to the sanme |inear progression;

- in fact, claim 13 of the granted patent did not
necessarily inply that the storage | ocations which
were "closest to correspondence” with the storage
| ocations of the tachycardias to be treated
cont ai ned al so tachycardi as cycle | engths which
were closest to the cycle length of the
tachycardia to be treated,;
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- as specified in clause (C), however, claim1l of
t he second auxiliary request, conprised neans
whi ch coul d al ways identify the closest cycle
length, even if it was not |located in the storage
| ocati on which was closest to the |ocation
corresponding to the tachycardia to be treated;

- in other words, the apparatus of claim 13 of the
granted patent arrived at the closest cycle length
only when this was |l ocated in the cl osest storage
| ocati on, whereas the apparatus of claim1 of the
second auxiliary request conprised neans which
were supposed to find the closest cycle |ength no
matter where it was | ocat ed;

- for the above reasons, claim1l of the second
auxiliary request extended the protection
conferred by the patent specification, and, thus,
it was not adm ssible under Article 123(3) EPC

One of the essential aspects of the present invention
is that treatnment of a tachycardia identified by its
cycle length should start with the antitachycardi a
paci ng paraneter which has succeeded in treating the
sane kind of tachycardia on previous occasions. If no
paci ng paraneter is available for the diagnosed cycle

l ength, the treatnment should start with the "next best™
paci ng paraneter, ie with a paraneter which has
successfully treated a sim |l ar episode of tachycardi a,
ie a tachycardia of a cycle length "closest” to the one
di agnosed.
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The apparatus claim 13 as granted recites that the
treatnment is carried out using antitachycardi a pacing
paraneters selected fromstorage | ocations defined as
foll ows:

- they correspond to the storage | ocations
corresponding to the tachycardias to be treated,

or

- they are closest to correspondence with the
storage | ocations corresponding to the
tachycardias to be treated.

In other words, claim 13 does not specify how the
paci ng paraneters are actually selected, but limts the
selection to paraneters |located in "bins" which are
"closest to correspondence” with the |ocation where the
appropriate pacing paraneter should be stored. In the
context of the present invention, such |ocations can
only be those which are associated with "simlar"
tachycardias, ie with tachycardi as having cycle | engths
close to the cycle length of the tachycardia to be
treated. This inplies that the apparatus according to
claim 13 of the patent specification is not restricted
to searching for the filled storage | ocation "cl osest
to" the enpty storage location, no matter how cl ose the
correspondi ng cycle lengths are.

Claim 1 according to the second auxiliary request
specifies that the clained apparatus conprises neans
for searching the storage |locations in order to
identify a storage | ocation which corresponds to the
tachycardia to be treated. In the event that there is
no antitachycardi a pacing paraneter in the identified
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storage |l ocation, the nmeans for searching the storage
| ocations are able to identify a filled storage

| ocation which is "closest to the newWy confirned
tachycardi a cycle I ength".

In other words, both claim 13 as granted and claim1 of
t he second auxiliary request specify means for treating
tachycardi as using the same paci ng paraneters. Since
the latter specifies also nmeans for performng the
selection of the paraneters referred to in claim13 as
granted, it limts the protection conferred by the
granted claimand, thus, it does not infringe

Article 123(3) EPC

Article 123 (2) and Article 84 EPC

Claim 1 according to the second auxiliary request
differs fromthe apparatus claim 13 of the contested
patent in that clause (C) has been reworded and cl auses
(D) and (E) have been added. The latter two cl auses
correspond to clains 14 and 15 of the application as
originally filed.

As to clause (C), its features can be item sed as
fol | ows:

(a) "neans for searching said storage |ocations to
identify a storage | ocation which corresponds to
the tachycardia to be treated and

(b) for treating the tachycardia using the
antitachycardi a pacing paraneter stored therein,
and
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(c) in the event there is no antitachycardi a pacing
paraneter in the identified storage |ocation,
searching said storage locations to identify a
storage | ocation which contains a stored
antitachycardi a paci ng paraneter and which
corresponds to a tachycardia cycle length which is
closest to the newy confirned tachycardia cycle
| ength and

(d) for treating the tachycardia using the
antitachycardi a pacing paraneter stored therein".

Features (a) to (d) are based on the description of the
preferred enbodi nent given in colum 8, lines 40 to 58,
of the patent specification, with the difference that
"bot h upwards and downwards" referred to the search
(feature (a)) and "nunerically" referred to "cl osest™
(feature (c)) have been del eted.

The appel | ant opponent has essentially argued that

t hese nodifications of the wording used in a preferred
enbodi nent which forned the basis for the anmendnents
constituted an inadm ssible generalization of the
original disclosure (Article 123(2) EPC)

According to the preferred enbodi nent of the invention
(patent specification, colum 8, lines 20 to 39), cycle
| engths are nmeasured to a resolution of 4 ns so that
"one byte with a nunerical range of 0 to 255 can
represent cycle lengths fromO to 1020 mlliseconds"”.
An array of 256 "storage |location units or bins" is
used to store the value of the pacing paraneter which
has proved successful in reverting a tachycardia of
corresponding cycle length. If there is a stored pacing
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paranmeter value for a diagnosed tachycardia cycle

l ength, treatnment starts at that value. If not, "the
array is searched both upwards and downwards until a
filled cycle length bin is found" (colum 8, |ines 46
to 47).

From the description of the contested patent, it is
clear that an "array of 256" storage locations is just
one of the possible enbodi ments of a nenory for storing
paci ng paraneters. |If the present invention does not
necessarily require a linear "array" of storage

| ocations for its inplenentation, then also the fact
that the array is searched "both upwards and downwar d"
cannot be regarded as an essential feature. On the
contrary, this term nol ogy woul d appear inappropriate
for storage locations arranged as a matri x.

I n other words, an essential aspect of the present
invention is the ability to search a paci ng paraneter
when the storage | ocation corresponding to the

di agnosed tachycardia cycle length is enpty. How such
search is carried out is immterial for defining the
present invention and depends essentially on the
particul ar menory arrangenent.

Thus, in the opinion of the Board, an applicant, who
has chosen to describe a preferred enbodi ment with
technical details which are clearly not necessary to

i npl enent the essential aspects of the invention,
shoul d not be required under Article 123(2) EPC to
introduce all these details into a clai manended on the
basi s of such an enbodi nent.
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A further objection raised by the appellant opponent
relates to the deletion of "nunerically” in the
expression "nunerically closest to the newy confirned
cycle length".

In the opinion of the Board, the use of "nunerically"
inthe cited context inplies that the cycle lengths are
arranged according to a sequence of nunbers. In fact,

t he description, colum 8, lines 23 to 25, specifies
that "a nunerical range of 0 to 255 can represent cycle
lengths fromO to 1020 m | liseconds". Thus,
"nunerically” could be interpreted as referring to an
enbodi nent that represents increasing (or decreasing)
cycle lengths by neans of a range of increasing (or
decreasi ng) nunbers.

However, as imediately clear to a person skilled in
the art, this is not the only possible enbodi nent of
the invention and the elenments of a sequence of cycle

| engt hs need not be identified by increasing or
decreasi ng nunbers, though it may be the nost obvious
thing to do. For the same reasons pointed out above, it
woul d seemunfair to ask the appellant proprietor to
[imt the clai munnecessarily by introducing optional
details taken froma particul ar enbodi nent, only
because the conbi nation of essential features specified
in the claimfinds support in the sanme enbodi nent.

In the present case, however, the deletion of the word
“"nunerically” in the expression "nunerically cl osest
to" appears to introduce an anbiguity in the anmended
cl ai m because "cl osest to" taken by itself could be
understood in ternms of "closeness in tine". In other

words, this feature of claim11 could be interpreted as
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i mplying that the pacing paraneter used to treat the
tachycardia is the one associated with the cycle length
which, on a tinme scale, is "closest to" the one

di agnosed. It should be noted that this interpretation
of the claimwould not be void of technical sense in
the context of the present invention.

5.10 In the opinion of the Board, this anbiguity in the
interpretation of a feature makes the cl ai muncl ear
within the nmeaning of Article 84 EPC. In fact, the
requirement of clarity inplies that each feature of a
cl ai m shoul d, as far as possible, be clear per se, and
that it should be possible to understand the clained
subject-matter without reference to the description.

Third auxiliary Request

6. Article 123(3) EPC

6.1 Claim 1 according to the third auxiliary request
conprises all the features recited in claim1l of the
first auxiliary request (clauses (A, (B) and (C)) and
the features recited in clains 14 and 15 of the patent
as grant ed.

6.2 As poi nted out above, the conbination of clauses (A,
(B) and (C) defines subject-matter falling outside the
terms of the apparatus claimas granted. Hence, claiml
of the third auxiliary request is not adm ssible under
Article 123(3) EPC

1724.D
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Fourth auxiliary request

7.2

1724.D

Article 123(2) and (3) EPC

Claim 1 of the second auxiliary request anmended by
inserting the word "nunerically" before "..closest..."
according to the appellant proprietor's fourth
auxiliary request is adm ssible under Article 123(3)
EPC (see item4.1 to 4.5 above). Furthernore, the claim
t hus anended overcones the objection raised by the
appel I ant opponent and concerning the |ack of support
in the application as originally filed. However, the
appel I ant opponent raised a further objection in the
context of the second auxiliary request which applies
also to claiml of the fourth auxiliary request under

consi der ati on.

According to the appell ant opponent, the fact that the
cl ai mwas anmended by adding only sone features sel ected
froma preferred enbodi nent of the application as
originally filed, constituted an infringenent of
Article 123(2) EPC

The first "mssing” feature identified by the appell ant
opponent relates to the fact that "the confirned
tachycardia cycle length is also held over in tenporary
storage in case it is needed at the tine that the
tachyarrhythm a i s pace-term nated" (see patent
specification, colum 8, lines 50 to 53). As such, it
reflects that aspect of the invention which is
concerned with updating the pacing paraneters in the
storage | ocati ons.
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Claim 1 according to the fourth auxiliary request,
inter alia, conprises:

- nmeans for utilising a range of antitachycardia
paci ng paraneters in the treatnment of tachycardias
over a period of time (clause D);

- means for correlating successful antitachycardia
paci ng paraneters in such range with the
tachycardia cycle |l engths of the tachycardi as they
successfully revert (clause D); and

- means for over-riding earlier successful
antitachycardi a pacing paraneters that my be
stored in storage locations with |later successful
antitachycardi a pacing paraneters that correspond
to such storage | ocations (clause (E)).

The function of replacing ("over-riding") a pacing
paranmeter in a storage location with the |atest
successful paraneter inplies necessarily that the

i nformati on concerning the cycle length of the
tachycardi a which starts the antitachycardi a treatnent
is somehow stored in a nenory. Thus, in the opinion of
t he Board, the conbination of features now set out in
clauses (D) and (E) of claim1l according to the fourth
auxiliary request necessarily inplies that the clai ned
apparatus al so perforns the function of tenporarily
storing the confirmed cycle length "in case it is
needed at the tine that the tachycardia is pace-

term nated".
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The appel | ant opponent further argued that other
essential features of the preferred enbodi nent were not
specified in the claim Such features catered for sone
speci al situations which inevitably occurred in the use
of the claimed apparatus, such as the fact that no
initial values of the pacing paraneters were stored in
the bins, or that two bins with cycle |l engths equally
close to an enpty bin corresponding to the di agnosed
cycle length were found. In this context, the appellant
opponent cited T 284/94 (QJ EPO 1999, 464).

According to the Headnote of T 17/86 (QJ EPO 1989,
297), to which T 284 /94 refers, (enphasis added), "A
technical feature taken in isolation fromthe
application as filed can under Article 123(2) EPC be
introduced into a claimif the application as filed
unm st akably shows that the conbination of technica

features in the new claimthus anended is sufficient to

produce the result sought in the application.”

The result sought in the present application is to
provi de an apparatus which uses a paci ng paraneter
stored in a storage bin to start treating a
correspondi ng tachycardia, and which is able to update
the stored values according to the patient's needs or
to select an appropriate starting pacing paraneter if a
storage bin is enpty (cf patent specification,

colum 4, lines 8 to 39).

In the present case, the person skilled in the art,
readi ng the original disclosure, realises that the
features required to achieve the results pointed out
above (ie the automatic updating of the pacing
paraneter best suited to start treatnent of a certain
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tachycardia and the ability of filling out the enpty
storage |l ocations) are those which are clearly set out
in claiml according to the fourth auxiliary request.
On the other hand, the skilled person cannot expect an
apparatus conprising only the clained conbi nati on of
features to cope with all possible "real-life"
situations which go beyond the inventive teaching. For
instance, it is evident that at |east sonme bins should
be filled with pacing paraneters, when the apparatus is
operated for the first tinme, or that, if all bins are
enpty, there should be sone default pacing paraneters
to start treatnment with. Simlarly, the skilled person
realises that provisions should be nade to discrimnate
bet ween two equal ly cl ose storage bins.

The preferred enbodi nent provides a particular solution
to the above problens by specifying that:

- "if no filled bins are found in the array, then
scanning is commenced at zero (patent
specification, colum 9, lines 44 to 46);

- if two stored paraneter values Smand Sn are at an
equal distance froman enpty bin, "then the nunber
of scan steps in going from"Sni' to "Sn" is
measured , and if this is |l ess than the nunber of
scan steps in going from"Sn" to "Sn', then "Snt
is chosen" (ibid. colum 9, lines 23 to 28).

It is, however, inplicit that an apparatus having a
default parameter value different fromzero, or using a
different criterion to discrimnate between equally

cl ose cycle lengths would be a fully operational

enbodi mrent of the present invention, in the sense that
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it would achieve the results set out in the original
appl i cation.

In other words, the subject-matter of claim1 of the
fourth auxiliary request can be considered to provide
"a conplete solution” (see T 284/94: Headnote) to the
probl em addressed in the contested patent, as far as
t he cl ai med conbi nation of features is "sufficient” to

produce the desired result (see T 17/86, Headnote). In
t he opinion of the Board, this condition is fulfilled
even if other trivial features may be necessary to nake
the clained apparatus fully operational. Furthernore,
it would seemunfair to ask an applicant, who has
provi ded a detail ed description of an enbodi nent and
who wi shes to use this enbodi nrent as a basis for
amending a claim to include in the anmended claimal so
features of the enbodi nent which are evidently not
directed to achieving the essential result of the

i nvention, though they may be necessary to fulfil sone
addi ti onal operational requirenents.

Thus, in line with decision T 17/86, the Board
considers that claim 1, which is based on a conbination
of features selected fromthe description of a
preferred enbodi nent, is adm ssible under

Article 123(2) EPC since its conbination of features is
"sufficient” to produce the result sought in the
appl i cation.

Article 83 EPC
The appel | ant opponent further submtted that, by not

conprising all the features of the preferred
enbodi ment, the claimwould not define the invention in
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a manner sufficiently clear and conplete for it to be
carried out by a person skilled in the art (Article 83
EPC). The argunents of the appellant opponent appear to
be based on the assunption that if the independent
claimdid not conprise all the features necessary to
solve a particular probl em addressed by a detail ed
enbodi nent, the clai mwould cover also other

hypot heti cal undi scl osed enbodi ments of the invention,
whi ch the skilled person would not be able to

i npl enent .

According to Article 83 EPC, the European patent
application, not just the independent clains, nust be
consi dered for determ ning whether a clainmed invention
is sufficiently disclosed. This inplies that the
description should include an expl anation of at |east
one way of carrying the invention into effect. However,
matters which are conmon know edge or routine practice
need not be incl uded.

In the present case, the application as filed conprises
a detailed description of a "fully operational”

enbodi nent of the invention. A person skilled in the
art, wshing to inplement the clained invention, would
i medi ately realise that an apparatus having only the
features recited in claim11 could not work if all bins
were enpty or it would "lock™ if it found two bins
equally close to an enpty bin. However, it would be a
matter of routine practice for the skilled person to
make provisions to avoid these problens by defining a
default value (eg other than zero) for the pacing
paraneter, if operation starts with all enpty bins, and
by providing a criterion (eg first found or |ast found
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filled bin) to choose between two equally close cycle
| engt hs.

In the opinion of the Board, the requirenent of

Article 83 EPC does not inply that an independent claim
should be limted to one or nore preferred enbodi nents
and exclude further enbodi ments of the invention which
woul d be inplicit to the skilled person reading the

application as originally filed.

Article 84 EPC

The Board is satisfied that claimaccording to the
fourth auxiliary request nmeets the requirenents of
Article 84 EPC

Article 54 EPC

The essential aspects of the present invention, as set
out in the features of the clainmed apparatus, may be
summari zed as foll ows:

- tachyarrhythm as are defined in terns of their
cycle lengths (claim1, clause (A));

- a particular episode of tachyarrhythma is
classified according to its cycle length (ibid.
clause (A) and (Q));

- each cycle length is associated with a certain
val ue of a pacing paraneter relating to the pacing
stinmulus required to termnate the correspondi ng
tachyarrhythm a (ibid. clause (B));
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each pacing paraneter value is stored in a storage
bin identified by a particular cycle length (ibid.
cl ause (B));

treatment of a tachycardi a epi sode characterised
by a certain cycle length starts with a stinulus
havi ng the paraneter value stored in the storage
bin of corresponding cycle length (ibid.

clause (Q));

unl ess the stored paraneter is successful in
treating the tachycardia, the paranmeter value is
scanned through a predeterm ned range until the
correspondi ng pacing stinmulus termnates the
tachyarrhythma (ibid. clause (D));

t he successful paraneter value is then stored in
the bin associated with the initial episode of
tachycardi a, whereby an earlier unsuccessful
scanni ng paraneter already stored in that bin is
overwitten by the newly successful value (ibid.
clause (D) and (E));

if the bin corresponding to a detected
tachyarrhythm a cycle length is enpty, the storage
| ocations are searched to identify a filled bin
(i1bid. clause (Q));

t he paci ng paraneter value for the cycle | ength
which is "nunerically closest” to the detected
tachycardia cycle length is taken as the starting
paraneter value to be used for reverting the
tachyarrhythm a (ibid. clause (Q)).
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Docunment E3 which represents the closest prior art,

teaches, inter alia, the follow ng:

(i)

(i)

the heart rate continuumor spectrumis divided,
or partitioned, into a nultiplicity of regions
defining contiguous, successive heart rate ranges
(cf colum 10, lines 55 to 65);

al t hough three tachycardia classes are utilised in
the preferred enbodi nent, the actual nunber of
such classes may be nore or |less than three
dependi ng on the judgnent of the physician

(colum 11, lines 6 to 13);

(iii)each tachycardia class is associated with a

(iv)

(v)

particul ar therapy (see Figure 2a) or with a
sequence of therapies (see Figure 2b) according to
t he physician's prescription, whereby each therapy
consists in delivering certain kinds of pacing
stimuli to the heart (colum 11, lines 47 to 56);

t he sequence in which the selected therapies are
delivered to the patient by the cardiac stinul ator
may be selectively nodified according to a
plurality of therapy control options which are
programmabl e by the physician (colum 14, |ines 44
to 49);

each of the therapies is provided with a
selectively nodifiable fine structure to permt
t he physician to adapt the treatnment afforded by
the stinulator to the needs of the patient
(colum 21, lines 43 to 47).
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The appel | ant opponent sees no substantial difference
bet ween "t herapy" as specified in E3 and
"antitachycardi a paci ng paraneters” referred to in
claim1, since a therapy nay be defined also in terns
of a single pacing paraneter and the treatnment of a
tachycardi a by neans of a pacing paranmeter constitutes
a therapy.

According to appellant opponent's interpretation of the
wor di ng "pacing paranmeter” and "therapy”, E3 shows an
enbodi ment (see Figure 2b) in which treatnment of a
particul ar class of tachycardias is started with a

pr edet er mi ned paci ng paraneter (THERAPY- A, THERAPY-B
or THERAPY- D) and is continued utilising a
predet erm ned range of paci ng paraneters ( THERAPI ES AB,
ABC, BC). A first progranm ng option is defined as
"retry exact pacing therapy" ("REPT") and follows the
rule that a particular pacing therapy previously
delivered in response to detection of a tachycardia
within a specified class is to be redelivered exactly
as on the preceding occasion as the first attenpt to
term nate the arrhythm a, when a successive arrythm a
is detected in that class, but only if that therapy was
successful in termnating the arrhythma on the earlier
occasion (colum 14, lines 58 to 66).

A second progranm ng option defined as "retry | ast
successful pacing therapy"” ("RLSPT") consists in
delivering the last pacing therapy in a certain
sequence which was successful in termnating a certain
tachycardi a when a successive tachycardi a epi sode
occurs in the same class (cf colum 15, lines 3 to 18).
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Thus, on the assunption that the first therapy in a
sequence corresponds to the initial pacing paraneter
stored in a storage |ocation and that a sequence of

t herapies is equivalent to a range of pacing
paraneters, E3 discloses the follow ng conbi nati on of
features set out in claiml of fourth auxiliary

request :

- nmeans for establishing a plurality of storage
| ocati ons each of which corresponds to a different
sub-range of tachycardia cycle length within said
range of tachycardia cycle |lengths (see clause (A
of claim1l);

- means for storing, in corresponding ones of said
storage | ocations, corresponding antitachycardi a
paci ng paraneters (clause (B));

- means for searching said storage |ocations to
identify a storage | ocations which corresponds to
the tachycardia to be treated and for treating the
tachycardi a using the antitachycardi a pacing
paranmeter stored therein (clause (C));

- nmeans for utilising a range of antitachycardia
paci ng paraneters in the treatnment of tachycardias
over a period of tinme (clause (D)); and

- means for correlating successful antitachycardia
paci ng paraneters in such range with the
tachycardia cycle |l engths of tachycardi as they
successfully revert (clause (D).
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As to clause (E) of the claimrelating to "nmeans for
over-riding earlier successful antitachycardia pacing
paraneters”, the Board notes that it could be regarded
as corresponding to the "RLSPT" (ie "Retry Last
Successful Pacing Therapy") option only if were assuned
that "over-riding" did not nean "overwiting"” (cf
patent specification, colum 4, line 29), and that the
successful pacing paranmeter did not permanently alter

t he sequence of therapies (ie pacing paraneters) used
to treat a certain class of tachycardias. In fact, an
essential difference between the "updating function" of
the clai ned apparatus, as inplied by the conbination of
the features of clauses (B) and (E), and the "RLSPT"
option of E3 is that the latter replaces only
tenporarily the initial therapy selected by the
physi ci an but does not "overwite" it permanently. In
ot her words, the "RLSPT" provides only a "tenporary
updat e" of the pacing paraneter which is effective only
"on the next detection of an arrhythmia in that class”
(see E3 colum 15, lines 12 to 13). If the new starting
therapy is not successful in termnating the
tachycardia, "the treatnment will thereupon revert to
the prescribed therapy delivery sequence for the
particular arrhythma class" (E3, colum 15, lines 15
to 18).

Furt hernore, none of the nodes of operation of the
apparatus shown in E3 covers the possibility that there
is no prescribed therapy (ie pacing paraneter) in the
storage | ocation corresponding to the di agnosed
tachycardi a.
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Since the closest prior art docunent E3 does not
anticipate the conbination of features recited in
claim1 according to the fourth auxiliary request, the
subject-matter of this claiml is newwthin the
meani ng of Article 54 EPC.

Article 56 EPC

Starting fromthe teaching of E3, a problem addressed
by the contested patent can be defined as providing an
apparatus which has the ability to | earn over tinme what
paci ng paraneters are best suited to start an
antitachycardi a therapy, and which does not require
that a therapy be defined for all tachycardia cycle

| engt hs.

The Board is satisfied that the conbinati on of features
recited in claim1 provides a solution to the above
pr obl em

The appel | ant opponent has identified in the control
option "RATCHET" in E3 (see colum 15, lines 31 to 43)
a teaching that would give the skilled person the
possibility of arriving at the clainmed invention

wi t hout involving an inventive step. In particular, the
appel I ant opponent has submtted that the "RATCHET"
function taught to | ook for a suitable therapy outside
t he boundary of a di agnosed cycle | ength when the

t her api es associated with that cycle | ength had not
proved successful. It would be a straightforward step
for the skilled person to use the sanme teaching to dea
with the fact that no paci ng paraneter was associ ated
to a diagnosed cycle length. In applying this
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principle, the skilled person would inevitably arrive
at the clainmed subject-matter.

The "RATCHET" therapy control option inplenents the
rule that "acceleration of a VT [ventricul ar
tachycardia] to a higher class dictates that the
initial therapy delivered for the new cl ass be

mai ntained at |east at the | evel of aggressiveness of
the therapy to which the therapy sequence for the old
cl ass had progressed” (E3, colum 15, lines 31

to 36).According to the exanple of Figure 2b, an

accel eration of the tachycardia fromTACH -1 (to be
treated by THERAPY-A foll owed by THERAPY-B) to TACH 2
(to be treated by the sequence: THERAPY-A, THERAPY-B
and THERAPY-C) would result in the resunption of the
(unsuccessful) THERAPY-A wi t hout the "RATCHET" option.
However, if the "RATCHET" option is selected, the
apparatus starts with the THERAPY-B upon detection of
an acceleration of the tachycardia from T TACH 1 to
TACH 2. Thus, as its denom nation inplies, the
"RATCHET" option prescribes that the apparatus wl|
deliver therapy for the new class only in the direction
of increasing aggressi veness and not backward fromthe
t herapy | evel reached during treatnent in the old

cl ass.

| f the "RATCHET" function teaches to consider the

t herapy in a neighbouring class, it is only to ensure
that the treatnment of an accelerating tachycardia is
continued with the current |evel of aggressiveness
rather than by reverting to the initial |ess aggressive
t herapy prescribed for the new class. This option,
however, is clearly not nmeant to cope with the
possibility that a storage |ocation may be enpty.
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11.6 In summary, the teaching of E3 presupposes that a
t herapy (see Figure 2a) or a set of therapies (see
Figure 2b) are defined for treatnent of a particular
class of tachycardia. If the "RLSPT" option offers the
possibility of starting treatnent of a subsequent
tachycardia in the sane class with the | ast successful
paci ng therapy, it does not alter the sequence
permanently, and thus it does not involve a continuous
update of the therapy sequences. Furthernore, E3 does
not suggest that sone of the storage |ocations
associated with the different tachycardi a cl asses may
be left enpty by the physician so as to be filled
automatically by the apparatus in the course of its

nor mal operati on.

11.7 In the light of the evidence and argunents subm tted by
t he appel | ant opponent, the Board finds that it was not
obvious to a skilled person starting fromthe teaching
of E3 to arrive at an apparatus falling wthin the
terns of claim1l according to the appell ant
proprietor's fourth auxiliary request. Thus, the
subject-matter of this claiminvolves an inventive step
within the meaning of Article 56 EPC,

12. Clainms 2 to 9 of the patent as nmmintai ned, which
correspond to clains 16 to 23 of the granted patent,
are dependent and, therefore, their subject-matters

al so involve an inventive step.
13. In conclusion, the Board finds that the appell ant

proprietor's fourth auxiliary request is allowable and
that the patent can be nmaintained on the basis thereof.

1724.D
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Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the departnent of first
instance with the order to maintain the patent on the
basis of the follow ng docunents:

Cl ai ns:

claim 1l according to the second auxiliary request filed
by letter dated 9 April 2003 with the insertion of the
word "nunerical ly" before "closest"” according to the
fourth auxiliary request filed by letter dated 9 Apri
2003;

clains 2 to 9 of the patent as maintained by the first

i nst ance;

Descri pti on:

description of the patent as mamintained by the first
instance with the deletion of the words "It is also
preferable that"” in line 24 of columm 4;

Dr awi ngs:

Drawi ngs of the patent as maintained by the first

i nstance.
The Regi strar: The Chai r man:
D. Sauter G Assi
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