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Summary of Facts and Submn ssions

0911.D

The appeal is fromthe decision of the Qpposition
Division to reject the oppositions agai nst European
patent No. 0 704 411. The patent was based on the

Eur opean patent application No. 95 108 820.2. The
priority of Italian patent application M94 A 001965
filed on 27 Septenber 1994 was cl ai ned. The patent was
granted with 9 clains. Caim1l thereof reads as
fol | ows:

"Process for colouring articles of ceramc material on
surface and inside up to a depth of 2 nm conprising
the application on said articles of an aqueous
solution, in anmunt of 30-600 g/n? of col oured surface,
contai ning a rutheniumsalt of nono- or poly-carboxylic
organic acid containing 1 to 18 C atons, with 1 to 3
hydroxylic and/or 1 to 3 amnic substituents, if any,
in the aliphatic chain, and subsequent ceramc firing
of said articles at tenperature up to 1200EC. "

In the decision under appeal 12 docunents were
consi dered, fromwhich the follow ng remai ned rel evant:

D6: JP-A-03-142894 (+ English translation),

D8: Berichte der Deutschen Keram schen Gesell schaft 70
(1993), No. 4, pages 146-150,

D10: U I mann's Enzykl opadi e der techni schen Chem e,
2nd ed., Vol. 4 (1929), pages 837-838, and

D11: US-A-2739901.

The sol e ground of opposition was |ack of inventive
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step (Articles 56 and 100(a) EPC). According to the
deci si on under appeal the problemunderlying the

i nvention was to provide a nethod for colouring ceramc
articles which enabled a deep col our penetration with

i ntense shades of colours in the finished product, in
particular to obtain a deep black col ouring.
Conparative exanples filed by the respondent during the
opposi tion proceedi ngs, showed that for obtaining a
deep bl ack col our penetration it was not enough to

I ncrease the concentration of known col ouring agents. A
sufficiently deep black colouring could only be
obtained with the clainmed anmount of organic rutheni um
salts. The solution as clained was considered not to be
obvious in view of the cited docunents.

In the statenment of the grounds of appeal, the
appel | ant (opponent O3) nmi ntained the objections

rai sed before the first instance. No inventive step
could be identified in the process according to claim1l
in viewof D8 in conmbination with D10. During ora
proceedi ngs, which were held on 15 February 2002,
further reference was made to D6 and D1l.

The appellant's argunments may be summari zed as fol |l ows:

The conparative exanples filed by the respondent during
opposition and appeal proceedi ngs were not appropriate
to show that a deep black col our penetration could be
obt ai ned t hroughout the cl ai med process. The process of
the patent in suit differed fromthe process discl osed
in D8 only through the use of rutheniumsalts of
organi c acids and the anount thereof. Such organic
salts were disclosed in D6. The use of ruthenium
conpounds for obtaining black coloured ceram cs was
known from D10. It was further known from D11 to use
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rut heni um oxi de for obtaining black col oured gl ass or
brown col oured ceramc stain. In view of D8, disclosing
t he advantages of organic netal conpl exes over

i norgani c nmetal conpounds for the col ouration of
ceramc articles, it was obvious to replace ruthenium
chloride nentioned in D10 with an organic rutheni um
conpound known from D6. Moreover, it was |likely that
Met col our P 100, used in the exanples of the patent in
suit, was available at the priority date of the patent
in suit. It was obvious to use that solution,
conprising organi c ruthenium conpl exes, under the
condi ti ons as now cl ai ned.

The respondent's (proprietor) argunents nay be
summari zed as foll ows:

Met col our P 100 was sold shortly after the priority
date of the patent in suit but was not avail able before
that date. The nentioning of its commercia

availability in the priority application was only
anticipating the situation after the publication date
of that docunent, at which date Metcol our P 100 was
avai | abl e.

Addi ti onal conparative exanples were filed to show t hat
all the features of claim1l as granted were necessary
for obtaining a deep black col our penetration. It was
state of the art to obtain a black col ouring of
ceram cs by conpositions conprising iron, cobalt and
optionally chromum such as used in the conparative
exanples of the patent in suit. It could not be
expected that the colour could be intensified by using
carboxylic salts of rutheniumand the penetration depth
t hereof could be inproved. Even with respect to

I norgani ¢ ruthenium salts such as ruthenium chloride,
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di scl osed in D10, a substantial inprovenent of the said
properties was obtained. By using organic anions a
better use of rutheni um oxide could be nmade. There was
no incentive in the available prior art that this

I mprovenent could be achi eved by rutheniumsalts of

al i phatic carboxylic acids. An anended claim1l was
submtted as an auxiliary request.

The appel |l ant requested that the decision under appea
be set aside and that the European patent No. 704 411
be revoked.

The respondent requested that the appeal be dism ssed,
or, in the alternative, that the patent be naintained
on the basis of claiml filed wwth the letter dated
11 January 2002.

Reasons for the Decision

0911.D

Mai n request, clains as granted

None of the available prior art docunents discloses a
process conprising in conbination all the features of

present claim 1. Thus the invention nust be considered
to be new Novelty was in fact not in dispute.

In the patent in suit it is indicated that the aqueous
sol ution of rutheniumorganic acid salt used in the
exanpl es was avail abl e under the trademark Metcol our

P 100 from Metco s.r.l. The sane information is present
in the priority docunent. There is, however, no
docunent on file fromwhich it can unanbi guously be
derived that Metcolour P 100 was actually avail abl e
before the priority date (27 Septenber 1994). The
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earliest date on invoices and product information

| eafl ets provided by the respondent was 3 COctober 1994.
The appel lant did not provide any evidence in this
respect. The appellant's argunent, that products nust
have been avail able earlier than the corresponding
information |eaflets so that Metcolour P 100 was |ikely
to have been avail able before the priority date, cannot
be accepted. Indeed products nust have been produced
before informati on concerning themcan be given. This
remai ns, however, internal know edge of the producer.
Wt hout proof that Metcolour P 100 was actually for
sale or its conposition otherwi se nade avail able to the
public before the priority date of the patent in suit,
the Board nust accept that the nentioning of its
comercial availability in the priority docunent was
made in view of the later publication of the
appl i cation based thereon. Thus the conposition of

Met col our P 100 does not belong to the prior art within
the nmeaning of Article 54(2) EPC

According to the patent in suit the aqueous sol ution of
the organic rutheniumsalt is used for col ouring
ceramc articles in order to obtain black col oured
ceram cs or, when used in conbination wth other

col ouring conpositions, deeper-coloured products

(page 2, lines 5 to 9 and page 3, lines 3 to 18).
Further according to the patent in suit and the
subm ssi ons nade by the respondent, state of the art
for providing a black colour to a ceramic article was
treating the unfired or prefired article with an
aqueous solution of a mxture of iron and cobalt and
optionally chromiumsalts, such as commercial avail able
under the trademarks Metcol our E 285 and Met col our

E 296 (conparative exanples 7 to 18). This was not

di sputed by the appellant. According to the patent in
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suit it is also inportant that the col our penetrates
deeply into the ceramc article, especially for ceramc
articles which nust be snoothened after firing such as
snoot hed vitrified stoneware tiles, which are abraded
by di anond wheel s through a thickness of 0.8 to 1.5 nmm
(page 2, lines 44 to 47).

D10 di scl oses that an aqueous solution of ruthenium
chloride applied to unglazed prefired ceram cs can
provide a grey black (grauschwarz) colour to the
ceramc after glazing and firing. The parties agreed
that this teaching published in 1929 was never put into
practice on a comrercial scale. Mdxre recent literature
related to the use of rutheniumchloride for this

pur pose has not been provided.

The issue of inventive step should be considered from
the point of view of the skilled person at the priority
date of the patent. It is unrealistic to assune that,
wi t hout hindsi ght, sonebody of average skill in the art
of colouring ceramc articles in 1994 woul d have had
the intention to inprove a technique which had not
received any attention during the |last 65 years. The
appel l ant's subm ssion that the skilled person would
have turned to D10 shortly before the priority date of
the patent in suit, because at that tine rutheni um was
nore readily available than before, is not convincing.
It might be true that in 1994 ruthenium obtained as a
by- product in the production of platinum was
relatively |l ess expensive in 1994 than in 1929. Since
pl ati num was used on a |l arge scale as catal yst | ong
before 1994, ruthenium was probably also relatively

| ess expensive many years before 1994. There is no

evi dence that shortly before 1994 the price of

rut heniumwas so dramatically reduced that it would
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have encouraged a skilled person to use it for
applications for which it was rejected earlier for
econom ¢ reasons only. Moreover, the high cost for
nobl e nmetals such as gold and pl ati num has not been a
hi ndrance for their w de technical use. Thus ruthenium
was probably not recently used for the col ouring of
ceramc articles sinply because clear technica

advant ages were not apparent.

In the Board's opinion, therefore, D10, although

bel onging to the state of the art within the neaning of
Article 54(2) EPC, cannot be regarded as a realistic
starting point for the evaluation of inventive step.

D8 di scl oses the general teaching that corrosion
problens during firing of coloured ceramc articles can
be avoided if organic netal conplexes are used as

col ouring agent instead of the inorganic netal
conpounds such as hal ogens, sul phates and nitrates. Two
col ouring conpositions, indicated by trade marks, are
specifically disclosed, one providing a blue col our and
the other a grey brown colour. Their chem ca
conpositions are not revealed. Since D8 does not relate
to the problem of providing a deep black col our or

i ntensifying other colours, this docunent can al so not
be considered to represent the closest prior art. But
even if it were taken as such, as proposed by the

appel lant, it was, for the reasons set out bel ow under
poi nt 4, not obvious to conbine it with the teaching of
D10.

The Board holds that the processes for colouring
ceram c articles using pol ycarboxylic acid conpl exes of
iron and cobalt and optionally chrom um which
according to the patent in suit are avail able under the
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trade nanes Metcol our E 285 and E 296 (conparative
exanples 7-18), represent the closest prior art.

Starting therefrom the problemunderlying the

i nvention can be seen in providing a process allow ng
production of coloured ceramc articles, which are nore
intensively coloured to a higher penetration depth. The
patent in suit proposes to solve this problem by using
rut henium salts of carboxylic acids of the kind and in
the anobunt as specified in claiml1l. The conparative
exanples of the patent in suit show that by proper
treatnment of the tiles after a 1.2 nm abrasion only the
tiles treated with Metcolour P 100 are still black. The
appel l ant has not disputed the results of the
conparative exanples but argued that colour intensity
and penetration depth were not requirenents of claiml
and that the effect could not be reached over the whole
anbit of the claim The Board cannot accept the

appel lant's position in this respect. A claimshould
conprise all the essential features for solving the
problem elenments of the problemitself, in this case,
penetration depth and col our intensity, need not be

i ncorporated in the claim it is sufficient that they
are discussed in the description. It is true that
followi ng the process according to claim1l one does not
obtain with any anount of col ouring agent, a col our
intensity and penetration depth higher than the
respecti ve maxi num val ues obtainable with the prior art
col ouring agent. For deciding whether a clained process
actually solves the stated problem however, conparison
shoul d be nmade with the prior art process under simlar
conditions. There is no evidence that when conparing
the sane anounts of col ouring agents under proper
process conditions within the scope of claiml, a
ceramc article at any penetration depth is not always
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nore intensively coloured by the rutheniumsalts
according to the patent in suit than by the known
agents. In view of the conparative exanples and the

| ack of any experinental evidence that the said probl em
cannot be solved within the [imts set by claim1, the
Board therefore accepts that the process according to
claim1l actually solves the said problem

D8 does not disclose any specific nmetal conpound for
obt ai ning a specific colour and thus cannot provide any
pointer to the use of organic rutheniumsalts for

sol ving the above nentioned problem

D10 di scloses a list of several solutions of netal
salts for treating prefired ceramc articles to obtain
coloured ceramic articles after glazing and firing
under oxidizing conditions. According to the table on
page 837 a grey black or black gray col our can be

obtai ned with solutions of ruthenium rhodium indium
pal | adi um and pl ati num chl oride. D10 is, however,
silent about the penetration depth of the colour. Thus,
even assum ng the unlikely situation that the skilled
person in 1994 would actually have taken this old
docunent into consideration in trying to solve the
above-nentioned problem it did not provide a pointer
to the clained solution. The appellant's argunent
cannot be accepted that col our shade and penetration
depth were sinply a matter of the applied anmount of

rut henium salt i ndependent of the nature of the anion.
Wth conparative exanples filed during the appea
proceedi ngs, the respondent has shown that by using the
same anounts of ruthenium the penetration depth of Ru-
gl ycol ate solutions is substantially |arger than that
of Ru-chloride solutions (Enclosure 3 filed with the

| etter dated 22 February 2001 and Enclosure 7 filed
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with the letter dated 11 January 2002).

D6 discloses the printing of a fine pattern on a
ceram c base material, firing the ceramc to obtain a
pattern of a netallic filmwth a thickness of only
0,05 to 0.3 um and netal plating the pattern thus
produced. The printing ink conprises an organonetallic
conpl ex salt of one or nore nmetals froma group of 10
nmetal s, anongst which rutheniumis cited (claim3 and
pages 3 and 4 of the English translation). Specific
rut heni um conpri sing i nks are not discl osed.

D11 di scloses the addition of rutheniumto a gl ass
conposition in order to obtain a black col oured gl ass
or to conpounds of other elenents to obtain a brown-

col oured ceram c stain. The ruthenium nay be added as a
salt but the use of the oxide is preferred (colum 1,
line 69 to colum 2, |ine 18).

These docunents thus relate to renote art and nerely
show t hat organi c ruthenium salts have been consi dered
as a source of netal for a mcroscopic pattern on a
ceram c, and that rutheniumsalts nmay be transforned
into rutheniumoxide to obtain black or brown col oured
materials. They do not teach anything about the
suitability of aqueous solutions of organic ruthenium
salts for in-depth colouration of unfired or prefired
ceram cs.

The ot her docunents on file do not provide any

i ncentive for the clained solution either. Since they
were not relied on during the appeal proceedings, they
need not be di scussed here.

For these reasons the Board holds that the subject-
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matter of claim 1l does not follow in an obvi ous way
fromthe available prior art and thus involves an
i nventive step within the neaning of Article 56 EPC

7. No ot her conclusion woul d have been reached if D10 had
been consi dered as cl osest state of the art, as al so
proposed by the appellant. Reconsidering such old art
in view of a technical problemnot explicitly addressed
there would, in the Board's judgnent, have required
froma skilled person in 1994 nore than an average
degree of imagination and would, in itself, already
i nvol ve an inventive step (see point 3.2 above).

8. Clains 2 to 9 are subcl ai ns dependent upon claim1l. The
i nventiveness of their subject-matter follows fromthis
dependency.

Since the respondent's main request is granted there is
no need to consider the auxiliary request.

Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

0911.D Y A
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U. Bul t mann R Spangenberg
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