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Summary of Facts and Subm ssi ons

0816.D

The mention of the grant of European patent

No. O 453 149, with 21 clains, in respect of European
pat ent application No. 91 303 064.9, filed on 8 Apri
1991 and claimng an Australian priority of 20 Apri
1990 (AU 9746/90), was published on 15 March 1995
(Bulletin 1995/11). Cdaim1l read as foll ows:

"1l. A cross-linkable polyneric casting conposition
characterised in that the conposition includes:

as conponent (A), a polyoxyal kyl ene glycol diacrylate
or di nmet hacryl at e;

as conponent (B), a nmononer having a recurring unit
derived fromat |east one radical-pol ynerisabl e

bi sphenol nononer capable of form ng a honopol yner
having a refractive index of nore than 1.55; and

as conponent (C), a urethane nononmer having 2 to 6
term nal groups selected fromacrylic groups and
nmet hacrylic groups."

Clains 2 to 20 were directed to el aborati ons of the
casting conposition of Caiml.

Claim 21, an independent claim was directed to a
polynmeric optical article forned froma casting
conposition as clained in any one of Clains 1 to 20 and
having a refractive index in the md refractive range
of from approximately 1.51 to 1.57.

A notice of opposition was filed on 13 Decenber 1995,
on the grounds of Article 100(a) EPC (lack of novelty
and lack of inventive step). The opposition was
supported inter alia by the foll ow ng docunents:



0816.D

- 2 - T 0600/ 00

D1: JP-A-01-209401 (with full English translation);

D3: EP-A-0 269 366.

By a deci sion announced orally on 4 April 2000 and
issued in witing on 13 April 2000, the opposition
di vi sion revoked the patent.

The decision of the opposition division was based on
two sets of clainms, both submtted at the ora
proceedi ngs of 4 April 2000, form ng a main request
(Cainms 1 to 14) and an auxiliary request (Clains 1

to 11), respectively. Caim1 of the nmain request read
as foll ows:

"1l. A cross-linkable polynerisable casting conposition
characterised in that the conposition includes:

as conponent (A), a polyoxyal kyl ene di acryl ate or

di met hacryl ate having from6 to 14 al kyl ene oxi de
repeating units, conponent (A) optionally further
conprising a pol yoxyet hyl ene di met hacryl ate havi ng an
average nunber of 3 to 5 ethylene oxide units, in an
anmount of from5 to 30% by wei ght, based on the total
wei ght of the casting conposition, conponent (A) being
present in an amount of 20 to 45% by wei ght based on
the total weight of the casting conposition;

as conponent (B), a nmononmer having a unit derived from
at | east one radical -pol yneri sabl e bi sphenol nononer
capabl e of form ng a honopol yner having a refractive

i ndex of nore than 1.55, said nononmer being present in
an amount of 20 to 55% by wei ght, based on the total
wei ght of the casting conposition, conponent (B)
optionally further conprising a secondary high index
nononer ot her than a high index bi sphenol nononer to
nodi fy the overall refractive index of the optical
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article forned therefrom the secondary high index
nmonomer conponent being present in an anmount of fromb5
to 20% by wei ght based on the total weight of the
casting conposition, and selected from styrene and
derivatives thereof; high index acrylate and

net hacryl ate esters; and n-vinyl pyrrolidine;

as conponent (C), a urethane nononmer having 2 to 6
term nal groups selected fromacrylic groups and

met hacrylic groups, said conponent (C) being present in
an amount of 2.5 to 20% by wei ght based on the total
wei ght of the casting conposition.”

Claims 2 to 13 were dependent clains, the features of
whi ch corresponded to those of granted Clainms 2, 3, 5,
8 to 11, 14, 16, and 18 to 20, respectively. Caim 14
was an i ndependent claimthe ternms of which reflected
t hose of Claim 21 as granted.

Claim1l1l of the auxiliary request differed fromCaim1l

of the main request in that the wording "... the
conposition includes ..." had been anended to "... the
conposition consists of ..." and that two optional

features had been added at the end of the claim ie
"“... and optionally a cross-linking initiator selected
fromheat initiators, ultraviolet initiators and

conbi nations of heat and ultraviolet initiators and
optionally from1l to 10% by wei ght of an aliphatic

gl ycol dinmethacrylate or diacrylate".

Clainms 2 to 10 were dependent clains, the features of
whi ch corresponded to granted Clains 2, 3, 5, 8 to 11
14 and 16, respectively. Caim 11l was an i ndependent
claim the terns of which reflected those of Caim?21
as grant ed.

0816.D Y A
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According to the deci sion:

- t he subject-matter of the main request did not
i nvol ve an inventive step; and

- the subject-matter of the auxiliary request did
not fulfil the requirenents of Article 123(2) EPC.

On 13 June 2000, a notice of appeal against the above
decision was filed by the proprietor (hereinafter
referred to as the appellant), the prescribed fee being
pai d on the sane day.

The statenent of grounds of appeal, filed on 28 August
2000, was acconpanied by three sets of clains formng a
mai n request and a first to third auxiliary request,
respectively.

Wth a submi ssion filed on 13 Decenber 2000, the
opponent (hereinafter referred to as the respondent)
requested that the appeal be dism ssed and raised

vari ous objections against the main request and the
first to third auxiliary request. In particular, the
main and the first auxiliary request were broader in
certain respects than requests which had al ready been
refused by the first instance. Furthernore, objections
under Article 123(2) EPC were rai sed against the first
and the third auxiliary request, objections under
Article 84 EPC were rai sed against Claiml of all the
requests and objections under Article 56 EPC were

rai sed agai nst the main and the second auxiliary
request .

In a communi cati on dated 10 Oct ober 2002 acconpanying a
sumons to oral proceedings, the salient issues were
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identified by the board as being, firstly, clarity of
Claim1 of all requests, secondly, the anendnents in
the first and third auxiliary request, and thirdly,
whet her the cl ai med subject-matter of all requests was
inventive in view of D3 which appeared to be the

cl osest prior art.

In reply, the appellant withdrew all the previous claim
sets and filed on 19 February 2003 a new main cl ai m set
and ten auxiliary claimsets acconpani ed by reasons as
to why the new claimsets net the requirenents of
Articles 84, 123 and 56 EPC. The subm ssions were

suppl enmented by a decl aration signed by Dr Toh which
detailed certain experinents which had been carried out
and which showed that the properties of |enses nade
fromthe casting conpositions of the present invention
were significantly better than could have been expected
on the basis of the prior art cited. Attached was al so
an extract from"Tonorrow s Wrld: The Australian
Initiative" to denonstrate the breakthrough nature of
the clained invention.

Furt her subm ssions regardi ng the appeal and sone m nor
amendnents of an editorial nature in the main request,
the eighth and ninth auxiliary request were filed on

10 March 2003. In tw letters filed on 11 March 2003
and on 14 March 2003, the appellant submtted reasons
as to why the material filed on 19 February 2003 shoul d
be adm tted.

The respondent objected agai nst the exceedingly |ate
filed material dated 19 February 2003 (two letters
filed on 10 march 2003 and 13 March 2003, respectively)
and requested that:
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1. The appel l ant's subm ssions dated 19 February 2003
be not considered for further consideration.

2. In case the above request (1) cannot be granted,
then the oral proceedi ngs scheduled for 19 March
2003 be post poned.

In a comuni cation sent by fax on 14 March 2003, the
board infornmed the parties that it would rule on
requests 1 and 2 in the respondent's subm ssion filed
on 13 March 2003 at the oral proceedings to be held on
19 March 2003. Thus, oral proceedi ngs woul d take pl ace
as schedul ed.

Oral proceedings were held on 19 March 2003. At the
oral proceedings, the respondent no | onger contested
the adm ssibility of the main request or that of the
first to seventh auxiliary requests filed on

19 February 2003, since these involved only m nor
nodi fi cations of the clains previously on file, and
represented a fair attenpt to neet the objections

al ready rai sed. The respondent did, however, maintain
its objection to the introduction of the eighth, ninth
and tenth auxiliary requests, since these, being
directed to specific exanples of the patent in suit,
represented a radical departure fromthe type of claim
hitherto in the proceedings and thus carried new

i mplications which were difficult to assess. The
respondent al so maintained its objection to the
introduction of the late filed experinental evidence
(Decl aration of Dr Toh) and the late fil ed docunent
"Tonorrow s World: The Australian Initiative".

In the course of the oral proceedings and as a result
of the points raised in relation to the admssibility
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of the remaining eighth to tenth auxiliary requests,
the appellant submtted two further sets of clainms 1
and 2, respectively, formng an eleventh and a twelfth
auxiliary request, as well as a docunent concerning the
identity of ATM 20, a conponent (B) in Claim1l of the

| atter requests.

Xll. The appel | ant requested that the decision under appeal
be set aside and that the patent be maintained:

- on the basis of the main request conprising 11
clainms filed on 19 February 2003, or, in the

alternative,

- on the basis of one of the auxiliary claimsets in
a cascade manner with

first auxiliary request:

Clainms 1 and 2 filed on 10 March 2003,
Clainms 3 to 10 filed on 19 February 2003;

second to seventh auxiliary request:

all filed on 19 February 2003;

ei ghth auxiliary request:

Claims 1 to 5 9 (partially) filed on 19 February
2003,

Clains 6 to 9 (partially) filed on 10 March 2003;

ninth auxiliary request:

Claims 1 to 3 (partially), 6 (partially) and 7

0816.D Y A
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filed on 19 February 2003,
Clains 3 to 6 (partially) filed on 10 March 2003;

tenth auxiliary request:

Clainms 1 and 2 filed on 19 February 2003;

el eventh auxiliary request:

Clainms 1 and 2 submitted at the oral proceedings;

twel fth auxiliary request:

Clainms 1 and 2 subnmitted at the oral proceedings.

Claim 1l of the main request reads as foll ows:

"1l. A cross-linkable polynerisable casting conposition
characterised in that the conposition consists of:

as Conponent (A), a polyoxyal kyl ene di acryl ate or

di met hacryl ate having from6 to 14 al kyl ene oxi de
repeating units, conponent (A) optionally further
conprising a pol yoxyet hyl ene di met hacryl ate havi ng an
average nunber of 3 to 5 ethylene oxide units, in an
anmount of from5 to 30% by wei ght, based on the total
wei ght of the casting conposition, conponent (A) being
present in an amount of 20 to 45% by wei ght based on
the total weight of the casting conposition;

as Conponent (B), a nmononmer having a unit derived from
at | east one radical -pol yneri sabl e bi sphenol nononer
capabl e of form ng a honopol yner having a refractive

i ndex of nore than 1.55, said nononmer being present in
an amount of 20 to 55% by wei ght, based on the total
wei ght of the casting conposition;

as Conponent (C), a urethane nononmer having 2 to 6
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term nal groups selected fromacrylic groups and

nmet hacrylic groups, said conponent (C) being present in
an amount of 2.5 to 20% by wei ght based on the total

wei ght of the casting conposition;

a cross-linking initiator selected from heat

initiators, ultraviolet initiators and conbi nati ons of
heat initiators and ultraviolet initiators;

and optionally from1l to 10% by wei ght of an aliphatic
gl ycol dinethacrylate or diacrylate."

Claims 2 to 10 are dependent clains the features of
whi ch correspond to those of Clainms 2 to 10,
respectively, of the main request underlying the

deci sion under appeal. Caim 11, an independent claim
corresponds to Claim14 of the latter request, subject
to the limtation of the refractive index range from
"1.51 to 1.57" to "1.53 to 1.57".

The first auxiliary request corresponds to the main
request, except that only clainms to polyneric optical
articles are included. CGaim1l of this request
corresponds to Claim 1l of the main request.

The second auxiliary request corresponds to the main
request, except that in Caim1 the cross-Iinking
initiator is limted to an ultraviolet initiator.

The third auxiliary request corresponds to the second
auxi liary request, except that only clains to polyneric
optical articles are included. Claim1 of this request
corresponds to Claim 11 of the second auxiliary
request .

The fourth auxiliary request corresponds to the main
request, except that in Caim1l the optional aliphatic

0816.D Y A
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gl ycol dinmethacrylate or diacrylate has been del et ed.

The fifth auxiliary request corresponds to the fourth
auxi liary request, except that only clains to polyneric
optical articles are included. Caim1 of this request
corresponds to Claim 11 of the fourth auxiliary
request .

The sixth auxiliary request corresponds to the fourth
auxiliary request, except that in Caim1l the cross-
linking initiator is limted to an ultraviolet
initiator.

The seventh auxiliary request corresponds to the sixth
auxi liary request, except that only clains to polyneric
optical articles are included. Claim1l of this request
corresponds to Claim 11 of the sixth auxiliary request.

The eighth auxiliary request is a set of nine
i ndependent cl ains reading as foll ows:

"1. A casting material consisting of a cross-I|inkable

pol ymeri sabl e casting conposition together w th nethyl

phenyl gl yoxylate in an anount of 0.2% by wei ght, based

on the wei ght of the casting conposition,

wherein the casting conposition consists of:

(A 45% by wei ght of polyethylene glycol

di met hacryl ate having an average nunber of 9 ethyl ene

oxi de polynerised units;

(B) 46% by wei ght of high index bisphenol A ethoxylated

di met hacryl at e;

(O 5% by weight of urethane tetracrylate U 4HA;, and
4% by wei ght of 1,3 butylene glycol

di met hacryl at e.
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2. A casting material consisting of a cross-linkable
pol ynmeri sabl e casting conposition together wth methyl
phenyl gl yoxylate in an anount of 0.2% by weight, based
on the wei ght of the casting conposition,

wherein the casting conposition consists of:

(A) 45% by wei ght of polyethylene glycol

di met hacryl ate having an average nunber of 9 ethyl ene
oxi de polynerised units;

(B) 45% by wei ght of high index bisphenol A

et hoxyl ated di net hacryl ate; and

(© 10% by weight of the urethane tetracrylate U 4HA

3. A casting material consisting of a cross-Ilinkable
pol ynmeri sabl e casting conposition together w th nethyl
phenyl gl yoxylate in an anount of 0.2% by weight, based
on the wei ght of the casting conposition,

wherein the casting conposition consists of:

(A) 45% by wei ght of polyethylene glycol

di mret hacryl ate havi ng an average nunber of 9 ethyl ene
oxi de polynerised units;

(B) 50% by wei ght of high index bisphenol A

et hoxyl ated di net hacryl ate; and

(C© 5%by weight of the urethane tetracrylate U 4HA

4. A casting material consisting of a cross-linkable
pol ymeri sabl e casting conposition together w th nethyl
phenyl gl yoxylate in an anount of 0.2% by wei ght, based
on the wei ght of the casting conposition,
wherein the casting conposition consists of:
(A) 35% by weight of polyethylene glycol
di met hacryl ate having an average nunber of 9 ethyl ene
oxi de polynerised units;
(B) 30% by wei ght of high index bisphenol A
et hoxyl at ed di met hacryl at e;

25% by wei ght of the hal ogenated hi gh i ndex
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bi sphenol compound NK534M and
(C© 10% by weight of the urethane tetracrylate U 4HA

5. A casting material consisting of a cross-Ilinkable
pol ynmeri sabl e casting conposition together w th methyl
phenyl gl yoxylate in an anount of 0.2% by weight, based
on the weight of the casting conmposition, wherein the
casting conposition consists of:
(A 20% by wei ght of polyethylene glycol
di met hacryl ate having an average nunber of 9 ethyl ene
oxi de polynerised units;

25% by wei ght of pol yet hyl ene gl ycol
di met hacryl ate having an average nunber of 4 ethyl ene
oxi de polynerised units;
(B) 45% by wei ght of high index bisphenol A
et hoxyl at ed di met hacryl at e;
(© 5%by weight of the urethane tetracrylate U 4HA;
and

3% by wei ght of 1,3 butylene glycol
di met hacryl at e.

6. A casting material consisting of a cross-Ilinkable
pol ymeri sabl e casting conposition together w th methyl
phenyl gl yoxylate in an anount of 0.2% by weight, based
on the wei ght of the casting conposition,

wherein the casting conposition consists of:

(A) 40% by wei ght of polyethylene glycol

di met hacryl ate having an average nunber of 9 ethyl ene
oxi de polynerised units;

(B) 40% by weight of the glycidyl ester of bisphenol A
Bis GVA; and

(© 20% by weight of the urethane nonomer NF202.

7. A casting material consisting of a cross-linkable
pol ymeri sabl e casting conposition together w th methyl



0816.D

- 13 - T 0600/ 00

phenyl gl yoxylate in an anount of 0.2% by weight, based
on the wei ght of the casting conposition,

wherein the casting conposition consists of:

(A 45% by wei ght of polyethylene glycol

di met hacryl ate having an average nunber of 9 ethyl ene
oxi de polynerised units;

(B) 40% by weight of the glycidyl ester of bisphenol A
Bis GVA; and

(© 15% by weight of the urethane nonomer U 6HA.

8. A casting material consisting of a cross-Ilinkable
pol ymeri sabl e casting conposition together w th nethyl
phenyl gl yoxylate in an anount of 0.2% by weight, based
an the wei ght of the casting conmposition, wherein the
casting conposition consists of:

(A) 40% by wei ght of polyethylene glycol

di mret hacryl ate havi ng an average nunber of 9 ethyl ene
oxi de polynerised units;

(B) 40% by wei ght of the hal ogenated hi gh index

bi sphenol compound NK534M and

(© 20% by weight of the urethane nonomer U 6HA.

9. A polyneric optical article formed froma casting
conposition as clainmed in any foregoing claim"”

The ninth auxiliary request consists of seven

i ndependent clains, the subject-matter of which
corresponds to that of Clains 2, 3, 4, 6, 7, 8 and 9,
respectively, of the eighth auxiliary request.

The tenth auxiliary request consists of two clains
corresponding to Clains 3 and 9, respectively, of the

ei ghth auxiliary request.

The el eventh auxiliary request corresponds to the tenth
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auxiliary request, except that the conponents (A), (B)
and (C) in daim1l are defined as foll ows:

"(A) 45% by wei ght of polyethylene glycol

di ret hacryl ate NK ester 9G

(B) 50% by wei ght of high index bisphenol A

et hoxyl at ed di net hacryl ate ATM 20; and

(C© 5%by weight of the urethane tetracrylate U-4HA. "

The twelfth auxiliary request corresponds to the tenth
auxiliary request, except that Claim1l reads as
fol | ows:

"1l. A casting material consisting of a cross-Ilinkable
pol ymeri sabl e casting conposition together w th nethyl
phenyl glyoxylate in an amunt of 0.2%

wherein the casting conposition consists of:

(A) 45% of pol yethyl ene glycol dinethacrylate NK ESTER
9G whi ch has an average nol ecul ar wei ght of 536;

(B) 50% of high index bisphenol A ethoxylated

di met hacryl ate ATM 20; and

(C© 5%of the urethane tetracrylate U-4HA. "

The respondent requested that the appeal be dism ssed.

Reasons for the Decision

1

0816.D

The appeal is adm ssible.

Amendnents; main request and first to seventh auxiliary
requests

Al t hough, at the start of the oral proceedings, the
request of the respondent that the appellant's
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subm ssions dated 19 February 2003 be not admitted to
the proceedings or, in the alternative, that the oral
proceedi ngs be re-schedul ed (section | X , above) was
before the board, the w thdrawal by the respondent of
its objection to the introduction into the proceedi ngs
of the sets of clainms form ng the main request and
first to seventh auxiliary requests |l ed the board first
of all to consider the allowability of these requests,
initially under Articles 84 and 123 EPC.

Mai n request

It is conspicuous to the board that Caim1 has been
anmended extensively conpared with Caim1l of the patent
in suit as granted. In particular, the claimis no

| onger directed to a conposition characterised in that
it includes certain conmponents ((A), (B), (C etc. (cf.
section |, above), but rather to such a conposition
characterised in that it consists of such conponents,
wher eby the amended claimfurthernore provides for
certain additional conponents "optionally" to be
present (section Xll, above). Thus froma granted claim
whi ch defined a conmposition in an essentially inclusive
way, an anended cl ai m has arisen which defines the
conposition in an essentially exclusive way, whilst at
the sane time reserving the possibility of certain

opti onal conponents bei ng present.

The Board had al ready pointed out, in a comunication

i ssued in connection with the sunmons to oral
proceedings, in relation to a claimthen on file which
contained a simlarly exclusive formulation, that there
was "no hint whatsoever in the application as
originally filed to a conposition consisting of
conmponents (A), (B) and (C) only." (paragraph 2.1 of
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t he communi cation). Nor was it contested by the
appel l ant that the docunments of the application as
filed contained no explicit nmention of conpositions
consi sting only of the conponents and opti onal
conponents in the |evel of generality now presented in
Caim1l1. In exam ning whether such a constellation as
now cl ai med was inplicitly disclosed in the application
as filed, it is of course inportant to ascertain that
such subject-matter is directly and unanbi guously
derivable fromthe docunents of the application as
originally filed. In other words, it should be possible
to show that the amendnents should be fully consistent
with the disclosure as originally filed.

A conparison of the percentage ranges of the mandatory
conponents (A), (B) and (C) of the conposition clained
shows that they do not add up to 100% In particular,
taking the | owest percentage (20% of conponent (B)
results in a situation that the maxi mum permtted

per cent ages (45% and 20%, respectively, of conponents
(A) and (C) cannot reach 100% since the sumof these
figures is only 85% This is not repaired even if an
attenpt to conpensate the deficiency is made by

al l ow ng the maxi mum amount (10% of the "optional”
conponent (the aliphatic glycol dinethacrylate or

di acryl ate), since this would still only add up to 95%
In this connection, the "optional" conponent contained
in the definition of conmponent (A), which nmay be
present in an anmount of 5 to 30% by wei ght of the
conposition, cannot additionally contribute to reaching
a total of 100% since the claimspecifies the total
anount of conponent (A) as being 45% by weight. Nor did
t he appel l ant submt any argunent as to why the board
shoul d regard the remai ning di screpancy as negligible
in the context of the disclosure of the patent in suit.
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Wi | st, according to the established case | aw of the
boards of appeal, a claimcontaining such an

i nescapabl e i nconsi stency contravenes the provisions of
Article 84 EPC (T 2/80, QJ EPO 1981, 431) and is

t herefore objectionable on this ground al one, the
guestion arises in the present case as to what further
inplications this contradiction has for the
allowability of the amendnent that led to it.

It is quite evident, in the latter connection, that as
|l ong as the conpositions according to Cdaim1l were
defined in inclusive terns, as was the case in the
version as granted, the fact that the percentages of

t he mandat ory conmponents (A), (B), (O did not
necessarily add up to 100% was of no consequence for
the clarity of the claim since any deficiency would be
made up by further unspecified optional conponents,
many of which were listed in the patent in suit and
none of which was prohibited by the terns of the claim
(page 6, line 39 to page 7, line 59).

Once the claimhad been limted to exclude all the
conponents it did not explicitly nmention, however, the
possibility of such "conpensation” was no | onger
permtted. To this extent, therefore, the energence of
t he i nescapabl e contradiction predicated by the

per cent ages specified for the conponents (A), (B)

and (C) is, in the board' s view, the outward sign that
a constellation of such conponents as presented in the
amendnent was not inwardly contenplated in the
application as originally filed, since it is indeed
inconsistent with it.

If, in favour of the appellant, an attenpt is nade to
di scover if there are any positive indications in the
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di scl osure of the application as filed, as to which
conbi nati ons of the mandatory and optional features now
clainmed had in fact been contenplated at the rel evant
filing date, it is necessary first of all to ascertain
what conbi nations are represented by the claim These
are:

(1) a conposition consisting only of conponents (A),
(B) and (O);
(1) a conposition consisting only of conponents (A),

(B), (C) plus the optional 1 to 10% by wei ght of
ali phatic glycol dinethacrylate or diacryl ate;

(tii) a conmposition consisting only of conmponents (A),
(B), (C, the optional 1 to 10% by wei ght of
ali phatic glycol dinmethacrylate or diacrylate
and the optional further conponent (A'), ie the
pol yoxyet hyl ene di net hacrylate having 3 to 5
et hyl ene oxide units; and

(1v) a conposition consisting only of conponents (A),
(B), (C) and the optional further
conmponent (A').

Cl oser exam nation of the exanples of the patent in
suit shows that whilst Exanples 2, 3, 5, 8, 9 and 10
support conbination (i), Exanple 1 supports conbination
(1i) and Exanple 6 supports conbination (iii), there is
no exanple illustrating conmbination (iv). In other
words, the application as originally filed did not

f oreshadow any enbodi nent corresponding to one of the
conmbi nati ons now cl ai ned.
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Consequently, the subject-matter of Caim1l not only

| acks clarity (sections 2.1.2, 2.1.3, above), but also
cannot be derived in a direct and unambi guous way from
t he di sclosure of the application as originally filed.

Thus the main request fails to neet the requirenents of
Article 123(2) EPC as well as of Article 84 EPC. Hence,
t he main request was refused.

First to seventh auxiliary requests

Claim1 of all these requests contains the sane
constellation of mandatory and optional features in the
sanme ranges of percent by weight as Claim1l of the main
request. The same concl usions apply, therefore, to

t hese requests as was reached by the board in relation
to the main request. Consequently, the first to seventh
auxi liary requests were refused.

Ei ghth auxiliary request

The eighth auxiliary request differs fromeach of the
mai n request and first to the seventh auxiliary
requests in that, instead of being directed to a class
of conpositions defined in one independent claimand a
nunber of dependent clains, it is directed to the

subj ect-matter of respective worked exanples in a
correspondi ng nunber (eight) of independent cl ains.

Wil st the clains of this request which are directed to
a cross-1linkable casting conposition define the
conponents (A), (B) and (C) thereof as being present in
anounts expressed in percent by weight, the claim
requires the conposition to be "together w th nethyl
phenyl gl yoxylate in an anount of 0.2% by weight, based
on the weight of the casting conposition”
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Cl oser exam nation of the exanples relied upon as a
basis for these clainms shows, however, that the anounts
of each of the conmponents (A), (B) and (C), although
expressed in terns of percentages in Exanple 1, are not
expressed in percentages "by weight", as now required
in the clains. This |ack of statenent of a basis is
reflected in the remaining Exanples 2 to 23, in which

t he ambunts of the conponents (A), (B) and (C) are
nmerely nmentioned as figures, eg "45/45/10" in the case
of Exanple 2, without any nmention either of percentage
or of a basis. That these nust necessarily be
percentages is contradicted in Exanple 6, in which the
figures given are "20/25/45/3", which only add up

to 98.

As regards the "0.2% by weight" of initiator
furthernore, while this is presented in the claimas
bei ng based on the weight of the casting conposition,
ie as being based on the sum of the percentages of the
conponents (A), (B) and (C) and thus as additional to
t he nononer m x, the description of the procedure
carried out in Exanple 1 (which is repeated in the
remai ni ng Exanples 2 to 23) states that "The nononer

m x was prepared in a beaker together with 0.2% V55 as
the U V. initiator" (page 8, line 34; enphasis by the
Board). Hence, it is apparent that there is not only no
statenent that the "0.2% of V55" is a percent by

wei ght, but neither is there any clear statenent that
this 0.2%is based on the sum of the conponents m xed
according to the exanple.

Al t hough the appellant at the oral proceedi ngs
submtted that the initiator was al ways added to the
ready- m xed nononers shortly before casting, the basis
for including the curing initiator as a mandatory
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feature in the clainms of the earlier requests was
stated to be original daim19, which is directed to "A
casting conposition according to any preceding claim
further conprising a cross-linking initiator selected
fromheat initiators, ultraviolet initiators and

conmbi nations of heat and ultraviolet initiators.". The
terns of this claimare, in the board' s view rather
such as to classify the curing initiator as part of the
conposi tion including the components (A), (B) and (O
than as additional to it. Thus, the subm ssions of the
appel | ant appear to be contradictory on this point and
t hus | eave doubt as to whether the basis of the "0.2%
of curing initiator is to be understood to be the
nononer m X, or the nmonomer m x plus the initiator.

Al t hough the board has considered carefully the
argunent of the appellant, that such percentages,

whet her of the nonomer mx or of the curing initiator,
woul d i nvariably have been understood by the skilled
person to be percentages by weight, as is indeed
corroborated, in general terns, in the statenents of

t he ranges of the various conponents in the nore
general part of the disclosure of the patent in suit,
this does not initself assist in arriving at an

unanbi guous understandi ng of the relationship between

t he bases of the percentages of the conponents (A), (B)
and (C) on the one hand, and of the curing initiator on
t he ot her.

In summary, the board considers that Clainms 1 to 9 do
not neet the requirenments of Article 123(2) EPC,
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Ninth, tenth and el eventh auxiliary request

Simlar considerations apply to the ninth, tenth and
el eventh auxiliary requests, since these all equally
present a conbi nati on of percentages, the respective
bases of which are not directly and unanbi guously
derivable fromthe application as filed. Thus, these
requests also do not neet the requirenments of
Article 123(2) EPC

Twel fth auxiliary request

In this request, all reference to "by weight" has been
del eted. This results, however, in a claimin which no
basis for any percentage is identified. Such a claim
does not, in the board s view, neet the requirenments of
clarity of Article 84 EPC.

In view of the above, it is clear that none of the
requests on file could be regarded as all owabl e.
Therefore, the appeal nust fail, and the questions of
formal introduction into the proceedi ngs of the eighth
to twelfth requests is noot, since these requests are
in any case clearly not allowable.

Consequently, it is equally unnecessary for the board
to rule on the issue of introduction of the late filed
experinmental evidence and docunment, or, therefore, on
t he request of the respondent for a re-scheduling of

t he oral proceedings.



Or der

For these reasons it

The appeal is dism ssed.

The Registrar:

E. Gorgmaier

0816.D

I s deci ded that:

The Chai r nan

R Young
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