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Summary of Facts and Subm ssi ons

The nention of the grant of European patent 0 592 372,
in respect of European patent application 93 810 709.1
filed on 8 Cctober 1993 and claimng a right of
priority in the USA of 9 Cctober 1992 (US 959086), was
publ i shed on 2 Decenber 1998. The patent as granted
conprised 9 clains. Clainms 1 and 7 read as foll ows:

"1l. A self-contained, transportable reverse osnosis
water purification unit (60) having a feed punmp (13),
coarse filter neans (15) and fine filter nmeans (16),
first pass (20, 21) and second pass (34) reverse
osnosi s nodul es connected in series, first pass (17)
and second pass (33) process punps, and a chlorine
injection punp (28), so as to provide a throughput of
no nore than about 3,500 litres/hr of perneate in a

si ngl e pass operation, said self-contained unit having
an encl osed weat her-ti ght housing on a conti nuous base
(64) integrally conbined with said housing to forma
purification container having the overall dinensions of
an | SO contai ner, said purification container being
adapted to be denpuntably disposed in a transport neans
fromwhich said purification container may be depl oyed,
to land on the ground in a horizontal position, right-
side-up; an A-frame (69) integrally conbined with said
base, including attachment neans (68) for deploying
sai d container; and, hydrocarbon fuel - powered
generating neans (72) for generating sufficient
electricity at a voltage required to operate al
conponents powered by electricity, and storage neans
(73) for storing enough fuel to operate said generating
means for a predeterm ned period of tinme, characterized
in that:
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said self-contained unit has a throughput of no
nore than about 76 L/mn. (20 gpm of perneate in
a single pass operation,

said housing is divided into first (61) and second
(62) encl osed conpartnents separated from one

anot her by a dividing wall (63), said second
conpartment having said fuel storage neans, and
sai d generating neans including electrical control
means therefor and a storage battery, housed in
sai d second conpart nent;

said first conpartnment (61) has housed therein
substantially all additional conponents for
purifying raw contam nated water, said conponents

i ncluding, a booster punp (14), a bladder tank (31)
having a capacity of at least 64 litres (17 gal);

a cleaning tank (32) having a capacity of at |east
113 liters (30 gal); and, control mnmeans to operate
sai d components to deliver no nore than 75 L/ m (20
gpm of perneate in a single pass operation;

the equi pnent in said first and second
conpartnments (61, 62) being denpuntably secured to
said base and interior surfaces of said
conpartments wi th shock-absorbi ng neans, said
equi pnent being essentially symretrically

di stri buted about the center of nmass of said

cont ai ner,

wher eby sai d contai ner may be unl oaded
wi t hout due care froma supporting surface above
t he ground and | and t hereon, base first, and
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remain oriented in a substantially verti cal

position."

"7. Use of a self-contained, transportable reverse
osnosis water purification unit as clainmed in any
preceding claimfor purifying water in a process
delivering no nore than about 76 L/m (20 gpn) of
pernmeate in a single pass operation fromthe first pass
nodul es (20, 21) of said unit."

Dependent clains 2 to 6 and 8 to 9 concerned preferred
enbodi ments of the unit according to Caim1l and the
use according to Caim?7, respectively.

A notice of opposition was filed on 1 Septenber 1999,
in which revocation of the patent was requested on the
grounds of Article 100, paragraphs (a) and (c), EPC,
i.e. with respect to lack of an inventive step and to
extension of the subject-matter of the patent beyond
the content of the application as filed, respectively.
The opposition was inter alia based on the follow ng
docunent :

D1: MJ. Hauschild, "Reverse Gsnosis : Devel opnent of
a H gh Technol ogy Water Treatnent Capability for
t he Canadi an Forces", Ubi que No. 35, Septenber
1990, pages 32 to 37

By letter of 12 May 2000, the opponents sought to
i ntroduce a further ground of opposition under
Article 100(b) EPC.

The proprietors refuted the argunents of the opponents
and requested nai ntenance of the patent as granted.
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In a decision notified in witing on 10 July 2000, the
Qpposition Division revoked the patent. In that

deci sion, which was based on the set of clains 1 to 9
as granted as the sole request, it was held that:

(a) It was imediately evident to the skilled reader of
the patent application as filed that nothing el se
woul d have been intended than to disclose US Iiquid
gallons. Therefore, the conversion fromthe units
"gal lon" and "gpnt as filed to the correspondi ng Sl
units on the basis of the US |liquid gallon
fulfilled the requirenents of the EPC

(b) Neither the value "3,500 litres/hr" for the
t hroughput of perneate, nor the rel evant upper
[imt thereof defined by the expression "no nore
than about”, both in CQaim1l in suit, had been
di sclosed in the application as filed. Therefore,
the feature "no nore than about 3,500 litres/hr"
contravened the requirenents of Article 123,
par agraph 2, EPC.

(c) Consequently, the patent should be revoked.

The proprietors (appellants) |odged an appeal agai nst
t hat decision, received on 19 August 2000, the appeal
fees being paid on the same day. In their statenent
setting out the grounds of appeal, received on

10 Novenber 2000, the appellants enclosed further sets
of clainms as auxiliary requests 1 to 4. In particular,
in Cdaim1l according to the fourth auxiliary request,
the feature "no nore than about 3,500 litres/hr" had
been del et ed.
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In a letter dated 15 Decenber 2003, the appellants
encl osed copi es of further docunents (D8 to D14) and an
affidavit fromM Scott Pundsack (D15).

The opponents (respondents) refuted the argunents of

t he appellants and submtted copies of further
docunents (D6 to D7 and D16 to D24) to show which units
were customary in Canada (letters dated 19 March 2001
11 Septenber 2001 and 5 January 2004).

Oral proceedings were held on 15 January 2003. The
appel lants submtted a further docunment (D25), i.e. a
copy of an extract fromthe database "Convertlt.coni,
to show that the unit "gpnf was understood as US liquid
gallons per mnute. Further, the order of the requests
then on file was reversed, such that the fourth
auxiliary request becane the main request.

The argunents of the appellants (proprietors) can be
sumari sed as foll ows:

(a) The feature "no nore than about 3,500 litres/hr",
added to the preanble of Claim1l1 in suit during the
exam nation phase to specify the throughput of
perneate in a single pass, referred to a prior art
wat er purification unit described in D1.

However, if account was taken of the word "about",

t he val ue "about 3,500 litres/hr" in Caim1l1 would
be equivalent to the value "about 15 gpm' di scl osed
in the application as filed with a deviation that
anounted to 2. 7%only, i.e. an acceptable
appr oxi mati on.
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A throughput of 20 gpm of perneate in a single
pass was specified in the characterising portion
of Claiml in suit. Wichever gallon was
understood fromthe application as filed, that

t hr oughput was hi gher than that of the contested
feature "no nore than about 3,500 litres/hr" in
the preanble of Caim1.

The skilled person reading Claim2l1 would

i mredi ately recogni ze that the sanme throughput
coul d not be defined by two different val ues.
Wi | st the | ower throughput pertained to the
preanble of Claim21 and concerned the prior art,

t he t hroughput of 20 gpm was nenti oned sever al
times in the description as a requirenment for the
maxi mum t hr oughput of the water purification unit.
Hence, for the skilled person the description |eft
no doubt that the maxi mum throughput as cl ai ned
anounted to 20 gpm Therefore, since the
contradictory indication "no nore than about 3,500
l[itres/hr" was neani ngl ess and redundant, it could
be deleted fromCaim1 according to the new main
request wi thout violation of Article 123(3) EPC,

A conversion fromthe unit "gallon" was only
present in Clains 1 and 7, not however in the
description of the application as filed. On filing
the application, in a tentative to indicate the
corresponding SI units, a conversion factor of

4.4 litres per gallon had been inadvertently taken
by the representative: either fromthe conversion
of USdry gallons to litres, the conversion factors
for US dry and liquid gallons were normally listed
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one after the other; or fromthe conversi on of the

unit n*/h to gpm which also anobunted to 4, 4.

The presence of an error in the conversion nade in

Clains 1 and 7 as filed was apparent fromthe

foll owi ng facts:

The Canadi an gall on was not the usual unit
for defining the required flowrate fromthe
water purification units for mlitary
personnel w thin the NATO

the patent application was based on a US
priority application, and the patent issued
fromthat priority application carried the
gal l on val ues as fil ed;

t he description as filed only contai ned US
units such as "psi" and "US-standard- Mesh”
and referred to US standards. The fact that
some US units such as "psi" were al so used

in Canada did not change this picture. Hence,
the application as filed only related to US
units of vol une;

the unit "US dry gallon"” was unusual in the
field of reverse osnosis;

t he description as filed commented on a US
arnmy prior art water purification unit,

wi t hout indicating any conversion fromthe
gallon data thereof to either Canadian or US
dry gall ons;

t he description nmentioned preferred punps
supplied by US manufacturers, who only used
US gpmto specify the rates of the punps.
Also in this context, no indication that
other units were nmeant was given in the

description as filed.
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Therefore, by considering all of these facts, it
was i medi ately apparent to the skilled reader of
the application as filed that the conversion factor
of 4,4 in Cains 1 and 7 was an error.

Further, since the US dry gallon was not used to
specify punp rates in USA, and since the unit of

vol une "gpm was customary only with US liquid
gal l ons, as shown by D25, nothing el se woul d have
been intended than to indicate US liquid gallons in
the application as fil ed.

Therefore, the correction made in the exam nation
proceedi ngs conplied with Rule 88 EPC.

The respondents (opponents) argued essentially as

foll ows:

(a)

(b)

The appellants had admtted that the contested
feature "no nore than about 3,500 litres/hr" had
been erroneously introduced in Claiml. In fact,
the feature "typically about 15 gpnt as filed,

whi chever interpretation was given to the unit
"gpm', did not constitute a basis for the contested
feature. Therefore, the contested feature
contravened the requirements of Article 123(2) EPC.

In the present case, the flow rates of the perneate
were of extrene inportance for the transportable
water purification unit. In fact, the contested
[imtation "no nore than about 3,500 litres/hr"
defined the maxi mum t hroughput of perneate and
provided a technical contribution to the clained
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subj ect-matter. Consequently, the further
definition of the maxi mum throughput of perneate of
20 gpmin the characterising portion of daim1l was
redundant. Therefore, the contested feature could
not be deleted wi thout violation of Article 123(3)
EPC.

The val ues for the converted gallons, according to
Claim1l in suit, were based on a conversion factor
of 3,785 litres/gal for the US liquid gallon.
However, the sanme features in the application as
filed were based on a conversion factor of 4,4
litres/gallon

The application as filed referred to the units
"gpm' and "gal l ons". The applicant was a Canadi an
entity and the inventors were residents of Canada.
It should thus be supposed that Inperial Gallons
wer e i ntended, also naned Canadi an gal |l ons as
shown by D24. Further, the conversions as filed
were m stakenly made for British inperial gallons
as admtted by the proprietors in a letter during
t he exam nation proceedi ngs. The factor 4,4
litres/gallon in the clains as filed was closer to
the factor for the conversion fromthe |nperial
gallon than to that for the conversion fromthe US
liquid gallon, the deviation being only about 3,1%
i.e. not relevant. Therefore, fromthe clains as
filed, no error was apparent.

Even if an error was apparent fromthe clains as
filed, there were three plausible possibilities of
understanding the unit "gallon" as filed:

- As | nperial gallon;
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- as US dry gallon, which was unusual but
whi ch coul d not be excl uded; or,

- as US liquid gallon.

That the conversion factors for the units "US dry
gallon" and "US Iiquid gallon" were normally
listed one after the other, such that one could

i nadvertently be taken for the other, had not been
proven. Nor had it been proven that the unit "gpnt
only related to the US |iquid gallon, since D25
was a US dat abase.

As regards the units "psi"” and "psig", they were
al so common in Canada, as shown by D17. Since the
unit of volume "US liquid gallon" was not the one
and only plausible possibility of correction,
there was no roomfor rectification of the val ues
as filed under Rule 88 EPC. Therefore, the

requi renents of Article 123(2) EPC had been

cont r avened.

(d) Even if Article 123 was not viol ated, the subject-
matter of Claim1l in suit would neverthel ess not
i nvol ve an inventive step under Article 56 EPC.
Further, the objection under Article 100(b) EPC was

al so nmi nt ai ned.

The appel l ants (patentees) requested that the decision
under appeal be set aside and that the patent be
mai nt ai ned on the basis of one of the requests
submitted in their letter dated 10 Novenber 2000, in
the follow ng reversed order: Auxiliary request 4
becanme the main request; the previous nmain request
becanme auxiliary request 1; previous auxiliary requests
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1, 2 and 3 becane auxiliary requests 2, 3 and 4,

respectively.

The respondents (opponents) requested that the appeal
be di sm ssed.

Reasons for the Decision

1

The appeal is adm ssible.

Mai n request

2.2

2.3

2.4

0266. D

Amrendnent s

Conpared to the clains as granted, only Caim1 has
been nodified, by deletion of the contested feature "no
nore than about 3,500 litres/hr".

Since that amendnent is occasioned by the ground of
opposition under Article 100(c) EPC, it conplies with
Rul e 57a EPC.

The feature added during the exam nation proceedings
has been deleted fromdaim1l. Therefore, the question
whet her or not the deleted feature has a basis in the
application as filed has becone irrel evant and a
contravention of Article 123(2) EPC can no | onger be

al | eged.

It remains to be decided whether or not the del etion of
that feature extends the scope or protection of daiml
as granted, as objected to by the respondents.
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2.4.2

2.4.3

2.4. 4

2.4.5
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The feature added to the preanble of daim1l in suit
during the exam nati on proceedi ngs, concerning a

t hroughput of perneate, was a technical feature not
di sclosed in the application as filed.

That feature in the preanble of Claim1 defined an
upper limt for a flowrate of the perneate in a single
pass. However, also the feature of the first clause of
t he characterising portion of Claim1l defines an upper
[imt for the flowrate of the same perneate. Hence, in
Claim1l1l as granted, one and the sane flowrate was
defined by two maxi ma under the sane condition.
Therefore, a contradiction was evident.

A contradiction is however a matter of clarity, on

whi ch there are no grounds for opposition (Article 100
EPC). In order to resolve that contradiction, Claiml
has to be interpreted.

Claim 1 concerns a self-contained transportable reverse
osnosis water purification unit as delineated in its
preanble. That unit further conprises the features of
the characterising portion of the claim

According to the description of the patent in suit, in
particular the "Sunmmary of the Invention”, the unit
shoul d be capabl e of producing no nore than 20 gpm of
pot abl e perneate (Columm 6, lines 8 and 9).

That throughput constitutes a maxi num t hroughput of
perneate sought for the clainmed units, as it is
apparent from several other parts of the description
(colum 1, last line; colum 7, lines 16 and 37;
colum 11, lines 19 and 55; columm 12, line 41). That
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maxi mum t hroughput is defined in the first clause of
the characterising portion of Claiml in suit.

The contested maxi mumflowrate of "3 500 litres/hour",
now cancelled fromthe preanble of Caim1l, is smaller
than the maxi num flowrate of perneate of 20 gpm
defined in the characterising portion of daim1l in
suit, whichever factor of conversion to litres is used
for the unit gallon.

Since the maximum flowrate of 20 gpm of perneate in a
single-pass is defined as an essential feature of the
i nvention throughout the description and in the first
cl ause of the characterising portion of Caiml, the
specification as a whol e shows that the cancelled
smal | er maxi mum of 3,500 litres/hr is not intended to
[imt the throughput of perneate in a single pass.

Furthernore, the cancelled feature had been taken from
Dl and inserted in the preanble of aim1l. The
features of the preanble of a claimdrawn-up in a two-
part form pursuant to Rule 29(1) EPC, shall define the
features of the invention, which, in conbination, are
part of the prior art, whereas the characterising
portion shall state the additional features which, in
conbination with those of the preanble, it is desired
to protect. It is true that the fact that a feature in
the preanble recurs in the characterising portion in a
nodi fied formis an exanple of an incorrect claim
drafting. It is however neither a rare exception
(Bruchhausen, Die Formnulierung der Patentanspriche und
i hr Ausl egung, GRUR 1982, 1, at page 4, left col um)
nor does it make inpossible an appropriate
understanding of the claim It remains clear that the
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preanble is related to the state of the art and that

t he characterising part contains the distinguishing
features. Therefore, the structure of Claim1l confirms
that the cancelled feature was not intended to restrict
the clai ned subject-matter

Hence, Caim1l1l as granted contained a feature not
originally disclosed which, however, did not limt the
maxi mum t hr oughput of perneate.

It follows fromthe above that the deletion of the
added feature "no nore than about 3,500 litres/hr" does
not result in an extension of the protection conferred
beyond t he maxi mum val ue specified in the
characterising portion of Claim1l as granted.

Therefore, Caim1l as anmended according to the main
request fulfils the requirenents of Article 123(3) EPC.

Correction under Rule 88 EPC

The further relevant question to be answered is whet her
or not the correction of the conversion factor from
gallon to litre resulting fromCaim1l as filed
conplies with the requirenents of Rule 88 EPC, thus
with those of Article 123(2) EPC

Rul e 88, second sentence, EPC includes two requirenents:

(a) the first requirenent is that it nust be
obj ectively recognisable that specific information
is incorrect, i.e. the skilled person nust be in a
position to objectively recognise the incorrect
i nformation by using conmmon general know edge.
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(b) the second requirenent is that it is imediately
obvious to the skilled person that nothing el se
had been intended than the proposed correction. In
that respect, the incorrect information can be
corrected only within the limts of what the
skill ed person, using common general know edge,
woul d directly and unanbi guously derive fromthe
description, clainms and drawi ngs, if any, of the
Eur opean patent application, seen objectively and
inrelation to the date of filing, i.e. what was,
on the date of filing, the objectively
recogni sabl e intention of the person naking the
request (G 11/91, QJ 1993, 125, point 2 of the
reasons; Case Law of the Boards of Appeal of the
EPO, 4'" edition 2001, 111.D.2, IIl.E).

Claims 1 (four times) and 7 (once) as filed add a
conversion fromthe original units "gallon" and/or
"gpm to the SI units "litres"” and "litres/hr",
respectively, in order to indicate the capacity or the
t hr oughput of perneate. However, no conversion of units

was present in the description as filed.

The factor used for the conversion fromgallons to
litres in Clains 1 and 7 as filed amounts in four of
the five cases to 4,4 litres per gallon, whilst in one
case the factor amounts to 4,412 (17 gal = about

75 litres). The term "about" appears to take the

devi ation into account, however.

In this respect, it is noted that since the SI units
were put in brackets in Clainms 1 and 7 as filed, it was
i medi ately evident that the SI units were the
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converted units, whilst the units "gal" and "gpnt were
the original ones, i.e. those of primary rel evance.

The skilled person knows that the unit of vol ume
"gal l on" is anbi guous and needs additional information
to establish what volune is neant, i.e. to how many
litres it corresponds. That unit of volunme has got
three different nmeanings in the subm ssions of the
contendi ng parties, as follows:

Canadi an or Inperial gallon = 4.546 litres;

US dry gallon = 4.405 litres;

USIliquid gallon = 3.785 litres.

The conversion factors submtted by the parties are in
line with those indicated in the Perry's Chem cal

Engi neers' Handbook, sixth edition, 1984, Table 1 to 5,
a qualified source of common general know edge in the
field.

The skilled person reading the application as filed
usi ng common general know edge, objectively recognises
that the factor used for the conversion fromgallons to
litres in Clains 1 and 7 as filed exactly corresponds
to that for the conversion fromthe "US dry gallon" to
“litres". The unit of volume "US dry gallon”, which is
| arger that the unit of volume "US Iiquid gallon",
(point 3.5, supra), is, however, not a usual unit to
indicate a liquid volunme. Indeed, it is used to neasure
dry goods, dry vol unes.

Mor eover, the application as filed concerns a unit for
the purification of water by reverse osnpbsis. Hence,
the application as filed deals with the production of a
vol unme of purified water.
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Consequently, since the unit of volunme "US dry gallon”
is unusual in the field of liquid transport and
filtration, its presence inplies that an error was
present, or, at |east, awakes the curiosity, thus the
i nqui sitiveness of the skilled person.

Thr oughout the application as filed, the units of

vol une and throughput "gallon" and "gpnm', respectively,
are nentioned and referred to several tines to indicate
capaci ties and throughputs.

These references concern not only the throughputs of
pernmeate fromthe reverse osnosis nmenbrane and the
capacity of the tanks of the clainmed water purification
unit but also the rates of commercially avail abl e punps
and the throughputs of existing water purification
units. In particular, the units "gallon" and "gpn are
mentioned in the description as filed in the follow ng

contexts:

(a) The acknow edgenent of the relevant prior art
i ncludes the nmention of a US docunent t hat
concerns a simlar unit for reverse osnosis.
The throughput of that unit is also expressed by
the units "gallon" and "gpnt' (application as
publ i shed, colum 3, lines 21 to 50).

No indication is given that the units in the
context of the prior art were distinct fromthe
units in the context of the clained subject-matter
Nor was any indication given that a conversion
fromthese units to any of the other gallons, e.g.
fromUS liquid gallon to the US dry or the

| rperial gallon, were envisaged.
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Therefore, the units described in the original US
docunent of the prior art happens to be the sane
as those used for the clainmed subject-matter.

(b) The description of the recommended punps (FMC
triplex plunger punps) includes the specification
of their rates, in "gpnt (application as published,
colum 13, lines 4 to 12). It has not been
contested that these punps are manufactured by a
US Conpany. US conpanies in general use the US
gallon as a unit of liquid volunme for
characterising their punps.

Further, no indication is given in the description
as filed that in the context of the nention of the
preferred punps any conversion fromthe original
units had ever been envisaged, i.e. no conversion
froma particular gallon to any of the others is

appar ent .

Therefore, the throughputs of the preferred punps
were expressed in the units of liquid vol une
supplied by the US manufacturers, w thout any

conver si on.

In conclusion, fromthe particulars in the description
nmenti oned above, the skilled person using conmon
general know edge recogni ses i mredi ately that

t hr oughput and capacity of the water purification unit,
expressed by the values in "gpmt and "gall ons”
respectively, can only be understood in terns of units
of liquid volune.
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What ever unit of liquid volune is inplied fromthe
terms "gallons"” and "gpnt, the application as filed has

not been drawn up in ternms of units of dry vol unes.

The fact that the conversion factor for the US dry
gallon is closer to the conversion factor for the
Canadi an or Inperial gallon than to that for the US
liquid gallon cannot renove the inpression that an
error was present, because the unusual conversion
factor in the clains as filed has no exact
correspondence to the Canadian unit either.

Fromthe above it follows that an error was present in
the clains as filed, in view of the unusual factor of

4,4 used to convert "US dry gallon” to litres.

It remains to be decided whether or not it was

i edi atel y obvious, fromthe docunents as filed, that
not hi ng el se had been intended than what was offered as
t he proposed correction.

The cl ai ned subject-matter concerns a transportable
reverse osnosis unit to produce a volune of purified
water to fulfil the need of mlitary personnel in any
| ocation in which only contam nated water is present.
The maxi mum di mensi ons and wei ght of the unit, as the
wi de range of conditions under which the unit nust
operate successfully, inter alia throughput and
capacity of the items of the equipnent, are specified
(patent application as published; colum 1, lines 17
to 23; paragraph bridging colums 1 and 2).
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The prior art acknow edged in the patent in suit inter
aliarefers to a particul ar exanple of transportable
reverse osnosis unit described in an article of the U S.
Arny Bel voir Research and Devel opnent and Engi neering
Center. That description also indicates the throughput

of perneate and capacity of tanks of the reference

prior art units and nentions the units "gpnt and "gal s"
(colum 3, lines 21 to 50).

Since that article originates froma U S. arny center
it is inmediately evident that the original units
mentioned in the prior art document referred to liquid
vol unes such as US Iiquid gallon and gpm

It has not been contested that the punps recommended in
t he description as filed, as suitable pass punps, are
manuf actured by a U S. conpany (application as
publ i shed, colum 13, lines 4 to 12). These punps are
intended for the transport of water through the unit
and their throughput rates were given in the unit "gpni.
It has not been shown that these comercially avail able
punps had not been manufactured according to U S
standards. It has not been shown either that the U S.
manuf acturers woul d use another unit than the usual US
unit of liquid volume for such punps. In this respect

it is noted that the "Inperial gallon” is not a
customary unit of liquid volume in the U S. A, such

t hat an express nmention woul d be necessary to indicate
that another unit than the US Iiquid gallon was

i nt ended.
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Therefore, the nentioned rates of the preferred punps
in the application as filed are to be understood as the
customary US units of liquid volunme for punps, i.e. the
US Iiquid gallon or gpm

The question whether or not the unit "gpn' only
corresponds to US Iiquid gallon per mnute, as
submtted by the appellants, can thus be |eft undeci ded.

The above concl usi on cannot be altered by the counter
argunments submtted by the respondents, for the

foll ow ng reasons:

(a) As regards the facts that the proprietors are a
Canadi an entity and the inventors were residents
of Canada, this has to be seen in relation to the
fact that the right of priority froma U S
application has been clained. An applicant who
files an application before the USPTO will draw up
t he application by taking into consideration the
units that are customary before the USPTO and in
the territory for which the patent is to be
granted. This choice is inline with the mlitary
specifications for the units, which standards
directed to mlitary personnel normally use US
units of neasure. The contrary has not been shown
in this respect. Consequently, the fact that the
priority was filed in the U S. A plays a nore
inmportant role to establish what unit of liquid
vol ume was neant than the residence of the
proprietors and the inventors in Canada.
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(b) As regards the fact that the factor 4.4 in the
clainms as filed was closer to the factor of
conversion fromthe Inperial gallon to litres than
tothat fromUS liquid gallon to litres, it is
noted that none of these conversions provided
correctly cal cul ated val ues. Furthernore, there
m ght well be other reasons why these two factors

are so close, e.g. historical reasons.

Sunmmi ng up, the argunments submtted by the respondents
do not take into account the specific contexts of the
di scl osure to gather what was actually neant by the
units of volunme as filed. Consequently, none of them
proves what the proprietors nmeant to submt as correct
information on the date of filing.

3.10 Therefore, the particulars in the description directly
and unanbi guously | ead the skilled person using comon
general know edge to the conclusion that the applicants,
on the date of filing, nmeant the use of the US |iquid

gallon offered as correction.

3.11 It follows fromthe above, that the conversion of
volunmes fromgallon to litres, or fromgpmto litres/h,
in CQaim1l, using the definition of the US |iquid
gallon, conplies with the requirenents of Rule 88,
second sentence, EPC and cannot, consequently,
contravene the requirenents of Article 123(2) EPC

Consequently, the main request is adm ssible.

3.12 Since the main request is adm ssible, there is no need
for the Board to decide on the other requests.
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4. The grounds of opposition under Article 100(c) EPC do
not prejudice the maintenance of the patent in the
amended form of the main request.

5. Since the further grounds of opposition nmentioned by
t he opponents have not yet been considered by the
OQpposition Division, the Board exercises its power to
remt the case for further prosecution with respect to
t he outstanding formal and substantive issues, to give

the parties the opportunity to defend their case before
two instances (Article 111 EPC)

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the departnent of first

i nstance for further prosecution.

The Regi strar: The Chai r man:

C. Ei ckhoff R. Teschemacher
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