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Summary of Facts and Subm ssi ons

2360.D

Eur opean patent application No. 93 306 654.0, filed on
23 August 1993, claimng a JP priority of 25 August
1992 (JP 225759/92) and published under No. 0O 586 161
was refused by a decision of the Exam ning Division
issued in witing on 29 March 2000.

The deci sion was based on a set of Clainms 1 to 13
formng a main request, a set of Clains 1 to 11 formng
a first auxiliary request, and a set of Clains 1 to 11
formng a second auxiliary request, all filed during
the oral proceedings held on 2 Septenber 1999. Caim1l
of the main request read as foll ows:

"1l. Abiaxially oriented polyester film made of a

pol yester conposition which polyester conposition

consi sts essentially of:

(a) an aromatic copol yester having a nelting point of
210- 245°C

(b) first inert fine solid particles having an average
particle dianmeter of 0.05 to 0.6 um and

(c) second inert fine solid particles having an average
particle diameter of 0.3 to 2.5 um

wherein said first inert fine solid particles and said
second inert fine solid particles each have a sharp
particle diameter distribution and a relative standard
deviation of particle dianeter of 0.5 or less, and the
ratio of the average particle dianeter of the second
inert fine solid particles to the average particle
diameter of the first inert fine solid particles being
at least 2.5, and the anounts of the conponents (b) and
(c) being 0.01 to 3% by weight and 0.001 to 0.2% by

wei ght, respectively, based on the total weight of the
conponents (a), (b) and (c);
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wherein the polyester filmhas a plane orientation
coefficient of 0.08 to 0.16."

Claim1 of the first auxiliary request read as foll ows:

"1. Use for lamnation on to a netal sheet of a
biaxially oriented polyester filmnmade of a pol yester
conposi tion which pol yester conposition conprises

(a) an aromatic copol yester having a nelting point of
210-245°C and filler particles, characterized in that
said filler particles consist of

(b) first inert fine solid particles having an average
particle dianmeter of 0.05 to 0.6 um and

(c) second inert fine solid particles having an average
particle diameter of 0.3 to 2.5 pym and

the ratio of the average particle dianeter of the
second inert fine solid particles to the average
particle dianmeter of the first inert fine solid
particles being at |least 2.5, and the anpbunts of the
conmponents (b) and (c) being 0.01 to 3% by wei ght and
0.001 to 0.2% by wei ght, respectively, based on the
total weight of the conponents (a), (b) and (c); and
wherein the polyester filmhas a plane orientation
coefficient of 0.08 to 0.16."

Caim1l1l of the second auxiliary request differed from
Claim1 of the first auxiliary request in that it
contained the further requirement that the first inert
fine solid particles were titani um di oxi de and the
second inert fine solid particles were silica.

L1, At the oral proceedings held on 2 Septenber 1999, the
exam ni ng divi sion decided that the main request and
the first auxiliary request did not neet the
requi renents of Articles 84 and 54 EPC. Having regard
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to the second auxiliary request, the applicant was
given a period of four nonths to provide appropriate
evi dence establishing an inventive step of the subject-
matter of Claiml of this request. The applicant did
not, however, not file any observations within the tine
[imt given but requested a decision according to the
state of the file (letter of 23 February 2000).
Consequently, the application was refused on the
grounds that the subject-matter of the main request and
the first auxiliary request contravened Articles 84 and
54 EPC, and the subject-matter of the second auxiliary
request did not neet the requirenents of Article 56
EPC. Both the novelty and the inventive step objection
were raised in the |ight of docunent DI:

D1: EP-A-0 415 383.

(1) According to the decision under appeal, it was
not possible to distinguish between first and
second inert fine solid particles, at least in
sonme situations covered by the clains.
Consequently, all clains of the main request and
first auxiliary request requiring certain weight
rati os or particle dianmeter ratios of conponents
(b) and (c) lacked clarity.

(1) Furthernore, it was held that the filler used in
Exanples 3 and 4 of D1 inevitably contained
particles considerably smaller and | arger than
t he average particle size dianeter of 0.3 pum so
that the prior art disclosed inherently a
conbi nation of two particle conponents as
required in the application in suit. Because D1
di scl osed also all the other parameters required
in daiml of the main request and the first
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auxiliary request these clainms were considered
to be anticipated by Exanples 3 and 4 of D1.

(rii) Because the applicant did not provide any
evi dence for a technical effect due to the use
of two specified particles, the subject-matter
of Caiml of the second auxiliary request was
considered to be an obvious alternative to the
pol yester filmused in DL.

On 5 May 2000, a Notice of Appeal against the above
decision was filed, the prescribed fee being paid on
t he sane day.

In the Statement of G ounds of Appeal filed on 7 August
2000, the appellant made no criticismof the reasoning
in the decision under appeal but submtted a new nmain
request with Clainms 1 to 12 which replaced all the
requests before the exam ning division and was believed
to overcone the objections raised in the decision under
appeal. daiml read as foll ows:

"1. A process for making a netal sheet |lamnated with a
biaxially oriented polyester filmconprising the steps
of :

(i) adding (a) first inert fine solid particles having
an average particle dianeter of 0.05 to 0.6 um and

(b) second inert fine solid particles having an average
particle dianmeter of 0.3 to 2.5 ym to (c) an aromatic
copol yester having a nelting point of 210 to 245°C or
to the reaction systemin production of such an
aromati c copol yester to nmake a biaxially oriented

pol yester film wherein

the polyester filmhas a plane orientation coefficient
of 0.08 to 0.16, and
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wherein the ratio of the average particle dianmeter of
the second inert fine solid particles to the average
particle dianmeter of the first inert fine solid
particles is at least 2.5, and the amobunts of the
conponents (a) and (b) are 0.01 to 3% by wei ght and
0.001 to 0.2% by wei ght, respectively, based on the
total weight of the conmponents (a), (b) and (c); and
(i) lamnating a netal sheet with the biaxially
oriented pol yester produced in step (i)."

According to the appellant, the two groups of particles
wer e di stingui shable fromeach other before they were
added to the polyester conposition, and D1 did neither
di scl ose nor suggest a process where two separate
groups of inert fine solid particles were added to an
aromati c pol yester

In a comuni cati on acconpanyi ng a summons to oral
proceedi ngs the salient issues were identified by the
Board as being firstly, the anendnent of Claim1l
(Article 123(2) EPC), secondly, the clarity of daiml
with regard to the determ nation of the plane
orientation coefficient and the definition of the two
groups of particles, thirdly, the novelty of the
claimed subject-matter over D1 and fourthly, whether
the subject-matter of Claim1l involved an inventive
step over D1. Having regard to the latter, the

appel  ant was asked plausibly to denonstrate that a
technical effect or an advantage of the clainmed process
occurred over the whole scope of Caim1l.

Wth letter of 5 August 2002, the appellant w thdrew
the request for oral proceedings nmade in the Statenent
of Grounds of Appeal.
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On 13 Septenber 2002, oral proceedings were held before
the board at which the appellant was not represented.
In accordance with Rule 71(2) EPC, the oral proceedings
were continued in the absence of the appellant based on
the request on file to set aside the decision under
appeal and a patent be granted on the basis of the set
of Clainms 1 to 12 filed on 7 August 2000.

Reasons for the Decision

1

2360.D

The appeal is adm ssible.

Arendnent s

According to step (i) of anended laim1l, first and
second inert fine particles are added to an aromatic
copol yester or to the reaction systemin production of
such an aromatic copol yester. Wilst the wording for
the latter possibility is explicitly disclosed on

page 9, lines 29 to 32 as originally filed, the
addition to the copolyester is disclosed only in the
context of nmelt mxing (page 10 as originally filed,
lines 1 to 8. There is no basis in the application as
originally filed which would justify the generalization
of a specific enbodinent, ie addition including nelt

m xing, to a broader application, ie addition having no
further requirenent. Thus, anmended C aim 1 does not

nmeet the requirenents of Article 123(2) EPC

As Claim1l of the only request on file does not neet
the requirements of Article 123(2) EPC any further
consideration of the nmerits is not appropriate.
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Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

E. Gorgnmaier R Young
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