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Summary of Facts and Subm ssi ons

1708.D

The present appeal is against the decision of the
exam ni ng division refusing European patent application
93 924 759.9 (=WD 94/11780). The patent application
relates to a bellows for optical equipnent.

Deci si on under Appeal

The exam ni ng division saw a cl ear and unamnbi guous
basis of disclosure in the patent application for the
obj ect of obtaining a bellows which, after adjustnent,
mai ntains its adjusted position and for the fact that
the further layer of |oad bearing material acts as a
pl astic hinge at the folds (see point 1.1.4, |ast

par agr aph of the reasons for the decision). The
division was also of the viewthat the stiffness of

| ayers of |load bearing material in general and of

al um ni um sheets which are typically 75 mcrons thick
in particular can be positively verified by tests known
to persons skilled in the art, these tests not

requi ring undue experinmentation (see point 1.1.5, |ast
sentence, first paragraph of the reasons for the
deci si on).

However, the exam ning division considered bellows wth
provi sion of a specific |oad bearing material for the
pur pose of providing support to be a basic el enent of
the solution to di sadvantages of prior art described in
the patent application (see point 1.1.4, |ast paragraph
of the reasons for the decision). The division referred
to a further |layer of |oad-bearing material disclosed
in the patent application which is (i) continuous along
the length of each fold or (ii) perforated at intervals
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along the line of each fold to provide a plurality of
connections distributed along the length of the fold
bet ween axially adjacent pleats. In particular, the
division referred to the further |ayer of |oad-bearing
mat eri al having the stiffness of alum nium sheets of
(in feature (ii) specifying "at least") typically 75

m crons thickness. In the absence of such features, the
subject matter of clainms 1 and 2 before the division
woul d not achi eve the object of the invention. There is
furthernore no unanbi guous di scl osure that the
invention was ai m ng at adjustable bellows which are
plastically deformable at the folds isolated fromthe
desire to formself-supporting bellows for a specific
pur pose, nor that the further |ayer of |oad bearing

mat eri al, upon axial adjustnent of the bellows, is the
only neasure maintaining the bellows in its adjusted

configuration wthout external support or restraint.

The exam ning division reached the view that clains 1
and 2 of the main request before it and also claim1l of
the auxiliary request were not supported by the
description, thus not conplying with Article 84 EPC.
The clains were thus not allowable. In support of its
reasoning, the division referred to decisions T 409/91
(points 3.3 and 3.5 of the reasons) concerning in that
board's judgenment a fuel oil which nmust containing
additives (see point 3.2), T 939/92 (point 2.4.2 of the
reasons and headnote) involving whether a technical
effect is obtained by all the chem cal conpounds
covered by the clains, CGuidelines Section Cl1I1l, 4.7
and 6.5 and T 68/ 85.
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Subm ssi ons of the Appell ant

It is apparent, as agreed by the exam ning division,
that the object of the invention is to provide a

bell ows which, after adjustnent, maintains its adjusted
position wi thout external support or restraint. The

i ndependent clains concern features related to the

obj ect to be achi eved.

In the application, there is an explicit disclosure of:
a further layer of alumniumwhich in a lens hood is
typically 75 mcroneters thick (see page 6, |ast

par agraph); a further |ayer of |oad-bearing materi al

whi ch is capabl e of providing adequate support and of
deformng plastically at the folds (see page 2, lines 5
to 13); this may be material not consisting of

al um nium of a thickness of 75 mcroneters (see page 7,
| ast paragraph); and a further |ayer of | oad-bearing
material perforated at intervals along the |line of each
fold, to provide a plurality of connections between the
material in axially adjacent pleats, said connections
being distributed along the length of the fold (see
page 8 and Claim4). There is also disclosure of the
broader principle, nanely the use of a further |ayer of
a | oad-bearing material which stiffens the folds

wher eby upon axial adjustnent the bellows retains its
configuration w thout external support or restraint
(see page 2, first full paragraph). It is further
stated in the application as filed (see page 3, |ast
two lines) that the invention is described by way of
exanple only, i.e. the explicit features referred to
above are features of specific exanples of a bellows

and not a definition of the invention.
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The original application docunents do not state that if
materials other than alum nium sheets of 75 m croneters
t hi ckness are used that these other materials should
have the stiffness of an al um nium sheet of 75

m croneters thickness. It is nerely stated that these
other materials need to be capable of providing
adequat e support and of deformng plastically at the
corrugation hinges. For different applications
different stiffness will be required. For exanple,
whi | st the stiffness provided by an al um ni um sheet of
75 mcroneters nmay be suitable for manufacturing a | ens
hood for a standard size lens, a greater stiffness may
be required for the manufacture of a |l ens hood for a
particularly large Il ens and a nuch smaller stiffness
for the manufacture of a lens hood for a particularly
smal | | ens. The choice of material and thickness wll
lie with the manufacturer and one skilled in the art
will be taught by the disclosure of the present
application that this choice should be guided by two
closely related requirenents (see page 7, |ast

par agraph), nanely the provision of adequate support
and the capability of deformng plastically at the
corrugation hinges, i.e. absence of excessive rigidity.
It is the capability of deform ng plastically which
stiffens the hinge and maintains the shape of the

bell ows, i.e. provides adequate support. Even if the
bellows is supported at both ends, this does not nean
that it is not self-supporting in itself.

Therefore, the limtation required by the exam ning
di vision are not necessary to neet the requirenent of
support specified in Article 84 EPC
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Appeal procedure

The appel |l ant presented sets of clains according to a
main and three auxiliary requests with the appeal and
requested grant of a patent based thereupon.

In a comuni cation dealing with matters, sonme of which
were raised for the first tinme in the appea

proceedi ngs, the appeal board informed the appell ant
that the position of the examning division in relation
to support in the sense of Article 84 EPC seened rat her
dubi ous. Thus, the board coul d consider deciding only
in respect of support in the sense of Article 84 EPC
and remtting the case to the first instance for
continuation of the exam nation of remaining matters.
Alternatively, if a conplete and correct set of
application papers dealing with all the matters in

i ssue were presented the board coul d consider resolving
the entire case itself.

Case of the Appell ant

Request s

A decision in relation only to the Article 84 objection
(and any other matters the board wi shes to address

whi ch do not involve a | oss of instance).

Remttal to the exam ning division for exam nation to
be conti nued.

Oral proceedings if the board is mnded to reject the
mai n request of the appellant.
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d ai ns

The i ndependent cl ai ms upon which the main request is
based are worded as foll ows:

"1l. Bellows for optical equipnment conprising a tubular
concertina structure (14) of adjustable axial length
having pleats (59) with folds (58) between axially

adj acent pleats which act as hinges permtting
adjustnment of the axial length, at |east sone of the
pl eats being of |am nated construction, a first |ayer
(66 or 68) of said construction being of flexible
light-inhibiting material and characterised in that a
further layer (70) is of |oad-bearing material which
acts as a plastic hinge at the folds, and whi ch upon
axi al adjustnent of the bellows maintains the bell ows
inits adjusted configuration w thout external support

or restraint.

2. Bel l ows for optical equi prment conprising a tubular
concertina structure (14) of adjustable axial length
having pleats (59) with folds (58) between axially

adj acent pleats which act as hinges permtting
adjustnment of the axial length, at |east sone of the

pl eats being of |am nated construction, a first |ayer
(66 or 68) of said construction being of flexible
light-inhibiting material and characterised in that a
further layer (70) is of |oad-bearing material which is
continuous along the length of the folds and acts as a
pl astic hinge at the folds, and which upon axial

adj ustnment of the bellows maintains the bellows inits
adj usted configuration w thout external support or

restraint.
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8. A blank for erection into an axially adjustable
bel |l ows, being of |am nated material, conprising a
first layer of flexible light-inhibiting material (66
or 68), and characterised by a further |ayer of

pl astically deformable | oad bearing material (70)
adherent thereto, the lamnated material retaining its
def ormed shape upon deformati on and being configured to
formfolds, the folds enabling erection of the

| am nated material into a bellows, in which the folds

f orm hi nges between pleats of the bellows, and in which
the |l oad bearing material acts as a plastic hinge at
the folds to permt adjustnent of the axial |ength of

t he bell ows, and upon said axial adjustnent maintains
the bellows in its adjusted configuration w thout
external support or restraint."”

It is not necessary to give the wording of the clains
according to the auxiliary requests as it can be seen
frompoint 3 of the reasons for the decision given
bel ow that these requests are not consi dered.

Reasons for the Decision

1708.D

The appeal conplies with the provisions nmentioned in
Rul e 65(1) EPC and is therefore adm ssible.

Mai n request

The reason given by the exam ning division for refusing
the application was in essence that, for |ack of
support by the description, the requirenents of

Article 84 EPC are not conplied with, wthout
specification in the clains of features (i) and (ii)
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referred to in Section Il of the Facts above, including,
in particular, stiffness of the |oad bearing materi al

inrelation to 75 mcron al um ni um sheets.

It seenms the exam ning division accepted that the

cl ai mred wordi ng was supported by the description, but
that in the absence of the specification of features it
had identified, its underlying concern was that the
claims included enbodi nents, with a further [|ayer
acting as a plastic hinge, yet not able to maintain the
bellows in its adjusted configuration w thout external
support or restraint. Since this possibility is
contrary to and thus excluded by the clai med wording,
the board considers this concern prima facie unfounded.

A choice of not only of material but also of thickness
is made by the person skilled in the art so as to

mai ntain the bellows in its adjusted configuration

Wi t hout external support or restraint. Such materials
and their conpliance with the function of maintaining
the bellows in its adjusted configuration are, as the
exam ni ng divi sion established, verified by tests known
to persons skilled in the art and thus not isol ated
fromthe support function. Wether or not other support
nmeasures m ght also be present is sinply not rel evant
to the bellows as defined in the clains. The board does
not therefore see anything in the description
pertaining to the nunerical value given for stiffness
of what is after all just an exanple, which would
oblige the appellant to include it in the independent
claims. On the contrary, it is possible to inmagine that
the particular value would be inappropriate for sone
bel l ows and sone materials contenplated. The board thus
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reached the conclusion that the objection of the

exam ning division is unfounded in substance.

The board does not consider its approach to be
inconsistent with any of the decisions referred to by

t he exam ning division. Since features (i) and (ii)
specified by the exam ning division relate just to an
exanple, there is no reason to think they correspond to
the fuel additives discussed in decision T 409/91. The
prior art considered in introduction of the patent
application includes bellows which are specified as not
self supporting and carried between a |l ens at one end
and a canera body at the other. Large format cameras
are nmentioned, where a support structure has been
necessary to support the bellows and prevent it sagging.
In the present case, it can be positively verified by
tests known to persons skilled in the art whether the
further |ayer neets the functional requirenments of the
i ndependent clains, there is thus no doubt about

whet her the technical effect is achieved and
consequently no contradiction with decision T 939/92.
It also follows fromthis situation that the

requi renents of Cuidelines Section CIII, 4.7 and 6.5
inrelation to results to be achieved and functi onal
features are satisfied and that thus no contradiction
wi th decision T 68/85 exists.

Since the reasoning used in refusing the application in
relation to obliging the appellant in the context of
support under Article 84 EPC to insert features
referred to in point 2.1 above into the independent

cl ai ms has not convinced the board, it is necessary to
set the decision under appeal aside. Such action in
relation to this point only, does not, of course,
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restrict consideration by the first instance of other
matters during further exam nation of the application.

Auxi liary requests

The board is not in a position to take a decision
concerning the subject matter of the clainms according
to the auxiliary requests unless necessary after
deciding on the main or higher order requests. In the
present case, exam nation of the clains according to
the mai n request cannot be conpleted without a | oss of
instance for certain matters, to which |oss of instance
t he appel | ant does not agree. Thus, no consideration of
the auxiliary requests is given in this decision.

Oral proceedi ngs

Since oral proceedings were requested only in the case
of intended rejection of the main request, which is not
the case in the present interlocutory decision, such

proceedi ngs are unnecessary.



Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance for

conti nuati on of the exam nati on.

The Regi strar: The Chai r man

P. Muartorana A. G Klein
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