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Summary of Facts and Subm ssi ons

2437.D

The appeal lies from European patent application nunber
90 914 375.2 (International publication nunber

WO 91/03203) and is agai nst a decision of an exam ni ng
di vision refusing the application for reasons of |ack

of inventive step.

The exam ni ng division raised correspondi ng objections
in two conmuni cations issued in 1995 and 1997. Neither
one of the conmmunications broached the possibility or
t he necessity of oral proceedings.

In a reply letter dated 30 March 1998 and received by
the EPO on 1 April 1998, the appellants submtted
argunents on the nerits of the invention and coment ed
on the follow up procedure as foll ows:

“If on further review, the Exam ner still feels that
anything is unclear in this passage, it is thought that
a brief discussion by telephone may help to resol ve
this.

In addition, if on further review there is any other
poi nt which the Exam ner feels still requires
attention, we would be happy to discuss this tel ephone
in the hope that it would avoid the need for the O al
Proceedi ngs which the Exam ner has indicated woul d now
be appointed if he remains unsatisfied in the |ight of
the applicants' response. The applicants are keen to
resolve this application rather than have it further
del ayed through Oral Proceedings."
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Two years later, follow ng an enquiry by the appellants
in Novenber 1999 and without giving further notice, the
exam ning division refused the application, posting the
refusal decision in witing on 10 February 2000. The
decision referred to the issue of oral proceedings,
stating that contrary to the above-cited passage in the
appellants' letter of 30 March 1998 t he exam ner had
never indicated oral proceedings to be appointed, and
that the passage did not constitute a request for oral
pr oceedi ngs.

A notice of appeal was filed by the appellants on

10 April 2000; paynent of the appeal fee was effected
the sane day. A witten statenment setting out the
grounds of appeal and an anended set of clains were
filed on 13 June 2000. Oral proceedings as an auxiliary
request and the rei nbursenent of the appeal fee because
of a substantial procedural violation in the first

i nstance were requested.

In a comuni cati on annexed to sumons to oral
proceedi ngs the Board stated that the case was not
clearly allowabl e regarding i nventive step and rai sed
doubts concerning industrial applicability of the
clainmed invention. A procedural violation could have
been conm tted by the exam ning division by not having
clarified the situation regarding oral proceedi ngs
before taking the refusal decision; nevertheless the
rei nbursenent of the appeal fee as requested was

i ndicated not to be equitable in the light of the

ci rcunst ances.
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VII. Fol |l owi ng the summons to oral proceedings the
appellants filed a reply letter on 15 July 2004, now
nmerely requesting the reversal of the decision under
appeal and the remttal of the case to the first
i nstance without having oral proceedings before the
Boar d.

VIII. In the appellants' view, the refusal of the application
wi t hout hol di ng oral proceedings was a substanti al
procedural violation. The said paragraph in their
letter of 30 March 1998, on a proper interpretation,
inplicated that the witer considered oral proceedi ngs
as the only and nandatory alternative to an inforna
interview in case the exam ner was not persuaded by the
contents of the letter, and thus constituted a request
for oral proceedings.

The deci sion under appeal indicated that there was an

error of fact in relation to oral proceedings so that

the need for clarification had to have been evident to
t he exam ning division, a duty the exam ning division

failed to satisfy, however

The attorney handling the case had left the
representative's firm Wth the considerable
protraction of the exam nation procedure of two years
between the letter of March 1998 and the refusal

deci sion of February 2000 it was, not surprisingly,

i npossible to find out why the representative believed,
possi bly for exanple as a result of a tel ephone call,
that he had received an indication that oral
proceedi ngs woul d have to be hel d.

2437.D
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The case | aw of the boards of appeal, as illustrated by
decisions like T 19/87 (QJ EPO 1988, 268), T 283/88, and
T 668/ 89 (the two | ast decisions both not publ. in QJ
EPO), had laid down the principle that when there was

t he slightest doubt of whether a request for oral
proceedi ngs had been made or not the exam ning division
shoul d seek clarification fromthe party concerned.
Adverse cases on this issue, for exanple T 299/86 (QJ
EPO 1988, 88), T 433/87, and T 263/91 (both deci sions
not publ. in Q) EPO, turned on a close readi ng of
phrases not used in the letter of March 1998.

Reasons for the Decision

2437.D

The appeal conplies with the requirenents of
Articles 106 to 108 and Rules 1(1) and 64 EPC and is
t hus adm ssi bl e,

Mor eover, the appeal is allowable on the basis of the
|ast filed requests of 15 July 2004 since the exam ning
di vision commtted a procedural violation, the redress
of which requires the remttal of the case to the first

i nstance for further prosecution.

According to the procedural principle of the protection
of legitimate expectations the EPO pursuant to

Article 125 EPC should warn an applicant of any |oss of
rights if such a warning can be expected in all good
faith (see for exanple decision of the Enlarged Board
of Appeal G 2/97-CGood faith/UN LEVER, QJ 1999, 123,
point 4.1). The paragraph bridging pages 4 and 5 of the
appellants' letter dated 30 March 1998, although this
passage cannot be considered to contain a request for



2437.D

- 5 - T 0903/ 00

oral proceedings, was a clear indication to the

exam ning division that on the part of the appellants
there was a m sunderstandi ng regarding the future
course of action to be taken by the exam ning division
and the necessity of requesting oral proceedi ngs under

t he circunst ances.

Atinmely warning to the appellants that the exam ning
division did not intend to hold oral proceedi ngs had
secured the appellants' right to be heard in oral
proceedi ngs. Such a warning could have been expected by
the appellants in all good faith since their mstake in
respect of the future course of action was readily
identifiable by the exam ning division during the
normal handling of the case, and this at a stage where
the application was still pending before the exam ning

di vi si on.

It was a rather crude and unfair approach and a

vi ol ation of the above-said principle of the protection
of legitimate expectati ons when the exam ning division
notified the m stake for the first time in the refusal
decision, i.e. when it was already too late for the
appellants to take appropriate nmeasures to safeguard
their legitimate interests. Under such circunstances it
was irrelevant that the m stake was apparently not
caused by any erroneous information fromthe EPO and
that thus the ultimate responsibility for the m stake
rested with the appellants. The exam ni ng division
still had the duty to warn the appellants in tine since
such a warning could be expected in all good faith.
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3. Al'l ow ng the appellants' request for remttal of the
case to the first instance is an expedi ent neans of
redress regardi ng the procedural violation.

4. Pursuant to Rule 67 EPC, reinbursenent of the appeal
fee shall be ordered if such reinbursenment is equitable
by reason of a substantial procedural violation. In the
present case, the Board does not consider reinbursenent
of the appeal fee to be equitable since it was also the
responsibility of the appellants to avoid confusing
situations, for exanple by requesting oral proceedings

in a clear and unanbi guous nmanner.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the exam ning division for
further prosecution.

3. The request for reinbursement of the appeal fee is
ref used.

The Regi strar: The Chai r man:

M Ki ehl S. V. Steinbrener
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