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Summary of Facts and Subm ssi ons

The Appellant (Patent Proprietor) |odged an appeal,
received at the EPO on 8 Septenber 2000, against the
deci sion of the OQpposition D vision dispatched on

19 July 2000 concerning the revocation of the European
patent No. 0 729 310. The appeal fee was paid

si mul t aneously and the statement setting out the
grounds of appeal was received at the EPO on

17 Novenber 2000.

. Opposition was filed against the patent as a whol e and
based on Article 100(a) EPC in conjunction with
Articles 52(1), 54(1) and 56 EPC.

In its decision the Qpposition Division held that the
subject-matter of claim1l as granted was not new with
respect to

Dl: US-A-3 692 032

and that the subject-matter of the patent in suit
therefore did not satisfy the requirenents of

Articles 52(1) and 54 EPC

L1, In addition to D1 the foll ow ng docunents have been
cited in the opposition proceedi ngs:

D2: US-A-3 800 811
D3: US-A-5 156 172
El: US-A-3 543 771

E2: US-A-3 861 405
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E3: US-A-2 041 641

E4: US-A-4 144 897

ES: US-A-5 058 609

E6: US-A-1 550 930

E7: US-A-3 247 852

E8: US-A-4 398 549.

The Appel l ant requested that the appeal be all owed and
t hat the decision of the Opposition Division be
overt ur ned.

The Respondent (Qpponent) requested that the appeal be
rejected and that the patent be revoked in its
entirety.

Claim1l of the patent specification reads as foll ows:

"Aclip for use when colouring discrete hair strands
whi ch conprises two el ongate gripper nenbers (1, 2)
joined by a hinge (3) and including at their free ends
(5) neans for selectively connecting one gripper nenber
to the other, the clip being characterised in that each
gri pper nmenber (1,2) carries a separate strip of
flexible inpervious material (9)."

I n support of his request the Appellant relied
essentially on the foll ow ng subm ssions:

Dl referred to two discrete species of appliance. Wile
t he enbodi nents described with reference to Figures 2
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to 6 were concerned with hair frosting, the enbodi nents
described in Figures 7 and 8 were concerned with hair
strai ghtening. The concl usion of the Opposition

Di vi sion according to which the subject-matter of
claiml was not new, was based on Figure 8, the only
enbodi nent where the so-called hair isolating neans
conprised two separate sheets. In accordance with the
description these sheets should be fornmed of fairly
rigid material so as to maintain the hair under tension
while it was drying. If desired they could be nade of
perforate material to increase the contact of drying
hair with air and thus reduce the drying tinme. Wth
respect to these characteristics of the two sheets of

t he hair straightening device according to Figure 8,

t he skilled person would not conclude that the materi al
enpl oyed for the sheets was flexible and inpervious. On
the contrary, such a conclusion would be in
contradiction to the teaching of D1. Since Dl neither
explicitly nor inplicitly disclosed a clip conprising
all features of claim1, the subject-matter of this

cl ai mwas new.

The Respondent disputed the views of the Appellant. Hs
argunments can be summari zed as foll ows:

Al t hough the enbodi nent of the hair dressing appliance
of DL shown in Figure 8 was intended for hair
straightening, it was clear fromthe description that
this enbodi mrent was only particularly well adapted for
use in hair straightening operations, but not
restricted to this use.

When the device according to Figure 8 of D1 was used
for hair straightening, the two sheets had to be only
rigid enough so as to nmaintain the hair under tension
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while it was drying. Since the rigidity of the materi al
had nerely to overcone the restoring force of the hair,
the indication that the sheets should be fornmed of
fairly rigid material neant that the material
neverthel ess could be very flexible. This conclusion
was supported by the fact that Dl suggested the use of
pol yet hyl ene or pol yvinylchloride as suitable materials
for the sheets, which both enabl ed the production of

fl exible sheets.

Wth respect to the perviousness of the sheets, D1 only
stated that the sheets m ght be made of perforate
material, if this was desired. This neant however, that
the sheets had to be nade of an inpervious material, if
a perforate material was not desired.

Since the clip shown in Figure 8 of D1 was suitable for
use when col ouring discrete hair strands and the

mat eri al of the sheets could be flexible and

i npervi ous, the subject-matter of claiml1l was not new
over this clip.

Reasons for the Decision

2379.D

The appeal is adm ssible.

Novel ty

The di scl osure of D1

Dl discloses inits Figures 2 to 6 clips which are
particularly well adapted for use when col ouring

(frosting) discrete hair strands. For this purpose the
clips conprise elenments for isolating discrete hair
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strands. According to the description it is desirable
that these elenents be fornmed of a liquid inperneable
material which may be flexible (see colum 5, lines 28
to 33).

Additionally, D1 discloses inits Figures 7 and 8 clips
which are particularly well adapted for use in hair
strai ghteni ng operations. For this purpose the clips
conpri se sheet nmenbers for maintaining the hair in a
strai ght condition.

The sheet nenbers are preferably forned of a rigid
material and it is not necessary that they are liquid
i npermeabl e (see colum 5, lines 54 to 56; colum 6,
lines 7 to 9 and lines 23 to 26).

Consequently D1 discloses either (in particular in
Fi gure 6)

- a clip for use when colouring discrete hair
strands which conprises two el ongate gri pper
menbers (50, 52) joined by a hinge (16, see
Figure 2) and including at their free ends neans
(18, see Figure 2) for selectively connecting one
gri pper nenber to the other, wherein each gripper
menber carries a separate el enent (58, 66) of
fl exible inpervious material,

or (in particular in Figure 8)

- a clip which conprises two el ongate gri pper
menbers (70, 72, see Figure 7) joined by a hinge
(74, see Figure 7) and including at their free
ends neans (76, see Figure 7) for selectively
connecting one gripper nenber to the other,

2379.D Y A
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wherein each gripper nenber carries a separate
strip (84, 86; see colum 6, lines 30 to 36).

However, the first enbodi ment conprises only one
separate elenment in formof a strip -66- (the other one
is a bag -58-), and the strips of the second enbodi nent
are not made of a flexible inpervious material. On the
contrary, with respect to the fact that the second
enbodi nent is not intended for use when col ouring

di screte hair strands, but rather for use in hair
straightening, the skilled person would follow the
teaching of D1 according to which the strips of the
second enbodi nent are made of a rigid, pervious

mat eri al .

The Respondent's argunentation according to which the
clip shown in Figure 8 of D1 conprises all features of
claiml is not convincing.

The consistent view in the case | aw of the Boards of
Appeal of the European Patent Organisation is that for
an invention to lack novelty its subject-matter nust be
clearly and directly derivable fromthe prior art (see
eg T 465/92, Q) EPO 1996, 32).

In the present case Figure 8 refers to a hair dressing
appliance which is particularly well adapted for use in
hai r straightening operations (see colum 5, lines 54
to 56). However, D1 does not disclose any further use
of the appliance shown in Figure 8, let alone the use
when col ouring discrete hair strands. Dl discloses this
use exclusively with respect to the hair dressing
appliance shown in Figures 2 to 6. Hence, a clip for
use when col ouring discrete hair strands is not clearly
and directly derivable fromthe prior art shown in
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Fi gure 8.

Furthernore, it is also not clearly and directly
derivable fromthis prior art that the sheets of the
hai r dressing appliance according to Figure 8 are nade
of a flexible and inpervious material. Although it is
true that polyethylene and pol yvinyl chl oride which are
suggested as suitable materials for these sheets (see
colum 6, lines 26 to 29), may be used for flexible and
i npervious elenents, such a use in the clip shown in
Figure 8 is in contradiction to the technical teaching
of DL. Wiile the hair isolating elements of the hair
dressi ng appliances which are provided for use in

col ouring operations (the enbodi nents according to
Figures 2 to 6) are described as being forned of a
flexible, inpervious material (see colum 2, lines 25
to 29, and colum 5, lines 28 to 33), the sheets of the
clip according to Figure 8 are explicitly described as
being forned of a material which preferably should be
rigid and perforated (see colum 6, lines 7 to 9,

lines 18 to 20, lines 23 to 26, and lines 37 to 41).
These characteristics are desirable in hair
straightening operations in order to maintain the hair
in a straight condition while drying and to increase
the contact of the drying hair with air (see colum 6,
lines 18 to 20 and lines 39 to 41). Consequently D1
does not only not clearly and directly disclose the use
of a strip of flexible inpervious material for the
sheets of the clip according to Figure 8, but rather
suggests the use of a strip of rigid and pervious

mat eri al .

D2 discloses a clip for use when colouring discrete
hai r strands which conprises two el ongate gri pper
menbers (8, 10) joined by a hinge (11) and including at
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their free ends nmeans (14) for selectively connecting
one gripper nenber to the other.

However, only one of the gripper nenbers is adapted to
carry a separate strip (1) of flexible inpervious
material (see colum 4, lines 45 to 47).

D3 refers to a clip (12) for use when col ouring

di screte hair strands which conprises two el ongate
gri pper nenbers (22, 24) joined by a hinge (25) and
i ncluding nmeans (26) for selectively connecting one
gri pper nenber to the other.

However, only one of the gripper nenbers carries a
separate strip (14) of flexible inpervious materi al
(see columm 4, lines 40 to 43), and the neans for

sel ectively connecting one gripper nenber to the other
is not provided at the free ends of the gripper
menbers.

El does not refer to a clip for use when col ouring

di screte hair strands which conprises two el ongate

gri pper nenbers, but to a rod (14) for curling hair and
conprising two elongate rod nenbers (14, 17) joined by
a hinge (19) and including at their free ends neans
(23, 24) for selectively connecting one nmenber to the
ot her, wherein each rod nenber carries a part of a
single strip of flexible inpervious material (see
colum 1, lines 66 to 68; colum 2, lines 9, 10, and 16
to 18; and columm 3, lines 10 to 12).

E2 discloses a clip for use when colouring discrete
hai r strands which conprises two el ongate gri pper
menbers (11, 12) joined by a hinge (connection at the
end of surfaces 15, 15') and using a separate rubber
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band (17) at their free ends for selectively connecting
one gripper nmenber to the other, wherein each gripper
menber carries one end of a strip of flexible

i npervious material (plastic bag 14).

However, the gripper nenbers do not carry separate
strips of this material, but a single bag.

E8 refers to a clip for use when colouring discrete
hai r strands which conprises two el ongate gri pper
menbers (12, upper portion of 14 form ng the groove 28)
joined by a hinge (19) and including at their free ends
means (20, 21) for selectively connecting one gripper
menber to the other.

However, the gripper nenbers do not carry separate
strips of flexible inpervious material.

Al further docunents cited during the opposition
proceedi ngs are | ess rel evant.

E3 refers to a hair waving device conprising a
protector pad (11) which carries tw separate strips
(13a, 13b).

E4 di scl oses a hair bl eaching conpact (20) for
sandwi chi ng strands of hair between two halves (21, 22)

of the conpact.

E5 refers to a sheet (10) for use when col ouring
di screte hair strands.

E6 shows a bag (B) for use when colouring hair.

E7 refers to an unbilical cord clanp.
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2.8 Wth respect to the above findings, the subject-matter
of claim1l is novel.

3. Procedural matter
The Opposition Division rejected the opposed patent
exclusively on the ground of |ack of novelty of the
subject-matter of claim1. Since this ground is not

justified, the case is remtted to the first instance
for the further exam nation of the opposed patent.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance for further
prosecution on the basis of the patent as granted.

The Regi strar: The Chai r man:

G Magouliotis C. Andries
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