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Cat chword

A patent proprietor who has declared in opposition proceedi ngs
before the opposition division that he withdraws his consent
to the granted version of his European patent and will not
file an anmended version (see also Legal Advice 11/82), is not
adversely affected within the neaning of Article 107, first
sentence, EPC by the decision of the opposition division
revoki ng the European patent.
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Summary of Facts and Subm ssi ons

1145.D

Eur opean patent No. O 804 382 was granted in response
to European patent application No. 96 902 742. 4,
originally filed as a PCT application with the

i nternational publication nunber WO 96/ 22244,

In response to the notification of a notice of
opposition, the patent proprietor stated: "The patentee
herewi th declares that he withdraws his consent to the
granted version of the above nentioned European patent
and will additionally not file an amended version".

By a decision dated 21 July 2000 the formalities

of ficer, acting for the opposition division, revoked
the patent. In the reasons for the decision it was

i ndicated that the patent proprietor had stated that he
no | onger approved the text in which the patent was
granted. The patent proprietor was bound by this
statenent. As a consequence there was no | onger a
version of the text submtted and/or approved by the
patent proprietor (Article 113(2) EPC), in which the
patent could be maintained (Article 102(3)(a) EPC)

On 19 Septenber 2000 the appellant (proprietor)
appeal ed the decision. He submtted a new set of clains
and requested that the patent be nmaintained in anmended
formon the basis of these clainms. The appeal fee was
paid on the sane day. The grounds of appeal were filed
on 30 Novenber 2000.
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Oral proceedi ngs took place on 9 Decenber 2002 in the
absence of the respondent (opponent), who had inforned
the Board in witing that he would not attend. In a
communi cati on acconpanyi ng the summons to the oral
proceedi ngs the Board had infornmed the parties of its
prelimnary opinion that the appellant was not
adversely affected by the decision under appeal.

Wth regard to the question of the adm ssibility of the
appeal the appellant essentially argued as foll ows:

The appel | ant was adversely affected by the decision of
the formalities officer acting for the opposition
division to revoke the patent and the appeal was
adm ssi bl e.

1. The requirement in Article 107, first sentence,
EPC that a party had to be adversely affected by a
decision in order to be entitled to appeal could
not be construed narrowWy and in a formal way.
There was not only an adverse effect for the party
concerned if the order of the decision deviated
fromthe party's request to its di sadvantage. For
the interpretation of Article 107 EPC in this
respect national |aws should also be taken into
account, in accordance with Article 125 EPC. In
the oral proceedings before the Board the
appel l ant subm tted copies of two pages fromtwo
different German commentaries on the German civil
procedural |aw (ZivilprossefRordnung, ZPO), dealing
with the definition of the term"adversely
affected" where the defendant in a conplaint is
concerned, in particular in the situation where he
had in first instance acknow edged the plaintiffs
cl aimand a correspondi ng judgnent was given
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("Anerkenntnisurteil™). According to the appell ant
t hese commentaries showed that in German civi
procedural |aw only an "adverse effect as to
substance"” (materielle Beschwer)" was required,

whi ch woul d be i ndependent of the defendant's
request in the previous instance. What was deci ded
on by the court in the first instance was the
claimput forward by the plaintiff and not the
request of the defendant. Wether or not the
defendant in the first instance proceedi ngs was
adversely affected by the decision depended on
whet her or not a judgment was given against him
Because in opposition proceedings it was

acknow edged that even in the absence of a
patentee's request to reject the opposition the
opposi tion division had to exam ne as to substance
whet her the opponent's request for revocation of
the patent was justified, the legal situation of a
pat entee in opposition proceedi ngs was conparabl e
to the situation of a defendant in a civil |aw
suit as described in the cited commentari es.
Therefore, the appellant was adversely affected by
t he deci si on because the opposition division had
not exam ned whet her the opponent's request to
revoke the patent was justified for the reasons

i ndi cated by the opponent but had instead revoked
the patent, w thout any substantive exam nation.

However, even if one assuned that being adversely
affected required that the decision departed from
the appellant's request in first instance to his
di sadvantage, this requirenment was fulfilled in
the present case. Firstly, the appellant had not
filed a request in the opposition proceedi ngs but
just made a declaration. Secondly, the appellant's



1145.D

- 4 - T 0961/ 00

decl aration nmade before the opposition division
was not |egally possible and should therefore have
been di sregarded by the opposition division as
being null and void, for the follow ng reasons:

Because after grant dealing with European patents
was in principle within the conpetence of the

nati onal authorities, the Articles and Rul es of

t he Convention inplenenting the opposition
proceedi ngs had to be construed narrowy. The
grounds on whi ch an opposition division had the
power to revoke a patent were exhaustively
enunerated in Article 100 EPC, and the kind of

deci sions an opposition division could take were
laid down in Article 102 EPC, which provisions
were to be regarded as special provisions for
opposition proceedings in relation to

Article 113(2) EPC. Therefore, basing a revocation
on Article 113(2) EPC, which only protected the
proprietor's right to determ ne the formin which
t he patent shoul d be issued, was not in accordance
with the EPC

As a consequence only certain requests fromthe
patent proprietor were allowable in opposition
proceedi ngs, ie those resulting fromArticle 102
EPC. According to decision G 9/93 a patent
proprietor could not oppose his own patent. By
this deci sion and by opinion and decision G 9
and 10/91, which had redefined the nature of the
opposi ti on proceedi ngs as being contentious
proceedi ngs between parties pursuing opposite
interests, the conpetences of the patent
proprietor in opposition proceedings had been
reduced as conpared to the case | aw existing at
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the tinme of publication of Legal Advice 11/82, on
whi ch the current practice of the opposition

di vi sions was based. It was therefore highly
guesti onabl e whet her a request of the proprietor
to revoke his own patent was adm ssible. In any
case a declaration that the approval to the
granted text was withdrawn and that no anended
version woul d be submtted was nothing el se than a
request to surrender the European patent, which
was not legally possible before the EPO after
grant. It was therefore not possible to construe
the declaration filed as being a request for
revocation or surrender of the patent because this
was not in accordance with the EPC

The declaration of the proprietor was therefore to
be regarded as null and void and shoul d have been
di sregarded by the opposition division. As a
consequence, the legal situation in the opposition
proceedi ngs after the comuni cation of the notice
of opposition to the proprietor under Rule 57(1)
EPC had to be regarded as being that the
proprietor had not filed a request before the
first instance. Because the silence of the
proprietor in response to such a conmunication did
not have any | egal consequences other than that

t he opposition division had to deci de whet her or
not the request of the opponent to revoke the
patent was justified considering the facts and
argunents on file, the proprietor was adversely
affected, because this had not been carried out in
the present case, and the patent was nerely
revoked.

Alternatively, the declaration filed by the
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appel  ant before the opposition division could be
interpreted as a request for rejection of the
opposition or for maintenance of the patent in
amended form However, when interpreted in the

| atter sense, such a request was not in conpliance
with Rule 57a EPC, because it was not occasi oned
by a ground for opposition specified in

Article 100 EPC.

VII. The respondent submtted that the appellant nust have
been wel |l aware of the consequence of his declaration.
In Article 102 of the version of the EPC as published
by the EPO there was in the heading a reference to
Legal Advice No. 11/82, in which it was clearly stated
that if the patent proprietor declared that he no
| onger approved the text in which the patent was
granted and did not submt an anmended text the patent
had to be revoked. Thus, it was clear that the
appel  ant knew t he consequence of his declaration and
that the decision to revoke the patent was the outcone
t he appellant had to expect. Accordingly, the appellant
was not adversely affected by the decision under appeal
and the appeal was inadmi ssible.

VIIl. As main request the appellant requested that the
deci si on under appeal be set aside and the patent be
mai nt ai ned on the basis of the set of clains filed with
the notice of appeal.

As auxiliary request the appellant requested that the
foll owi ng questions be referred to the Enl arged Board

of Appeal :

1. | s an appeal adm ssible under Article 107 EPC
agai nst a decision of the opposition division

1145.D Y A



-7 - T 0961/ 00

revoki ng a European Patent according to

Article 102 EPC based on a declaration filed by
t he patent proprietor which is not supported by
t he EPC?

2. | s an appeal adm ssible under Article 107 EPC
agai nst a decision of the opposition division
revoki ng a European patent according to
Article 102 EPC if the patent proprietor has filed
a declaration stating that he withdraws his
consent to the granted version and will not file
an anmended version?

I X. The respondent requested that the appeal be rejected as
i nadm ssi bl e.

Reasons for the Deci sion

The appeal is inadm ssible. The appellant is not adversely
affected by the decision under appeal within the neani ng of
Article 107, first sentence, EPC.

1. According to the established jurisprudence of the
Boards of Appeal a party is only considered to be
adversely affected by a decision if the decision does
not accede to its requests (Benkard, EPU, Européisches
Pat ent Gber ei nkonmen, Muni ch 2002, Article 107, Note 13
and the decisions cited therein, Case Law of the Boards
of Appeal of the European Patent O fice, 4th edition
2001, VII.-D, 7.3.2, and the decisions cited therein).
The meaning of this principle has been illustrated by a
nunber of decisions. Thus, e.g., where several requests
have been filed in the formof main and auxiliary
requests a party is adversely affected, if the decision

1145.D Y A
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does not accede to requests preceding the allowed
request (see e.g. T 234/86, QJ EPO 1989, 79, point 5.8
of the reasons, T 392/91 of 24 June 1993, point 3 of

t he reasons). Conversely, there is no adverse effect
within the nmeaning of Article 107, first sentence, EPC,
and the party has no right to appeal, if it has
withdrawn its main request or preceding auxiliary
requests and agreed with the allowed request (T 506/91
of 3 April 1992, in particular points 2.4 and 2.8 of

t he reasons and T 613/97 of 26 May 1998, point 2 of the
reasons). In such a case a proprietor is not adversely
affected by the fact that the decision under appeal
restricted the patent, in accordance with his request,
because the requests of the parties constitute the
basis and framework for the case (see in particular the
rejection of correspondi ng reasoni ngs of the appellants
in T 54/00 of 19 Decenber 2000, point 3.1 of the
reasons, and T 506/91, point IV and point 2.3 of the
reasons, ).

That the requests of a party are decisive for the
guestion whether or not there is an adverse effect is
also illustrated by the decisions having held that
where the decision of the opposition division accedes
to a party's request, the party is not adversely
affected by a reasoning in the decision which is
adverse to himand he may not file an appeal agai nst
such a decision (T 73/88, A EPO 1992, 557, point 1.3
of the reasons, T 542/96 of 11 May 2000, point 2 of the
reasons).

In order to determ ne whether there is an adverse
effect the final requests which the party concerned has
filed preceding the decision under appeal have to be
conpared with the decision given (T 506/91, point 2.3
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of the reasons, and the further decisions cited
therein, Benkard-EPU, loc. cit, Singer/Stauder,

Eur opai sches Pat ent Gber ei nkommen, 2nd edition, Col ogne
2000, Article 107, Note 22). Wiat is the subject-matter
whi ch has been decided, is determned in the order of
the decision. There is therefore an adverse effect if
the result of the decision as defined by its order does
not come up to the party's request (T 244/85, Q EPO
1988, 216, point 3 of the reasons, T 114/82, T 115/82,
Q] EPO 1983, 323, Benkard-EPU, loc.cit.). Conversely,
there is no adverse effect when the decision is
consistent wwth what the party in question has
requested (T 506/91, point 2.8 of the reasons).

In the Board's judgenment it is not relevant in this
respect whether the order of the decision is identical
in wrding to the appellant's request but it is
deci si ve whet her the substance of the decision given in
the order accedes to the appellant's wi shes as they
were expressed in the appellant's final requests in the
first instance proceedi ngs.

In the proceedi ngs before the Qpposition D vision,
after notification of the notice of opposition, the
appellant did not file a request to reject the
opposition or to maintain the patent in an anmended
version but instead, with his letter dated 14 July
2000, declared verbatim "The patentee herewith

decl ares that he withdraws his consent to the granted
version of the above nentioned European patent and wl|
additionally not file an anmended version".

In order to determi ne whether, in view of this
decl aration, the appellant is adversely affected by the
formalities officer's decision to revoke the patent the
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| egal nmeaning of the appellant's declaration nust be
determ ned on an objective basis.

It is a long-standing and conmon | egal practice before
the EPO, al nbost fromthe outset of opposition
proceedi ngs before the EPO (see Legal Advice 11/82, QJ
EPO 1982, 57), that according to Article 113(2) EPC the
patent is to be and is revoked if the patentee declares
that he no | onger approves the text in which the patent
was granted and does not submit an anmended text. This
principle has been approved in the jurisprudence of the
Boards of Appeal and in the legal literature ever since
decision T 73/84, Q) EPO 1985, 241 (see e.g.

Singer/ Stauder, Article 102, Note 24, Benkard-EPU
Article 102, Note 6). It has al so been applied by the
Boards of Appeal whenever patentees made correspondi ng
decl arations at the appeal stage (Case Law VII-D, 11.3
see also e.g. nore recent unpublished decisions

T 644/93 of 7 April 1995 and T 438/ 94 of 13 June 1997).

In the present case the appellant has nmade the said
decl aration, as foreseen in Legal Advice 11/82, which
sets out that the patent nust be revoked if the

appl i cant/ patentee states that he no | onger approves
the text. The appellant has noreover, as is al so
foreseen in said | egal advice, unequivocally and

Wi t hout any reservation whatsoever stated, that he wll
not file an anmended version.

On the basis of the above cited, |ong standing and
hitherto not only undi sputed, but appreciated practice
before the EPO the appellant's declaration in the
opposi tion proceedi ngs could on an objective basis
clearly and unequivocally only be understood to nean
that he agreed to, if not that he wanted, the
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revocation of the patent. Had he wanted to express any
reserve against his declaration being interpreted in

t he standard way, he should have done so. However,

not hing of this kind can be derived fromthe
appellant's statenments. Even later, at no tine in the
course of the appeal proceedi ngs has the appell ant
submtted that he was not aware of the |ega
consequences of his declaration nade in the opposition
proceedi ngs and that he had not wanted them at t hat
time. Therefore, the appellant's declaration has to be
interpreted in accordance with the established ordinary
nmeani ng of such declarations. The objective neani ng of
t he appellant's decl aration being clear and

unambi guous, decision J 11/87, QJ EPO 1988, 367, cited
by the appellant, is not relevant in the present

cont ext .

The appel |l ant has argued that he had just nade a
decl aration which did not constitute a request.

Whet her or not a declaration concerning the nai ntenance
of the patent nade by a patentee in the course of the
proceedi ngs has the | egal nmeaning of a request does not
depend on the wording used by the patentee. There is a
request in the | egal sense whenever it is to be derived
froma patentee's declaration that he formally
expresses therewith his will or agreement that the
opposi tion division should decide in a certain way. As
regards the firmess of a party's resolution there is
hardly any wordi ng which could express this nore firmy
and clearly than if the party uses hinself the wording
t hat he "decl ares” sonething. In the present case the
appel  ant has even reinforced the strength of the
wor di ng of his declaration as conpared with the wording
proposed in Legal Advice 11/82. He has not only
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decl ared that he does no | onger approve the text in

whi ch the patent was granted but further that he
"additionally will not file an anended text". Thus, by
use of the words "additionally" and of "will not file "
i nstead of "does not file" as proposed in Legal

Advi ce 11/82 he has noreover al so expressed quite
clearly that he was not tenporarily uncertain howto
amend the patent in order to neet the objections raised
in the opposition but that he was determ ned not to
file any anendnments in the proceedings and did al so not
want mai nt enance of the patent as granted. Therefore,

t he appellant's declaration had, as to its substance,

t he | egal neaning of a request, which, when interpreted
on the above described objective basis neant that the
pat entee wanted the revocation of his patent. The

deci sion given by the opposition division thus takes
full account of the appellant's request contained in

t he said declaration.

As regards the appropriate definition within the
meani ng of Article 107 EPC of the legal term "adversely
affected", the appellant has referred to two text

pi eces of commentaries dealing with the definition of
this termin German civil procedural |aw. According to
t he appellant, in accordance with Article 125 EPC t hese
definitions should also be applied in the context of
the EPC (for details of the appellant's argunentation,
see above under VI.1).

Article 125 EPC provides that the principles of
procedural |aw generally recognised in the Contracting
States shall be taken into account in the absence of
procedural provisions in the EPC. This requirenent is
not fulfilled in the present case. As regards the
definition of an appellant's entitlenent to appeal the
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EPC contains a detailed provision in Article 107 EPC.
There is thus no lacuna in the EPC insofar. Al so as
regards the definition of the term"adversely affected
by a decision” in Article 107 EPC a conprehensive body
of jurisprudence of the Boards of Appeal has defined
this requirenent and applied it to quite a nunber of

di fferent individual cases as has been set out above
under point 1 of the reasons. It can therefore not be
said that national |aw would have to be considered in
order to be able to decide an as yet unresol ved issue.

However, also as to substance, the Board is unable to
follow the appellant's argunent that the situation of a
respondent - proprietor in opposition proceedi ngs was
conparable to that of a defendant in a civil |aw suit
who had acknowl edged the plaintiff's claimin the
proceedi ngs but was then neverthel ess regarded as being
adversely affected by the judgnent going agai nst him
The Board al so doubts that the comentary extracts
submtted by the appellant really show that this is an
established principle in German civil procedural [|aw,
appl i cabl e under all circunmstances. This is, however,
not relevant in the present case, as the conparison
does not hol d good.

|f, for the sake of argunent the appellant's reasoning
was followed and the principles set out by the
appel l ant for the case of an acknow edgnment of a
plaintiff's claimby the defendant in German civil
procedural |aw were applied to a proprietor in

opposi tion proceedings, this would nean that a
proprietor having hinmself only asked for the

mai nt enance of his patent in anended form and having

t hereby "recogni sed"” the opponent's claimfor
revocation of the patent to the extent of the subject-
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matt er del eted woul d neverthel ess be adversely affected
by and entitled to appeal the decision maintaining the
patent in the formhe had requested. Consequently, the
proprietor would be entitled to appeal in all cases
where sonething |l ess than the patent as granted was
mai nt ai ned by the opposition division, even if the

pat ent was mai ntai ned according to his main request,
and thereby entirely in accordance with what the
proprietor had asked the opposition division to decide.
Such a view would not only be at odds with the

est abl i shed jurisprudence of the Boards of Appeal,
descri bed above under point 1 of the reasons, that a
pat ent proprietor who has requested the maintenance of
his patent in an anended form as main request before

t he opposition division is not adversely affected by

t he decision maintaining the patent in that formand is
therefore not entitled to appeal. It would al so be at
variance with the principle that the requests of the
parties constitute the basis and the franmework for the
case under consideration (See above under point 1 of
the reasons, T 506/91, IV and point 2.3 of the reasons
and G 9/91, QJ EPO 1993, 408, point 10 of the reasons,
relating to a limted opposition) and that the very

pur pose of the appeal proceedings is to give a |osing
party, ie a party whose requests were not fully acceded
toin first instance, the possibility to challenge the
deci sion before the Boards of Appeal on its nerits, the
function of the Board of Appeal being then to review
the first instance decision (G 9/91, loc.cit., point 18
of the reasons). In accordance with this function of
the right to appeal there is no justification for a
party to be entitled to further pursue a case before

t he Boards of Appeal when he already had got in first

i nstance what he had asked for.
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As a further line of argunment the appellant has
submtted that the opposition division should have

di sregarded the appellant's declaration and exan ned
whet her the grounds for opposition relied on by the
opponent justified the revocation of the patent as to
substance, because the admi nistrative practice, as
enshrined in Legal Advice 11/82, loc.cit., point 2, and
t he established jurisprudence that the patent is to be
revoked wi thout any substantive exam nation of the
nmerits of an opponent's case when the proprietor has
decl ared that he no | onger approves the text of the
granted patent and that he does not file an anended
text, was contrary to the provisions of Articles 100
and 102 EPC, ie not legally possible under the EPC. The
sai d declarations of proprietors were therefore to be
regarded as null and void and the opposition division
was in the present case obliged to disregard the

appel lant's declaration and to exam ne the case as to
its substance as was done in those cases in which the
proprietor had not filed any request at all in response
to the opposition (for details of the appellant's
conprehensi ve reasoni ng i nsofar, see VI.2 above).

The Board is unable to follow the appellant's view.

It is not a requirenent for the validity of a party's
request or declaration as a procedural declaration of
his will that such request or declaration is foreseen
or "possible" under the EPC. If a request or a

decl aration has been nade by a party or by a person
representing a party, in full legal capacity, and if
its meaning can be clearly established (J 11/94, QI EPO
1995, 596, point 2.2 of the reasons), be it by
interpretation (G 9/91, Q) EPO 1993, 408, point 8 of
the reasons), it is valid as such, ie it is a valid
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decl aration of the procedural will of the party. The
opposition division is then bound to deal with it and
cannot sinply treat it as if it did not exist. It is a
party's procedural right to file and maintain such
requests as are regarded by the conpetent organ as
unal | onabl e or even inadm ssible. If a party does that
then the conpetent organ has to give a decision on it,
ie torefuse it if it is unallowable or inadm ssible
(T 1105/96, QJ EPO 1998, 249, point 1 of the reasons),
but it cannot sinply disregard it and deal with the
case as if the request did not exist. On the contrary,
this woul d constitute a substantial procedural

vi ol ati on.

The appellant's declaration being valid as a procedural
decl aration of the appellant's will, for the question
of whether the appellant is adversely affected by the
decision taken it is irrelevant whether the established
practice of dealing with the said proprietors
declarations is right or wong. The only rel evant issue
is in this context whether by revoking the patent the
opposi tion division has acceded to the objective
meani ng of the appellant's declaration. That this is

t he case has been set out above. Therefore, the reasons
given by the appellant as to why the said declarations
were not |egally possible under the EPC need not be
further considered here.

At no time in the course of proceedings has the
appel l ant submtted that his declaration which was nade
after comuni cation of the notice of opposition had
been induced by an error or that the appellant was not
aware of its |legal consequences. On the contrary, the
appel I ant bei ng represented by experienced professional
representatives, it can be assuned that these were well
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aware of the comon practice enshrined in Legal

Advi ce 11/82 and of its |egal consequences, if not that
it was precisely the intention of the appellant to nmake
use of his declaration in the traditional way, ie to
use it as a nmeans to relinquish the patent centrally
after grant, w thout having to have recourse to

nati onal routes.

To summari se, the appellant's declaration in the
opposition proceedings was a legally valid declaration
of his procedural will. Its objective |egal neaning was
t hat the appellant asked for or at |east agreed to the
revocation of the patent. The decision of the

opposi tion division has taken full account of that. Had
t he appellant wanted to put the established

under standi ng of his declaration into question he
shoul d have expressed a correspondi ng reservati on when
maki ng the declaration in the opposition proceedings.
As the appellant has done nothing of this kind and has
al so not submtted that the declaration was made in
error the Board cannot but conclude that the appell ant
is not adversely affected by the decision under appeal.

The appel | ant has requested referral of two questions
to the Enlarged Board of Appeal, which are cited under
VIl above.

These questions are, however, so broad that they would
i nvol ve the Enl arged Board of Appeal in deciding the
entire subject-matter of the present appeal which is
not the function of the Enlarged Board of Appeal. As
can be seen fromthe above considerations these are
entirely based on principles which are to be regarded
as established in the jurisprudence of the Boards of
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Appeal and for which no divergence of opinion exists.
There is therefore no issue in the present appeal for
whi ch a deci sion of the Enlarged Board of Appeal would
be appropriate. The appellant's requests are therefore
refused.

Or der

For these reasons it is decided that:

1. The request to refer questions to the Enlarged Board of
Appeal is rejected.

2. The appeal is rejected as being inadm ssible.
The Regi strar: The Chai r man:
U. Bul t mann R Spangenber g

1145.D



