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Summary of Facts and Submissions

I. The Appellant (Applicant) filed an appeal against the

decision of the Examining Division to refuse the

application.

II. The Examining Division refused the application for lack

of novelty of claim 1 of both the main and the single

auxiliary request in view of the document

D1: US-A-2 749 681.

III. The Appellant requested in his letter of 15 March 2002

that a patent be granted on the basis of claims 1 to 15

filed with that letter.

IV. Claim 1, which is the only independent claim, reads as

follows:

"An abrasive disk backing plate having a mounting

aperture and an abrasive disk-bearing surface, said

plate being made of a resilient material and being

circular with at least three spaced and symmetrically

disposed gaps in the circumference thereof, the said

gaps featuring adapted shapes so that, when used with a

similarly shaped abrasive disk to grind a workpiece,

the said workpiece is intermitently cooled during

grinding and is visible during grinding through the

periphery of the disk."

V. The claims mentioned above are the same as those filed

with the single auxiliary request during oral

proceedings before the Examining Division on 7 June

2000.
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VI. According to the minutes of the oral proceedings the

applicant indicated some arguments in favour of the

auxiliary request. The minutes do not indicate that any

of the members of the Examining Division made any

statements with respect to the auxiliary request.

VII. The decision to refuse the application was given at the

end of the oral proceedings.

VIII. In their written grounds the Examining Division

explained that the subject-matter of claim 1 of the

both the main and the auxiliary request lacked novelty

over document D1.

IX. In his notice of appeal the Appellant stated that

during the oral proceedings the Examining Division had

expressed no opinion concerning the auxiliary request

and put no questions concerning it.

X. The Appellant has requested refund of the appeal fee.

Reasons for the Decision

1. Right to be heard

1.1 It is fundamental to the European patent system that a

decision may only be taken on the basis of grounds or

evidence on which the party or parties have had an

opportunity to present their comments, cf.

Article 113(1) EPC.

1.2 The auxiliary request was presented for the first time

during the oral proceedings. The Examining Division

allowed the request into the proceedings, as is shown
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by the fact that they treated the request in the

written grounds of their decision.

1.3 The Appellant has stated that the Examining Division

never expressed an opinion on the auxiliary request

during the oral proceedings. This statement is

corroborated by the minutes of the oral proceedings

which do not mention that the Examining Division

expressed any opinion or put any questions. The Board

does not therefore have any doubt that the Appellant

was not informed of the grounds against the auxiliary

request during the oral proceedings.

1.4 At no point therefore during the proceedings before the

Examining Division was the Appellant informed of the

grounds on which the decision regarding the auxiliary

request would be taken.

1.5 In the opinion of the Board this failure of the

Examining Division to inform the applicant of the

grounds on which their decision would be taken

constitutes a serious violation of the right of the

applicant to be heard pursuant to Article 113(1) EPC.

2. Reimbursement of the appeal fee

2.1 The violation justifies the setting aside of the

decision and the reimbursement of the appeal fee as

foreseen for such cases in Rule 67 EPC.

3. Remittal to the Examining Division

3.1 The Appellant should have the opportunity to present to

the Examining Division comments on the grounds for the

decision with respect to the auxiliary request which is
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now the new main request. Remittal of the case to the

first instance in accordance with Article 111(1) EPC is

therefore justified, see Article 10 of the Rules of

Procedure of the Boards of Appeal.

Order

For these reasons it is decided that:

1. The decision under appeal is set aside.

2. The case is remitted to the Examining Division with the

order to continue substantive examination on the basis

of claims 1 to 15 filed with the letter of the

Appellant dated 15 March 2002.

3. The appeal fee is to be reimbursed to the Appellant.
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