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Summary of Facts and Subm ssi ons

The Appel |l ant (Opponent) | odged an appeal against the
interlocutory decision of the Opposition Division to
mai ntai n the European patent No. 0 688 748 (European
pat ent application No. 94 870 107.3) in the form as
amended pursuant to Article 102(3) EPC.

. The patent was maintained with a set of fifteen clains
(cf. Annex A of the contested decision). |Independent
Claim1 (the sole independent claim read as foll ows:

"1. Method for renoving catalyst froman olefinic

ol i goneri zati on product, conprising the steps of

- oligomerizing one or nore olefins in presence of a BF;
cocat al yst conpl ex,

- distilling at | ow pressure and tenperature the

ol i goneri zation product by feeding the latter into a
distillation colum, between its top and its bottom
and

- separating a distillate and a bottom product, the
distillate containing vaporized BF; cocatal yst conpl ex
and the bottom product containing diners, triners and
hi gher ol i gomers,

characterized in that the distillation conprises

- maintaining at the top of said distillation colum a
t enperature higher than the boiling tenperature of the
unreact ed nmononer and of the cocatal yst conplex and

| oner than the deconposition tenperature of said
cocatal yst conplex at the applied pressure,

- maintaining in a portion of said distillation colum,
which is located | ower than said feeding, a tenperature
hi gher than the boiling tenperature of the unreacted
nmononer and of the cocatal yst conplex and | ower than
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the boiling tenperature of the dinmer fraction at the
applied pressure, and

- separating at the top of the colum a substantially
dinmer-free distillate containing, sinultaneously to
sai d vapori zed BF; cocatal yst conpl ex, vapori zed
unreact ed nononer, and at the bottom of the colum a
bott om product containing said dinmers, triners and

hi gher oligomers, which is substantially free from BF;
cocat al yst conplex and from nononer,

- heating the bottom product within the bottom of the
colum in order to evaporate optionally residual
unreact ed nmononer and BFs; cocatal yst conpl ex, and

- renoving fromthe bottom of the colum a heated
bott om product which is free from BF; cocatal yst conpl ex

and from nononer".

The opposition sought revocation of the patent in suit
under Article 100(a) (lack of novelty or inventive
step), (b) and (c). It was supported by docunents:

(1) SRI International Report No. 125, "Synthetic
Lubricants”, May 1979, pages 38-52 and 165.

(2) EP-A-0 318 186

The Opposition Division held that the clainmed subject-
matter (cf. point Il above) did not give rise to

obj ection under Article 100(b) and (c). The Opposition
Division also found that the clained subject-matter was
novel since neither docunment (1) nor docunent (2)

di scl osed a nethod for renoving catalyst froman olefin
ol i goneri zati on product whereby BF; cocatal yst and
nmonomer were simultaneously separated fromthe

ol i goneri zation product in a one step procedure using a
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single distillation colum. Regarding inventive step,
the problemto be solved was to be seen in the

provi sion of a method for renoving and recovering the
BF; cocatal yst conplex froman olefinic oligonerization
product, which nmethod was suitable to achieve efficient
removal of traces of the cocatal yst conplex and
unreact ed nmononer w thout the necessity of a washing
step as achi eved in docunent (2) or without the
necessity of nore than one distillation step as used in
docunent (1). Although the drawbacks of the nethods as
used in docunents (1) or (2) were apparent, none of
sai d docunents nentioned that this situation could be
remedi ed nor did they give any indication as to the
problem the presently clainmed nethod attenpted to sol ve.

Oral proceedi ngs took place on 22 July 2003. In a
witten conmuni cation, the Board had previously
informed the parties that it would be discussed at the
oral proceedi ngs whether or not docunment (1) was prior
art under Article 54 EPC.

Neither in the statenent setting out the grounds of
appeal nor at the oral proceedings did the Appellant

t ake up the objections under Article 100(b) and (c). He
however contested the decision of the Opposition

Di vi sion regarding novelty and inventive step and
submtted the foll ow ng argunents:

The subject-matter of Claiml was anticipated by the

di scl osure of docunment (2). Described therein was a
process for produci ng poly-al pha-ol efin-type | ubricant

i ncluding a continuous distillation step, inplying as a
matter of fact that the oligonerization product was fed
between the top and the base of the distillation
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colum. Furthernore, there was a substantial overlap
bet ween the range of distillation conditions disclosed
in that document, i.e. 0.1 to 3 nbar and 20 to 100°C
and the clained conditions. It followed that the person
skilled in the art would have seriously contenpl ated
appl ying the technical teaching of docunent (2) in the
range of overlap with the clained invention. Since the
| ast two requirenents defined in Claim1l, nanely
heati ng the bottom product and renoving that heated
bottom product fromthe distillation colum were
essentially inplicit in any distillation colum,
docunent (2) disclosed each and every one of the
features required by Claiml, with the result that it

| acked novelty.

Regardi ng i nventive step, docunment (1) was prior art
since the restriction of the diffusion of such a
docunent as evidenced by the introductory offer in
docunent

(4) Proposal for an introductory offer for the process
econoni cs program 1996

was purely to safeguard financial interests of the
originators of the docunent. The report in the docunent
was avail able to any person prepared to pay the

subscri ption.

Starting fromdocunment (1) as the closest state of the
art, the technical problemto be solved m ght be viewed
as being sinplification of the disclosed process,
namely avoiding the separate distillation of BF;
cocat al yst conpl ex and unreacted nononer.
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It was true that document (1) did not disclose

si mul t aneously renovi ng of cocatal yst conpl ex and
unreact ed nmononer but separating of the conplex from
t he ol igomerization product and subsequently renoving
of the unreacted 1-decene nononer from Cy dinmers and
hi gher oligoners by a separate distillation step.
However, as confirmed by M. Norman Yang in his

(5) Statutory declaration attached to the statenents
of grounds of appeal,

the volatilities of the BF; cocatal yst conplex and 1-
decene nmononer are sufficiently close, conpared to the
volatility of the Gyodinmer, and the person skilled in
the art could envisage as a routine process
optimsation to all ow separation of both those
materials fromthe dinmer in a single separation step.

Furt hernore, docunent

(3) US-A-4 855 488

newly cited, provided evidence that it was common
general know edge to distill simultaneously the BF;
addi ti on conpound and the excess starting material for
recycling. It would, therefore, have been obvious to
avoid separate distillation according to docunment (1)
by applying the teaching of docunment (3). Further, it
woul d have been routine for the skilled man to sel ect
distillation conditions capable of achieving the
desired result. The same argunents applied starting
from docunment (2) which al so disclosed the separate
distillation of BFs cocatal yst residue.

2374.D
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The Respondent (Proprietor of the patent) admtted at
the oral proceedings that docunent (2) disclosed a
conti nuous process for produci ng poly-a-ol efin-type

| ubrications including a continuous distillation of the
ol i goneri zati on product but disputed that the
conditions, in the colum arranged for a continuous
distillation, would be applied in a range of

t enperatures and pressures such as to obtain the

great est possi bl e anmount of nononer at the top of the
columm, differing, therefore, fromthe clained

i nvention. Furthernore, the ranges of tenperatures and
pressures set out in docunent (2), i.e. 0.1 to 3 nbar
and 20 to 100°C, as denonstrated by the exanpl es gave
no indication on the conditions prevailing at the
bottomand at the top of the distillation colum.

Regardi ng the inventive step, the Respondent relying
upon the decision T 300/86 argued that since the

di ffusion of docunment (1) was restricted to a possibly
large but still limted circle of persons given it was
subj ect to a subscription, that docunent was not

avail able to the public. In case the Board would admt
t hat docunment in the proceedings, the foll ow ng was
submi tted thereon:

The conditions of distillation of the colum C- 201 of
docunent (1) were intentionally provided to recover the
cocatal yst conplex at the top of the colum and the
nmononer at the bottom Recovering also the nononer
woul d oblige one to elevate the tenperature with a risk
that the cocatal yst conpl ex m ght be deconposed as

evi denced by docunent
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(6) SRI International Report No. 125A, "Synthetic
Lubri cant Base Stocks", Septenber 1989, pages 4-1
to 4-41,

newy cited with the response to the statenent of
grounds of appeal.

In addition, it was remarkable to note that in the
process conceived in docunent (6), the oligonerization
product was directly washed in a caustic wash vessel,

t he aut hors having renounced reuse of the cocatal yst
conpl ex.

Docunment (3) was not relevant since it related to

anot her type of reaction involving the addition of
organi c acid on dicycl opent adi ene. Docunent (2) was no
nore hel pful since it also recovered the 1-decene
nmononmer with the oligonerization product and
furthernore required a subsequent washi ng step.

The Appel |l ant requested that the decision under appeal
be set aside and the patent be revoked.

The Respondent requested that the appeal be dism ssed.

At the end of the oral proceedings the decision of the

Board was announced.

Reasons for the Decision

1

2374.D

The appeal is adm ssible.
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Novelty - Article 54 EPC

Docunment (2), which is prior art under Article 54(1)(2)
EPC, discloses a nethod for produci ng poly-a-olefine-
type lubricant by oligonerizing olefins with the aid of
a BFs; cocatal yst conplex involving the distillation of
t he cocatal yst conplex, preferably at a | ow, about 0.1
to 3 nbar, pressure and at a | ow, about 20 to 100°C,
tenperature and reuse of the recovered conplex in a
simlar oligonerizing reaction (cf. page 2, lines 2 to
3, 24 to 26 and 35 to 37). This nethod may be used as a
batch or continuous action process (cf. page 2,

lines 45 to 46). The exanpl es di scl ose batch processes
connected in series wherein the distilled cocatal yst
conplex is used in the next experinent, while the BF;
resi dues are renoved fromthe oligonerization product
by washing with a 5% NaOH water sol ution, and the
nononer and part of the dimer are renoved by a further
distillation (cf.page 3, lines 2 to 7).

The main argunment of the Appellant is that the
substanti al overlap between the range of distillation
conditions disclosed in that docunent and the clai ned
conditions results inevitably in a process reproducing
t he cl ai med conbi nati on of features when inplenenting
t he met hod of that docunent.

However, the information about the range of
distillation conditions in docunent (2) nust be read in
t he context of the whole disclosure of this docunent.
Even though this docunent discloses a continuous
process including a continuous distillation, and even

t hough there is a significant overlap between the
pressure and tenperature ranges with respect to those
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now cl ainmed in the invention when the ranges are
considered in isolation, docunment (2) discloses a
process wherein the cocatal yst conplex only is renoved
at the top of the colum, while the nonomer is
recovered with the diners and oligoners in the

ol i goneri zation product. It follows that the
distillation conditions disclosed in docunent (2) are
applicable to a process achieving that result.
Therefore, the features of Claim1 relating to:

- mai ntaining at the top of said distillation colum
a tenperature higher than the boiling tenperature
of the unreacted nononer and of the cocatal yst
conpl ex and | ower than the deconposition
tenperature of said cocatal yst conplex at the
applied pressure,

- mai ntaining in a portion of said distillation
colum, which is located | ower than said feeding,
a tenperature higher than the boiling tenperature
of the unreacted nononer and of the cocatal yst
conplex and | ower than the boiling tenperature of
the diner fraction at the applied pressure, and

- separating at the top of the colum a
substantially dinmer-free distillate containing,
simul taneously to said vaporized BFsz cocat al yst
conpl ex, vaporized unreacted nononer, and at the
bottom of the columm a bottom product containing
said dimers, trinmers and hi gher oligoners, which
is substantially free from BF; cocatal yst conpl ex
and from nononer (cf. point Il above)

are not disclosed in docunent (2).

2374.D
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Since the subject-matter of a clained invention is
novel if it includes even one feature which

di stinguishes it fromthe prior art, it nust be
concluded that daim1 and depending Clains 2 to 15
nmeet the requirenents of Article 54 EPC

The argunent put forward by the Appellant relating to
the possibility for the skilled person "seriously
contenpl ati ng” applying the technical teaching of
docunent (2) in the range of overlap with the clai ned
invention (cf. T 666/89, QJ EPO 1993, 495) has here no
factual basis. There is no overlap where, as here, the
processes differ in substance from one another (cf.
poi nt 2.3 above), even though the ranges for paraneters
such as pressure and tenperature overl ap.

Prior art under Articles 54(2) and 56 EPC

The question to be decided is whether docunent (1) is
prior art under Articles 54(2) and 56 EPC.

Docunent (1) was relied on by the Appellant in the form
of a copy having on its front page in large letters the
words "SRl International, Report No. 125, SYNTHETIC
LUBRI CANTS, Max Sacks, May 1979, A private report by

t he PROCESS ECONOM CS PROGRAM Menl o Park, California
94025" and al so a date stanp "LI BRARY May 24 1979,

MOBI L CHEM CAL CO., Edison N. J. 08817".

That the report is referred to as a private report
cannot be taken as indicative that it was not nade
publicly available as the word "private" m ght be
referring merely to the report not being publicly



3.4

2374.D

- 11 - T 1030/ 00

funded. The Board notes that the cover page of docunent
(6), which was put forward by the Respondent and is a
PEP Report 125a of 1989 (still sone five years before
the priority date of the patent in suit), states
"...this report sunmarizes rel evant patents issued
since the publication of PEP Report 125..." (PEP Report
125 bei ng docunent (1)).

The docunent nost relevant to the question of whether
PEP reports are available to the public or not is
docunent (4), relied on by the Respondent inits

chal  enge on the issue of the public availability of
docunent (1). Docunment (4) reads inter alia as foll ows:

"PROPCSAL FOR AN | NTRODUCTORY OFFER FOR THE PROCESS
ECONOM CS PROGRAM 1996

The Process Econom c Program (PEP) at SRI Consulting is
pl eased to make this introductory offer whereby PEP
reports may be purchased according to the follow ng
sliding scal es:

PEP Year book | nternati onal Us$ 20, 000
First PEP report uss 7,100
Second PEP report Us$ 6,100
Third PEP report Us$ 4, 300

The client may purchase the PEP Yearbook only or one or
nore PEP reports and the Yearbook. Wen an aggregate
paynment of US$ 37,500 has been reached, the client may
convert this introductory offer to a PEP subscription
at no additional cost. That subscription will conprise:
One copy of 10 PEP reports of the client's choice
(seven reports in addition to the first three sel ected)
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Both the options and services extend through June 30,
1998.

The information disclosed in the PEP reports and ot her
PEP publications is for the sole and confidential use
of the PEP clients and affiliates in which the client's
ownership is 100% By acceptance of this proposal, the
client agrees to take reasonable precautions to ensure
that the PEP material is: (1) not reproduced or
publ i shed, in whole or part; and (2) not rmade avail abl e
to third parties except for tenporary and specific use
for the sole benefit of the client in the client's own
research or comrercial activities. However clients or
SRl Consulting may donate any PEP report 15 years old
or older to any university for exclusive use by the
faculty for educational purposes only. The editor of

t he Process Econom cs Program shall be notified of each

such client donation."

The Respondent, despite having itself put forward
docunent (4), contested at the oral proceedi ngs before
the Board that this docunent gave the conditions of

avai lability relating to docunent (1) because it
referred to a period of tinme many years | ater. However
in the absence of any evidence suggesting that these
conditions are not typical for those on which PEP
reports were nmade avail able, the Board can only presune
that the conditions of docunent (4) are applicable.
From this docunent the Board concl udes that PEP reports
were avail abl e to anybody who was prepared to pay for
them There is no indication that there was only a
restricted group to whomthey could be nmade avail abl e
by SRI Consulting. That at the price asked, the nunber
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of purchasers would be likely to be small does not nean
that the reports were only available to a restricted

gr oup.

The purchasers accept restrictions on their dealings
with the report, but not on use for their own purposes
but only on making the report accessible to third
parties for the latter's own purposes. Such third
parties can however be told to purchase the report for
t hensel ves. The restrictions serve nerely as an

addi tional contractual safeguard, in addition to
reliance on copyright, of SRI's financial interests in
bei ng the sol e dissem nator of the PEP reports, and not
for any purpose of keeping the information confidenti al
as such. There is no evidence that the purchasers had
to fulfil any condition other than being willing to pay.
This is quite different fromthe type of situation as
in case T 300/86, relied on by the Respondent, where a
report was only available to |icensees of a particul ar
conpany, that is to a restricted nunber and thus not to
t he public at |arge.

The Board finds that on the evidence the PEP reports
were available to an unrestricted nunber of purchasers,
and certainly at |east one copy of Report 125 (docunent
(4)) was nade avail able to Mbil Chem cal Co. before
the priority date. Thus docunment (1) is to be treated
as made available to the public for the purposes of
Article 54(2) EPC, as Article 54(2) EPC does not
require that a witten description be nade avail abl e
free of charge for it to be considered to be nade
avai l able to the public.
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It follows fromthe above that document (1) is prior
art under Article 54(1), (2) EPC and, therefore,
Article 56 EPC.

I nventive step - Article 56 EPC

The patent-in-suit as reflected by Aaim1l (cf.

point Il above) relates to a nethod to recover by a
single step distillation catalyst and unreacted nononer
froman oligonerization product obtained by

ol i goneri zing one or nore olefins in presence of a BF3
cocat al yst conpl ex, avoiding any additional washing
step and further separation of the nononmer fromthe

ol i gomeri zati on product.

I n accordance with the "probl em sol ution approach”, it
is necessary to establish the closest state of the art
to determine in the light thereof the technical problem
whi ch the invention addresses and sol ves. The "cl osest
prior art" is normally a prior art docunent disclosing
subject-matter aimng at the same objective as the

cl ai med invention and having the nost rel evant

technical features in conmmon.

Docunent (1) relates to a process for producing

hydr ogenat ed 1-decene ol i gonmer by oligonerizing 1-
decene nmononer in presence of BFs/ BF;. 2GH,OH (cf.

pages 38 to 40). The crude oligoner is fed to a
continuous distillation colum C 201, operating under a
slight vacuumto keep the bottons tenperature bel ow
230°C, to recover the catal yst conplex at the top of
the colum for recycling to the oligonerization reactor
and the unreacted 1-decene, decane and oligoners at the
bottom This oligonerization product is punped to a
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distillation columm C-202 to recover unreacted 1-decene
for recycle to oligonerization (cf. pages 40, 41
Table 4.5 and Figure 4.2).

Thi s docunent ains at the sane objective as the clained
invention and the only difference, as acknow edged by

t he Appell ant, between the disclosure in docunment (1)
and the clained invention is that docunent (1) conducts
separation of 1-decene nononer and BFs; cocat al yst
conplex in different distillation col ums.

Docunent (1) is closer to the clainmed invention than
docunent (2) since the latter requires a subsequent
washi ng step (cf. point 2.1 above).

The Board considers, therefore, in agreenment with both
parties that docunment (1) represents the closest state
of the art and, thus, the appropriate starting point in
t he assessnent of inventive step.

In view of this state of the art, the problem
underlying the patent in suit may be viewed as the
provi sion of a method enabling sinplification of the
process of recovery of products resulting fromthe
ol i goneri zation of olefins in the presence of a BF;
cocat al yst conpl ex as disclosed in docunent (1).

As the solution to this problem the patent-in-suit
proposes the nmethod as set out in Claiml (cf. point II
above).

The detail ed description of the process of the patent-
in-suit (cf. colum 3, line 15 to colum 5, l[ine 9)
shows convincingly that this technical problemis
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solved within the clainmed area. This finding has never
been contested by the Appellant.

It remains to be decided whether or not the clai ned

solution is obvious in view of the cited prior art.

The rel evant question is whether the person skilled in
the art guided by the technical problemto be solved
woul d have been led to sinplify the nethod di sclosed in
docunent (1) in the way proposed by the clained

i nventi on.

In that context, docunment (2), published ten years
after docunent (1), directs the person skilled in the
art to distill after oligonerization the cocatal yst
conplex at |ow pressure and | ow tenperature (cf.

point 2.1 above). This process requires then the
treatment of the crude oligonerization product
recovered at the bottomof the colum with a 5% NaCH
water solution to renove BFsz residues. Furthernore, the
nononer which is present in the bottom product nust be
recovered by a further distillation step. Such a
docunent confirnms at best the teaching of docunent (1)
and gives no hint to the person skilled in the art in
the direction of the clainmed process.

The Appel | ant however argued that document (3) gave the
evi dence that it was conmon general know edge to

simul taneously distill the nononmer and the cocat al yst
conpl ex providing, therefore, the required information

to arrive at the clained i nvention.

Docunent (3) relates to a process for the preparation
of dicycl opentenol esters by condensation of
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di cycl opentadi ene with an organic acid in the presence
of catalyst which conprises a readily volatile addition
conpound of BF;. Thereafter, the reaction mxture is
distilled under vacuum The first distillate, the
carboxylic acid excess and BFs-addition conmpounds, can
be used for a follow ng batch foll ow ng repl acenent of
| ost quantities. The ester, which passes over as the
main fraction, is |led over a washing colum of marble
or activated charcoal to bind any traces of free acid,
resi dues of the catalyst and small oligoneric
conmponents (cf. colum 2, lines 12 to 16 and colum 3,
lines 3 to 11).

Contrary to the Appellant's subm ssions, docunent (3)
cannot be considered as common general know edge since
it appears only in a specific context in a patent
concerned with a different process, and not as a
general |y applicabl e suggesti on appearing in a handbook
or textbook concerned with this general technical field
(cf. Case Law of the Boards of Appeal of the European
Patent Office, 4'" edition 2001, |.D.5.3). Furthernore,
docunent (1) contains neither explicit nor inplicit
information urging the person skilled in the art to
expl ore technical fields relating to the manufacture
and recovery of dicyclopentenol esters to solve the
above defined technical problem It is also observed

t hat docunent (3) gives no instructions regarding the
applicability of the disclosed process to the

ol i goneri zation of olefins and no rel evant information
can be deduced fromthe exanples in that respect. In
particul ar, Exanple No. 1 discloses the sinultaneous
distillation of BFs.2 acetic acid, acetic acid and

di cycl opentenol acetate and Exanple No.5 discloses the
si mul taneous distillation of BFs;. O CHs). and
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di cycl opent adi ene. In the absence of any information
pointing to a close relationship between both
reactions, the Board holds that the person skilled in
the art woul d not have considered the teaching of
docunent (3) to solve the above technical problem

Regardi ng the declaration of M. Yang concerning the

cl oseness of the volatilities of the BFs cocatal yst
conpl ex and 1-decene nononer conpared to the volatility
of the Gy diner, such data m ght have been consi dered
by the person skilled in the art who had envi saged
recovering simultaneously by distillation both
cocat al yst conpl ex and nononer to sol ve the above
defined technical problem i.e. once the invention was
made. The person skilled in the art m ght have then
recogni sed that those data confirmed that this step
could be achieved without difficulty. This approach,
however, is dependent upon the know edge of the
teaching of the patent in suit, and does not arise from
the state of the art. An argunment based on such
considerations is an ex post facto argunment and so not

 egi ti mate.

Since starting fromdocunent (1) and in the |ight of

t he other docunments cited, the person skilled in the
art woul d not have been led in an obvious manner to the
claimed solution in order to solve the technica
probl em defi ned above (cf. point 4.4 above), the
subject-matter of Claim1l1l neets the inventive step
requi renent. The sane applies to dependent Clains 2 to
15 which represent particul ar enbodi nents of the

subj ect-matter of C aim1.
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Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar The Chai r man

N. Maslin P. P. Bracke
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