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Summary of Facts and Submn ssions

1557.D

Wth the decision dated 5 April 2000 the exam ning
di vi sion refused European patent application
No. 94 830 368.0 in the |ight of

(D6) CH A-417 387 and

(D1) DE-U-8 430 781

for reasons of Article 54 EPC.

The i ndependent clains 1, 5 and 8 submtted with letter
of 18 Novenber 1999 and underlyi ng the above deci sion
of the exam ning division read as fol |l ows:

"1l. A buffing and/or |apping cloth disc or wheel (1)
conposed of a plurality of textile elenents (2, 2') in
the formof cloth of natural fibers piled up or coupled
with one another and fixed to a central hub (4) for the
installation of the disc or wheel on a spindle,
characterized by the fact that said textile elenents
(2, 2') contain a polynerized resin incorporating
particles of an abrasive material."

"5.  Manufacturing process of textile discs or wheels,
for | apping and buffing of solid surfaces conprising
the assenbling together of a nunber of discs (2) or
strips or plaits (2') of at |east one of the natura
fibres belonging to the group conposed of cotton,
sisal, wool, henp, flax and jute, anchored to an
assenbly hub (4) for installation on a spindle,
characterized in that it conprises:
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- suspendi ng abrasive powder into a fluid m xture
consi sting of an aqueous di spersion of a
pol yneri zabl e resin and at | east one enul sifying
compound;

- vacuumi npregnating said textile discs (1), strips
(2) or plaits (2') with said suspension;

- centrifuging the inpregnated textile disc or whee
(1) till it reaches a substantial dynam c bal ance;

- heating the inpregnated and centrifuged disc or
wheel (1) at a tenperature and for a tine
sufficient to evaporate the solvent and to
pol ynerize the resin incorporating said abrasive
powder . "

"8. A lapping or buffing process of a surface by way
of a rotating textile disc or wheel feeding an abrasive
paste in the zone of contact of the rotating textile
and said surface, characterized by the fact that said
textile contains a polynerized resin incorporating
particles of an abrasive material and is prepared
according to the manufacturing process of claimb5."

Agai nst the above decision of the exam ning division
the applicant - appellant in the following - |odged an
appeal on 1 June 2000 paying the fee on the sanme day
and filing the statenment of grounds of appeal on

24 July 2000.

Appel l ant's argunents essentially can be sunmari sed as
fol | ows:

- there existed a technical prejudice against using
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in the field of surface treatnents a rotating too
| eavi ng abrasive particles "anchored" on it;

(D6) is not nore relevant than (Dl) since it

di scl oses a textile reinforced grindi ng wheel;
according to (D6) piled-up sheets of textiles

I mpregnated with abrasive powder are nol ded
together by using a resin, heat and pressure to
achi eve a non-col | apsi bl e abrasi ve wheel that
could not be used for buffing and/or | apping;

in contrast to the teaching of (D6) the invention
I's based on collapsible rotating elenents to carry
out buffing and/or lapping i.e. under the presence
of a continuously fed abrasive paste to the
wor ki ng ar ea,;

under these circunstances it is clearly wong to
sustai n equi val ence of the wheel of (D6) and the
wheel clained since the known wheel is not
suitable for the clainmed purpose, nanely buffing
and/ or | apping of articles;

even if in (D6) technical terns such as "polir,
pol | i sage" are used it is not allowable to

concl ude therefromthat the wheel according to
(D6) is to be used as a buffing/lappi ng wheel as
cl ai med since (D6) taken as a whole teaches a
skill ed person that the wheel is used for cutting
and/ or renoval of material;

it i's noreover not appropriate that the exam ning
di vi sion has raised an objection of lack of unity
of invention in the present case.
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Appel l ant's requests are as foll ows:
(a) to set aside the decision under appeal and
(b) to grant a patent on the basis of clains 1 to 8

submtted with letter of 18 Novenber 1999,
recei ved on 22 Novenber 1999.

Reasons for the Decision

1

2.1

2.2

2.3

2.4

1557.D

The appeal is adm ssible.

Anmendnent s

Caiml is based on all features of originally filed
claiml plus features disclosed in originally filed
claims 3 (natural fibers) and 9 (polynerisation)
whereby clains 2 to 4 are based on originally filed
clainms 2 to 4.

Caim5 is based on originally filed claim9 and
clains 6 and 7 correspond to originally filed clains 10
and 11.

Claim 8 conbines features of originally filed clains 12
(abrasive paste...) and 9 (polynerized resin) whereby
the addition of the abrasive paste "in the zone of
contact of the rotating textile and said surface" is
inmplicitly disclosed in the application as originally
filed, see page 1, lines 7 to 10.

Summarising, clains 1 to 8 are not open to an objection
under Article 123(2) EPC
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Novel ty

In the inpugned decision the exam ning division cane to
the result that the subject-matter of clains 1 and 2 to
4 is not novel in viewof (D6); it is evident that on
page 5 of the inpugned decision, see remark, line 1,
"D1" has to be replaced by "D6" since the preceding
argunments solely are based on "D6".

The board cannot share the novelty-objection for the
foll ow ng reasons:

Taken as a whol e (D6) does not deal with "buffing
and/or | apping” rather with grinding in the sense of
cutting as dealt with in I PC B24B 27/06 ("grinders for
cutting-off"), see (D6), page 3, lines 46 to 50 (the
adhesi ve al so acts to conbine the nultitude of |ayers),
lines 74 to 78 (piled-up layers are glued together to
forma conpact, single block), lines 84 to 89 (piling
of layers and hardening the bl ock by applying heat)
lines 93/94 and line 102 (cutting bl ock), page 4,
lines 36 to 39 (cutting wheel dianeter 30 cm and
thickness 3,18 mm, lines 48 to 50 and lines 55 to 57
(cutting of steel rods, dianeter 19,05 nm and page 5,
lines 3 to 8 (cutting wheel conposed of 12 layers with
a diameter of 40 cm and an overall thickness of

3,97 mm.

In (D6) it is noreover enphasized that the wheel is
rigid or noncoll apsi ble, see page 6, lines 43 to 45,
and lines 65 to 67 and line 70 (duroplast for binding
the layers with the application of heat) which property
for a skilled person is mandatory since otherw se
cutti ng woul d not be possible, see again | PC B24B

27/ 06.
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It is obvious that under these circunstances buffing
and/ or | apping of a surface cannot be carried out since
a three dinensional article to be treated requires
flexibility fromthe treatnent tool and since it cannot
be seen how a rigi d/ noncol | apsi bl e abrasi ve wheel could
retain the abrasive paste used in the technical field
of buffing of surfaces. The Board can therefore not
follow the |Iine of argunments based on "equival ence"”
carried out by the exam ning division.

Summarising, (D6) is not a novelty destroyi ng docunent
of the subject-matter of claim1l (and of clains 5 and
8) so that the decision under appeal being solely based
on a novelty-objection on the basis of (D6) with
respect to claim1 cannot be uphel d.

It has to be added that (Dl) is also not a novelty
destroyi ng docunent of the subject-matter of claiml
since (Dl1) is not based on cloth rather on felt which
is treated to formagain a rigid/ noncoll apsi bl e body,
see page 8, lines 8 to 2 fromthe bottom ("Es entsteht
ein harter...zum Nal3pol i eren von d askanten

ei gnet...und der begrenzen Elastizitat..."), in which
obvi ously no abrasive paste can be used and since the
abrasive particles incorporated into the felt-body nake
addi ti onal abrasive particles fromany abrasive paste
super fl uous.

I nventive step

The problemto be solved by the present invention as
set out in the opening of the description, is basically
to conpensate for any | oss of abrasive paste, see

EP- A2-0 635 334, colum 1, lines 29 to 31 and |ine 47
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to colum 2, Iine 4. This problemis solved by the
features laid down in independent clains 1 (buffing
and/ or | apping wheel), 5 (manufacturing process of
textile discs or wheels) and 8 (Il apping or buffing
process), nanely by incorporating an abrasive nmateri al
in a polynerized resin being contained in the textile
el ements formng the buffing/lappi ng wheel.

The advant ages achievable wth the subject-matter
according to clains 1, 5 and 8 are enphasi sed i n EP- A2-
0 635 334, see colum 2, line 41 to colum 3, line 20,
nanely reduction of abrasive paste consunption, reduced
treatnment tinme, energency properties of the wheel in
case of | acking abrasive paste, reduced tendency of
overheating and of wear in use of the clained

buf fing/ | appi ng wheel .

The subject-matter of clains 1, 5 and 8 is not rendered
obvi ous by the prior art docunents to be consi dered:

(D6) does not even deal with buffing/lapping and is
| ess relevant than the prior art dealt with by the
appel l ant, see EP-A2-0 635 334, colum 1, line 7 to 14,
and lines 22 to 31, so that a skilled person would
conpl etely disregard this docunent when confronted with
the problemto be solved according to above remark 4. 1.

As set out above in remark 3.6 (Dl1) is very simlar to
(D6) since again a rigid/noncoll apsible body is forned
whi ch makes use of an abrasive paste inpossible and

al so unnecessary since the body itself carries abrasive
particles to be used for buffing/lapping. (Dl) is
therefore seen as a self-supporting wheel not relying
on the use of abrasive paste.
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(D1) teaches therefore also away from maintai ni ng
flexibility of the superinposed |ayers according to
clainms 1, 5 and 8 so that a skilled person is not |ed
to the clained subject-matter. It has to be added that
inclains 1, 5 and 8 the addition of an abrasive paste
is either literally nentioned (see claim8) or
inplicitly contained (see clains 1 and 5) by the
functional term "buffing and/or |apping" (claim1l1) or
“for lapping and/or buffing of solid surfaces”
(claim5) and by the definition of these nethod steps
gi ven by the appellant throughout the application, see
EP- A2-0 695 334 for instance colum 1, lines 7 to 17,
and lines 29 to 31.

Summari sing, starting fromthe nearest relevant prior
art as set out in the opening of EP-A2-0 635 334 a
skilled person was not |led by (D6) and (Dl) taken
singly or in conbination to the clained subject-matter
so that the requirenents of Article 56 EPC are al so
met. Clains 1, 5 and 8 are therefore all owabl e. Under
these circunstances it is irrelevant whether or not a
techni cal prejudice, as clained by the appellant,

exi sted agai nst the subject-matter clained.

Clainms 2 to 4 and 6/7 which relate to preferred
enbodi nents of the subject-matter of clains 1 and 5 are
al so al | owabl e.

In the board's opinion, clains 1 to 8 obviously are not
open to an objection under Article 82 EPC so that the

i ssue of unity of invention needs no detailed
argunents. It sufficies nerely to point out that the
process of claim8 is clearly restricted to the use of
the textiles produced according to claimb5.
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4.9 In the originally filed description the starting point
of the invention and its drawbacks as well as the
problemto be solved are clearly set out so that these
docunments in conmbination with Figures 1 to 5 as
originally filed can formthe basis for grant of the
pat ent .

O der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remitted to the first instance with the
order to grant a patent on the basis of:

- claine 1 to 8 filed with letter of 18 Novenber
1999, received on 22 Novenber 1999;

- pages 1 to 11 as originally filed;

- Figures 1 to 5 as originally filed.

The Registrar: The Chai r man:

A. Counillon C. T. WIlson
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