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Summary of Facts and Subm ssi ons

2850.D

The nention of the grant of European patent
No. 0 693 983 was published on 26 Novenber 1997

On 25 August 1998 a notice of opposition was filed by
Nor sk Hydro ASA, having their place of business in
Norway. In the notice of opposition a professional
representati ve was naned, but the notice itself was
si gned by the opponent (respondent).

By comruni cation of 8 Septenber 1998 the respondent's
attention was drawn to this deficiency and they were
asked to rectify it by the professional representative
signing or approving the notice of opposition within a
period of two nonths.

In response thereto on 15 Septenber 1998 the
prof essional representative signed the notice of
opposition and approved its appendi X.

By letter of 2 February 1999 the patentee (appellant)
chal l enged the adm ssibility of the opposition because
the notice of opposition was not signed by a person
appearing on the list of professional representatives.

By a further letter of 3 February 1999 the appel |l ant
alleged with reference to Article 133(2) EPC that no
notice of opposition had been filed within the nine
nonths fromthe publication of the nention of grant of
the patent. It was not possible to correct with the
signature after the expiry of the tinme limt.
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By conmuni cation of 3 August 1999 the opposition

di vi sion summoned to oral proceedi ngs on 29 June 2000
and informed the parties that it considered the
opposition to be adm ssible (by m stake the word

"al | onabl e" was used).

By letter of 14 Cctober 1999 the appellant requested
that a decision on the question of admssibility of the
opposi tion be taken and that separate appeal according
to Article 106(3) EPC be all owed.

On 18 January 2000 the opposition division issued a
communi cation reiterating its assessnent that the
opposi tion was adm ssible and informng the parties
that for reasons of procedural econony a decision on
t hat point would be taken in the oral proceedings.

On 17 February 2000 the appellant filed an appeal

agai nst the opposition division's "decision to end the
ex-parte proceedi ngs and continue the opposition
proceedi ngs". On the sane day the statenent of grounds
of appeal was filed and the appeal fee paid. By

deci sion of 25 May 2000 the appeal was rejected as

i nadm ssi ble. The board held that the appeal did not
lie froma decision, as required by Article 106(1) EPC.

In the oral proceedings of 29 June 2000 before the
opposi tion division, the patent was revoked due to | ack
of novelty of its subject-matter. The witten reasoned
deci sion was posted on 4 August 2000.
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Agai nst this decision a notice of appeal was filed by
t he appellant on 18 Cctober 2000. On the sane day the
appeal fee was paid and the statenment of grounds of
appeal fil ed.

The argunents of the appellant presented in witing and
in the oral proceedings before the board of 18 June
2003 are sunmarised as foll ows:

The opposition division commtted two substanti al

procedural violations.

The first is that at the oral proceedings of 29 June
2000 the opposition division started these proceedi ngs
by delivering its decision on the question of whether
the notice of opposition had been filed and whet her the
opposi tion was adm ssible w thout previously inviting
the parties to present their argunents on these

guesti ons.

The second substantial procedural violation consists in
the fact that the inpugned decision refers only to the
guidelines and not to the EPC, that it does not discuss
its - the appellant's - argunents put forward in favour
of the opposition not having been filed and that the
decision is insufficiently notivated.

The filing of the notice of opposition was not an act
t hrough a professional representative as required by
Article 133(2) EPC which nmeans that there is no act at
all so that no opposition has been filed. The board's
assessnent in its conmmunication of 29 April 2002,
point 3.1 that it nay not be neglected that a
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prof essi onal representative had i ndeed been nom nated
does not seemto be correct.

The case under consideration differs conpletely from

t he case decided by the Enl arged Board in Decision

G 0003/99 concerning a joint appeal filed by a non-
entitled person and where the representati ve was
permtted to sign within a giventinme limt. In that
case all the appellants were fromthe European Union. A
di stinction nmust be nmade between cases in which a party
to proceedi ngs before the EPO cones froma country
being a nenber to the Convention and cases in which a
party is fromany other country, such as Norway. This
wi || show whether the obligation to act through a

prof essional representative ("Vertretungszwang") is an
"enpty letter” or not.

Adm ssibility of an opposition and its deened filing
are separate itens, although closely related. Decision
T 0222/ 85 connects them whereas the Enl arged Board in
its Opinion G 0001/02 under point 1.3 nanes them
separately but does not decide whether there is a
difference or not. This would however be inportant
since if an opposition is deenmed not to have been filed
the question of adm ssibility does not ari se.

As was stated in Decision T 0161/96 an opposition which
is deenmed not to have been filed does not exist. A non-
exi stent opposition cannot be inadm ssible and
therefore Rule 56 EPC and - via Rule 6la EPC -

Rul e 36(3) EPC cannot be applied. So there is no
possibility to set atinme limt.



2850.D

- 5 - 1048/ 00

In Decision T 0295/01 which |ed to Opinion G 0001/02
t he opposition was deened not to have been filed,
whereas in Decision T 1062/99, for the same reason -
filing after the nine nonths tine [imt - the

opposi tion was held inadm ssible, but the opposition
fee was rei mbursed which nmeans that, in reality, the
opposi tion was deened not fil ed.

The inmportance of the words "and act through him' in
Article 133(2) EPCis particularly stressed in Decision
G 0004/95 of the Enlarged Board. In the Summary of the
Procedure, point 1V, it is stated that these words were
added to the Article later during the preparations of
the drafts of the EPC. The significance of these words
nmust | ead to the conclusion that the non-acting through
t he professional representative cannot be repaired at a
| ater monment after the nine nonths period. This is
further confirmed by point 5 of the decision,
enphasi zi ng that a non- European party nust be
represented by a professional representative and

point 6 which gives the reason for what is stated in
point 5 nanely to ensure efficiency and effectiveness
of the European System further by point 7 which

hi ghlights the words "act through hinf and finally by
point 8(b). The representative signing at a |ater
monment to correct this deficiency in the notice of
opposition should be refused by analogy with the
rejection of the distinction between representati on and
"pl eading" as set out in Decision T 0598/91 in

poi nt 8(b) because it could lead to a situation where a
prof essional representative only states a party's
request and | eaves the presentation of the entire case
to the acconpanyi ng person.
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Ref erence is also nade to Paterson, "The European

Pat ent Systenm section 5 to 14, where the distinction
bet ween " European” and "non- European” persons is as
wel | enmphasized with regard to Article 133(2) EPC.

The sane applies to Decision T 0451/89 in its
points 5.1 and 5. 2.

Com ng back to Decision G 0003/99 cited at the

begi nning reference is now nade to point 16 of the
reasons whi ch enphasi zes that the rel evant factua
situation for assessing a procedural act is the
situation at the tinme when this act is perfornmed, which
in the case under consideration is the filing of the
notice of opposition on 25 August 1998.

In point 18 the conpetence of the formalities officer
with regard to Rule 36(3) EPC in view of Article 110(1)
EPC i s commented on.

The reference in point 20 to Decision T 0665/89 is not
applicable to this case because that decision according
to which a procedural act perforned by a non-entitled
person is treated in the sane way as a m ssing
signature, is not concerned with the requirenent of
Article 133(2) EPC

As a result of the foregoing it woul d appear to be
appropriate that the matter be considered by the

Enl arged Board, to whomthe follow ng question should
be referred: in a first alternative whether a notice of
opposition can be considered to have been filed if it
was filed by a non-European entity itself and hence

wi t hout acting through a European professional
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representative, and in a second alternative whether the
noti ce of opposition filed by a non-European entity
whi | e nam ng a European professional representative can
t hen be checked pursuant to Rule 56 EPC as to its

adm ssibility and whether the filing can be confirned
by the European professional representative after the

9 nonths period for filing oppositions?

The appel |l ant requested that the points of |aw
alternative | and Il of the annex be referred to the
Enl arged Board of Appeal, auxiliarily that the decision
under appeal be set aside and that the opposition be
deened not to have been filed, further auxiliarily that
t he opposition be declared inadm ssible and that the

appeal fee be reinbursed.

The opponent alleged that the patent was invalid in
vi ew of the reasons given in the inpugned deci sion.

Therefore, no further coments would be made with
respect to the appeal and to any further docunents to
be exchanged between the board and the appel | ant.

Al t hough duly sumoned the respondent did not attend
the oral proceedings, as previously announced, and did
not put forward any specific request.
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Reasons for the Decision

1

The appeal is adm ssible.

Substantial procedural violations

2850.D

The appellant's first objection is that the opposition
division started the oral proceedings of 29 June 2000
by delivering its decision that the opposition had been
filed and that it was adm ssi ble w thout previously
inviting the parties to present their argunents on

t hese questi ons.

According to the mnutes of the oral proceedings this
objection is justified, as already acknow edged in the
board's comunication. In the mnutes it is clearly
stated that before hearing the requests of the parties
t he chai rman announced t he deci si on about the
opposition being filed and adm ssible. Only after that
announcenent were the requests cited and the
presentation of the argunments concerned only the

al lowability of the opposition.

Thus the opposition division commtted a substanti al
procedural violation of Article 116(1) EPC, first
sentence in connection with Article 113(1) EPC,

It is true that in the witten procedure before the
opposition division the parties already had an
opportunity to present their comments with regard to

t he question whether the opposition was filed and

adm ssible. But if oral proceedings are requested by a
party this request nmust be followed. The right to ora
proceedings is an absolute right and no discretion is



2850.D

-9 - 1048/ 00

possible as results fromthe wording of the cited
provi sion, "Oral proceedings shall take place ... at

the request of any party to the proceedings."”

Therefore, even if the parties already had an
opportunity to present their comments in witing they
must upon request neverthel ess be given the opportunity
to present themalso orally before the body concerned
can take a decision. It would run counter to this
absolute right if the parties would only be given the
opportunity to present conments orally on those points
whi ch have not yet been discussed in the witten
procedure.

Not wi t hst andi ng the substantial procedural violation
the board has refrained fromremtting the case to the
first instance pursuant to Article 10 of the Rul es of
Procedure of the Boards of Appeal because speci al
reasons present thenselves for doing otherw se. The
right to be heard in oral proceedings can be made up in
the oral proceedings before the board and the
concl usi ons of the inpugned decision are correct, so
that a remttal would only result in a procedural delay.
Besi des, the appellant has not requested that the case
be remtted. Therefore, pursuant to Article 111(1) EPC
t he board decides on the appeal itself.

As to the appellant's second objection of substanti al
procedural violation concerning the various

deficiencies of the inpugned decision the board has

come to the conclusion that this objection is not
justified as also outlined in the board' s conmmrunicati on.
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Pursuant to Rule 68(2) EPC, first sentence, the

deci sions of the European Patent O fice which are open
to appeal shall be reasoned. "Reasoned"” neans that the
deci sion must set out the |ogical chain of evaluations
upon whi ch the conclusion and therefore the final
verdict is based with regard to each and every ground
pl eaded and substantiated, as far as this is necessary
for the order to the decision. It does not necessarily
mean that also all the argunents presented by the
parties have to be discussed in the decision.

In the case under consideration one "ground" put
forward by the appellant was that no opposition had
been filed because it had not been filed pursuant to
Article 133(2) EPC. Against this allegation the
opposition division set out its |egal reasoning that,
since the professional representative had been
indicated in the notice of opposition and since he had
made up his mssing signature within the tinme limt
prescri bed, the opposition was deened to have been
filed. The legal basis for this assessnent, Rule 36(3)
EPC was referred to, although not explicitly, but by a
doubl e reference, nanmely to the conmunication of

18 January 2000 in which the provision was cited, and
to the Cuidelines which also cite the provision.

In so doing the opposition division has conplied,
al beit briefly, with the requirenent of giving a

reasoned deci si on.

It is true that the relevant provisions of the EPC were
not cited explicitly but inplicitly as expl ai ned above,
which is certainly a deficiency but does not anount to
a substantial procedural violation.
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Wth regard to the question of whether an opposition
has been filed the appellant naintains that the

requi renment of Article 133(2) EPC that persons w thout
either a residence or principal place of business

wi thin one of the Contracting States nust be
represented by a professional representative and act
through himin all proceedings, other than in filing

t he European patent application, had not been fulfilled
because the filing of the notice of opposition was not
an act through a professional representative.

By this way of arguing the appellant unduly and
erroneously presupposes that the requirenment of acting
t hrough a professional representative and the

requi rement of observing a tinme limt - in this case
the tinme limt for filing the notice of opposition -
are dependent on each other and nust be conplied with
at the sane tine.

That this is not the case is due to the existence of
Rul e 36(3) EPC which stipulates in its second sentence
that if a docunment has not been signed the EPO shal
invite the party concerned within a tine limt to be

| aid down by the Ofice. Inits third sentence the

par agraph continues to determne that if signed in due
time the docunent shall retain its original date of
receipt; otherwise it shall be deened not to have been
received. This neans that for the requirenent of acting
t hrough a professional representative an additi onal
time limt is foreseen. Only if this additional tine
l[imt is not observed is the procedural act - the
filing of the notice of opposition - considered not to
have been perf orned.
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The Enl arged Board has in its Decision G 0003/99 (QJ
EPO 2002, 347) confirned the extensive interpretation
of Rule 36(3) EPC second sentence that the signature of
a non-entitled person is treated by the EPOin the sane
way as a mssing signature, an interpretation this
board had given in Decision T 0665/89 (unpublished).

Neither in Rule 36(3) EPC nor in G 0003/99 is a
di stinction nade between the two cases that a
procedural act is performed by a European or a non-

Eur opean person.

Therefore, contrary to the appellant's all egations,
Decision G 0003/99 is pertinent for the case under
consi deration. But this does not nmean that the
obligation to be represented is "an enpty letter”. It
nerely signifies that as far as the observance of tine
l[imts is concerned an additional tinme limt in
application of Rule 36(3) EPC second sentence can be

gi ven.

It is true that in sonme decisions of the boards of
appeal the adm ssibility of an opposition and its
deened filing are not clearly distinguished and
separated. But this fact does not have any repercussion
on the case under consideration since here the notice
of opposition has been filed and the opposition is
adm ssi bl e.

Therefore Decision T 0161/96 (QJ EPO 1999, 331)
referred to by the appellant is not pertinent for this
case since there the opposition was deened not to have
been filed because the opposition fee was only partly
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pai d. The comrents put forward by the appellant with
regard to Decision T 0161/96 are correct. Since
pursuant to Article 99(1) EPC third sentence notice of
opposition shall not be deenmed to have been filed until
t he opposition fee has been paid a substanti al

under paynent cannot give rise to an opposition com ng
into existence, therefore the possibility of applying
Rul e 36(3) EPC does not exist either. Insofar the board
concurs with the appellant.

But the case under consideration is different. Here
together with the filing of the notice of opposition
the full opposition fee was paid so that here

Article 99(1) EPC third sentence does not apply and the
opposition canme into existence. The signature of a non-
entitled person is a deficiency of an - at |east
potentially - existing opposition and for an existing
opposition Rule 36(3) EPC is applicable via Rules 56(2)
EPC and 6l1la EPC.

The cases underlying Decisions T 0295/01 (QJ, EPO 2002,
251) and T 1062/99 (unpublished) to which the appell ant
referred are al so not pertinent for the case under
consi deration because there the notices of opposition
were filed after the nine nonths tine [imt, so that
the board can refer to its conclusions with regard to
Decision T 0161/ 96.

Furthernore, the appellant points to Decision G 0004/95
(QJ, EPO 1996, 412) for endorsenent of its allegations.
This decision is concerned with oral subm ssions by an
acconpanyi ng person during oral proceedings and it is
hel d that such subm ssions are possible but that they
nmust be made under the continuing responsibility and
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control of the professional representative by which the
requi rement of Article 133(2) EPC "and act through hinf
is particularly stressed. Fromthis assessnent the
appel l ant draws the erroneous conclusion that in the
case under consideration there is no acting through the
prof essional representative which is not true. It is
only perforned at a later noment as permtted by

Rul e 36(3) EPC and as expl ai ned above under point 7.2.
The anal ogy drawn between point 8(b) of the reasons of
the Decision and the signing at a later nonent in the
present case does not help the appellant because this
is precisely to what the representative is entitled
with regard to Rule 36(3) EPC.

That a distinction has to be nade between "European”
and "non- Eur opean” persons as enphasi zed by Deci sion

T 0451/ 89 (unpublished) and by Paterson, is not denied
by the board. But this distinction does not lead to the
conclusion that with regard to a "European” party

Rul e 36(3) EPC is applicable whereas it is not with
regard to a "non-European”. This provision is not
affected by the distinction and applies equally for
bot h groups.

Finally the appellant has referred to points 16, 18 and
20 of the reasons of Decision G 0003/99 referred to
al ready at the beginning of the presentation of its

argunent s.

In point 16 the question of the validity of an appeal
filed by a non-entitled person was dealt with and it
was stated that the relevant factual situation for
assessing the admssibility of an appeal is the
situation at the tinme when the appeal is filed.
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This statenent applies as well for assessing the

exi stence of an opposition. If a notice of opposition
is filed within the time limt of nine nonths and the
opposition fee is also paid within this time limt the
opposi tion becones existent. If the notice of
opposition has been filed by a non-entitled person the
opposition is affected by a deficiency. Its further

exi stence depends on the deficiency being renedi ed
within a further time limt set pursuant to Rule 36(3)
EPC. If the deficiency is remedied the opposition
remai ns existent. If the deficiency is not renedied the
opposition ceases to exist because pursuant to

Rule 36(3) EPC third sentence the notice of opposition
is then deened not to have been received. Thus, the
potential existence of the opposition affected by this
deficiency can only turn into a definite existence by
t he deficiency being remedied within the further set
time limt.

Poi nt 18 of G 0003/99 concerning the conpetence of the
formalities officer with regard to Rule 36(3) EPC in
view of Article 110(1) EPC is of no relevance for the
case under consideration because it is not concerned

with the admssibility of an appeal.

Contrary to the appellant's allegations point 20
containing the reference to Decision T 0665/89 of this
board is fully conparable to this case, because in both
cases a procedural act was perfornmed by a non-entitled
person and, Decision T 0665/89 held that this has to be
treated in the sane way as a m ssing signature, this
assessnent being confirmed by the Enlarged Board. Again
contrary to the appellant's contentions the requirenent
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of Article 133(2) EPC plays a part when the signature
of the non-entitled person has to be replaced or

suppl emrented by that of the professional representative
within the tine limt pursuant to Rule 36(3) EPC.

Thus, al so points 16, 18 and 20 of G 0003/99 cannot
lead to a different assessnent of the case under

consi der ati on.

8. Wth regard to the question to be referred to the
Enl ar ged Boad according to the appellant's request the
board holds that the conditions for referral as laid
down in Article 112(1) EPC, nanmely ensuring uniform
application of the law, or arising of an inportant
point of law, are not fulfilled.

8.1 As the board has expl ai ned under point 7 the
requi renent of acting through pursuant to Article 133(2)
EPC is observed, only at a later nonent, namely within
atimne limt (Rule 36(3) EPC) followng the tinme Iimt
of nine nonths pursuant to Article 99(1) EPC. The
acting through can be nmade up within the second tine
l[imt. If this is done the notice of opposition is
considered to be filed.

This | egal assessnent is a |ong standing case | aw
wi t hout any divergencies. Therefore, there is no reason
for a referral to the Enlarged Board.

8.2 As to the second alternative of the question it has to
be enphasi zed that the adm ssibility check pursuant to
Rul e 56(1) EPC can only start when the notice of
opposition is acknow edged to have been filed i.e. when
t he professional representative has signed it. The nere

2850.D



2850.D

- 17 - 1048/ 00

nam ng of the professional representative in the notice
of opposition w thout his subsequent signature is not
sufficient and will not lead to the consideration of
the notice of opposition as having been filed and
consequently no admi ssibility check would follow That
t he deficiency of a notice of opposition filed within
the nine nonths' tine limt, but signed by a non-
entitled person can be renedied by the signature of a
prof essi onal representative pursuant to Article 134(1)
EPC after the nine nonths' tine limt has just been
confirmed under point 8.1 above.

For the reinbursement of the appeal fee Rule 67 EPC
requires, apart fromthe occurrence of a substanti al
procedural violation, that the appeal be allowabl e.
Since this is not the case here the request for

rei mbursenent nust fail
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Or der

For these reasons it is decided that:

1. The request for referral to the Enlarged Board is
refused.

2. The appeal is dism ssed.

3. The request for reinbursement of the appeal fee is
refused.

The Regi strar: The Chai r man:

A. Counillon C. T. Wlson
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