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Summary of Facts and Submn ssions

2764.D

The proprietor of the European patent EP-B1-0 487 642 -
appellant in the followng - | odged the present appea
on 24 Cctober 2000 agai nst the interlocutory decision
dated 14 August 2000 of an opposition division of the
Eur opean Patent O fice, which only maintai ned the above
menti oned patent in an amended form according to the
third auxiliary request submtted by the appell ant
during the opposition proceedings, rejecting all his

ot her and precedi ng requests for reasons of

i nfringement against Article 100(c) EPC. The appeal fee
was pai d.

The statenment of grounds of appeal was received on

22 Decenber 2000. In said statement, the appell ant
contested the conclusions of the opposition division as
to his main request, nanely the patent as granted, and
to his first and second auxiliary requests filed on

27 June 2000.

The opponent al so appeal ed agai nst the above deci sion,
but, having advised the board of appeal that the
parties were trying to reach agreenent, w thdrew his
opposition and appeal on the day of, and shortly before
the oral proceedings, which took place on 25 Septenber
2001 before the board.

The wording of Cdaim1 according to each request reads
as follows:

Main request: Claim1 as granted:

"1l. A portable structure operable for transform ng
froma fully collapsible configuration into an
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upstandi ng fully expanded configuration and thence
back into the fully collapsible configuration, the
structure in the fully expanded configuration
havi ng a base intended for resting on a horizontal
surface and a top, the structure conprising:

at |l east three side nenbers (102A, B, C), each

si de nmenber having a continuous franme (106)
formed froma flexible coilable material, the
frame formng a single | oop when expanded and

t hree overlaying | oops when coll apsed, and a
panel (108) fornmed froma fol dable material, the
panel having nmeans (110) for confining the frane
wher eby when the franme is expanded the panel is
pul | ed taut by the franeg;

each of the side nenbers having a respective
first part (120) and second part (122), with
means (130) to attach said parts of adjacent

si de nenbers together so that when attached the
si de nenbers can hinge relative to one anot her:
and neans (104, 132) to hold the side nenbers so
that the portable structure can remain in the
upstandi ng fully expanded configuration;

characterised in that the first part (120A) of one side
menber is attached to the second part (122B) of anot her
si de nmenber whil st the second part (122A) of the one
side nmenber is attached to the first part (122C) of yet
anot her side nmenber such that the side nenbers form
when the structure is inits fully expanded
configuration a ring of side nenbers with each of the
side nmenbers hinged by its first part and its second
part respectively to tw adj acent side nenbers, and
With the structure in the upstanding configuration
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havi ng an apex (A) at its top."

First auxiliary request:

"A portable structure operable for transformng froma
fully coll apsible configuration into an upstandi ng
fully expanded configuration and thence back into the
fully collapsible configuration, the structure in the
fully expanded configuration having a base intended for
resting on a horizontal surface and a top, the
structure conpri sing:

at | east three side nenbers (102A B, C), each side
nmenber having an i ndependent continuous frane (106)
formed froma flexible coilable material, the frame
formng a single | oop when expanded and three

overl ayi ng | oops when col | apsed, and a panel (108)
formed froma foldable material, the panel having neans
(110) for confining the franme whereby when the frane is
expanded the panel is pulled taut by the franeg;

each of the side nenbers having a respective first part
(120) and second part (122), wth neans (130)to attach
said parts of adjacent side nenbers together so that
when attached the side nmenbers can hinge relative to
one anot her; and neans (104, 132) to hold the side
nmenbers so that the portable structure can remain in
the upstanding fully expanded confi guration;
characterised in that the first part (120A) of one side
nmenber is attached to the second part(122B) of anot her
si de nenber whilst the second part (122A)of the one
side nmenber is attached to the first part (120C) of yet
anot her side nenber such that the side nenbers form
when the structure is inits fully expanded
configuration a ring of side nenbers with each of. the
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side nmenbers hinged by its first part and its second
part respectively to tw adj acent side nenbers, and
With the structure in the upstanding configuration
havi ng an apex (A) at its top."

Second auxiliary request:

"A portable structure operable for transform ng froma
fully collapsible configuration into an upstandi ng
fully expanded configuration and thence back into the
fully coll apsi ble configuration, the structure in the
fully expanded configuration having a base intended for
resting on a horizontal surface and a top, the
structure conpri sing:

at | east three side nenbers (102A B, C), each side
menber having a continuous frame (106) forned from a
flexible coilable material, the frane formng a single
| oop when expanded and three overl ayi ng | oops when
col | apsed, and a panel (108) forned froma fol dable
material, the panel having neans (110) for confining
the frame whereby when the frane is expanded the pane
is pulled taut by the frane;

each of the side nenbers having a respective first part
(120) and second part (122), said first part (120)
being a top left part and said second part (122) being

a top right part in the fully expanded confiquration,

with means (130) to attach said parts of adjacent side
nmenbers together so that when attached the side nenbers
can hinge relative to one another; and neans (104, 132)
to hold the side nenbers so that the portable structure
can remain in the upstanding fully expanded
configuration;
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characterised in that the first or top left part (120A)

of one side nenber is attached to the second or top
right part (122B) of another side nenber whilst the
second or top right part (122A) of the one side nenber

is attached to the first or top left part (120C) of yet

anot her side nmenber such that the side nenbers form
when the structure is inits fully expanded
configuration a ring of side nenbers with each of the
side nmenbers hinged by its first part and its second
part respectively to tw adj acent side nenbers, and
With the structure in the upstanding configuration
having an apex (A) at its top."

The appel | ant argued as fol |l ows:

It was argued that the above Clains 1 and simlarly
wor ded apparatus Clains 5 of the above requests
infringe Article 100(c) EPC in so far as two features,
namel y an independent frane for each side nenber and
top left and top right parts of the confining neans,
portions of which conprise the hinging neans, are both
not specified in these clains, although the
specification of the patent in suit as filed discloses
these features as being part of the present invention.

That each side nenber of the clainmed structure nust
have an i ndependent continuous frane is in fact

inmplicit in the structure according to Claim1 as
granted, since otherw se the side panels could not be
fully collapsed into three overlaying | oops. To reach
this result, each franme of each side nenber nust be

I ndependent of its confining nmeans, in other words it
must be able to slide in its pocket. There is therefore
no objection to introduce this feature in the clains,

al though it does not seemto be absolutely necessary.
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On the other hand, it is not essential for the present

i nvention that the hinges should only be |ocated at the
top right and top left parts of the confining neans of
the frame. Inportant in this respect is to see what is
the technical concept which underlies the present
invention und is inplicitly disclosed to the skilled
person by the description, as originally filed, of the
patent in suit for the follow ng reasons:

Saddl e shaped structures, either rigid or conprising a
fol dable material, were well known. Wen a fol dable
material is involved, as is the case with the present

i nvention, uniformtensioning is critical and the prior
art literature shows that, for this purpose, rods,
ropes or cables were used. However, with the present
invention, it is quite different to use, for the sane
purpose, a flexible coilable franme, since the shape of
the panel in its expanded configuration is the result
of the reaction between the self expandable flexible
frame and the foldable material fabric under tension,
said foldable material being used as franme conpression
means. Mreover, the clainmed structure is nmade of an
assenbly of several side nenbers, which are not only
sel f-expandabl e, each for itself, but also, due to the
presence of the hinging neans, provide spring forces
whi ch push the side nenbers apart from each other,
until they splay out apart, so that a taut structure is
obtained in the fully expanded configuration. However,
the structure does not reach a approximative fl at
shape, since additional neans, nanely the clained
hol di ng nmeans which al so work under tension, are
provided to stop their extensions. Thus, both, the
pressure forces for erecting the structure and the
hol di ng neans for stopping this process step at a
certain stage, are essential for the concept of the
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structure according to the present invention are

The shape of the side nenbers or frames nay be

i ndependent fromthis technical concept. In the
description of the patent in suit, different exanples
of this concept are given and, in particular, regarding
t he passage concerni ng the enbodi nent of Figure 18, the
presence of "top left" and "top right" parts of the
side nmenbers are not nentioned. Regarding this figure,

t he hinge neans could be | ocated according to the
description on the | ower part of the | ong upper side
edge of a side nenber, and, in such a case, it is even
questi onabl e whether this part, which is closer to the
bottom part than to the top part, should be referred as
a "top part". In the enbodi nent according to Figure 1,
the top or apex is substantially flat and, according to
the description, page 18, lines 30 to 34, as originally
filed, it can be |eft open, wthout material, so that,
here al so, the neaning of the expressions "top left"
and "top right parts" is questionable. Only with the
enbodi nent of Figure 27, the shape of the side nenbers
together with their nunber is said to be essential to
make the structure self-supporting, when no floor neans
are provided. It follows that the precise |ocation of
the hinges is a nere matter of choice and, thus, is not
i nportant. Therefore, the nention of the top |left and
top right parts in the clains as granted is an
unnecessary limtation.

The appel | ant requested that the decision under appea
be set aside and that the patent be naintai ned:

- as granted, or

- on the basis of either the first or second
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auxiliary request filed wth letter dated 27 June
2000.

Reasons for the decision

1

2764.D

The appeal is adm ssible.

In the description as originally filed of the patent in
suit, there is no explicit nention of any technica
concept, which may underlie the present invention. The
i ntroductory part of this description, after having
nment i oned the background art and the objects of the

i nvention, discloses in page 3 the "principals" of the
i nvention, which are repeated in Caim1l as originally
filed. It is in particular indicated that, under the
provi sion of these "principals", the confining neans of
each side nenber have a top left part and a top right
part and that hinging neans are provided for hinging a
portion of the top right part of the confining neans of
one side nmenber to a portion of the top left part of
the confining neans of one other side nenber. The
detail ed part of the description is further introduced
by the statenent that these principals are shown in the
figures and, regarding these figures, the person
skilled in the art can see in all of them w thout
exception side nenbers, which may indeed have
symetrical or unsymmetrical shapes, but neverthel ess
each conprise at |least four sides in the formof a
four-corner dianond or four-point panel, said pane
resting on one rounded corner, called the bottom part
in the description, fromwhich in the figures a bottom
right and a bottomleft part diverge upwardly. Each

si de nenber or side panel has nore or |ess a saddl e-
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i ke curvature and its upper corner, referred as the
top part, either forns the apex of the structure or is
| ocated adjacent to it. Therefore, in all enbodi nents
of the present invention, a right and left top part of
each side nenber, nanely the parts i nmedi ately adjacent
to and | ocated on both sides of the top part, can be
recognised. It is true that, in the passage of the
descri ption concerning the second enbodi nent of the

i nvention according to Figure 18, the top left and top
right parts are not explicitly nentioned, but it is

i ndi cated that the "side nenbers are hinged in a
simlar manner as in the (first) enbodi nent” according
to the preceding Figures 1 to 17, in which the top
right and top left parts are clearly shown, being
respectively referenced 120 and 122.

The general |y di anond-shaped form of the side nenbers
is not explicitly nentioned in the original docunents
of the patent in suit. However, it is illustrated in
all figures and there is no at |least explicit

di scl osure of any other possible shapes, which could
have left in doubt the neaning of the expressions "top
left" and "top right" parts. These expressions
interpreted in the Iight of the original docunents of
the patent in suit were therefore clear, so that there
was no | egal reason to nodify them

The appel | ant has argued that the precise |ocation of
t he hinges was not indicated in the description.
However, the description as well as Claim1l clearly

i ndi cate that nmeans are hinging a portion of the top
| eft part of one side nenber to a portion of the top
right part of another and adjacent side nenber. Thus,
according to the description as originally filed, the
hi nging neans are at |least to be |ocated on these
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determi ned parts of the side nenbers. It may be that,
in the case of the asymetrical enbodi nent according to
Fi gure 18, hinging neans |ocated on the | ower portion
of the long "right" or "left" top part of a side nmenber
are closer to the ground than they are to the apex, so
that the use of these expressions may appear to be
strange. Nevertheless this does not prevent the hinge
means from being | ocated on said top parts in the
nmeani ng of the description as filed.

Also an inplicit basis for the general technica
concept, which according to the argunents of the

appel lant in the oral proceedings underlies the present
i nvention, cannot be found in the original docunents of
the patent. As already said, nowhere in the description
is there a reference to the idea of such a genera
techni cal concept and this idea seens even to be in
contradiction with the so called "principals" of the

i nvention disclosed in the original description and
nmentioned in the above point 2. In particular, there is
no suggestion anywhere in the description that the

| ocation of the hinging neans is irrelevant for the
present invention or that shapes for the side nenbers
other than those illustrated in the figures, and nore
particularly shapes wthout right and left top parts,
could be used in the context of the present invention.

In contrast thereto, page 6, lines 24 to 26, of the
description as filed, which deals with the genera
features of the present invention, discloses that "each
of the side nenbers include a conpression neans for
shapi ng the expanded frane of each side nenber into a
predeterm ne(d) configuration". Such a passage seens -
contrary to the appellant's argunents - to indicate
that the shape of the side nenbers is of inportance.
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The person skilled in the art, reading further this
passage in conbination with the passage about the
“principals" of the invention, cones to the concl usion
that the right top part and left top part are essentia
features of the present invention. The appellant's
argunent concerni ng the enbodi nent of Figures 27 and
28, nanely that only the passage (page 17, lines 14 to
25 of the original description) concerning these two
figures indicates that the shape according to this
enbodi nent is of inportance, which a contrario would
imply that this is not the case for the other

enbodi nents, is to be rejected, since the sanme passage
beginns with the indication that this enbodi nent is
"produced by the principals of the invention". These
"principals" as far as the |ocation of the hinging
means is concerned are confirmed by the foll ow ng
passage (page 17, lines 26 to 35) which concerns
particul ar exanpl es of hinging neans according to
Figure 29, which in this passage are used "for quick
connecting the top parts of adjacent side nenbers". It
clearly shows, that at the priority date of the patent
in suit, this particular |location of the hinging neans
was considered to be essential.

Thus, according to the docunents of the patent in suit
as originally filed, the |oop of the side nenber, as
mentioned in Claim1, nust be such as to conprise top
right and top left parts. This inplies a certain shape
of this |oop.

It is further noted that no nention of a "first part”
or "second part" of a side nenber appears in the
description as originally filed, so that the skilled
person reading Claim1 as granted or Claim1 according
to the first auxiliary request and trying to interpret
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these clains in the light of the description would be
confused by these new terns and questioned the
protection sought by them which seens to be open to a
broader interpretation than that of the expressions
"right or left top parts”, since they do not refer to
the top of the side nenbers. Caiml as granted and
Caiml of the first auxiliary request only nention a
base, a top in the formof an apex and first and second
parts for the shape of the side nenbers. According to
the description the apex could be a panel. Thus, shapes
may be included in the scope of these clains, although
they were not disclosed or suggested in the description
of the patent in suit, as originally filed. The
teaching of Cdaim1l as granted and of Claim 1l according
to the first auxiliary request are therefore anbi guous
and all ow scope for an interpretati on which extends
beyond the initial disclosure of the patent in suit.

For all these reasons, the set of clains according to
the main request and first auxiliary request are not
adm ssible (Article 100(c) EPC).

In Cainms 1 and 5 of the second auxiliary request,
there is no nention of side nenbers, which each have an
I ndependent continuous frame. This term "independent”
was al so included in the "principals" of the invention
and the appellant in the oral proceedings has confirned
that each side nenber nust have an independent frane,
in the sense that each franme can slide in its confining
first means (pocket) which by nmeans of the second neans
are attached to the foldable nmaterial form ng the side
panel . An independent frane is necessary to avoid any
stressing of the foldable material during the
col | apsing operation. It is therefore a feature, which
is essential for the present invention and,
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consequently, should be found in the independent

clains. The appellant's argunent, that this feature was
inplicit and therefore unnecessary, cannot be fol |l owed.
The nere deletion of this feature, when - as nentioned
above - it was originally explicitly disclosed, could
give the inpression that this feature is no | onger

consi dered as essential and, thus, broaden the scope of
the invention.

It follows that the set of clains according to the
second auxiliary request is also not adm ssible
(Article 123(2) EPC)

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

A. Counillon C. T. WIlson
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