BESCHWERDEKAMVERN
DES EUROPAI SCHEN

BOARDS OF APPEAL OF CHAMBRES DE RECOURS
THE EUROPEAN PATENT

DE L' OFFI CE EUROPEEN
DES BREVETS

DECI SI ON
of 1 June 2004

PATENTAMTIS OFFI CE
I nternal distribution code:
(A) [ ] Publication in QJ

(B) [ ] To Chairnmen and Menbers
(O [X] To Chairnen

(D) [ 1 No distribution

Case Nunber:

Appl i cati on Nunber:
Publ i cati on Nunber:

| PC:

Language of the proceedi ngs:

Title of invention:

T 1102/00 - 3.3.8
89400768. 1
0344024

C12N 15/ 81

FR

Vect eur pour |'expression des récepteurs nenbranaires de
manmi f ére dans des organi snes unicellulaires et procédé
d' étude de |igands reconnai ssant des récepteurs

Pat ent ee:

CENTRE NATI ONAL DE LA RECHERCHE SClI ENTI FI QUE

Opponent :

Duphar International Research B.V.

Headwor d:

Manmal i an nmenbr ane recept or s/ CNRS

Rel evant | egal provisions:
EPC Art. 123(2), 56, 14(3)
EPC R 1(2)

Keywor d:

“"Main request and auxiliary request 1 - disclainer not

al | owabl e"
"Auxiliary requests 2 to 4 -

i nventive step (no)"

"Auxiliary request 5 - not admtted in the appeal proceedi ngs"

Deci si ons cited:

G 0001/03, G 0002/03, J 0018/90, T 0455/91

Cat chword

EPA Form 3030 06. 03



9

Européisches European Office européen
Patentamt Patent Office des brevets

Beschwerdekammern Boards of Appeal Chambres de recours

Case Nunber: T

Appel | ant :

1102/00 - 3.3.8

DECI SI ON

of the Technical Board of Appeal 3.3.8

(Proprietor of the patent)

Repr esent ati ve:

Respondent :
( Opponent)

Repr esent ati ve:

Deci si on under appeal

Conposition of the Board:

Chai r man:
Menmber s:

L. Galligani

of 1 June 2004

CENTRE NATI ONAL DE LA RECHERCHE SClI ENTI FI QUE
15, quai Anatol e France
F- 75007 Paris (FR)

Desai x, Anne

Ernest Qutmann - Yves Pl asseraud S. A
3, rue Chauveau- Lagarde

F- 75008 Pari s (FR)

Duphar International Research B.V.
C.J. van Houtenl aan 36
NL- 1381 CP Weesp (NL)

Ver hage, Marinus, Dr.
Cct rooi bureau Zoan B. V.
P. 0. Box 140

NL- 1380 AC Weesp (NL)

Deci sion of the Qpposition Division of the
European Patent O fice posted 12 Septenber 2000
revoki ng European patent No. 0344024 pursuant
to Article 102(1) EPC

M R Vega Laso
C. Rennie-Snith



- 1- T 1102/ 00

Summary of Facts and Subm ssi ons

2660. D

The appeal lies fromthe decision of the opposition

di vi sion posted on 12 Septenber 2000, whereby European
patent No. 0 344 024 (European application

No. 89400768.1) was revoked pursuant to Article 102(1)
EPC. The patent had been opposed on the grounds of
Article 100(a), nanmely lack of inventive step

(Article 56 EPC), 100(b) and 100(c) EPC. At a later
stage of the opposition proceedings the opposition
ground of |ack of novelty (Article 54 EPC) was

i ntroduced.

The deci sion was based on clainms 1 to 13 as filed on

4 February 2000. The opposition division decided that
the clains nmet the requirenents of Articles 123(2), 84
and 83 EPC, and that the subject-matter of the clains,
the priority rights being considered as validly clained
(Article 87 EPC), was novel. However, the subject-
matter of clains 1 to 8 and 10 to 13 | acked an

i nventive step in view of docunent:

(E): Enorine, L.J. et al., Proc. Natl. Acad. Sci. USA
Vol . 84, pages 6995 to 6999, Cctober 1987

in conbination with docunents:

(J): Bitter, GA , Mthods in Enzynol ogy, Vol. 152,
pages 673 to 684, 1987, and

(L): Fujita, N et al., Biochem Soc. Synp., Vol. 52,
pages 41 to 56, 1986.
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| ndependent clains 1, 10 and 11 of the set of clains on
whi ch the deci sion was based, read as foll ows:

"1. Vecteur reéplicable dans une culture de |evures
contenant un insérat de nucl éoti des codant pour une
séquence d' aci des ami nés cont enue dans une protéine de
manmi f ére et ayant une activité biol ogi que de récepteur
menbranaire, ce vecteur étant caractéri sé en ce que

| "insérat est placé sous |le contrdle d' une séquence,

i ncluse dans ce vecteur autorisant |'expression de cet
i nsérat dans les |levures, et conportant notanment un
pronot eur reconnu par |es polynérases de ces |evures,
et en ce que cet insérat code pour une séquence

d' aci des ami nés contenue dans une protéine de nmanm fere
présentant des él énents de structure en commun avec |es
récepteurs nenbranaires susdits, notanmment |es
récepteurs a- ou b-adrénergiques, |les récepteurs
nmuscari ni ques, |es récepteurs neuropeptidi ques, en
particulier la "substance K', ladite séquence d' acides
am nés conportant dans la structure au sein de la

menbr ane pl asm que, sept segnents transnmenbranaires
hydr ophobes entre | esquels s'intercal ent des boucl es
extra et intracellulaires, une région am noterm nal e
extracellulaire et une région cytoplasm que
carboxyterm nale, et des sites de |iaison constitués
par des régi ons hydrophiles fornées dans | a nenbrane,

| " expression de |'insérat s'acconpagnant égal enent de

| " exposition a |"extérieur de ces |levures des sites
caract éristiques des récepteurs nenbranaires qu
affleurent a la surface des cellules de mammi f éres

d origine."

"10. Procédé de détection de |la capacité d' une nol écul e
a se conporter come ligand vis-a-vis d' un récepteur
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appartenant a la classe des récepteurs normal enment
fixés a une protéine G caractérisé par

% la mse en contact de |a nol écul e avec un organi snme
unicellulaire a |'exception des lignées cellulaires de
manmi f éres, préal abl enent transfornmé par un vecteur

| ui -mérmre nodifié par un insérat codant pour ce

récept eur nmenbranaire, cet organi sme exprinmant |edit
récepteur nenbranaire, |e cas échéant aprés induction
de |' expression de cet insérat, et portant a sa surface
un ou plusieurs sites spécifiques de ce récepteur,
cette mise en contact étant effectuée dans des
conditions pernmettant la formation d une |iaison entre
[ "un au noins de ces sites spécifiques et la dite

nol écule dés lors qu'elle s'avérerait effectivenent
posséder une affinité pour ce récepteur;

¥% la détection de la formation éventuell e d' un conpl exe

du type ligand-récepteur.”

"11. Procédé pour |'étude de |'affinité d un récepteur
de manm fére appartenant a |la classe de ceux qui sont
coupl és a une protéine G pour un ou plusieurs |igands
déterm nés, caractérisé par:

% la transformation d une culture unicellulaire avec un
vecteur, a |'exception des lignées cellulaires de
manmi f éres, notamment un plasnmi de ou un phage, dans

| equel avait auparavant été incorporée une séquence de
nucl éoti des codant pour |e pol ypeptide contenu dans ce
récepteur de mammifére, sous le contréle d' él énments de
régul ati on, notanmment d'un pronoteur, pernettant

| ' expression dans la culture unicellulaire utilisée, de
| adite séquence de nucl éotides, et |'exposition a

| " extérieur de ces hdtes unicellulaires, des sites

caract éristiques des récepteurs nenbranaires qu
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affleurent a la surface des cellules de nmammi f éres

d' origine,

¥% la culture des organi snes unicellulaires transformés
dans des conditions pernmettant |'expression dudit

i nsérat,

% la mse en contact de ces organi snes unicellulaires
avec ces |igands déterm nés,

¥ la détection d une réaction affine entre lesdits
organi smes unicellulaires transfornés et lesdits

| i gands déterm nés."

Dependent clains 2 to 7 concerned particul ar

enbodi nents of the vector according to claim1,.

| ndependent claim8 was directed to yeasts transforned
with the clained vector. |Independent claim9 concerned
an E. coli cell culture (1-737) as deposited with the
CNCM and i ndependent claim 12 was directed to a kit
conprising a culture of yeasts transformed with a
vector according to clains 1 to 7. Finally, independent
claim13 related to a nmethod for expressing a mammal i an
receptor on the surface of bacterial or yeast cells.

Wth the statenment of grounds of appeal, the patentee
(appellant) submtted five new docunents in support of
its inventive step argunents. The opponent (respondent)
filed a response, including three additional docunents,
and requested that the docunents filed by the appell ant
shoul d not be admtted. Both parties requested oral
proceedi ngs as a subsidiary request.

The parties were sunmoned to oral proceedings. In a
conmuni cation pursuant to Article 11(1) of the Rules of
Procedure of the Boards of Appeal sent with the sumons,
t he board expressed its provisional opinion on sone of
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the issues to be discussed during the oral proceedings,
inter alia the issue as to whether the disclainmer in
clainms 10 and 11 m ght contain added subject-matter
contrary to Article 123(2) EPC.

In reply to the board' s conmuni cation, the appell ant

mai ntained clainms 1 to 13, on the basis of which the
deci sion of the opposition division was taken, as its
mai n request. Additionally, it submtted four auxiliary
requests, all them having in common that claim2 of the
mai n request was omtted, and clains 3 to 13 renunbered
as claims 2 to 12. Moreover, in auxiliary requests 2

to 4, claim9 was anended to replace the limtation
"“organi snme unicellulaire a |'exception des |ignées
cellulaires de mami feres" by "organi sme unicellulaire
choisi parm |es bactéries et les |evures", and the
terns "la transformation d une culture unicellulaire
avec un vecteur, a |'exception des lignées cellulaires
de mammi féres" in claim10 was replaced by "la
transformation d' une culture unicellulaire choisi parm

| es bactéries et |les |evures, avec un vecteur".

Claim1 of auxiliary request 3 differed fromclaim1l of
the main request in that the phrase "cet insérat code
pour une séquence d'aci des anm nés contenue dans une
prot éine de manmifére..." had been replaced by "cet

i nsérat code pour une séquence d'aci des am nés d' une
protéine de manmifere...". In claim1l of auxiliary
request 4, the clainmed vector contained an insert
encodi ng a manmal i an nmenbr ane receptor having
structural elements in conmon with particular types of
receptor specified in the claim("cet insérat code pour
un récepteur nenbranaire de nmanmi fére présentant des

él énments de structure en comun avec notamment...").
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Oral proceedi ngs took place on 1 June 2004. The parties
were heard on the question of the allowability of the
di sclaimer present in clains 10 and 11 of the main
request and clains 9 and 10 of auxiliary request 1, in
vi ew of decisions G 1/03 and G 2/03 (QJ EPO 2004, 413
and 448), and on issues in connection with

Articles 123(2) and (3), 84, 87, 54 and 56 EPC with
respect to auxiliary requests 2 to 4.

After the board expressed its intention to dism ss the
appeal, the appellant requested the opportunity to file
an additional request. The new request (auxiliary
request 5) consisted of four clains, claim1l being
identical to claim9 of the main request and clains 2
to 4 being derived fromclains 10, 11 and 13 of that

request and contai ni ng extensive anendnents.

In addition to the docunents already listed in
section | above, the follow ng additional docunent is
referred to in this decision

(I): Fujita, N et al, Science, Vol. 231, pages 1284
to 1287, March 1986.

The subm ssions nmade by the appellant in witing and
during oral proceedings, as far as they are relevant to
this decision, may be sumrari sed as foll ows:

Wth respect to Article 123(2) EPC

The subject-matter excluded by the disclainmer in

clainms 10 and 11 of the main request had a basis in the
application as filed, nanely on page 3, lines 21 to 25.



2660. D

-7 - T 1102/00

Al though the termused in the disclaimer ("lignées
cellulaires de mammi féres") was not literally identical
to the termused in the description ("cultures de
cellules de manmmi féres"), it had however unanbi guously
the sane neaning in the context.

As to the objection of lack of inventive step:

The difference between the disclosure of docunment (E)
and the clained subject-matter was that the G coupl ed
receptor was expressed in a host cell of a different
originin terns of species, thereby introducing a |evel
of heterogeneity in the expression system whi ch was
nei t her disclosed nor envisaged in docunent (E). The
cells used in docunent (E) were mammalian cells, in
particular rabbit TP3 cells. Docunent (E) provided no
incentive for the skilled person to depart from
manmmal i an cell systens and to express G coupl ed
receptors in other types of cells. The opposition

di vision's conclusion, that the patent provided
sufficient incentive for the skilled person to

formul ate the problem solved by the invention, was only
the result of a ex post facto anal ysis.

Docunent (J) was merely a cookbook guidance to the
skilled person for nmethods that may be feasible or not
in specific areas of research. Although docunment (J)
descri bed the successful expression of three different
het er ol ogous proteins, nanely a viral glycoprotein, the
al pha-subunit of the fish Torpedo californica and the
maj or surface antigen of the sporozoite stage of

Pl asnodi um know esi, in yeast, there was no indication
that a mammualian G coupled receptor with seven
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hydr ophobi ¢ transmenbrane segnents coul d be expressed
in yeast.

The opposition division failed to consider that a

skill ed person would not equate the successful
expression in yeast of a subunit of a nicotinic

acetyl choline receptor fromthe el ectronic organs of a
fish (as described in docunent (L)) with the successful
expression in yeast of a manmmalian G coupl ed receptor
Since maintaining structural conformation in nenbrane
proteins was inportant for ligand binding, it could not
be predicted that functional expression of a particular
subunit of a specific receptor would be predictive of

t he functional expression in yeast of any receptor
havi ng transnmenbrane domains but with a different

conformati on.

The respondent's submi ssions may be summarized as
fol |l ows:

The sel ection of yeast for the production of mammali an
G coupl ed nenbrane receptors was obviously derivable
froma conbi nati on of docunment (E) wth docunment (L)
and/ or docunment (J). The sane standards had to be
appl i ed when assessing the sufficiency of the

di scl osure of the patent in suit and the discl osure of
docunent (J). The disclosure content of the patent in
suit for the expression in yeast was rather poor;
reference was nade only to standard plasm ds and
pronoter regions already known at the priority date,
and the yeast "l eader sequence" or "signal sequence"
was described only in very general ternms w thout any
specific exenplification. In addition, the exanples in
t he experinental section of the specification pertained
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exclusively to bacteria and no experinmental results
were given for yeasts. Docunent (J) not only provided a
notivation to consider yeasts as an alternative
eukaryotic unicellular host cell, but also provided
even nore guidance to the skilled person than the

pat ent specification itself.

No prejudice existed in the art against the
applicability of the disclosure of docunments (L) and (J)
to the probl em defined on the basis of docunent (E)

ie the expression of a conplete functional receptor in
an alternative unicellular host cell. There was al so no
indication in the prior art that the expectation of
success was ill-founded. If the skilled person had

repl aced the subunit of the pentameric receptor of
docunent (L) by the desired heptameric receptor and
foll owed the instructions given in documents (J)

and/or (L), he/she would have arrived at the solution
proposed in the patent.

The appel | ant requested that the decision under appeal
be set aside and that the patent be maintained on the
basis of either the main request or auxiliary requests
1to 4, all filed on 30 April 2004, or auxiliary
request 5 filed during the oral proceedings.

The respondent requested that the appeal be dism ssed.



- 10 - T 1102/ 00

Reasons for the Decision

For ma

i ssues

Al t hough the | anguage of the proceedings is French

(cf Article 14(3) EPC), the parties agreed that the
Engl i sh | anguage be used during the oral proceedings,
and that the decision be issued in this | anguage (see

J 18/ 90, Q) EPO 1992, 511). Nevertheless, in conpliance
with Rule 1(2) EPC, anendnents to the clains were
submtted in French

In order to support their argunents on inventive step,
both parties relied on new citations including, in part,
post - publ i shed docunents. The respondent requested that

t he docunents filed by the appellant should be held

i nadm ssi bl e by the board.

The board, having examned the newy filed docunents as
to their relevance, finds that none of these docunents
either contains information nore relevant to the
assessnment of inventive step than the information
contained in the docunments already on file, nor

di scl oses any matter which could change the outconme of
t he decision. Since the board sees no reason not to
admt them all docunents filed in the appea

proceedi ngs, either by the appellant or by the
respondent, are admitted in the proceedi ngs.

Mai n request and auxiliary request 1 - Article 123(2) EPC

2660. D

In its decision, the opposition decision held that the
di sclaimer present in clains 10 and 11 of the main
request ("a |'exception des |lignées cellulaires de
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mamm f éres") correctly excluded the novel ty-destroying
matter disclosed in the prior art. The opposition

di vi sion apparently did not exam ne the question as to
whet her the disclainer in clainms 10 and 11 had a basis
in the application as filed, this question being
decisive for the criteria to be applied in assessing
its allowability.

The board is not convinced that the passage in the
application as filed cited by the appellant (see
section VIII above) provides a basis for the disclainer
inissue. Even if it were acknow edged that the
subject-matter defined by the expression "lignées
cellulaires de mamm féres" (as in the disclainmer)
corresponded exactly to that defined by the expression
“cultures de cellules de nmanmi feres" (as in the
application), it cannot be inferred fromthe disclosure
of the application as filed that the applicant intended
to exclude such subject-matter fromthe scope of
protection it was seeking. Thus, the board comes to the
conclusion that the disclainer in claims 10 and 11 has
no basis in the application as fil ed.

The criteria to be applied in assessing the
allowability of a disclainmer which is not disclosed in
an application as filed have been established by the
Enl arged Board of Appeal in decisions G 1/03 and G 2/03
(supra). According to these decisions, an undisclosed
di scl ai mer may be allowable in order to restore novelty
by delimting a claimagainst an acci dent al

antici pation under Article 54(2) EPC. An anticipation
is considered to be accidental if it is so unrelated to
and remote fromthe clainmed invention that the person
skilled in the art would never have taken it into
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consi deration when nmaking the invention (see point Il

of the Headnote). If a disclainmer is or becones

rel evant for the assessnent of inventive step or
sufficiency of disclosure, it will be considered to add
subject-matter contrary to Article 123(2) EPC (see
point I1.3 of the Headnote).

6. In the present case, the disclainmer at issue was
introduced in order to restore novelty by delimting
claims 10 and 11 of the main request against the
subj ect-matter disclosed in docunent (E). In the
assessnment of inventive step nmade by the opposition
division (see in particular point 7.4 of the contested
deci sion), docunent (E) was considered as the cl osest
prior art for clains 10 and 11, ie as the prior art
docunent di scl osing subject-matter aimng at the sane
obj ective (production of a nmanmal i an nenbrane receptor
in an heterol ogous expression system as the clai ned
nmet hods, which woul d be taken by the skilled person as
the starting point for further devel opnent (see Case
Law of the Boards of Appeal of the European Patent
O fice, 4'" edition 2001, Section |.D.3). This finding
has not been contested by the appellant and the board
sees no reason to differ.

7. It follows fromthe above that docunent (E), being
rel evant for the assessnent of inventive step, cannot
be considered as an accidental anticipation under
Article 54(2) EPC for the subject-matter of clains 10
and 11 of the main request, and that the disclainer
included in these clains is not allowable as it adds
subject-matter contrary to Article 123(2) EPC. The sane
applies to clains 9 and 10 of auxiliary request 1.

2660. D
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Therefore, the main request and auxiliary request 1
must fail.

Auxiliary requests 2 to 4

8. In view of the findings on Article 56 EPC (see
points 19 and 20 bel ow), the board does not deemit
necessary to discuss the issues under Articles 123(2),
84 and 83 EPC with respect to auxiliary requests 2 to 4.
Novelty (Article 54 EPC) of the clainmed subject-matter
has not been contested by the respondent.

| nventive step (Article 56 EPC)

9. The patent was revoked by the opposition division on
the grounds of |ack of inventive step for the subject-
matter of clains 1 to 8 and 12, as well as of clains 10,
11 and 13 of the sole request then on file (main
request in appeal proceedings), insofar as these clains
referred to yeast. The set of clains of the present
second auxiliary request differs fromthe set of clains
exam ned by the opposition division only in that
claim2 has been omtted and the disclainmer in the
renunbered clainms 9 and 10 has been repl aced by the
[imtation "organi sme unicellulaire choisi parm |es

bactéries et les | evures".

10. For the assessnent of inventive step, docunent (E) is
considered as the closest prior art. Docunent (E)
descri bes the heterol ogous expression of a functional
human R3;-adrenergic receptor in the rabbit splenocyte
line TP3, this cell line having been transfected with a
pl asm d that contains a nucl eotide sequence encodi ng
t he receptor.

2660. D



- 14 - T 1102/00

11. Starting fromdocunent (E), the objective technical
problemto be solved is to provide an alternative
expression system for the production of a mammali an
menbr ane receptor coupled to a guani ne nucl eoti de
regul atory protein, the receptor being inserted into
the cell menmbrane in a manner that allows binding of
its |ligands.

12. This problemis allegedly solved by an expression
system based on a vector according to claim1, which is
replicable in yeast, or an E. coli vector as described
in the exanples of the patent, both types of vector
cont ai ning a nucl eoti de sequence that encodes a protein
with the activity of a mammal i an nenbrane receptor. The
proposed expression system can be used for screening
potential |igands of the nenbrane receptor (see claim?9)
or assessing the affinity of the receptor for certain
ligands (see claim10). A kit relying on the yeast
expression systemis also provided (see claim1l).

13. The question at issue is whether the production of a
protein with the activity of a manmal i an G coupl ed
receptor in yeast was obvious within the neaning of
Article 56 EPC, ie whether the skilled person, having
regard to docunent (E) alone or in conbination with
other prior art docunents, would have tried to produce
the protein in yeast, and whether he/she woul d have had
a reasonabl e expectati on of success.

14. The appel |l ant has argued that none of the docunents
cited provides an incentive to the skilled person to
depart froma manmalian cell systemfor the expression
of the menbrane receptor as described in docunent (E)

2660. D
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The board, however, notes that, if the problemis
nerely to find an alternative, the skilled person does
not in principle need an incentive to try alternatives
which are part of the conmon general know edge in the
pertinent technical field, in this case the expression
of heterol ogous genes. The skilled person working in a
certain field does not remain inactive, but always
seeks alternatives or changes in known processes or/and
products when little work and no risks are involved
usi ng routine neasures and w thout applying inventive
skills (cf eg T 455/91, QJ EPO 1995, 684).

Nonet hel ess, it is noted that the disadvantages of
manmal i an cells as an expression systemwere wel| known
inthe art, and that it was obvious to the skilled
person to try to find an expression systemwhich did
not present such di sadvant ages. Mbreover, since
manmal i an cells possess their own receptor and effector
proteins which may interfere wth the analysis of the
binding of a ligand to a certain receptor (see in this
respect docunent (E), page 6995, sentence bridging the
left and right colum), the skilled person would in
fact have found a reason in the prior art to seek an
alternative expression systemw t hout such a drawback.

At the priority date, yeast was known in the art as a
sui t abl e expression system for heterol ogous genes, and
in particular for genes encodi ng hydrophobi c nmenbrane
proteins (see page 675, first full paragraph of
docunent (J), which exenplifies the general comon
knowl edge at the tinme the priority application was
filed). Having this in mnd, the skilled person would
have readily | ooked for docunents in the field of
menbr ane receptor expression in yeast, and in
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docunent (J) he/she woul d have found a reference to
docunent (1), which described the expression of a gene
encodi ng the al pha subunit of a fish nenbrane receptor
in yeast, and the successful insertion of the protein
subunit thereby produced into the nenbrane. The
receptor retained the ability to bind to |ligands (see
docunent (I), page 1286, right colum). This was
confirmed by the disclosure of document (L).

In view of these encouraging results, the skilled
person seeking to produce the nmenbrane receptor of
docunent (E) in yeast, would have considered replacing
t he nucl eoti de sequence encodi ng the al pha subunit of
the fish receptor in the vector pYTcal disclosed in
docunents (1) and (L), by the sequence encoding a
receptor with seven transnmenbrane domains di sclosed in
docunent (E), thus arriving at the subject-matter of
claiml of the main request w thout applying any
inventive skill. The board concurs with the opposition
division in that, having regard to the teachings of
docunents (L) or (J), the successful production of the
menbrane receptor in yeast could reasonably be expected
when using the vector disclosed in these docunents with
t he sequence encodi ng a mammal i an G coupl ed nmenbr ane
receptor inserted therein.

In sum the nmere choice of yeast as expression system
for a manmal i an G coupl ed nmenbrane receptor is
considered to be obvious having regard to a conbination
of docunments (E) and (1) and, therefore, not to involve
an inventive step in the neaning of Article 56 EPC. The
board al so notes that the patent in suit does not
provi de any additional information or particul ar

techni cal detail which goes beyond the conmon gener al
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knowl edge in the field of yeast expression systens, and
whi ch m ght have contributed to an inventive step over
the prior art.

For these reasons, the clains of auxiliary request 2,
as far as they relate to the expression of the receptor

in yeast, do not involve an inventive step.

Since the clains of the auxiliary requests 3 and 4
differ fromthose of auxiliary request 2 solely in
anmendnents that aimat conpliance with Article 84 EPC
rather than at establishing an inventive step over the
prior art, this finding also applies nutatis nutandis
to them

Auxiliary request 5 — Late filing

21.

22.

2660. D

Auxiliary request 5, having been filed during the oral
proceedi ngs when the debate on all requests then on
file had been concl uded, was undoubtedly "late-filed".
The question to be decided is whether, in spite of its
late-filing, auxiliary request 5 should be taken into
consi deration by the board.

In order to deci de whet her anended claimrequests filed
at a | ate stage of appeal proceedings can be taken into
consi deration, the boards of appeal have applied
different criteria, inter alia, whether the late filing
is justified, whether the new requests represent a bona
fide attenpt at overcom ng objections raised by the
opponent (s) or the board, or whether the requests can
be quickly checked for their conpliance with the EPC

in particular with the requirenents of Articles 123

and 84 EPC (see Case Law of the Boards of Appeal of the



23.

24.

25.
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Eur opean Patent Office, 4'" edition 2001, Section VII
D. 14.)

In the present case, the appellant did not put forward
any argunents to justify the late filing of its
additional auxiliary request, and the board cannot see
any reasons why the appellant did not submt this
request at an earlier stage of the appeal proceedings,
especially taking into account that the objection which
t he appellant's new request tries to overcone, nanely
the lack of inventive step with respect to the
expression of the mammal i an nmenbrane receptor in yeast,
had been raised early in the opposition proceedi ngs and
led to the revocation of the patent by the opposition

di vi si on.

Addi tionally, because of the nunmerous anendnents
introduced in the clains corresponding to clainms 10, 11
and 13 of the nmain request, there nust be serious
doubts as to whether the new auxiliary request would
fulfil the requirenments of Articles 123(2) and 84 EPC.

Accordingly, exercising its discretion to disregard
anmended cl ai mrequests which have been late filed and
are prima facie not allowable, the board decides not to
admt auxiliary request 5 in the appeal proceedings.

Concl usi on

26.

2660. D

The board sees no reason to set aside the decision of
t he opposition division, as neither the main request
nor the auxiliary requests 1 to 4 filed on appeal neet
the requirements of the EPC. The request for
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mai nt enance of the patent on the basis of any of these

requests cannot be granted.

Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

A. Wl i nski L. Galligan

2660. D



