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Summary of Facts and Subm ssi ons
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The exam ni ng divi sion decided at oral proceedi ngs on
11 July 2000 to refuse the European patent application
No. 96 118 603.8 (publication No. 0 765 599) for
contravention of Article 76(1) EPC. The witten
deci si on was di spatched on 19 July 2000.

On 1 Septenber 2000 the appellant (applicant) filed an
appeal against this decision and sinultaneously paid

t he appeal fee. The statenment of grounds of appeal was
recei ved on 15 Septenber 2000.

The statenent of grounds states that on the day before
the oral proceedings the representative for the

appel  ant had tel ephoned the first nmenber of the
exam ni ng division and nentioned that he woul d be
taking a flight fromParis to Munich on the norning of
the oral proceedings but that he m ght be del ayed and
so mght arrive late for the oral proceedings.

| ndeed the representative did not arrive at the tine
arranged for the oral proceedings. After waiting half
an hour, the examning division relied on Rule 71(2)
EPC to continue the proceedings wthout himand, after
di scussion, refused the application and cl osed the oral
proceedi ngs a quarter of an hour after opening them

The appel |l ant considers that the exam ning division was
inflexible and that it should at |east have contacted
the representative's office to check whet her he had
left.



.2 . T 1140/ 00

L1l The version of claim1 refused by the exam ning
di vi si on reads:

"Atoilet sand for animals inpregnated with the

requi red col or-devel opi ng conponent, conpri sing
bronmot hynol blue and a sterilizing agent dispersed in
an organic solvent, said sterilizing agent sel ected
fromthe group consisting of ethanol, isopropyl

al cohol, and DL-pyrrolidone carboxylate."

| V. The statenent of grounds al so includes a new set of
claims 1 to 4 with argunents why they satisfy the EPC,
anended pages 1 to 17 (sone of these pages have been
conpl etely struck through), and draw ngs sheets 1/8 to
8/8 (nostly struck through so that only the original
Figure 5 renains).

The present claim 1l reads:
"Toil et sand for animals consisting of materials which
are inpregnated, printed or painted with an ink
conposed by bronot hynol bl ue di spersed or dissolved in
an organic solvent."

V. In the statenment of grounds the appellant requests

- interlocutory revision (Article 109 EPC)

- that the appeal fee be reinbursed (Rule 67 EPC)
and

- that a patent be granted on the basis of the

clainms filed with the statenent of grounds of
appeal .
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The statenment of grounds al so contains a request for
oral proceedings but this is withdrawn in the letter of
10 January 2001 if the case is sent back to the

exam ning division and the appeal fee is reinbursed.

Reasons for the Decision

2.2
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The appeal is adm ssible.

Interl ocutory revision

The request for interlocutory revision under

Article 109 EPC is a request that only the exam ning
di vision could have granted. It chose not to rectify
its decision but forwarded the appeal to the board,

W t hout reasons because it was prohibited by

Article 109(2) EPC fromconmmenting on the nerit of the
appeal .

The only reason for refusing the application given in

t he exam ning division's decision (see page 2,

section 2) concerned the contravention of Article 76(1)
EPC by the features in claiml then on file of "and a
sterilizing agent dispersed in an organic solvent, said
sterilizing agent selected fromthe group consisting of
et hanol , isopropyl al cohol, and DL-pyrrolidone

car boxyl ate."

However, these features are not present in the version
of claiml filed with the statenment of grounds of
appeal (see section IV of this decision).
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Thus, irrespective of the aspect of the representative
failing to arrive at the tine scheduled for the oral
proceedi ngs (see section 4 below), it seens that the
exam ni ng division should have rectified its decision
and resuned exam nation proceedings (Article 109(1)
EPC) .

| f the exam ning division had nerely declined to

rei mburse the appeal fee then this aspect could have
been dealt with separately by the board (see section 5
bel ow) .

Request that a patent be granted - Remttal to the
first instance

As stated in section 2.2 above, the newclaim1l differs
substantially fromthat refused by the exam ning
division. It would be inappropriate in these appeal
proceedi ngs for the board to consider this claim1l and
so the board could not allow the appellant's request
for grant of a patent on its basis.

The board instead nakes use of its power under
Article 111(1) EPCto remt the case to the exam ning
di vision for further prosecution.

The oral proceedings held by the exam ning division

Section 2 of the mnutes of the oral proceedings state
that the first nenber "received a personal tel ephone
call fromthe Applicant the day before (10.07.00) in
order to confirmthe later than normal starting tinme of
the oral proceedings at 10.00 hrs.™

Thus, on the day before the oral proceedings, the
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representative confirmed that he woul d be com ng.

Al t hough not nentioned in the mnutes, it is witten on
page 1 of the statenent of grounds of appeal that
during this tel ephone call the representative said he
woul d be taking a flight fromParis to Munich on the
norni ng of the oral proceedings but that he m ght be
del ayed and so might arrive late for the ora

pr oceedi ngs.

As the starting tinme of 10.00 am had al ready been
confirmed by the summons to attend oral proceedi ngs

di spatched on 19 May 2000, it seens to the board that
the starting tine was not the only reason for the

t el ephone call. The board assunes that the
representative would at | east have nentioned that he
was flying fromParis to Munich on the day of the ora
proceedi ngs, this being the reason for the 10.00 am
start. This is not inconsistent with the m nutes, they
are nerely silent on this point.

The m nutes of the oral proceedings state that after
10. 00 am the exam ni ng division checked that the
appl i cant had been correctly sumoned, checked tw ce
with the porter's |odge at the main entrance of the EPO
PschorrHofe building to establish whether or not the
applicant had arrived and checked that no facsimle,
tel egram or tel ephone calls had been received
pertaining to the applicant's absence. The exam ni ng

di vision then started the oral proceedings at 10.30 am
di scussed the case, refused the application and cl osed
the oral proceedings at 10.45 am

Thus the exam ning division checked whether information
had been received about the applicant's absence. This
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inplies that, had such information been received, the
exam ni ng division mght not have started the oral
proceedi ngs at 10.30 am It would make no sense to check
if any information had been received unless such
information was going to influence how the exam ning

di vi sion was going to act.

It m ght be asked whether the exam ning division,

i nstead of checking whether a facsimle, telegramor

t el ephone call had been received, should have arranged
a telephone call to the representative's office. A good
reason for the exam ning division not to do this was
that it knew that the representative was conm ng and
indeed it nust have assumed that he was on his way. The
board can see no reason why the exam ning division

m ght have supposed that the representative had changed
his m nd and decided not to cone. This was not a case
where a party had remained silent or had hinted that it
m ght not attend an oral proceedings.

Neverthel ess the exam ning division did not wait for
the representati ve.

The board thus considers that the wait of nerely

30 m nutes before starting the oral proceedings and the
taking of the decision 15 mnutes later were
unreasonable in this ex parte case involving a
representati ve known by the exam ning division to be
com ng and presunmably known to be coming fromParis
that norning (see section 4.2 above).

However al so the representative was at fault.

The | ast paragraph on page 1 of the statenent of
grounds states that the representative had encountered



0154.D

S 7. T 1140/ 00

probl ens the week before in Miunich or in Paris and knew
that his flight m ght be del ayed and that he m ght
arrive late. Nevertheless he chose to fly on the
norni ng of the oral proceedings instead of travelling

t he day before.

The first paragraph on page 1 of the statenent of
grounds states that the representative's flight of
07.20 am was over booked. Thus he knew at check-in well
before 07.20 amthat he was going to be del ayed.
Organising a replacenent flight, changing term nals and
checking in would have been his priority and woul d have
t aken consi derable tinme. However the board assunes that
at sone point - at |east once he had checked in - he
woul d have had the tinme needed to nmake a tel ephone cal
and, even if he did not have a nobil e phone, he would
have been in an area with public tel ephones. He argues
"that it was not possible at around 8. 15 am before
going into the plane to informeither our office in
Paris or in Miunich or the EPO of the situation” but the
board considers it should have been possible at this
time at |east to have left a nmessage with the EPO

swi t chboar d.

The flight | anded at 10.45 am the sane tinme as the
deci sion was taken. Wiat happened after this is not

rel evant.

Request for reinbursenent of the appeal fee

Rem ttal forns an adequate basis for deem ng the appeal
al l owabl e (one of the conditions in Rule 67 EPC for

ordering the rei mbursenent of the appeal fee).

Mor eover the board considers that rei mbursenent in this
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case is equitable by reason of a substantial procedural
vi ol ation, nanely the unreasonabl e action by the
exam ni ng division on the norning of the oral
proceedi ngs (see section 4.4 above). Thus the other

rel evant condition in Rule 67 EPC is fulfilled.

The board has explained in section 4.5 above why it
considers also the representative to have been at
fault. However this does not neutralise the substantial
procedural violation conmtted by the exam ning

di vi si on.

Accordingly the appeal fee will be reinbursed.

The board does not wish this order to reinburse the
appeal fee to be seen as a licence to parties, who have
informed the division that indeed they will be com ng
to oral proceedings, to arrive when convenient to them
However in this particular case the representative was
known to be com ng froma distance on the day of the
oral proceedings. A longer delay before starting this
particul ar oral proceedi ngs woul d not have seriously

i nconveni enced the exam ning division (and of course
there was no other party to be inconveni enced).

Oral proceedi ngs before the board are unnecessary
because the conditions set in the appellant's letter of
10 January 2001 are satisfied. The request for oral
proceedings is a request in appeal proceedings so, if

t he appel l ant wi shes oral proceedings in the further
prosecution before the exam ning division, then he
shoul d request them If so, then the exam ning division
shoul d grant the request (and not nake use of the
possibility set out in Article 116(1) EPC of rejecting
a request for further oral proceedings).
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Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance for further
prosecution on the basis of the patent docunents
submtted with the statenment of grounds of appeal.

3. The request for reinbursement of the appeal fee is
al | oned.

The Regi strar: The Chai r man:

G Magouliotis C. Andries
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