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Summary of Facts and Subm ssi ons

3080.D

This is an appeal against the interlocutory decision of
t he opposition division finding that European patent
No. O 589 668, in anended formon the basis of claim1l
of an auxiliary request, net the requirenents of the
EPC. The appellant is the patentee, who has requested
that the patent be maintained on the basis of clains
filed on 4 January 2001 with the statenent of grounds
of appeal; this request is identical to the main
request considered by the opposition division and held
to be unal |l owabl e on the ground of added subject -
matter, Article 123(2) EPC. An auxiliary request was
made for oral proceedings.

The respondent (opponent) requested that the appeal be
di sm ssed.

Claim 1l of the present request reads as follows:

"A nethod of detecting notor stall condition of a dc
notor under the control of a notor control system
conprising a programrable mcrocontroller (21) coupled
to a notor driver (19), the notor driver conmunicating
with the nmotor (17), and the notor being coupled to a
position encoder (21) which is in comrunication with
the mcrocontroller (21), the nmethod conprising the
steps of:

provi ding an average stall threshold val ue ASV
representing a maxi mum desirable operating limt;
providing said mcrocontroller with a tinme counter for
counting tinme intervals T, to a maxi num count val ue of
N
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progranmm ng said mcrocontroller to issue a notor
command representing the position error between the
desired notor position and the actual notor position
for a chosen tine interval T;

progranm ng said mcrocontroller to performthe
following steps for each tinme interval T:

(a) to conpare the nmotor conmand to the average
stall threshold value ASV, and to proceed to step (b)
if said nmotor conmmand is greater than said ASV or to
step (d) if said nmotor conmand is | ess than said ASV,

(b) to conpare the count in said tinme counter to
the value N and, if the count is equal to said value N
then to signal a notor stall fault, or if the count is
| ess than said value N then to proceed to step (c);

(c) to increnent the count value in said counter
to the maxi mum of N and then proceed to step (e);

(d) if the count value in said counter equals
zero then to signal nmotor "OK' and to proceed to step
(e), or if the count value is not equal to zero, then
to decrenent the counter and to proceed to step (e);

(e) to repeat steps (a) to (d) for next tinme
interval T."

Claim 2 of the present request, corresponding to
claim1 as considered all owabl e by the opposition
division, is essentially identical to claim1 above
except that the mcrocontroller is programred to
performthe foll ow ng steps:

"(a) to conpare a notor command to the average
t hreshol d val ue ASV representing a maxi num desirabl e
operating limt, and to proceed to step (b) if said
not or command is greater than said ASV, or to step (d)
if said notor conmmand is | ess than said ASV,
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(b) to conpare the count value in a counter in
said mcrocontroller to zero and, if the count is equal
to zero then to signal a nmotor stall fault, or if the
count is non-zero then to proceed to step (c);

(c) to decrenent the count value in said counter
and then proceed to step (e);

(d) if the count value in said counter equals a
predet erm ned maxi num value N, then to signal notor
"OK' and to proceed to step (e), or if the count val ue
is not equal to N, then to increnent the counter up to
the maxi mum of N and to proceed to step (e);

(e) to repeat steps (a) to (d) for next tinme
interval T."

The appel | ant argued that the subject-matter of claiml
was conplenmentary to, and therefore directly and
unamnbi guousl y derivable from the single enbodi nment,
whi ch was the subject of claim?2. The basic idea
underlying the invention was that in mail processing
systens it was advantageous to use | ow capacity notors
because of their size; these would only provide the
necessary transport torque if overdriven, and they
could be only overdriven for a short tinme w thout
damage bei ng caused. Problens arose if the notor

stall ed whil st being overdriven. It was therefore
necessary to provi de sonme nmeans of nonitoring the tine
the notor was overdriven and detecting a stal
condition before damage could occur. The sol uti on was
to provide an up-down counter to determne this tine.
It did not matter whether the counter counted up or
down so long as either the upper or |lower count limt
could be used to signal a fault condition.

The enbodinent in the originally filed application was
t he subject of present claim2 and counted down, but
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reference was also nmade to the alternative of counting
up and this was the subject of original claiml, see
colum 6, lines 11 and 12, and lines 24 to 26. Once the
skill ed person knew that the described enbodi nent coul d
be nodified to count up, all necessary nodifications
were mnor and foll owed automatically: when the notor
was above the threshold value the counter 62 (Figure 3)
woul d have to count up on each |loop and a notor fault
woul d be signalled when the counter reached the nmaxi mum
of "N'; simlarly, if the notor were bel ow t he

t hreshol d val ue the counter 58 would have to count down
on each loop, the "nmotor "OK"" state being signalled if
the count was "0". It was not necessary for there to be
a drawing illustrating an enbodi nent: the subject-
matter of claiml as filed sufficed to show the skilled
person what steps were necessary for the alternative to
be made to work.

Al though claim 1l of the patent as mmintained referred
in step (d) to increnenting the counter "up to the
maxi mum of N' it was self-evident and the only
reasonabl e readi ng of the docunent that this nerely
meant a single increment on each count |oop. The notor
woul d retain sonme nmenory of being overdriven and coul d
return froma safe drive state back to an overdriven
state, so that resetting the counter once a safe state
was reached would fail to detect the previous history
and take it into account in calculating the safe period
if it were again overdriven

The respondent argued that the appellant's argunment was
based not on what the patent said but on what he would
like it to say. The patent nowhere stated that the
alternatives represented by clains 1 and 2 of the
application as filed were conplenentary. Caim1l as
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originally filed did not have functional bl ocks
corresponding to the bl ocks 52, 58 and 62 of Figure 3.

The test for added subject-matter was a novelty test.
Claim 1l of the present request was not anticipated by
the originally filed application and therefore failed
this test.

Oral proceedings were held on 13 Novenber 2002. At the
cl ose of the proceedi ngs the Chai rman announced the
Board' s deci si on.

Reasons for the decision

3080.D

In the present appeal the patentee has sought to
reverse the opposition division's finding that the main
request was not all owabl e because claim 1l contained
added subject-matter. The respondent not havi ng
appeal ed, the result of the present appeal can
therefore only be either to nmaintain the patent on the
basis of the present request or on the basis of the
auxi liary request allowed by the opposition division.

The application as originally filed described and

cl ai mred a single enbodi nent corresponding to Figure 3
of the patent, in which, during the tinme a notor is
overdriven, i.e. the notor conmmand i s above an "average
stall threshold value", a counter counts down and a
fault is signalled if the counter reaches "0" (see
poi nt V above). O particular relevance is the
operation when the notor is commanded at bel ow t he
threshold value: if the counter is at its maxi mum val ue
"N'" a "motor "OK'" state is signalled, if not the step
of "1 NCREMENT COUNTER TO MAX "N'" takes place, see box
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58 of Figure 3. The corresponding step of claim1 as
al l oned by the opposition division, step (d), states
that the step serves to "increnment the counter up to
t he maxi num of N'.

At the oral proceedings the question arose of what this
step neant. The appell ant argued, see point V above,
that it did not nmean that the counter was reset to the
maxi mum value "N' in a single step; such an
interpretation was technically neaningless and failed
to take account of the possibility that the notor m ght
return froma safe drive state to an overdriven state
By counting up in increnental steps as opposed to
resetting in a single step, any record the notor m ght
have of being overdriven in the past woul d be taken
into account. The wording used nerely indicated that
the counter could be increnmented up to a nmaxi num count
of "N', as could be seen by reference to the
corresponding wording earlier in claiml as originally
filed, which referred at colum 6, lines 11 and 12 of

t he published application to "counting each tine
interval T, to a maxi mum count of N

The Board does not accept the appellant's
interpretation. Step (d) of claiml as originally filed
and the correspondi ng statenent of invention at

colum 2, lines 44 and 45 of the published application
refer to increnenting the counter "up to the maxi num of
N'. The description of the enbodi nent, see colum 5,
lines 18 to 20, states that "if the tinme count is not
equal to the maxi mum count the program count is
increnented to a maxi mum count "N' at |ogic block 58".
The plain neaning of these passages is that the
increnent to "N' is in a single step. The passage at
colum 6, lines 11 and 12 cited by the appellant indeed
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states that the tine counter is for "counting each tine
interval T, to a maxi num count of N', but the reference
to counting each tinme interval, and the presence of the
comma, meke clear that what is neant is that the
counter is capable of counting increnentally up to N
There is no suggestion in the originally filed
application that in the decision branch 58 the count is
increnental. Nor does the originally filed description
suggest that it is inmportant to preserve the record the
not or may have of being overdriven. Although such a
feature m ght be advantageous it arises from an
appreciation of the invention not derivable fromthe
originally filed application.

Wth this in mnd, and turning now to the wordi ng of
claiml1l of the present request, it is noted that step
(d) states that "if the count value is not equal to
zero, then ...decrenment the counter.”. By analogy with
step (d) of claiml1l as allowed, even if the appellant's
argunent that what is now clained is conplenentary to
the originally filed description were accepted, the
step ought to read "...decrenent the counter to zero"
(Board's enphasis). By suggesting that the decrenent to
zero is not in a single step the claimadds subject-
matter.

Moreover, it is noted that step (c) retains the wording
di scussed at point 4 above and requires that the
counter "increnent the count value in said counter to
the maximumof N'; if what is clainmed were
conplenmentary to the descri bed enbodi nent the counter
woul d nerely increase the count by a single increnent

wi t hout going to the maxi num

Finally, the Board wi shes to address the patentee's
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argunent that the skilled person would directly and
unamnbi guousl y derive the information necessary to

i npl ement the present claim1l fromthe enbodi ment of
the originally filed application, using comobn general
know edge, because what was intended was to discl ose
two conpl enentary enbodi nments. If this were the case
the wording of the two original independent clains

m ght be expected to reflect this, but in fact they
differ substantially. The original claim1l clainmed a
highly sinplified arrangenent in which a "MOTOR "OK""
state was signalled if the average threshold val ue or
t he maxi num count was not reached, a "MOTOR FAULT"
state being signalled if it were. The disclosure is
inconplete in that no nmention is nmade of how the
counter is incremented and decrenented, and although

t he appel |l ant sought to show that the skilled person
would fill in the mssing features fromthe descri bed
enbodi nent, the fact that it is necessary to derive
subj ect-matter from el sewhere in the docunent and
nodify it to give what the appellant describes as a
conplenmentary functionality is for the Board proof that
what is required of the skilled person is by no neans
straightforward. Quoting this Board' s decision T 339/89
(not published in Q3 EPO) at point 8:

"...the clained subject-matter is not directly
derivable fromthe originally filed application
docunents but requires the exercise of conscious choice
on the part of the skilled man. This process cannot
properly be described as "interpretation” in the sense
of elucidating the technical content by the application
of the common general know edge of the art, but rather
requires on the part of the skilled man the application
of that know edge to derive a new conbi nation."”
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The Board considers that this is equally true in the
present case: the subject-matter of the present claim1l
cannot be derived directly and unanbi guously, using
common general know edge, fromthe disclosure of the
originally filed application. The claimthus fails the
"novelty test"” for added subject-matter, first set out
in T 201/83 (Q EPO 1984, 481) at point 3 and the

est abl i shed jurisprudence of the boards of appeal.

8. Claim1 is therefore not allowable because it adds
subject-matter, Article 123(2) EPC. It follows that the
request as a whole is not allowable.

Or der

For these reason it Is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

M Ki ehl S. V. Steinbrener

3080.D



