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Summary of Facts and Subm ssi ons

0756.D

The appeal is against the decision of the opposition
di vi si on revoki ng European patent No. 0 463 059
(application No. 90 905 020.5), which had been opposed
by the respondent (opponent) on the grounds of
Articles 100(a) (Articles 54 and 56) and 100(b) EPC.
The patent was granted on the basis of 24 clains for
the Contracting States AT, BE, CH, DE, DK, FR, GB, IT,
LI, LU, NL and SE and 22 clainms for the Contracting
State ES. Cainms 1, 2, 10 and 15 as granted for the
non- ES Contracting States read as foll ows:

"1l. An isolated protein or peptide capable of

i nfluencing ragweed B-cell and/or T-cell responses in
ragweed-sensitive individuals, the protein or peptide
bei ng sel ected from

(a) Anb a A free of other Anb a | famly nmenbers and
conprising at |east a portion of the am no acid
sequence shown in Fig. 11; or

(b) Anb a IB free of other Anb a | famly nmenbers and
conprising at |east a portion of the am no acid
sequence shown in Fig. 12; or

(c) Anb a IC free of other Anb a | famly nmenbers and
conprising at |east a portion of the am no acid
sequence shown in Fig. 13; or

(d) Anb a ID free of other Anb a | famly nmenbers and
conprising at |east a portion of the am no acid
sequence shown in Fig. 14,

for use in therapy, prophylaxis or diagnosis.
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2. A conmposition capable of influencing B-cell and/or
T-cell responses in ragweed-sensitive individuals
conprising defined anobunt(s) of one or nore isolated
Arb a | proteins or peptides, for use in therapy,
prophyl axi s or diagnosis.

10. A process for producing a ragweed protein/peptide
al l ergen conprising the steps of:

(a) identifying a DNA sequence encoding the ragweed
al I ergen which hybridizes (for exanple under high
stringency conditions) with the DNA sequence shown in
Figure 11, 12, 13 or 14,

(b) inserting the DNA identified in step (a) into an
expressi on vector;

(c) inserting the expression vector of step (b) into a
host cell;

(d) culturing the host cell of step (c) under
conditions appropriate for expression of the DNA
inserted in step

(b); and

(e) recovering the expressed product.

15. An isolated nucleic acid conprising a nucleotide
sequence whi ch encodes an Anb a IA, Anrb a IB, Anb a IC
or Anb a ID protein or peptide.”

The reasons given for the revocation was that the
wording "free of other Anb a | famly nenbers" or
"defined anount (s) of one or nore isolated Anb a |
proteins or peptides” in clains 1 and 2, respectively,
represented added subject-matter (Article 123(2) EPC)
The first instance considered no other issues.
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In a comunication follow ng the sumons to oral
proceedi ngs the board expressed its prelimnary non-

bi ndi ng opi ni on about the points to be discussed at the
oral proceedings.

As previously announced, none of the parties appeared
at the oral proceedings held on 28 Novenber 2003. The
clai mrequests presently before the board are the Min
Request filed by the appellant on 30 March 2001 and the
First, Second and Third Auxiliary Requests filed on

28 Cctober 2003. Caim1l of the Main Request for the
non- ES Contracting States, which the appell ant
erroneously | abelled "except for ES/GR' (the
Contracting State GR has not been designated upon entry
in the regional phase before the EPO), read as foll ows:

"1l. An isolated, reconbinant or synthetic, protein or
pepti de capabl e of influencing ragweed B-cell and/or
T-cell responses in ragweed-sensitive individuals, the
protein or peptide being selected from

(a) Anb a IA free of other Anb a | famly nmenbers and
conprising at |east a portion of the am no acid
sequence shown in Fig. 11; or

(b) Anb a IB free of other Anb a | famly nmenbers and
conprising at |east a portion of the am no acid
sequence shown in Fig. 12; or

(c) Anb a IC free of other Anb a | famly nmenbers and
conprising at |east a portion of the am no acid
sequence shown in Fig. 13; or

(d) Anb a ID free of other Anb a | famly nmenbers and
conprising at |east a portion of the am no acid
sequence shown in Fig. 14,
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for use in therapy, prophylaxis or diagnosis."

Claims 1, 2, 9 and 14 of Auxiliary Request 1 read as
fol |l ows:

"1l. An isolated, reconbinant or synthetic, protein or
pepti de capabl e of influencing ragweed B-cell and/or
T-cell responses in ragweed-sensitive individuals, the
protein or peptide being selected from

(a) Anb a I A and conprising at |east a portion of the
am no acid sequence shown in Fig. 11; or

(b) Anb a IB and conprising at |east a portion of the
am no acid sequence shown in Fig. 12; or

(c) Anb a IC and conprising at |east a portion of the
am no acid sequence shown in Fig. 13; or

(d) Anb a ID and conprising at |east a portion of the
am no acid sequence shown in Fig. 14,

for use in therapy, prophylaxis or diagnosis.

2. A conmposition capable of influencing B-cell and/or
T-cell responses in ragweed-sensitive individuals
conprising defined amount(s) of one or nore isol ated,
reconmbi nant or synthetic, Anb a | proteins or peptides,
for use in therapy, prophylaxis or diagnosis, the
protein or peptides being selected from

(a) Anb a I A conprising at |east a portion of the am no
acid sequence shown in Fig. 11; or

(b) Anb a IB conprising at |east a portion of the am no
aci d sequence shown in Fig. 12; or
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(c) Anb a IC conprising at |east a portion of the am no
acid sequence shown in Fig. 13; or

(d) Anb a ID conprising at |east a portion of the am no
aci d sequence shown in Fig. 14.

9. A process for producing a reconbi nant ragweed
protein/peptide allergen capable of influencing ragweed
B-cell and/or T-cell responses in ragweed-sensitive

i ndi vi dual s conprising the steps of:

(a) identifying a DNA sequence encoding the ragweed
al I ergen which hybridizes (for exanple under high
stringency conditions) with the DNA sequence shown in
Figure 11, 12, 13 or 14,

(b) inserting the DNA identified in step (a) into an
expressi on vector;

(c) inserting the expression vector of step (b) into a
host cell;

(d) culturing the host cell of step (c) under
conditions appropriate for expression of the DNA
inserted in step

(b); and

(e) recovering the expressed product.

14. An isolated nucleic acid conprising a nucleotide
sequence which encodes an Anb a IA, Anb a IB, Anb a IC
or Anb a ID protein or peptide capable of influencing
ragweed B-cell and/or T-cell responses in ragweed-
sensitive individuals wherein the nucl eotide sequence
is selected fromthe nucl eoti de sequences shown in
Figures 11, 12, 13 or 14 or a functional equival ent

t hereof . "
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The subm ssions in witing by the appellant, insofar as
they are relevant to the present decision, can be
sunmari zed as foll ows:

Mai n request
Article 123(2)(3) EPC
Claim1l

- Reconbi nant protein or peptide production was
di scl osed in the published WO application as filed
on page 33, line 18-ff.

- The wording "free of other Anb a | famly nmenbers”
had a basis in the application as in Figure 16
(see also page 16, lines 16 to 19) and Figure 20
(see also page 9, lines 1 to 4) of the application
as filed, showing that the Anrb a | proteins
produced in transformed E. coli were free from any
other Anb a | proteins.

Claim?2

- Any therapeutic conposition had of necessity
"defined anobunt (s)" of the conponents. Therefore
no added subject-matter or broadening of the scope
of protection could be seen.

First Auxiliary Request

- The wording "free of other Anb a | famly nmenbers”
had been deleted fromclaim1l in view of the term
"reconbi nant”, which necessarily taught that the
protein or peptide will be "free of other Anmb a |
fam |y menbers".
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The appel | ant (patentee) had requested in witing that
t he deci sion under appeal be set aside and that the
pat ent be maintained on the basis of the Main Request
filed on 30 March 2001 or the First, Second or Third
Auxiliary Requests filed on 28 Cctober 2003

and remttal to the opposition division.

The respondent (opponent) had requested in witing that
t he appeal be di sm ssed.

The board gave its decision at the end of oral
proceedi ngs on 28 Novenber 2003.

Reasons for the Decision

1

The appeal is adm ssible.

Mai n Request

Claim?2

Article 123(2) EPC

0756.D

Claim29 as originally filed read "A therapeutic
conposition conprising an allegenic peptide of Anb a I",

but this does not nention well defined anbunts of this,
or that they are isolated: this originally filed claim
is broad enough to cover naturally found m xtures of
Arb a |I. This claimthus does not by itself provide a

basis for claim2 as granted.

On page 30 of the application as filed it is stated at
l[ines 22 to 25 that "Through use of the peptides of the
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present invention, allergen preparations of consistent,
wel | defined conposition and biol ogical activity can be
made and adm ni stered for therapeutic purposes”. On
page 31 of the application as filed it is stated at
lines 16 to 21 "...a peptide of the present invention
(e.g., one having all or a portion of the amno acid
sequence of a peptide derived fromthe DNA insert of
Clone Anb a IA, Cone Anb a IB, Clone Anrb a IC. . .or
their full cDNAs)". Oiiginally filed claim12, and the
description relating to Figures 14 and 16 indicate that

Anb a IDis to be considered as in this sane category.

These passages provide a basis for a claimlimted to
reconmbi nant or synthetic proteins having at |east a
portion of the protein sequence shown in Figures 11, 12,
13 or 14, but not for claim2 as granted which refers

to any isolated Anb a | proteins, including ones

i solated fromnatural sources. Thus claim?2 as granted
does not conply with Article 123(2) EPC, and the Min
Request must be refused.

First Auxiliary Request
Article 123(2)(3) EPC
Claim1l

4. The added feature "reconbi nant or synthetic" finds a
basis in the published WO application as filed on
page 33, lines 18 to 21 and on page 33, line 31 to
page 34, line 1, relating to the reconbi nant or
synt hetic production of the clained proteins/peptides.
Conmpared with claim1l as granted, this anendnent does
not extend the scope of the claimsince the isolated
reconmbi nant or synthetic protein will of necessity be
free fromother Anb a | famly nenbers. Thus the claim
satisfies the requirements of Article 123(2)(3) EPC.

0756.D
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The added | anguage over granted claim 2 "reconbi nant or
synthetic" has already been dealt with under point 4

supr a.

Claim2 of the First Auxiliary Request finds a basis in
t he passages already quoted in point 3 above, as it is
now limted, conpared to claim2 as granted, to

reconbi nant or synthetic peptides "of the present

i nvention" for which on page 30 of the application as
filed it was suggested that they are present in a

consi stent well defined conposition which requires that
they be present in defined anounts.

The added | anguage over granted claim2 "the protein or
pepti des being sel ected from

(a) Anb a I A conprising at |east a portion of the am no
aci d sequence shown in Fig. 11; or

(b) Anb a IB conprising at |east a portion of the am no
aci d sequence shown in Fig. 12; or

(c) Anb a IC conprising at |east a portion of the am no
aci d sequence shown in Fig. 13; or

(d) Anb a ID conprising at |east a portion of the am no
acid sequence shown in Fig. 14"

finds a basis in claim12 as fil ed.
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Claim9 differs fromgranted claim 10 in that the
wor di ng "capabl e of influencing B-cell and/or T-cel
responses in ragweed-sensitive individuals" has been
added. This | anguage finds a basis in claim2 as fil ed.
As for the added feature "reconbinant”, it has al ready
been dealt wi th under point 4 supra.

Clamil4

10.

Claim14 differs fromgranted claim15 by the addition
of the features "capable of influencing B-cell and/or
T-cell responses in ragweed-sensitive individuals"

al ready dealt with under point 8 supra and "wherein the
nucl eoti de sequence is selected fromthe nucl eotide
sequences shown in Figures 11, 12, 13 or 14 or a
functional equivalent thereof" to be found in clains 20
and 21 as fil ed.

Mor eover, none of the anendnents vis-a-vis the granted
clainms results in any broadening of the scope of
protection. Therefore, the clainms of Auxiliary

Request | fulfil the requirements of Article 123(2)(3)
EPC.

Rem ttal

11.

0756.D

The first instance considered no i ssue other than
Article 123 EPC. Therefore, the board deens it
appropriate to have the remaining i ssues investigated
by the first instance in order to know whet her there
are any objections at all in this respect and, if there
are, what the basis for these objections is. Thus the



- 11 - T 0098/ 01

board exercises its power under Article 111(1) EPC to
remt the case to the first instance for further

prosecuti on.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance for further
prosecution on the basis of the First Auxiliary Request
submtted on 28 COctober 2003.

The Regi strar: The Chai rwonman:

P. Crenona U M Kinkel dey
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