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Summary of Facts and Subm ssi ons

2778.D

The grant of the European patent No. 0 407 004 in the
name of Borden, Inc. (later Borden Chem cal, Inc. (a
New Jersey corporation)) in respect of European patent
application No. 90 304 243.0 filed on 20 April 1990 and
claimng priority of the US patent application

No. 371 833 filed on 27 June 1989 was announced on

14 August 1996 (Bulletin 1996/33) on the basis of

34 cl ai ns.

| ndependent Clains 1, 14, 26 and 33 read as foll ows:

"1. Aliquid radiation-curable matrix material for
coating an inked substrate and/or enbeddi ng and
securing therein a plurality of coated and inked
optical fibers in a desired configuration,
conpri si ng:

(a) from35 percent to 98 percent by weight of an
al i phati c pol yet her-based urethane acryl at e;

(b) fromO0.5 percent to 35 percent by weight of a
nononer having a plurality of acrylate or

nmet hacryl ate noi eti es per nononer nol ecul e and
selected fromtrinmethyl ol propane triacryl ate;
trimet hyl ol propane trinethacryl at e;
pentaerythritol triacrylate; pentaerythritol
trimethacryl ate; pentaerythritol tetracryl ate;
pentaerythritol tetranethacryl ate;
trimet hyl ol propane propoxylate triacryl ate;

tri met hyl ol propane propoxyl ate trinethacryl ate;
tri met hyl ol propane et hoxyl ate triacryl ate;

tri nmet hyl ol propane et hoxyl ate trinmethacryl at e;

gl ycerol propoxytriacryl ate; glycerol
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propoxytri met hacryl ate; di pentaerythritol
nonohydr oxy pentaacryl ate; di pentaerythritol
nmonohydr oxy pent anet hacryl ate; GCs- Ci2 hydrocar bon
di ol diacrylates; GCs- Ci2 hydrocarbon diol

di met hacryl ates; and m xtures thereof;

(c) fromO0.5 percent to 20 percent by weight of a
conponent sel ected froman acrylate or

nmet hacryl ate nmonomer havi ng an al kyl noiety
conprising from7 to 18 carbon atons, Cgsto GCgs
hydrocarbon diol diacrylates; Cygsto Cs hydrocarbon
di ol di methacryl ates; caprol actone acryl ate;
caprol actone nethacryl ate, and m xtures thereof;
and

(d) fromO percent to 10 percent by weight of a
phot oi ni ti at or

all of said percentages by weight being based on
the total weight of (a), (b), (c) and (d).

An optical fiber ribbon assenbly conprising:

a plurality of optical fibers disposed in an
arrangement in which the fibers are held in a
fixed relationship; and the radiation-curable
matri x material of any one of clains 1 to 13
bondi ng said fibers in said arrangenent,

said matrix material having sufficient adhesion to
said fibers to remain adhered thereto during use
but being easily strippable therefrom

A process for preparing an optical fiber ribbon
conpri si ng:

mechani cal ly arranging optical fibers in a
general ly parallel arrangemnent;
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appl yi ng about said fibers the matrix material of
clainms 1 to 13; and

curing said matrix material, thereby securing said
fibers in said arrangenent.

33. A process for adjusting the adhesive bond of a
cured, radiation-curable matrix material, to
coated and i nked glass optical fibers to which
said cured matrix material is bonded, wherein

said optical fibers are coated with a coating
conprising a cured acryl ate-containing or a cured
nmet nacryl ate (sic)-containing coating conposition
said coated fibers are colored by the application
over their respective coatings of inks of
different respective colors, for individual fiber
identification, and

said matrix material conprises a radiation-curable
matrix material of clains 1 to 13,

sai d process conprising incorporating in said
uncured matrix material a conponent which
conprises a polyester based aliphatic urethane
acryl ate oligoner."

Dependent Claim 2 read as foll ows:
" Aradiation curable matrix material according to
claim1, wherein said polyether-based urethane acryl ate

is silicone-nodified."

Clains 3 to 13, 15 to 25, 27 to 32, and 34 were
dependent cl ai ns.



- 4 - T 0208/ 01

1. Two Notices of Opposition were filed against the patent,
as follows:

(i) by Alcatel Al sthom Conpagni e Général e
d Electricité (Opponent |), on 14 May 1997, on the
grounds of |ack of novelty and |ack of inventive
step (Article 100(a) EPC), and

(ii) by DSM N.V (Opponent 1), on 14 May 1997, on the
grounds of |ack of novelty and |ack of inventive
step inventive step (Article 100(a) EPC), and of
Article 100(b) EPC. The objection under
Article 100(b) EPC was, however, w thdrawn at the

oral proceedi ngs of 23 Novenber 2000.

The obj ections were supported inter alia by the
fol |l ow ng docunents:

D1: JP-A-1-153 710 (English translation);

D2: EP-A-0 114 982;

D3: EP-A-0 157 396;

D4: JP-A-63 281 109 (English translation);

D5: EP-A-0 194 891;

D6: JP-A-63-275 619 (English translation);

D9a: Techni cal Data Sheet of Cablelite 950-700, dated
Sept enber 1988;

2778.D
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D9b: Techni cal Data Sheet of Desolite 3036-114E; dated
Sept enber 1983; and

D12: EP-A-0 270 854.

L1l By a deci sion announced orally on 23 Novenber 2000, and
issued in witing on 5 Decenber 2000, the Opposition
Division held that the grounds of opposition did not
prejudi ce the mai ntenance of the patent in anended form
The deci sion was based on the follow ng requests of the
Patent Proprietor:

(i) A main request consisting of the set of Clains 1
to 34 as granted,

(it) Afirst auxiliary request consisting of a set of
Clainms 1 to 34, filed during the oral proceedi ngs
of 23 Novenber 2000; and

(iii1)A second auxiliary request consisting of a set of
Claims 1 to 32, also filed at the oral proceedings
of 23 Novenber 2000.

The first auxiliary request differed in substance from
the main request in that the proviso that "when
conponent (b) is a G- Cy hydrocarbon diol diacrylate or
nmet hacryl ate conpound conponent (c) is not 7-18C al kyl
acrylate or nethacrylate” had been incorporated in

i ndependent Claim1l and that C aim2 had been drafted
as an independent claimincorporating the features of
granted aim1l and of granted C aim 2.

The second auxiliary request differed fromthe main
request in that in Caim1l the conponent (a) had been

2778.D
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restricted to "an aliphatic polyether-based silicone-
nodi fi ed urethane acrylate”, i.e. the features of

granted Caim2 had been incorporated in Claim1 and
t he remai ning cl ai s had been renunbered accordingly.

The decision stated that conparative Exanple 3 of
docunent D6 described a material as defined in aiml
of the patent in suit, and that the intended use of the
material of Claim2l1 could not establish the novelty of
said material. Consequently, the main request was
refused.

Concerning the first auxiliary request, the decision
held that Caim1l thereof did not neet the requirenments
of Article 123(2) EPC since the proviso had no basis in
the application as filed or in docunent D6.

The decision stated that the subject-matter of Claim1l
of the second auxiliary request was novel, since none
of the docunents cited by the parties described a
conposition conprising an aliphatic pol yether-based
silicone-nodified urethane acrylate in conbination with
conpounds (b) and (c) as defined in Caiml.

Concerning inventive step, docunent D1, which dealt
with matrix material for optical fibers, was considered
as the closest state of the art. Starting fromDl, the
techni cal problem was seen as the provision of a

radi ation curable matrix material for inked optical
fibers, said matrix material being resistant to
breakout failure, i.e. to the renoval of the ink from
coated, coloured fibre when the matrix material is
stripped. The matrix material should be noisture and
sol vent resistant and non yell ow ng and shoul d exhi bit
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thermal, oxidative and hydrolytic stability, ease of
stripping, fast cure and resistance to failure during
cabl i ng.

The decision stated that D1 did not nention the problem
of breakout failure. It also held that, even if the
conposition of the products Cabelite 950-700 and

Cabel ite 950-701 woul d have been known before the
priority date of the patent in suit and even if it
woul d have been known that these conponents m ght sol ve
a partial problemof the patent in suit, this would not
suggest to conbi ne such conponent w th conponents (b)
and (c) as defined in Caiml to solve the technical

pr obl em

The decision further stated that the ot her docunents
cited did not deal with matri x conpositions.

Thus, the Opposition Division cane to the concl usion
that the subject-matter of the second auxiliary request

i nvol ved an inventive step.

Notices of Appeal were filed on 15 February 2001 by
both the Appellant | (Patent Proprietor) and the
Appel lant 1l (Opponent 11). The prescribed fees were
paid on the sane day by Appellant | and Appellant 11

Wth the Statenent of G ounds of Appeal filed on

12 April 2001, Appellant | naintained its main request
and its first auxiliary request. It submtted a set of
78 clainms representing a second auxiliary request, and
made the second auxiliary request presented at the oral
proceedi ngs before the Opposition Division its third

auxiliary request.
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The Appellant | argued essentially as follows:

(i) Concerning the main request:

(1)

(2)

(3)

(4)

The conposition according to Conparative
Exanpl e 3 of D6 contained 23, 1% by wei ght of
di l uti ng nononer. This anmpunt was greater
than the maxi mum perm tted anount of
conponent (c) of the conposition.

The Pol yner A-2 used in Conparative

Exanpl e 3 contai ned unreacted hydroxy groups
and was not an aliphatic pol yether based

ur et hane acryl ate.

The intended use in Caim1l did have a
[imting effect on the claimand the
materi al nust have inherent properties which
were required for this use. It was clear

t hat adhesion and stripping properties were
dependent on the anpbunt of conponent (c).
Conposi tions which contai ned conmponents
other than or in addition to those specified
in Caiml mght not neet this requirenent.

Thus, Caim1l of the main request was not
antici pated by conparative Exanple 3 of D6.

(ii) Concerning the first auxiliary request:

(1)

The overl ap between Conparative Exanple 3 of
D6 and the invention clainmed in granted

Claim1l was accidental since there was no
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i ndi cation that the conposition of
conparative Exanple 3 of D6 had any
properties which would have nmade it useful
as a matrix material having strippability.

Thus, the amendnent made in Caim1l was
adm ssi bl e.

(ii1) Concerning the second auxiliary request:

(1)

(2)

The clains were fairly based on and
supported by the application as originally
filed and furthernore were believed not to
infringe Article 123(3) EPC.

The clains related to an invention which was
neither anticipated nor rendered obvi ous by
the prior art docunents in the proceedings.

(tv) The third auxiliary request corresponded to the

request found all owabl e by the Opposition

Di vi si on.

The argunents submtted by Appellant Il in the
Statenent of Grounds of Appeal filed on 13 April 2001
may be sunmarized as foll ows:

(i)

The Opposition Division was wong in its

concl usi on concerning inventive step of the second

auxiliary request submtted at the oral
proceedi ngs of 23 Novenber 2000.
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(1i) Docunment D1 clearly suggested using silicone
nodi fi ed pol yether polyol in the manufacture of an
al i phatic silicone-nodified pol yether urethane

acryl ate.

(iii1)The only objective problemto be solved in view of
D1 was the inprovenent of breakout properties.

(tv) It was however known from docunent D12 that matriXx
materials could be made froma UV-curable silicon
acrylate and that silicon acrylate inproved the
break out properties.

(v) It was further known that the commercial product
Cabel i te 950-700, which was based on an aliphatic
pol yet her silicone urethane acryl ate, exhibited
good breakout properties.

(vi) Thus, the skilled person would have chosen wi thin
the teaching of D1, a silicone nodified polyether
uret hane acryl ate based on an aliphatic isocyanate
to solve the technical problem

(vii) The sane reasoning would apply to D6, since this
docunent al so nentioned the use of polyether
sil oxane in the manufacture of the urethane

ol i goner.

In response to the argunents presented by Appellant |
in the Statement of G ounds of Appeal, Appellant I, in
its letter dated 2 Novenber 2001, argued essentially as
fol | ows:
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Concerning the main request:

(1)

(2)

(3)

(4)

(5)

The polynmer A-2 used in D6 was clearly an
al i phati c pol yet her based urethane acryl ate.

According to Claim1l of the main request,

t he amount of conmponents (a), (b), (c), and
(d) wei ght was based on conponents on the
sumof (a) + (b) + (c) + (d).

The amounts of conponents (a), (b), (c) and
(d) in Conparative Exanple 3 of D6 were
wi thin the clained ranges.

The intended use could not confer novelty.
The properties were the inherent result of

t he conposition. Thus, the conposition of D6
woul d have the sane properties.

Furt hernore working Exanple 2 of D6 and the
di scl osure of D1 were novelty destroying.

Concerning the first auxiliary request:

(1)

(2)

The anmendnent in Cdaiml was not based on D6
or on the application as fil ed.

D6 belonged to the sane field as the
contested patent.
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(ii1) Concerning the second auxiliary request:

The clains of this request did not comply with the
EPC, in particul ar because they |acked conci seness
and the subject-matter of certain of themal so

| acked inventive step.

Wth its letter dated 5 Novenber 2001, Appell ant

filed observations in response to the Grounds of Appea
provi ded by Appellant Il. It argued essentially as
fol |l ows:

(i) Docunent D1 did not address the probl em of
breakout failure. It dealt with a different
problem i.e. howto reduce the friction
coefficient between fiber bundl es.

(1i) Docurment D12 did not refer to aliphatic polyether
based silicone urethane coating as defined in the
patent in suit.

(ii1)On the basis of the information contained in the
Cabelite products sheets (cf. D9), the skilled
person would not be led to consider that the
Cabelite material mght be useful in the
conpositions of DI.

In a comuni cation dated 6 June 2003 and annexed to a
summons to Oral Proceedings to be held on the 2 Cctober
2003, the Board presented its provisional view
concerning the main request and the three auxiliary
requests as submtted by Appellant I with the Statenent
of Grounds of Appeal.
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Wth its letter dated 27 June 2003, the Respondent
(Opponent 1) inforned the Board that it would not
attend the Oral Proceedi ngs scheduled for the 2 Cctober
2003.

Oral proceedings were held on 2 Cctober 2003.

(1) The argunents presented by Appellant | at the O al
Proceedi ngs may be summarized as foll ows:

(1) Concerning the main request:

(1.1) The matrix material should be hard and
resilient. Although the term "conprising"
was used in the |language of Claim1 for
defining the matrix material, these
requi rements excluded the presence of
conponents whi ch m ght degrade these
properties. In that respect, Conparative
Exanpl e 3 of D3 contained an anmount of
di luting acryl ate nononer whi ch was outside
the range defined for conmponent (c) in
Claim1 of the main request. This would
i nfluence the hardness and the resiliency of
t he conposition.

(1.2) The indication of the intended use of the
conposition had indeed a limting effect on
the subject-matter of Claiml.
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The term "tape fibers coating"” used in D6
(cf. page 1, lines 21 to 23; page 2, lines 3
to 5), had the sane neaning as matrix
material. Thus, D6 also referred to a matrix
mat eri al .

It was further clear fromD6 that the hard
mat eri al which m ght be used as matri x
materi al should exhibit a specific behaviour
in terms of change of its Young's nodul us
with the tenperature in the ranges -40°Cto
25°C and 25°C to 60°C (cf. page 2, line 20
to page 3, line 4).

It was no | onger contested that the Pol ynmer
A-2 used in Conparative Exanple 3 of D6
woul d fall under the definition of conponent
(a) of daiml of the main request. It was,
however, evident from Table 1 of D6 that the
mat eri al of Conparative Exanple 3 woul d not
be suitable as a matrix material, since it
did not fulfil the requirenents set out in
D6 for the Young' s nodul us for such use.

It thus followed, that Conparative Exanple 3
of D6 could not destroy the novelty of the
subject-matter of Claim1 of the main
request.
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Concerning the first auxiliary request:

It was conceded that the proviso
incorporated in Caim1 was broader in scope
than that was disclosed in Conparative
Exanpl e of De6.

It ained, however, to avoid an overlap
bet ween the subject-matter of Claim1l and
D6.

Thus, the proviso should be considered as a
di scl ai ner.

The Appellant Il argued essentially as follows:

(1)

(2)

(3)

Conpar ati ve Exanple 3 of D6 was i ndeed
novel ty destroying for the subject-matter of
Claim 1 of the main request.

The respective amounts of Polymer A-2 (i.e.
an aliphatic pol yether-based urethane
acrylate), of tricyclodecane di net hanol

di acryl ate, of isobornyl acrylate and of 1-
hydr oxycycl ohexyl phenyl ketone in this
Exanpl e were within the ranges defined for
conponents (a), (b), (c) and (d) in Cdaiml
of the main request.

Thi s conposition would therefore also be
suitable as a matrix material.
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(4) The proviso incorporated in Claim1l of the
first auxiliary request had no basis in the
application as filed.

(5) It did not neet the requirenents for an
al | owabl e di scl ai mer, since, on the one
hand, it did not excise the exact content of
Conpar ati ve Exanple 3 of D6 and since, on
t he ot her hand, D6 bel onged to the sane
technical field as the patent in suit.

X, The Appellant | requested that the decision under
appeal be set aside, and the patent be maintai ned as
granted (main request), or alternatively on the basis
of the first auxiliary request as submitted during the
oral proceedi ngs of 23 Novenber 2000, or on the basis
of the second auxiliary request as submtted with the
St atenent of G ounds of Appeal, or on the basis of the
third auxiliary request as submtted with the Statenent
of Grounds of Appeal.

The Appellant Il requested that the decision under
appeal be set aside and that the patent be revoked.

Reasons for the Decision

1. The appeal s are adm ssi bl e.

Mai n request

2. The main request corresponds to the main request on

whi ch the decision of the Qpposition Division was based,
and which was refused by the Qpposition D vision on the

2778.D
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grounds of lack of novelty of the subject-matter of
Caim1l1l in view of Conparative Exanple 3 of D&6.

Thus, the question boils down as to whether the

deci sion of the Opposition Division was correct in that
respect.

Novel ty

Docunent D6 deals with conpositions for optical fiber
coatings and specifically with hard materi al
conpositions which can be used as tape fibers coating
i.e. as matrix material (cf. D6; page 2, lines 2 to 4).
The conpositions for the hard material are radiation
curabl e and exhibit as cured material a sufficient
hardness and flexibility, i.e. a high Young' s nodul us
and a high elongation (cf. page 2, lines 5 to 10). In
its Conparative Exanple 3, docunent D6 discloses a
liquid radiation curable conposition conprising:

45 g of Polynmer A-2 (an aliphatic pol yether based

uret hane acrylate), i.e. a conpound falling under the
definition of the conmponent (a) according to Caim1l of
the main request,

25 g of tricycl odecane di nethanol diacrylate, i.e. a
conpound falling under the definition of conponent (b)
according to Claim1l of the main request;

12 g of isorbornyl acrylate, i.e. a conpound falling
under the definition of conmponent (c) according to
Claim1l of the main request, and
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3 g of 1-hydroxycycl ohexyl phenyl ketone, i.e. a
conmpound falling under the definition of conponent (d)
according to Caim1 of the main request.

It nust therefore be concluded that D6 di scl oses a
liquid radiation curable conposition conprising:

52,94 wt % of conponent (a),

29,41 wt % of conponent (b),

14,12 wt % of conponent (c) and

3,53 wt % of conponent (d) the percentages bei ng based
on the sums of (a), (b), (c) and (d); and

that this conposition falls under the scope of the
conposition defined in Caiml.

Wiile it is true that a claimto a conposition for a
particular use (i.e. in the present case as a matrix
mat eri al) shoul d be construed as meani ng a conposition,
which is in fact suitable for the stated use, a known
conposition which is in a formin which it is in fact
suitable for the stated use, would deprive the claimof
novel ty.

In the present case, it is imediately evident that the
conposition disclosed in conparative Exanple 3 of D6 is
inaforminwhich it is suitable for the stated use,

since it isinliquid formand radiation curable.

The argunent of the Appellant | that the conposition of
Conparative Exanple 3 conprises in addition a further
acrylate nmononer (i.e. dicyclopentenyl acrylate) and
that this would lead to a conposition not having the
requested hardness and resiliency to be used as a
matri x material cannot be pertinent for the assessnent
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of the novelty of the subject-matter of Claim1, since
the term "conprising"” used in the | anguage of Caiml
does not exclude the possibility that other conponents
be present in the conposition, and since aiml
contains no requirenent in terns of hardness and of

resiliency.

The sane concl usion applies for the further argunent of
the Appellant | that the conposition of Conparative
Exanple 3 is not suitable as matrix material, since it
does not fulfil the requirenents set out on page 3,
lines 1 to 4 of D6 in terns of tenperature dependency
of the Young's nodul us of the hard material for such
application, for the foll ow ng reasons:

It is clear fromD6 (cf. page 2, line 27) that the
criteria set out on page 3, lines 1 to 4 represent
particularly preferred requirenents to be nmet by the
hard material. Thus, the fact that the conposition of
Conpar ati ve Exanple 3 does not fulfil this high quality
standard does not nean that it cannot be at all used
for matrix conpositions with | ess stringent
requirenents in ternms of tenperature dependency of the
Young' s nodul us.

It is further clear that the aimof the Conparative
Exanples of D6 is indeed precisely to bring to the
[ight the inprovenments achieved in matrix materials by
t he conpositions prepared according to D6 in conparison
to those of the prior art at the tinme of D6.

In this connection, the conposition of Conparative
Exanple 3 of D6 exhibits a Young's nodul us at 23°C and
an el ongation of the sanme order as sone of the nost
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preferred conpositions of D6 (cf. Table 1; Exanples 2
and 4, Conparative Exanple 3), so that it is clear that
it wll fulfil the requirements in terns of hardness
and flexibility for a suitable, admttedly | ess highly
performng, matrix material (cf. D6, page 2, lines 9
to 10).

Furthernore, it is noted by the Board that the cured
matri x material according to the patent in suit should
nerely exhibit a nodulus of at least 6.9 MPA at 23°C
(cf. page 6, lines 38 to 39 of the patent in suit)),
while the material of Conparative Exanple 3 shows a
nodul us of 530 MPA at 23°C, i.e. well above the val ue
mentioned in the patent in suit. Consequently, there
can be no doubt that the conposition of conparative
Exanple 3 of D6 will fulfil the requirenents set out in
the patent in suit in ternms of Young's nodulus for a
suitable matrix material.

It thus follows fromthe above that Conparative
Exanple 3 of D6 destroys the novelty of the subject-
matter of Claiml of the main request (Article 54(1)(2)
EPC), and that, by way of consequence, the main request
as a whol e nust be refused.

First auxiliary request

2778.D

Article 123(2) EPC

Claim1l1l of the first auxiliary request differs from
Claim1l as granted in that the proviso that "when
conponent (b) is a G- Cy hydrocarbon diol diacrylate or
nmet hacryl ate conmponent (c) is not 7-18C al kyl acrylate
or nethacryl ate" has been incorporated therein.
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It is further clear in view of the argunents presented
by the Appellant | that this proviso is intended to
excl ude overl appi ng di scl osure in docunent D6, which
bel ongs to the state of the art according to

Article 54(2) EPC. Thus, this proviso anmounts to a
negati ve feature excluding specifically defined

enbodi ments fromthe scope of daiml, i.e. to a
"disclainmer".

In this connection, the Boards of Appeal have in the
past allowed under Article 123(2) EPC the introduction
of a disclainer having no support in the application as
filed which is precisely defined and limted to the
prior art disclosure into a claimin order to nmake the
cl ai med subject-matter novel by delimting it against
this prior art disclosure, provided this disclosure is
an "accidental" anticipation (cf. e.g. T 863/96 of

4 February 1999, not published in Q3 EPO).

However, the hitherto established practice and
jurisprudence on disclainmers have now been
fundanmental ly and very generally called into question
in the decision T 323/97 (Q) EPO 2002, 476). After
havi ng considered the existing jurisprudence on the
requirenents for the allowability of disclainers, it
was held in this decision that an anendnent to a patent
by the introduction of a negative technical feature
into a claimresulting in the exclusion of certain
enbodi ments was, regardl ess of the nanme "disclainmer”
nonet hel ess an anendnent governed by Article 123(2) EPC
This meant that the anended claimhad to find support
in the application as filed (point 2.2 of the reasons).
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The Board is further aware that Board 3.3.5 has
referred in case T 507/99 of 20 Decenber 2002 (QJ EPQ
2003, 225) the follow ng questions to the Enlarged
Board of Appeal (referral G 1/03):

1. | s an anmendnent to a claimby the introduction of

a di scl ai mer unal | onabl e under Article 123(2) EPC

for the sole reason that neither the disclainer

nor the subject-matter excluded by it fromthe

scope of the claimhave a basis in the application

as filed?

2. | f the answer to question 1 is no, which criteria

are to be applied in order to determ ne whether or

not a disclainer is allowabl e?

(a)

(b)

(c)

(d)

In particular, is it of relevance whet her
the claimis to be delimted against a state
of the art according to Article 54(3) EPC or
against a state of the art according to
Article 54(2) EPC?

Is it necessary that the subject-matter
excl uded by the disclainmer be strictly
confined to that disclosed in a particular
pi ece of prior art?

Is it of relevance whether the disclainer is
needed to make the cl ai med subject-matter

novel over the prior art?

Is the criterion applicable that the
di scl osure must be accidental, as
established by prior jurisprudence, and, if
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yes, when is a disclosure to be regarded as
bei ng accidental, or

(e) is the approach to be applied that a
di scl ai mer which is confined to disclaimng
the prior art and has not been disclosed in
the application as filed is allowable under
Article 123(2) EPC, but that the exam nation
of the subject-matter clainmed for the
presence of an inventive step has then to be
carried out as if the disclainmer did not

exi st?

Al though it m ght be established in the present case:

(i) that the disclainmer incorporated in Claim21l has no
support in the application as originally filed,

(ii) that the disclainmer is so broadly defined that it
di sclaims nuch nore than the specific content of
t he Conparative Exanple 3 of D6, out of the
consi der abl e nunber of conpositions enconpassed by
Claim1; and that

(ii1) Conparative Exanple 3 of D6 does not represent an
accidental anticipation, since docunment D6 bel ongs
to the same technical field (matrix material for
optical fibers) as the patent in suit,

so that the disclainer made in daim1 wuld have net
neither the requirements set out in T 863/96 nor those
set out in T 323/97 for such anmendnent,
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the Board, in view, in particular, of the questions 1
2(b) and 2(c) referred to the Enlarged Board of Appeal
in the decision T 507/99 by the Board 3.3.5 has to cone
the conclusion that the question whether or not the

di sclaimer incorporated in Claiml of the first

auxi liary request neets the requirenents of

Article 123(2) EPC cannot be decided until the decision
of the Enlarged Board of Appeal in the case G 1/03 is

known.

4.7 Consequently, the proceedings will be continued in
witing and the next procedural step wll be taken by
the Board after the decision of the Enlarged Board of
Appeal in case G 1/03 is known.

O der

For these reasons it is decided that:

1. The main request of Appellant | is refused.

2. The proceedings will be continued in witing.

The Regi strar: The Chai r man:

E. Gorgnmaier R Young
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