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Summary of Facts and Subm ssi ons

The appeal |odged on 17 Novenber 2000 lies fromthe
deci sion of the Exam ning D vision posted on

20 Septenber 2000 refusing European patent application
No. 96 909 151.1 (European publication No. 819 123),
which was filed as international application published
as WD 96/ 31486.

1. The decision of the Exam ning Division was based on
claims 1 to 20 of the application as filed according to
the then pending sol e request. The Exam ning D vision
found that the subject-matter clainmed | acked novelty,

unity and inventive step in view of the docunents

(A) WD A- 94/ 20455,

(B) WD A-94/14800 and

(O WD A-94/ 12461.

The Exam ning Division held in particular that the
subj ect-matter clainmed was not novel vis-a-vis
docunents (A) to (C. Wile none of the exanples

t hereof di scl osed individual conpounds falling wthin
the clained invention, the disclosure of those
docunents was not |imted thereto and their general

di scl osure overl apped with the clai med subject-matter
mentioning specific preferred limtations, e.g. in
dependent clainms 2, 5, 14, 19 of document (A).
Docunents (A) to (C) disclosed enbodi nents sati sfying
the criteria indicated in the decision T 279/89 (not
published in Q) EPO to anticipate the clained

i nvention. Thus, they satisfied the criterion of a
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"smal | scope"; the further criterion of the

"renot eness” of the exanples of the prior art fromthe
ones of the present application was not to be taken
into account in the present case and the last criterion
of the absence of "specific structural elenents" was
fulfilled in the present case since the clained

i mdazol yl group substituted with an OH group, being

t he enol -formof the keto-enol tautoneric forns, was
identified in clains 14 and 19 of docunent (A). Due to
that |ack of novelty in view of docunents (A) to (O
and the PDE IV inhibitory activity described therein
whi ch was identical to the clained invention, there was
no single inventive concept unifying the clained

subj ect-matter

In respect of inventive step the probl emunderlying the
application was the provision of further PDE IV

i nhi bi tory conmpounds having | ess gastro-intestinal side
effects. However, docunents (A) and (B) generally
descri bed i m dazolyl conpounds covered by claim1 as
filed which had PDE IV inhibitory activity with no side
effects. In the absence of an unexpected effect

i nventive step could not be acknow edged.

At the oral proceedings before the Board held on

25 Novenber 2003 the Appellant (Applicant) no | onger
mai ntai ned the fornmer request. He submtted fresh
claims 1 to 18 supersedi ng any previous request.

| ndependent claim1 read as foll ows:
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"1. A conpound of formula

a N-oxide form a pharmaceutically acceptable acid or
base addition salt or a stereochemcally isoneric form
t hereof, wherein:

R' and R’ each independently are hydrogen; Ceal kyl;

di fluoronethyl; trifluoronethyl; GCsecycloal kyl; a
saturated 5-, 6- or 7-nenbered heterocycle containing
one or two heteroatons selected from oxygen, sulfur or
ni trogen; indanyl; bicyclo[2.2.1]-2-heptenyl;

bi cycl o[ 2. 2. 1] heptanyl ; GCi.s al kyl sul fonyl; aryl sul fonyl
or Ci.10 al kyl substituted with one or two substituents
each i ndependently selected fromaryl, pyridinyl,
thienyl, furanyl, GCs; cycloal kyl and a saturated 5-, 6-
or 7-nmenbered heterocycl e containing one or two

het er oat ons sel ected from oxygen, sulfur or nitrogen

R’ is hydrogen, halo or Cy.g al kyl oxy;

R' is hydrogen; cyano; Cis al kyl; Cis al kyl oxycarbonyl ;
aryl or Ci.g al kyl substituted with aryl, cyano,

car boxyl or GC.g al kyl oxycar bonyl ;

R is hydrogen; cyano; Cis al kyl; Cis al kyl oxycarbonyl ;
aryl or Ci.g al kyl substituted with aryl, cyano,

car boxyl or GC.g al kyl oxycar bonyl ;

Y is a direct bond or Ci.3 al kanedi yl;

R° and R’ each independently are hydrogen or Cy., al kyl;
L is hydrogen; GC.e al kyl; Ci.e al kyl carbonyl; G

al kyl oxycar bonyl ; Ci.¢ al kyl substituted with one or two
substituents selected fromthe group consisting of



3105.D

S o4 T 0248/ 01

hydroxy, GCi.4 al kyl oxy, GCi.4 al kyl oxycarbonyl, nono- and
di (C.4 alkyl)am no, aryl and Het; GCs.s al kenyl; GCs.6

al kenyl substituted with aryl; piperidinyl; piperidinyl
substituted with Cy.4 alkyl or aryl C.4 alkyl; GCi.6

al kyl sul fonyl or aryl sul fonyl;

aryl is phenyl or phenyl substituted with one, two or
three substituents sel ected from hal o, hydroxy, Ci.4

al kyl, G_.4 al kyl oxy, GCs.¢ cycloal kyl, trifluoronethyl,
am no, nitro, carboxyl, G4 al kyl oxycarbonyl and GCi.4

al kyl car bonyl am no;

Het is norpholinyl; piperidinyl; piperidinyl
substituted with C_.4, al kyl or aryl C.4s al kyl;

pi perazinyl; piperazinyl substituted with G., al kyl or
aryl Ci.4 al kyl; pyridinyl; pyridinyl substituted with Gy
al kyl; furanyl; furanyl substituted with Cy.4 al kyl;
thienyl or thienyl substituted with Cy.4 alkyl or G4

al kyl car bonyl am no. "

The Appellant argued in respect of novelty that
docunents (A) to (O did not anticipate the subject-
matter as defined in fresh claim 1. None of those
docunents covered the imdazolidine-2-one ring system
because the conpounds described therein all contained
an aromatic systemat the corresponding position in the
nol ecule. In view of that structural difference the

cl ai med i m dazol i di ne-2-one conpounds were not novelty
destroyed. Since the clained subject-matter was novel

t he objection of non-unity based only on a | ack of
novel ty becane necessarily void.

The Appellant submitted furthernore that the decision
under appeal did not challenge the inventive step of
the restricted subject-matter of fresh claim1l. Thus,
t he Exam ning Division has not yet addressed and
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assessed the inventive ingenuity of the im dazolidine-
2-one conpounds now excl usively clained. Therefore the
case should be remtted to the first instance for

conti nui ng exam nati on proceedi ngs.

The Appel l ant requested that the decision under appeal
be set aside and the case be remtted to the first

i nstance on the basis of the sole request filed during
oral proceedi ngs on 25 Novenber 2003.

At the end of the oral proceedings the decision of the
Board was given orally.

Reasons for the Decision

3105.D

The appeal is adm ssible.

Amendnents (Article 123(2) EPC)

Fresh claim1 differs fromclaim1l according to the
request pending before the Exam ning Division in
restricting the clainmed conmpounds to imdazolidine-2-
ones according to present forrmula (1), i.e. by limting
the group -A-B- in original fornula (1) to the sole
definition -CHR-CHR'-. That amendnent is based on
claiml as filed since one of both alternative
definitions originally given for the group -A-B- has
nerely been deleted. Original claim1 fornms a proper
basis for that anmendnent since limting the group -A-B-
to that sole definition is not objectionable as that
[imtation does not result in singling out a particular
conbi nation of a hitherto not specifically nentioned
sub-cl ass of conmpounds, but maintains the remaining
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subject-matter of anmended claim 1l as generic lists of
alternative definitions (see decision T 50/97
point 2.1 of the reasons, not published in QJ EPO).

Therefore, the amendnent made to claim 1l does not
generate subject-matter extending beyond the content of
the application as filed and the Board concl udes t hat
the requirements of Article 123(2) EPC are sati sfi ed.

Novel ty

Docunents (A) and (B) cited in the decision under

appeal disclose conpounds conprising inter alia an
optionally substituted nonocyclic aryl group containing
one or nore heteroatons selected inter alia from
nitrogen atons, thereby specifically disclosing inter
alia imdazol yl -groups. Thus, those docunents refer to
(hetero)aryl groups necessarily having an aromatic ring
system such as e.g. imdazolyl-groups whereas the
clainmed invention is directed to conmpounds conpri sing

i m dazol i di ne-groups not having an aromatic ring system
Docunent (C) discl oses conmpounds conprising inter alia
optionally substituted i m dazolyl-groups while claim1
has been restricted to conpounds conprising the

i m dazol i di ne-group.

Hence, the enbodi nents generally and specifically

di scl osed in docunents (A) to (C) are structurally
different fromthe conpounds of amended claim 1l and,
t hus, cannot anticipate the subject-matter of the
present application.
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The Board noted that the Exam ning Division cited and
relied on a particular decision of the Boards of Appeal,
namely T 279/89, in order to deny novelty to the
present application. The Board observes that this
decision deals with the criteria to be applied when

sel ecting a novel nunerical sub-range out of a broad
range delimted by m ni mum and maxi nrum val ues. In the
present case, however, the matter to be decided is not
the novelty of a nunerical sub-range but the novelty of
a group of chem cal conpounds as defined by the general
(generic) formula given in claiml. As the issue
decided in that case is quite different fromthe issue
to be decided here, the reasoning of that case is not
rel evant here and the first instance erred in relying

t her eon.

Unity

The deci si on under appeal challenged the unity of the
invention as a result of its finding that the clainmed
subj ect-matter |acked novelty. However, the clained
subject-matter is novel for the reasons given in

poi nt 3 above, in particular due to presence of the

i m dazolidine group in the conpounds clainmed. This
fresh structural elenment unifies the clained invention.

Thus, the provisions of Article 82 EPC are net.

Rem ttal

Havi ng so decided, the Board has not, however, taken a
deci sion on the whole matter, since substanti al
anmendnent s have been nmade to i ndependent claim1 which
anmended cl aimwas presented at the oral proceedings
before the Board. The deci sion under appeal dealt
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exclusively with lack of novelty, unity and inventive
step of claim1l according to the then pendi ng request
and did not consider claiml in the present form as
such request was never submitted to the first instance.
The amendnments leading to fresh claim11, in particular
in restricting the scope of the clains to i mdazolidine
conpounds, have the effect that the reasons given in

t he contested decision for refusing the present
application no |onger apply since the present clains
have never been chall enged under Article 56 EPC for

| ack of inventive step.

Thus, the Board considers that the substanti al
anmendnents nmade by the Appellant renove all the

obj ections raised in the decision under appeal and that
present claim1l generates a fresh case not yet
addressed in exam nati on proceedi ngs and requiring

reexam nati on

Wiile Article 111(1), second sentence, first
alternative, EPC gives the Boards of Appeal the power
to decide in ex-parte proceedings on fresh i ssues where
t he application has been refused on other issues,
proceedi ngs before the Boards of Appeal in ex-parte
cases are primarily concerned with exam ning the
contested decision (see decision G 10/93, QJ EPO 1995,
172, points 4 and 5 of the reasons), fresh issues
normal ly being left to the Examning Division to
consider after a referral back, so that the Appell ant
has the opportunity for these to be exam ned and

deci ded upon w thout |oss of an instance.
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Under these circunstances, the exam nation not having
been concl uded and the Appel |l ant havi ng requested
remttal, the Board considers it appropriate to
exercise its power conferred to it by Article 111(1),
second sentence, second alternative, EPC to remt the
case to the Exam ning Division for further prosecution.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance for further

prosecuti on.

The Regi strar: The Chai r man:

N. Maslin A. Nuss
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