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Summary of Facts and Subm ssi ons

2797.D

The grant of the European patent No. 0 559 476 in

t he nane of N ppon Shokubai Co., Ltd. in respect of
Eur opean patent application No. 93 301 665.1, filed on
4 March 1993 and claimng priority of the JP patent
application No. 48321/92 filed on 5 March 1992 was
announced on 16 July 1997 (Bulletin 1997/29) on the
basis of 11 clai ns.

| ndependent Claim 1 read as foll ows:

"A nmet hod for producing an absorbent resin by

pol ynmeri zi ng a wat er-sol ubl e nonoet hyl eni cal | y
unsaturated nononer in the presence of a cross-Iinking
agent and heat-treating the resultant polynmer, which
nmet hod of production is characterized by the fact that
said cross-linking agent is a cross-I|inking agent
possessing at | east two pol ynerizabl e unsaturated
groups and further possessing between said two

pol yneri zabl e unsaturated groups at |east one unit
represented by the fornula I:

- (- CH,CHOR'O- ) - (1)

wherein R' is an al kyl ene group of 2 to 4 carbon atons,
said cross-linking agent is used in a proportion in the
range of fromO0,01 to 0,3 nol % based on the anmount of
sai d wat er-sol ubl e nonoet hyl eni cal | y unsat ur at ed
nononer, and the heat treatnent is carried out at a
tenperature in the range of from160°C to 230°C. "

Clains 2 to 11 were dependent cl ai ns.
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On 11 April 1998, a Notice of Opposition was filed by
St ockhausen GrbH & Co. KG in which revocation of the
patent in its entirety was requested on the grounds of
| ack of novelty and |l ack of inventive step

(Article 100(a) EPC).

The obj ections were supported inter alia by the
fol |l ow ng docunents:

G&: EP-A-0 372 981; and

&@: US-A-4 286 082.

By a deci sion announced orally on 18 January 2001 and
issued in witing on 5 February 2001, the Opposition
Di vision revoked the patent.

The decision of the Opposition Division was based on
Clains 1 to 10 as submitted with letter dated
24 Septenber 1998.

| ndependent Claim 1 read as foll ows:

"A nmet hod for producing an absorbent resin by

pol ynmeri zi ng a wat er-sol ubl e nonoet hyl eni cal |y

unsat urated nmononer in the presence of cross-1linking
agent and heat-treating the resultant polynmer, which
nmet hod of production is characterized by the fact that
said cross-linking agent is a cross-I|inking agent
possessing at | east two pol ynmerizabl e unsaturated
groups and further possessing between said two

pol yneri zabl e unsaturated groups at |east one unit
represented by the fornula I:
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- (- CH,CHOR'O- ) - (1)

wherein R' is an alkylene group of 2 to 4 carbon atons,
said cross-linking agent is used in a proportion in the
range of fromO0,01 to 0,3 nol % based on the anmount of
sai d wat er-sol ubl e nonoet hyl eni cal | y unsat ur at ed
nononer, and the heat treatnment is carried out in the
presence of another cross-linking agent possessing at

| east two reacting groups capable of reacting with the
functional group possessed by said polyner at a
tenperature in the range of from160°C to 230°C. "

Claims 2 to 10 were dependent cl ai ns.

The Opposition Division revoked the patent on the
grounds that Caim1 | acked novelty in view of docunent
2.

According to the decision, the general description of
docunent & disclosed all the features of Caiml, i.e.
t he conpounds used as first crosslinking agent,
tenperature range of 40°C to 250°C, preferably 90°C to
220°C for the heat-treatnent in presence of the second
crosslinking agent.

Exanpl es 16 and 17 of &, although not disclosing the
entire conbi nation of features according to the
contested patent, were particularly relevant for the
novelty of the clainmed subject-matter. Exanple 16

di sclosed all the features of the nethod according to
Claim 1, except that the tenperature of 130°C for the
heat treatnment was outside the clainmed range of 160°C
to 230°C.
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According to the decision, the tenperature range of
160°C to 230°C did not represent a selection out of a
broad range since the selected range was not narrow and
not sufficiently renoved fromthe preferred part of the
range known in &. Furthernore, having regard to the
fact that in Exanple 17 the heat treatnent was carried
out at a tenperature of 200°C in presence of glycerine
whi ch was the cross-1inking agent used at a tenperature
of 180 °Cin the only exanple (Exanple 6) falling under
the scope of aiml of the patent in suit, and to the
fact that & indicated that the tenperature of the heat
treat ment was dependent on the cross-1inking agent

used, the person skilled in the art would have
seriously contenplated using the tenperature for the
heat treatnment in the range of overlap. Reference was
made to the decisions T 666/89 (QJ EPO 1993, 495) and T
279/ 89 of 3 July 1991 (not published in QI EPO.

Thus, the Opposition Division cane to the concl usion
that Caim1 was not novel over @&.

A Notice of Appeal was filed on the 26 March 2001 by

t he Appellant (Patent Proprietor). The prescribed fee
was paid on the sanme day. Wth the Statenent of G ounds
of Appeal filed on 5 June 2001, the Appellant submtted
a new main request and a first auxiliary request as

wel | as an experinental report.

Claim1 of the main request read as foll ows:

"A nmet hod for producing an absorbent resin by
pol yneri zing at |east one water-sol uble
nmonoet hyl eni cal | y unsat urat ed nononer sel ected from an

aci d group-containing nononmer, a netal salt, an
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ammoni um salt and an am ne salt of said acid group-
cont ai ni ng nononer, a noni on group-contai ni ng nononer,
an am no group-containing nononmer and a quaternary
conpound of said am no group-containing nononer in the
presence of cross-|linking agent and heat-treating the
resul tant polyner, which nethod of production is
characterised by the fact that said cross-Iinking agent
is a cross-linking agent possessing at |east two

pol ymeri zabl e unsaturated groups and further possessing
bet ween said two pol ynerizabl e unsat urated groups at

| east one unit represented by the fornula I:

- (- CH,CHOR'O- ) - (1)

wherein R' is an al kyl ene group of 2 to 4 carbon atons,
said cross-linking agent is used in a proportion in the
range of fromO0,01 to 0,3 nol % based on the anmount of
sai d wat er-sol ubl e nonoet hyl eni cal | y unsat ur at ed
nononer, the first heat treatnent of the polymer is
carried out under the conditions of hydrogel at a
tenperature in the range of from 160°C to 230°C, and

t he second heat treatnment is carried out in the
presence of a surface cross-Ilinking agent having at

| east two reactive groups capable of reacting with the
functional groups of the polymer at a tenperature in
the range of from 160°C to 230°C."

Claims 2 to 13 were dependent cl ai s.
Claim1 of the first auxiliary request read as foll ows:
" A nmethod for producing an absorbent resin by

pol yneri zing at |east one water-sol uble

nonoet hyl eni cal | y unsat urat ed nononmer sel ected from an
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aci d group-containing nononer, a netal salt, an
amoni um salt and an am ne salt of said acid group-
cont ai ni ng nononmer, a noni on group-contai ni ng nononer,
an am no group-containing nonomer and a quaternary
conpound of said am no group-containing nononer in the
presence of cross-|inking agent and heat-treating the
resul tant polyner, which nethod of production is
characterized by the fact that, in order to increase

t he absorption ratio: said nononer contains at |east
50% by wei ght of one nenber selected fromacrylic acid
and an alkali nmetal salt, ammoniumsalt or an am ne
salt thereof and is subjected to an aqueous sol ution
pol ymeri zati on as an aqueous solution in concentration
of at least 20% by weight at a tenperature of 0°C to
150°C and said cross-linking agent is a cross-1linking
agent possessing at |east two pol ynerizabl e unsaturated
groups, further possessing between said two

pol yneri zabl e unsaturated groups at |east one unit
represented by the fornmula I:

- (- CH,CHOR'O- ) - (1)

wherein R' is an al kyl ene group of 2 to 4 carbon atons
and possesses a nol ecul ar wei ght of 6000 or |ess, said
cross-linking agent is used in a proportion in the
range of fromO0,01 to 0,3 nol % based on the anmount of
sai d wat er-sol ubl e nonoet hyl eni cal | y unsat ur at ed
mononer, and the first heat treatnment of the polyner is
carried out under the conditions of hydrogel at a
tenperature in the range of from160°C to 230°C, the
pol ymer is pulverized and classified, and the second
heat treatnment is carried out in the presence of a
surface cross-|inking agent having at |east two
reactive groups capable of reacting with the functional
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group of the polynmer at a tenperature in the range of
from 160°C to 230°C."

Clains 2 to 11 were dependent cl ai ns.

The Appel l ant argued essentially as foll ows:

(i) Concerning novelty:

(i.1) Document & did not disclose all the features of
t he cl ai ned process in conbination.

(1.2) Thus, the main request and, by consequence, the
first auxiliary request which had been further

restricted were novel in view of @&.

(ii1) Concerning inventive step:

(ii.1) Exanple 16 of & would represent the cl osest
prior art.

(ii1.2) Aaim1l1 of the main request included a selection
of a particular type of second crosslinking agent and
the sel ection of heat treatnent tenperature.

(i1.3) This conbination of features led to a
significant inprovenent of the absorption ratio. This
effect was further illustrated by the acconpanying
experinmental data. This could not be obvious to a
person skilled in the art.

(ii.4) 1t thus followed that the main request, and for
t he sane reasons, the first auxiliary request involved

an inventive step.
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In its response dated 20 Decenber 2001, the Respondent
(Opponent) argued essentially as foll ows:

(i) daim1l of both the main request and the first
auxiliary request submtted with the Statenment of

G ounds of Appeal contravened Article 84 EPC, since the
features "hydrophilic", "first heat treatnent”, "second
heat treatnment” and "at a tenperature in the range of
from 160°C to 130°C (sic)" were not supported by the
descri ption.

(ii) Concerning novelty:

It was clear fromthe conparison between the features
of Caiml of both the main request and the first

auxi liary request and docunent &, that & directly
di sclosed all the features of these clainms (cf. @&,
page 2, lines 1 to 3; page 3, lines 24 to 27; page 4,
line 22, lines 29 to 33, and lines 37 to 41; page 5,
l[ines 21 to 22; Examples 1, 5, 7, and 12).

(iii1) Concerning inventive step:

Even if one woul d consider that the subject-matter of
these C ains mght be novel over &, it would not

i nvol ve an inventive step, since the change over &
woul d conme within the scope of the customary practice
foll owed by persons skilled in the art.

Wth its letter filed on 13 August 2002, the Appell ant
subm tted an amended version of its main request and
its first auxiliary request, in which a typographical
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error (nonion should have read nonionic) had been

corrected in Caim1l of both requests.

It al so argued essentially as foll ows:

(i) Concerning the adm ssibility of requests.

(i.1) The heat treatnent of the polyner disclosed at
page 5, lines 27 to 33 of the patent was the first heat
treat nent.

(i.2) This was inplicit, since page 6, lines 2 to 8
made reference to a further or second heat treatnent.

(i.3) Thus, the clainms of the main and the auxiliary
requests net the requirements of Article 123(2) and 84
EPC.

(ii) Concerning novelty:

(ii.1) There was no clear and unanbi guous di scl osure of
all the features of Claim1 of both requests.

(ii.2) The Opponent had constructed an argunment with
regard to lack of novelty based on a conbi nation of
features froma | arge nunber of potential conbinations.

(i1.3) The skilled person could not reasonably make
such sel ections fromthe considerabl e nunber of
possi bl e conbi nations in Q.
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(iii1) Concerning inventive step:

(iii.1) There was no suggestion that the conbination of
features set out in Caim1l could lead to the
manuf act ure of absorbent resin having high absorption
capacity, |low water soluble content and excel | ent
stability on standing of the gel.

(iii.2) The conparative experinents submtted with the
St atenent of Grounds of Appeal showed that the nethod
cl ai med provi ded an absorption capacity increase by
heating at specific conditions and adopting the

speci fic crosslinking agent.

(iii.4) Thus, the subject-matter of the mmin request

i nvol ved an inventive step.

In a comuni cation dated 4 July 2003 and annexed to a
sutmmons to Oral Proceedings the Board presented its
provi sional view concerning the allowability under
Article 123(2)EPC and 84 EPC, the novelty, and the
inventive step of the main and the auxiliary request
then on file.

Inits letter dated 19 Septenber 2003, the Respondent
argued essentially as foll ows:

(i) Concerning Article 84 and 123(2) EPC

(i.1) In the contested patent reference was only nmade
to the heat treatnent. In that respect the heat
treatment disclosed on page 6, line 2 could not be
different fromthe heat treatnent on page 5.
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(i.2) It thus followed that the contested patent
referred to only one heat treatnent.

(i.3) Thus, the requirenents of Article 123(2) and 84
EPC were not fulfilled by the main and the auxiliary
request submtted with letter of 13 August 2002 of the

Appel | ant .

(ii) Concerning novelty and inventive step:

The Respondent agreed with the provisional opinion
expressed in the comruni cati on of the Board dated
4 July 2003.

Wth its letter dated 19 Septenber 2003, the Appell ant
filed six sets of clains representing a new main
request and five new auxiliary requests. It also

subm tted further experinental data.

Claim1 of the main request read as foll ows:

"A nmet hod for producing an absorbent resin by

pol ynmeri zi ng a wat er-sol ubl e nonoet hyl eni cal |y

unsat urat ed nononer selected fromthe group consisting
of an acid group-containing nononer, a netal salt, an
amoni um salt and an am ne salt of said acid group-
cont ai ni ng nononer, a nonioni c hydrophilic group-
cont ai ni ng nonomer, an am no group-contai ni ng nonomner
and a quaternary conpound of said am no group-
cont ai ni ng nononer in an aqueous solution in the
presence of cross-|linking agent and heat-treating the
resul tant polyner, which nethod of production is
characterised by the fact that said cross-Iinking agent
during polynerization is a cross-1inking agent
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possessing at | east two pol ynerizabl e unsaturated
groups and further possessing between said two

pol yneri zabl e unsaturated groups at |east one unit
represented by the fornula I:

- (- CHCHOR'O- ) - (1)

wherein R' is an al kyl ene group of 2 to 4 carbon atons,
and possesses a nol ecul ar wei ght of 6000 or |ess, said
cross-linking agent is used in a proportion in the
range of fromO0,01 to 0,3 nol % based on the anmount of
sai d wat er-sol ubl e nonoet hyl eni cal | y unsat ur at ed
nononer, further after polynerization, another cross-

I i nki ng agent having at |east two reactive groups
capabl e of reacting with the functional groups of the
polynmer is m xed, and then the heat treatnent and
reaction are carried out at the sanme tine at a
tenperature in the range of from160°C to 230°C to

i ncrease the cross linked density of the pol yner
particle."

Claims 2 to 9 were dependent C ai ns.

Wth regard to the main request, it argued essentially
as follows:

(1) Anmendnents:

(i.1) daim1l had been further anended to indicate
that, after polynerisation, a further crosslinking
agent was m xed with the polymer and subjected to heat
treatnment and reaction at the same tine at the defined
tenperature. This was based on the passage from page 5,
line 53 to page 6, line 1 of the published application.
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(1.2) It was also clear fromthe passage at page 6,

lines 13 to 14 of the published application that the
addi tional cross-linking m ght occur before or after
the heat treatnent performed on the initial polyner.

(1i) Novelty:

(ii.1) Exanple 2 of document @, referred to in the
conmuni cation of the Board, did not disclose the m xing
of a further cross |inking agent.

(ii.2) Exanples 7, 8, and 10 of docunment & did not
di sclose that the heat treatnent was carried out in
presence of a further cross-Iinking agent.

(i1.3) In Exanple 16 of & the tenperature of the heat
treatment was outside the clainmed range.

(ii.4) Thus, novelty was given over & and (0.

(iii) Inventive step:

(iii.1) According to the invention it was necessary to
use a specific cross-linking agent | in specific
amounts, to use a further cross-linking agent |1
having at |east two functional groups capabl e of
reacting with the functional groups of the polyner and
to heat treat and to react with at the sane tine at a
specific tenperature

(iii.2) This conbination of features all owed absorbent
pol yners wi th high absorption capacity, |ow water
soluble and gel stability to be obtained. This was
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clearly shown by the conparative Exanples 1 to 24
submtted with the letter of 19 Septenber 2003.

(i11.3) Even if such conditions were known separately
from @&, this docunent did not suggest the sel ected
conmbi nati on

(tii.4) Furthernmore & clearly taught to use a chain
transfer agent in order to increase the durability of
the gel and did not teach to heat treat the gel I|ike
pol ynmer at a tenperature of 160°C to 230°C to increase
t he absorption capacity.

(iii.5) Thus, the clainms of the main request were based

on an inventive step.

Argunments were al so submtted concerning the
allowability of the first to fifth auxiliary request.

Wth a letter dated 17 Cctober 2003, the Appell ant
submtted a further set of 9 Clains representing its
si xth auxiliary request.

Oral proceedings were held on 21 October 2003.

At the beginning of the oral proceedings, and after
havi ng heard the Parties, the Board indicated that it
woul d take into consideration the requests submtted by
the Appellant with its letter of 19 Septenber 2003, as
wel | as the experinmental report annexed to this letter.

Fol | owi ng observati ons under Article 123(2) and 84 EPC
fromthe Board concerning the main request, the
Appel I ant subm tted an anended version thereof which
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was further revised as a response to further objections
under Article 123(2) EPC raised by both the Board and
t he Respondent.

Claim1l1l of the revised main request differed from
Claim1 of the main request submtted with letter of
19 Septenber 2003 only in that the expression "to

i ncrease the crosslinked density of the pol yner
particle" had been del et ed.

Clains 2 to 9 are dependent C ains and correspond to
Claims 2 to 9 of the main request filed with the letter
of 19 Septenber 2003, apart from an anendnent mnmade in
Claim4 in the definition of the cross-1inking agent of
formula VI.

(1) The argunents presented by the Respondent during
the oral proceedings may be sunmarized as foll ows:

(1.1) The requests presented by the Appellant with its
letter of 19 Septenber 2003, the request filed with the
letter of 17 October 2003 of the Appellant, as well as
the requests submtted by the Appellant during oral
proceedi ngs were late filed. Thus, the Respondent had
not sufficient time to study these requests and to
prepare its line of argunmentation in view of these
requests. These requests should therefore not be

i ntroduced in the proceedi ngs.

(i.2) The Respondent had not enough time to carry out
its own experinents in reply to the Appellant’s
experinmental report submitted with the letter of

19 Septenber 2003. Thus, this experinental report by
t he Appell ant shoul d al so be di sregarded.
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(i.3) The Respondent submtted that it was not clear
whi ch was indeed the revised version of the Cains of
the new main request submitted during the oral

proceedi ngs, since the docunents presented by the

Appel lant in fact conprised two sets of 9 O ains, which
differed in the wording of their respective Claim1l,
since the article "a" between the expression "in
presence of" and the word "cross-Iinking" was m ssing
in CQaim1l of one of these sets.

(i.4) Concerning novelty, while relying on its previous
subm ssions nmade in its letter of 20 Decenber 2001, it
further argued as foll ows:

(i.4.1) On page 3, lines 32 to 37, docunent &
di scl osed the general procedure for obtaining an
absor bent resin.

(i.4.2) This procedure was further specified by
defining the nost preferred range of concentration of
the first cross-linking agent (i.e. 0.02 to 0.4% nol %
cf. page 4, line 52), and the nost preferred
tenperature range for the heat treatnment in presence of
the surface cross-linking agent (i.e. 90°C to 220°C,
cf. page 9, lines 9 to 12).

(i.4.3) Furthernore Exanple 17 of & showed that the
heat treatnment in presence of the surface cross-1linking
agent was carried out at 200°C, i.e. in the range
clainmed for the heat treatnent according to the patent

in suit.
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(i.4.4) Thus, docunent & unanbi guously discl osed al
the features of the nmethod according to Claim1 of the
patent in suit.

(ii) The Appellant argued essentially as foll ows:

(ii.1) The requests and the experinmental report
submtted with the letter of 19 Septenber 2003 had been
filed at | east one nonth before the oral proceedings.
This was in accordance with the deadline set out in the
comuni cation of the Board dated 4 July 2003 for the

filing of new subm ssions.

(ii.2) Furthernore, the experinental report had been
filed in response to the considerations under
Article 56 EPC nentioned in the conmmunication of the
Board of 4 July 2003.

(ii.3) Concerning novelty:

(i1.3.1) The present invention represented a selection
fromthe teaching of document &, in that one had to
select a specific cross-linking agent, to use it in a
specific anmount to crosslink the polyner, and to sel ect
a tenperature range for carrying out the heat treatnent
in the presence of the further cross-Ilinking agent.

(i1.3.2) This conbination of features was, as such, not
di scl osed in Q2.

(i1.3.3) Thus, the subject-matter of Claim1l1 was novel

over &2.
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The Appel |l ant requested that the decision under appeal
be set aside, and the patent be maintained on the basis
of Claims 1 to 9 of the main request (revised) filed
during the oral proceedings or, in the alternative, on
the basis of the 15 to the 5'" auxiliary request each
filed with the letter dated 19 Septenber 2003, or on
the basis of the 6'" auxiliary request filed with letter
dated 17'" Oct ober 2003.

The Respondent requested that the appeal be dism ssed
or, in the alternative, that the case be remtted back
to the first instance.

Reasons for the Deci sion

1

The appeal is adm ssible.

Procedural nmatters

2.

2797.D

The Board has been confronted at a |ate stage of the
proceedi ngs with

(a) the filing by the Appellant of several sets of
anmended cl ai ns
and

(b) the subm ssion by the Appellant of an experinental
report inits letter of 19 Septenber 2003.

The filing of anmended clainms in opposition proceedi ngs
is governed by Article 123 and Rul e 57a EPC, which do
not contain a tine limt for the filing of amendnents.
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2.2 The Board therefore holds, in agreenent with the case
law, that it has at |east the discretion to accept
amended clains at any stage of the appeal opposition
proceedings, i.e. also during oral proceedings.

2.3 In this connection, it is, however, evident that it
shoul d be ascertained that the procedural fairness
woul d not be jeopardized by the adm ssion into the
proceedi ngs of anended clains filed at a | ate stage of
t he appeal opposition proceedings, i.e. that the
OQpponent coul d properly deal with these late filed
requests if admtted.

2.4 In the present case, the main request and the five
auxiliary requests filed with the letter of
19 Septenmber 2003, have been submitted one nonth prior
to oral proceedings, so that, in the Board s view, the
Respondent (Opponent) was gi ven enough tinme to study
t hem

2.5 Claim1 of the revised main request submtted during
oral proceedings differs fromCdaim1l of the main
request submtted on 19 Septenber 2003 only by the
del etion of the expression "to increase the cross
| inked density of the polynmer particle” and this
anmendnent has been carried out in response to an
obj ection under Article 123(2) EPC raised by the
Respondent in respect of the main request submtted
with letter of 19 Septenber 2003. Thus, this cannot
represent an undue burden for the Respondent to deal
properly with this request.

2.6 Thus, the Board decides to introduce the nmain request
(revised) submtted at the oral proceedings as well as

2797.D
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the five auxiliary requests submtted with |etter of
19 Septenber 2003 into the proceedings.

According to Article 114(2) EPC facts and evi dence
whi ch are not submtted in due tine by the Party
concerned may be di sregarded.

In the present case, an experinental report has been
submtted by the Appellant inits letter of

19 Septenber 2003, i.e. one nonth prior to the oral
proceedi ngs, i.e. before the deadline set out in the
conmmuni cation of the Board of 4 July 2003 for the
filing of further subm ssions.

On the one hand, it is clear, in the Board s view that
the filing of this experimental report represents a
response to the observations nade by the Board under
Article 56 EPC in its conmunication dated 4 July 2003.

On the other hand, it is also clear in view of the
conparative tests carried out in this report (cf. in
particul ar, page 14 of the letter of 19 Septenber 2003;
par agr aph "Additional conparative Exanples") that this
report has been nade in response to the tests submtted
by the Respondent (Opponent) with its letter dated

20 Novenber 2000 during proceedi ngs before the

Qpposi tion Division.

Furthernore, it could have been reasonably expected, in
vi ew of the communication of the Board of 4 July 2003,
that conparative data aimng to show the effect

(Appel lant) or the absence of effect (Respondent) of
the choice of both the tenperature for the heat-
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treatnment and the first cross-1inking agent m ght be of
hi gh rel evance for the assessnment of inventive step.

In this connection, the Respondent was thus free either
to submt its own tests before the deadline set out in
t he conmuni cation of the Board, or to prepare itself in
order to be able to submt counter exanples in a short
period (one nonth), or to rely on its own previous
tests submtted with its letter of 20 Novenber 2001

It thus follows, in the Board' s view, that the filing
of the experinental report by the Appellant on the

19 Septenber 2003 does not represent unfair behaviour
but, on the contrary, corresponds to a diligent and

f oreseeabl e def ence.

Taking further into account that these conparative
tests appear prima facie highly relevant for the

out cone of the proceedings, the Board decides to

i ntroduce the experinental report submtted by the
Appel lant with its letter of 19 Septenber 2003 in the
proceedi ngs (Article 114(1) EPC)

Mai n request

2797.D

Prelimnary remark

Al t hough, when invited by the Board to submt the
witten formof its revised new nmain request, the
Appel I ant submitted 6 pages conprising two sets of
claims, it is perfectly clear to the Board that the
pages nunbered 1 to 3 thereof represent indeed the text
of its revised new main request and that the pages
nunbered 11 and 12 and the page headed "inserts to
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clainms of the main request” are nerely of explanatory
nature in order to show the anendnents made in the
cl ai ns.

Wrding of the O ains

Article 123(2) EPC

No objection under Article 123(2) EPC has been raised
by the Respondent against the clains. The Board is al so
satisfied that the clains neet the requirenments of
Article 123(2) EPC, since Claim1l is supported by
Claim1l1l of the application as originally filed read in
conmbination with original Cains 2 and 11 and the
foll owi ng passages of the original description (cf.

Eur opean application as published):

page 3, lines 4 to 13;

page 4, lines 43 to 46; and

page 5, lines 53 to 55;

and since an adequate support for dependent Clains 2 to
9 can be found in the application as filed (cf.

Eur opean application as published, Cains 3, 4; page 4,
lines 2 to 22; Clains 6, 7, 8, and 9; page 6, lines 3
to 6).

Article 123(3) EPC

It is evident that the anendnents carried out in
Claim1l1 anbunt to restrictions in conparison to Claiml
as granted. It thus follows that Aaim1l and by way of
consequence dependent Clains 2 to 9 neet the
requirenments of Article 123(3) EPC.
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Article 84 EPC

The Board is satisfied that the requirenents of
Article 84 EPC are net by Clains 1 to 9.

Novel ty

Docunent &2 is the only docunment on the basis of which
| ack of novelty of the subject-matter of Claim1l has
been al |l eged by the Respondent.

Docunment G2 relates to a nethod for the production of
an absorbent resin (F), which conprises polynerising
30% by weight to saturated concentration of (A) an
aqueous wat er-sol ubl e ethylenically unsaturated nononer
solution containing (B) 0.005 to 5 nmol % of a cross-

I i nking agent and (C) 0.001 to 1 nol % of a water-

sol ubl e chain transfer agent, both based on the anpunt
of nonomer (A), thereby preparing an absorbent resin
(D), and cross-linking the surface region of the
absorbent resin with (E) a hydrophilic cross-1inking
agent capable of reacting with the functional group of
t he absorbent resin. This cross-linking reaction is
effected by m xing 100 parts by wei ght of the absorbent
resin (D) obtained by the polynerisation of (A the
nononer, in the presence of 0 to 20 parts by weight of
water and O to 20 parts by weight of a hydrophilic
organic solvent (G, with 0.005 to 5 parts by wei ght of
(E) and heating the resultant m xture to a tenperature
in the range of 40°C to 250°C, preferably 90°C to 220°C
(cf. page 3, lines 22 to 28; page 8, lines 9 to 15;
page 9, lines 4 to 12).
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According to &, the conmpounds which are usable as a
nmononer (A) include acrylic acid, nethacrylic acid,

mal eic acid, fumaric acid, crotonic acid, itaconic acid,
and al kali metal salts and ammonium salts of such acids,
acryl am de, nethacryl am de, 2-hydroxyet hyl

(et h)acryl ates, nethoxypol yet hyl enegl ycol

(et h)acryl ates, N, N-di nethyl am noet hyl (net h) acryl at es,
N, N- di et hyl am nopr opyl (et h) acryl ates, N, N-

di et hyl am nopr opyl (et h) acryl am des, and quaternary
salts thereof. The conpounds useful as the cross-

i nki ng agent (B) are compounds possessing at |east two
pol ynerical ly unsaturated groups or reactively
functional groups in the nmolecular unit thereof. The
conpounds possessing at |east two polynerically
unsaturated groups in the nolecular unit thereof and
usabl e as the cross-linking agent (B) include N,N -

met hyl enebi sacryl am de, (poly)ethylene glycol

di (neth)acryl ates, (poly)propyl ene glycol

di (nmeth)acryl ates, glycerol tri(neth)acrylates,

gl ycerol acrylate nethacryl ate, polyvalent netal salts
of (meth)acrylic acids, trinmethylol propane
tri(meth)acrylates, triallylamne, triallyl cyanurate,
triallyl isocyanurate, and triallyl phosphate. Wile &
further nentions that those which possess at |east two
pol ynerically unsaturated groups in the nolecular unit
thereof are said to be particularly preferable, it does
not indicate a nolecular weight limt for the cross-

i nking agent to be used. The ampount of the cross-

i nking agent (B) to be used is in the range of 0.005
to 5 nmol % preferably 0.02 to 0.4 nol% nore preferably
0.04 to 0.2 nol % based on the anount of the nmonomer
(A) (cf. &, page 4, lines 11 to 52).
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More specifically G discloses in its Exanple 16 the
manuf act ure of an absorbent resin by further cross-
linking a resin obtained while using 0.2 nole % based
on the mononer of a pol yethyl ene glycol (polynerization
degree n=8) diacrylate (i.e. having a nol ecul ar wei ght
wel | bel ow 6000), at a tenperature of 130°C (i.e.
outside the range defined for the heat-treatnment in the
patent in suit) with ethylene glycol diglycidyl ether.
Docunment &2 al so discloses in its Exanple 17, the
further cross-linking with glycerine of an absorbent
resin at a tenperature of 200°C, the absorbent resin
havi ng been prepared while using N, N -nethyl ene-

bi sacryl am de as first cross-linking agent (i.e. a
conponent not falling under the formula I given for the
first cross-linking agent in the patent in suit).

It is thus clear from paragraph 6.2 above that the

cl ai med process according to the patent in suit cannot
be considered, contrary to the subm ssions of the
Appel |l ant (cf. paragraph XIl. (ii.3.1) above) as a
selection fromthe teaching of &, since the clained
met hod does not require the presence of a chain
transfer agent. It thus follows that the decision

T 279/ 89, referred to in the decision under appeal,
which deals with the criteria for selection inventions

is not relevant in the present case.

It is, however, clear that the clainmed nethod is
characteri zed by the conbination of the use of a
specific first cross-linking agent having a specific
nol ecul ar wei ght and the application of heat treatnent
in the presence of a second cross-linking agent in a
specific tenperature range.
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In that respect, the present case also differs from
that of the decision T 666/89 (also referred to in the
deci si on under appeal) where the novelty of a
conposition defined by continuous ranges of anounts of
ingredients was at stake, firstly in that it refers to
a process and secondly in that this process is defined
by the conbination of a specific starting conponent and
a specific process variant (i.e. tenperature of the
heat treatnment).

According to the decision T 355/99 of 30 July 2002 (not
published in QO EPO, it is not sufficient for a
finding of lack of novelty that the clainmed features
coul d have been derived froma prior art docunent,

t here nust have been a clear and unm stakabl e teaching
of the clained features (Reasons, point 2.2.4).
Furthernore, according to the decision T 572/88 of

27 February 1991 (not published in QJ EPO, assessnent
of novelty should be strictly distinguished fromthat
of inventive step (Reasons, point 4).

Thus, the question boils down as to whether there is in
& a clear and unm st akabl e teachi ng of the conbination
of features nentioned above taking into account that

t he enabling disclosure of a docunent is not restricted
to its worked exanpl es.

In this connection, it is firstly evident (cf.

par agr aph 6.4 above) that Exanples 16 and 17 of &
cannot destroy the novelty of the subject-matter of
Claim1, since the nmethods disclosed therein differ
fromthat of Cdaiml in that a too |ow tenperature is
used for the heat treatnent (Ex.16) or in that a
different first cross-linking agent is used (Ex.17).
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Secondly, it is clear that the nmethod disclosed in &
conprises at |east the foll ow ng options:

- choosing a first cross-1Ilinking agent having at
| east two unsaturated group instead of a cross-
I i nki ng agent havi ng functional groups capabl e of
reacting with the nononer,

- further choosing the first cross-1inking agent
having at |east two unsaturated groups fromthe
list thereof, and

choosing the heat tenperature for carrying out the
reaction with the hydrophilic cross-1inking agent.

Wiile it is true that G generally nentions that the
heat treatnment could be carried out at a tenperature
preferably in the range from90°C to 220°C in the
presence of the second cross-1linking agent, this does
not, however, inply that the heat treatnent is
inevitably carried out in the range between 160°C and
220°C when the first cross-linking agent is a

pol yet hyl ene gl ycol di(nmeth)acrylate (cf. &, page 4,
l[ine 30), which is the only cross-1linking agent anong
the cross-linking agents having at |east two
unsaturated groups of the list nentioned at page 4,
lines 8 to 33 of & which would fall under the formnula
set out in present Claiml for this conponent, w thout,
however, specifying its nolecular weight. On the
contrary, Exanple 16 shows that the heat treatnent,

al though carried out at a tenperature (130°C) bel ongi ng
to the preferred range nmentioned in &, is effected at
a tenperature well outside the range of overlap (i.e.
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160 to 220°C) with the range defined in aim1l of the
patent in suit.

Consequently, the Board conmes to the conclusion that &
does not directly and unanbi guously discl ose the nethod
of Caiml of the main request and that the subject-
matter of Claim1l and, by the sane token, that of
dependent Clainms 2 to 9 neets the requirenents of
Article 54 EPC

In view of the above findings, the objection of |ack of
novelty which led to the revocation of the patent in
suit according to the decision under appeal has been
met. It is therefore necessary for the decision under
appeal to be set aside.

Consequently, the Board has not considered it
appropriate to deal with the nerits of the first to the
fifth auxiliary requests, although these have been

i ntroduced into the proceedi ngs, even |less with those
of the sixth auxiliary request, upon which no decision
was taken on the question of its admssibility into the
pr oceedi ngs.

Taking into consideration the rel evance of the
experinmental report submtted by the Appellant in its
letter of 19 Septenber 2003 for the assessnent of
inventive step of the subject-matter of Clains 1 to 9
of the main request, which, in the Board s view,
results in the case acquiring a new evidential aspect,
and having regard to the request of the Respondent for
remttal to the first instance, the Board, in order not
to deprive the Parties of one instance of exam nation,
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makes use of its powers under Article 111(1) EPC to
refer the case back to the first instance.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance for further

prosecuti on.

The Regi strar: The Chai r man:

E. Gorgnmaier R Young

2797.D



