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Summary of Facts and Subm ssi ons

2349.D

Eur opean patent No. 0 370 089 was revoked by deci sion
of the Qpposition Division on the grounds of extension
of its subject-matter (Article 123(2) EPC) and | ack of
inventive step (Article 56 EPC) vis a vis docunent Bl
The first instance considered that the provision of a
not or for automation purposes even for an isocentric
mammogr aphi ¢ apparatus had to be seen as a nornma
design possibility without any inventive nerit.

The appel | ant (patentee) | odged an appeal against this
decision and filed a statenent of grounds on 7 June
2001 along with anended clains. The availability to the
public of docunent Bl was al so contested.

As to the respondents (opponents), opponent 2 replied
on 18 Cctober 2001 and submtted a declaration in lieu
of an oath by Marianne Popp as an evi dence of the

adm ssibility of document Bl. Opponent 1 did not file
any subm ssions and inforned the Board by letter dated
17 February 2003 that it was not going to participate
in the oral proceedings.

The Board gave its provisional opinion in a

conmmuni cation dated 11 March 2003 and suggested to
focus the discussion at the oral proceedi ngs on
docunents Bl (Anlage 1) if admtted in the proceedi ngs,
D1 and D8.

Oral proceedings were held on 6 August 2003, during

whi ch the appellant filed amended clains. At the end of
the oral proceedings, the requests of the parties were
as foll ows:
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- The appel |l ant requested that the decision under
appeal be set aside and that the patent be
mai ntai ned i n anmended formon the basis of
clainms 1 to 5 and description pages 1 to 11
submtted at the oral proceedings, figures 1 to
10d as granted.

- The respondent requested that the appeal be
di sm ssed.

The foll ow ng docunents were considered at the ora
proceedi ngs and are reported in the present decision:

D1: US- A-3 609 355,
D8: US- A-4 433 690
B1: "MMX Xer ogr aphi ¢/ Mamrogr aphi ¢ Syst ent'

Ceneral Electric brochure, printed in USA
under the reference 4347 D, pages 1 to 6 as
nunbered by opponent 1 on a copy submtted
on 11 Novenber 1994.

Anl age 1: Simlar to Bl, but bearing an internal stanp
of receipt dated 20 June 1977. Copy
subm tted by opponent 2 on 29 Novenber 2000
during the oral proceedings in opposition.

Affidavit by Marianne Popp (Sienens), submtted by
opponent 2 with the letter of 18 October 2001.
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Letter from Nancy Lei ker (General Electric Conpany),

subm tted by opponent 1 with the letter of 23 Apri

1998.

Anl age 5: "Breast Cancer Detection with Sonography and

Manmogr aphy: Conpari son Using State-of-the-
Art Equi pment” by A Sickles et al., AJR
140: 843-845, May 1983.

Argunents presented by the parties:

(i)

The appel lant submtted that, starting from
docunent D1 which di scl osed the precharacterising
features of claim1 the present invention was new
and inventive vis a vis the state of the art. None
of the cited docunents discl osed a manmogr aphi c
apparatus having a notorized turnable frame part.
Al'l the previously known apparatuses were manual |y
adj ust abl e because they were either sufficiently
bal anced or so designed as to be structurally
lighter. Docunment D8 had to be di sregarded since
it related to an ultrasound apparatus, by which
the probl ens addressed were of a different nature
t han those underlying the present invention.
Docunent Bl (Anlage 1) was not a state of the art
because its availability to the public, in
particular its publication date, had not been
established with certainty. Mreover it was not
technically relevant since the turnable franme part
was not notorized and its axis of rotation did not
coincide with the central axis of the breast.
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(ii) The respondent submitted that docunent Bl had to
be considered as prior art since it was very
likely that the publication date of this brochure
and its distribution to the public took place
prior to the filing date of the present patent,
having regard to the provided evidence. Bl showed
different views of a manmographi c apparatus, the
axis of rotation of which was substantially
aligned with the central axis of the breast.
Further, the rotating armwas counterbal anced. The
provision of a notorization for the rotation of
the turnable frame was considered cl ose at hand
for a person skilled in the art, the nore since
count er bal anci ng neans and the use of a notor for
facilitating the novenents of the x-ray head were
known from docunent Dl. Docunent D8 discl osed the
coi nci dence of the axes in order to solve the sane
problemas in the present patent of avoiding
pati ent repositioning. Therefore, the subject-
matter of claim1l was obvious with respect to
docunent Bl or to a conbination of docunents D1
and D8. Cdaim1l1l was al so not clear nor conplete
since, according to the patent's description, for
achi eving conpl ete count erbal anci ng of the
apparatus the notorization was al ways associ at ed
with the use of a bal ancing gas spring.

Caim1l in suit reads as foll ows:

" Manmogr aphi ¢ apparatus, conprising a franme part (4),
on which a turnable frane part (25) is nmounted (30),
nost approxi mately as turnable around a horizontal axis
(b—b), and in which said franme part (25) a source (2)
of radiation and neans for holding the filmcassette
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(21) as well as holders (6, 7) for the breast to be
phot ographed, to be placed between the source (2) of
radi ati on and sai d cassette supporting neans, are
fitted, which said breast holders conprise a | ower

hol der (7) and an upper holder (6), which are

di spl aceabl e rel ati ve one another so as to press the
breast (M to be photographed between said hol ders (6,
7), characterized in that the | ower holder (7) of the
breast is fitted in connection with said turnable frane
part (25), nost appropriately as fixed, and that said

| ower holder (7) is placed in such a position relative
the axis (b-b) of rotation of the turnable frame part
(25) that, when the breast (M to be photographed is
pressed from above by nmeans of the di spl aceabl e upper
hol der (6), the central axis (a—a) of the breast
substantially coincides wwth the axis (b-b) of rotation
of the turnable frame part (25) wherein the rotation of
the turnable frame part (25) of the apparatus is

not ori zed for counterbal ancing the apparatus.”

Reasons for the Decision

1

2349.D

The appeal is adm ssible

Amrendnent s

Claiml1l is fornmed fromclaim5 as originally filed
after deletion of the last feature "or is placed at the
proximty of said axis of rotation" and its repl acenent
by the feature "wherein the rotation of the turnable
frame part (25) of the apparatus is notorized for

count erbal ancing the apparatus”. This feature is
derivable fromthe application as filed and, therefore,
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is allowable. By the disclosures (page 7, lines 11 to
13): "The apparatus in accordance with the present
invention requires particular operations to
count er bal ance the apparatus (described in nore detai
inrelation to Fig. 3)", and (page 8, lines 32 to 33)
"The novenment of rotation (of the revolving part 25 by
a rotating notor 17) is counterbal anced by neans of a
bal anci ng gas spring 18", the Board infers that
counterbal ancing is principally achieved by the gas
spring. Referring further back to the forner paragraph
(page 7, lines 15 to 16): "Mreover, the operation of
t he apparatus is notorized, so that conplete
counterbal ancing i s not indispensable or even needed".
This means that the notor serves at first a purpose of
notori zation but it is also used to replace the gas
spring partially or in totality. In that |latter case
the nmotor is used as uni que neans for counterbal anci ng

the turnable frane.

It results therefromthat the feature added to claim1l
is inplicitly supported by the application as filed and
does not extend its subject-matter, in accordance with
Article 123(2) EPC

Wth respect to the apparatus claim4 as granted, the
del eted feature nmentioned above being an alternative,
its deletion fromthe version as granted does not |ead
to an extension of the clainmed subject-matter, in
accordance with Article 123(3).

Dependent clainms 2 to 5 correspond to clains 8 to 11 of
the application as filed or to clains 5 to 8 of the
granted patent.
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The introductory part of the description was adapted to
the content of the anmended claim 1 and the passages
referring to the method were deleted in conformty with
the now restricted scope of the invention.

Therefore, on the formal aspects, all the requirenents
of the EPC are satisfied.

Adm ssibility of docunment Bl (Anl age 1)

Two copies of the brochure Bl were filed during the
opposi ti on proceedi ngs. One by opponent 1 along with
its statenent of grounds (exenplar with pages and

Fi gures nunbered 1 to 6), the other by opponent 2
(referred to as Anlage 1) with a letter dated

27 Cctober 2000 and, again, at the oral proceedings in
opposition, bearing a stanp of receipt dated 20 June
1977.

Docunent Bl has no publication date and is identified
only by the reference "4347D, printed in USA".
According to the wit of Nancy Leiker, project nanager
by General Electric Conpany, the brochure was published
soneti me between August 1974 and February 1978. The
wit, however, is neither dated nor undersigned and,
therefore, on its ow nerits is of poor relevance as
evi dence. The affidavit by Marianne Popp, dated

17 Cctober 2001, states that as an enpl oyee of Sienens
A.G she was a.o. in charge of collecting every piece
of information related to x-ray manmography between
1973 and 1983. At this occasion the brochure Bl

(Anl age 1) was collected and regi stered. The date

i ndi cated by the stanp of receipt (20 June 1977)
corroborates the estimati on made by Nancy Lei ker.
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The Board has no reason to challenge the registration
practice at Sienmens which is in line with the one in
use in docunentation departnments of many | arge
conpanies for collecting all kinds of information in
relation to the technical field of interest for those
conpanies or their conpetitors. Mreover, such
brochures or leaflets are by nature used for publicity
and comrerci al purposes and as such are to be

di stributed without restriction to any prospect. On the
bal ance of probabilities, docunent Bl has to be rated
as published and made ot herwi se available to the public
| ong before the priority date of the patent in suit.
Therefore, docunent Bl is a state of the art under
Article 54(2) EPC

| nventive step

The invention relates to a mammogr aphi ¢ appar at us of

t he type described in docunent D1, conprising a frame
part turnable around a horizontal axis for taking axial
and | ateral x-ray pictures when passing fromFigure 1
to Figure 2, respectively. It further conprises a
source of radiations and upper and | ower hol ders

di spl aceabl e rel ative to one another so as to conpress
the breast to be photographed therebetween. The | ower
hol der is fixedly nounted to the turnable part as shown
on the figures the nedian axis between the holders, i.e.
the central axis of the conpressed breast is offset
with respect to the horizontal axis 6 of the turnable
frame part, with the consequence that the patient has
to be shifted and new positioning adjustnents have to
be made when changi ng the projection node of
phot ogr aphy.
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The subject-matter of claiml differs fromthe

di scl osure of docunent D1 in that, when the breast is
pressed, the central axis (a-a) of the breast
substantially coincides wwth the axis (b-b) of rotation
of the turnable frame part of the apparatus, wherein
the rotation is notorized for counterbal ancing the
appar at us.

These features represent the solution to the problem
set in the patent in suit, according to which (cf.
colum 2, line 51 to colum 3, line 1) the mamuographic
apparatus of the present invention can be used w thout
having to shift the patient or to adjust the |evel of

t he apparatus when noving fromone projection or node
of photography to the other while, at the sane tine,
provi di ng a manmogr aphi ¢ apparatus whi ch can be
automated to a high extent.

Due to the coincidence of the axes, the turnable frane
part of the apparatus according to the invention
rotates about an axis which does not pass through the
centre of gravity (P) of the turnable frane (conpare in
the patent Figures A, B, and Figures la, 1b,
respectively). The resulting inbal ance of the turnable
frame part is conpensated by notorizing and
count er bal anci ng the turnable frame. Mreover, the
notori zati on conpensates the inertia of the noving
parts, thus facilitating the handling of the apparatus.
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Docunment Bl shows a series of views wherein the axis of
rotation of the turnable franme appears to be next to
the central axis of the breast (cf. in particular

phot ographs 3/1, 5/1 and 5/2). However, a coincidence
of the axes is neither nmentioned nor required and
cannot be deduced beyond any doubt from the photographs.
On page 6, a counterbal anced armis nentioned for
rotation 90° two ways fromvertical, however wi thout
further detail as to its design or its working. The
docunent is also silent about any notorization of the
turnable franme part. Therefore, the disclosure of
docunent Bl is insufficient to suggest or even teach
the characterising features of the invention.

Docunent D8 (cf. Figure 2 and colum 3, lines 48 to 55)
di scl oses the coincidence between the axis of rotation
30 of the turnable frame part and the central axis of
the breast, in order to allow exam nation of the breast
in various directions wthout having to nove the
patient. This docunent, therefore, addresses one part

of the problemset out in the contested patent.

However, the apparatus does not nention any

notori zation or conpensation neans. As is apparent from
the figures, the apparatus is so designed that the
structure as a whole is substantially symmetrical with
respect to the axis of rotation of the turnable frane
and seens to be well bal anced, despite an isocentric
conception. The handl es 26, 28 on the front part are to
confirmthe manual rotation of the turnable frame. This
docunent, therefore, also fails to suggest the

conmbi nati on as cl ai ned.
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Referring back to the closest prior art docunent DI,
the apparatus is provided with a notor and
count er bal anci ng neans, but only for vertically noving
the x-ray source along the head 7 (cf. colum 1,

lines 52 to 58 and colum 2, lines 48 to 59). Rotation
of the head around the pivot 6 is perfornmed manually,
however. This appears to be sufficient since, due to
the offsetting of the axes (cf. point 4.1 above), the
system renai ns bal anced. Therefore, the technical
probl em underlying the present patent is neither an
obj ect in docunent D1 nor is the solution as clained
suggested by this docunent, taken either alone or in
conmbi nation with docunment D8.

In the Board's judgenent, the invention resides in the
conbi nation of the clainmed features, in particular in
the use of a notor, at least partially, as

counterbal ancing neans, in addition to its main
function of notorization of an isocentric (unbal anced)
manmogr aphi ¢ apparatus, in order to avoid repositioning
of the patient. This conbination is not derivable from
the state of the art.

As a consequence, the subject-matter of claiml

i nvol ves an inventive step within the nmeaning of
Article 56 EPC. The remai ni ng cl ains which depend
t hereon are al so all owabl e.
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Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance with the
order to maintain the patent in anmended formon the
basis of clainms 1 to 5 and description pages 1 to 11,

respectively submtted at the oral proceedings and
Figures 1 to 10d as grant ed.

The Regi strar: The Chai r man:

V. Conmmar e W D. Wi ld
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