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Summary of Facts and Submn ssions

2230.D

Eur opean patent application No. 96 115 242.8 published
under No. 0 767 129 was refused by the Exam ning
Di vi si on by decision dated 21 Novenber 2000.

The Exam ning Division held that the subject-matter of
claim1 of the main request filed at oral proceedings
hel d on 12 Cct ober 2000 did not involve an inventive
step in the light of the closest prior art disclosed in
docunent

D1: JP-A-05-221512;

and that claim1 of the auxiliary request also filed at
the oral proceedings did not neet the requirenments of
Article 123(2) EPC. Wth respect to the auxiliary
request, the Exam ning Division considered that,

al though the originally filed application disclosed
that there was "an inclination of the nagazine in the
extension of an axis parallel to the axis of the supply
line 9 outwards of the machine", as shown in Figure 2,
it did not disclose the clained feature that the
magazi ne was inclined towards the side of the
operator's operating space.

On 25 January 2001 the Appellant (applicant) |odged an
appeal against this decision and paid the prescribed
appeal fee. The statenent setting out the grounds of
appeal was received on 2 April 2001.

During a personal consultation with the Rapporteur of
the Board, held on 6 Septenber 2001, the Appell ant
filed a new claim1l1, requested that the decision under
appeal be set aside, and that a patent be granted on
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the basis of the foll ow ng docunents:

Cam 1 filed on 6 Septenber 2001;
Descri ption: pages 1 to 9 as originally fil ed;
Dr awi ngs: sheets 1/5 to 5/5 as originally filed

Caim1l reads as foll ows:

"A bobbin supply systemconprising a tray supply line
that transports trays to each wnding unit of a w nding
machi ne from a bobbin supply device (1) that supplies
full bobbins (Bf) at a tinme through a chute (18) to the
trays (2); areturn line (6,8) that transports the
trays fromthe winding unit to the bobbin supply device
(1); said bobbin supply device (1) having a nagazi ne
(20) which is rotatable around a rotating axis and

whi ch stocks the full bobbins (Bf); said nagazi ne (20)
conprising a cylindrical bobbin insertion nmenber (42)
havi ng cylindrical insertion holes (37) and a fixed
bobbin reception nenber (43) wth a bobbin delivery
openi ng (38) associated with the top of the chute (18),
whereby a full bobbin (Bf) can drop by gravity fromthe
bobbi n delivery opening (38) for being | oaded onto a
tray (2) after passing through the chute (18);
characterized in that at the rearward end of the bobbin
supply system and next to the nagazine (20) an
operating space (S) and a storage box (19) for storing
full bobbins (Bf) are provided, in such a position that
full bobbins (Bf) can be manually and i ndividually
inserted fromsaid storage box (19) through said
operator's operating space (S) into said insertion
holes (37); and in that said magazine (20) is inclined
in rearward direction."
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In essence, the Appellant's argunents in support of the
request are as foll ows:

In its decision, the Exam ning Division pointed out
that Figure 2 of the original application showed an
inclination of the nmagazine in the extension of an axis
parallel to the axis of the supply line outwards of the
machi ne. Since claim1 as anended during the persona
consul tation essentially defined a correspondi ng
feature, nanely that the magazi ne was inclined
rearwards, it no | onger contained subject-matter

ext endi ng beyond the content of the application as
filed and, consequently, met the requirenents of
Article 123(2) EPC

Novelty of the subject-matter of claim1 could be

est abl i shed because D1 did not disclose the features
defined in the characterising portion of the claim The
subject-matter of claim1 also involved an inventive
step, because the whol e construction of the bobbin
supply system was easier and its operation nore
reliable. Indeed, in contrast to the bobbin supply
system known from D1, the clainmed systemdid not
require a horizontal feeder. Mreover, the
characterising features provided a practical systemfor
use by an operator. In particular, insertion of a ful
bobbin in the nmagazi ne was easy due to the rearward

i nclination thereof.
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Reasons for the Deci sion

1. The appeal is adm ssible.
2. Anmendnent s
2.1 The follow ng features of claim1l can be directly

derived fromoriginal claiml:

a bobbin supply systemconprising a tray supply line
that transports trays to each wnding unit of a w nding
machi ne from a bobbin supply device that supplies
bobbins at a tine to the trays, said bobbin supply

devi ce having a magazi ne whi ch stocks the bobbins.

Furthernore, the follow ng features can be directly
derived fromoriginal dependent clains 2 and 3:

- a return line that transports the trays fromthe
wi nding unit to the bobbin supply device; and

- the magazine is rotatable around a rotating axis.

Support for the follow ng features of claim1l can be
found in the original description (the references in
par ent heses i ndicate the correspondi ng passages in the
originally filed application):

- full bobbins are supplied at a tine through a
chute to the trays (page 4, 3rd paragraph);

- t he magazi ne conprises a cylindrical bobbin
i nsertion nenber having cylindrical insertion
hol es and a bobbin reception nenber with a bobbin
del i very opening associated with the top of the

2230.D Y A
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chute (page 5, |ast paragraph - page 6, first
par agr aph),

- whereby a full bobbin can drop by gravity fromthe
bobbi n delivery opening for being | oaded onto a
tray after passing through the chute (page 7, 2nd
par agr aph).

Al t hough the feature that the bobbin reception nenber
is fixed is not explicitly described, it is apparent
for a skilled person that the bobbin reception nenber
must be a non-rotating part of the nagazine, since the
bobbi n delivery opening 38 of the bobbin reception
menber nust always renmain directly above the bobbin
chute (see page 6, first line).

The features defined in the characterising portion of
claiml1l can be derived fromthe first full paragraph of
page 5 and Figures 1 and 2. I|Indeed, the storage box and
the operating space are described in said paragraph and
are shown in Figure 1. Said paragraph of page 5 al so

di scl oses that full bobbins can be manual |y and
individually inserted fromsaid storage box through
said operator's operating space into the insertion

hol es. Figures 2 and 3 unanbi guously show that the
magazi ne 20, conprising insertion nenber 42 with

i nsertion holes 37 and bobbin reception nenber 43 with
bobbi n delivery opening 38, is inclined in rearward
direction. The rearward direction is clearly identified
in claiml, since the rearward end of the bobbin supply
systemis the end next to the magazi ne where the
operating space and the storage box are positioned.

Therefore, all the features clai ned were disclosed, in
conbi nation, in the application as originally filed.
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Mor eover, none of the features defined in origina
i ndependent claim 1l has been omtted fromclaiml.

In view of the above, claim 1l does not contain subject-
matter extendi ng beyond the content of the application
as filed and thus, the application neets the

requi renents of Article 123(2) EPC

Remttal to first instance

Before the filing of the claimaccording to the

auxi liary request refused by the Exam ning Division, no
specific rel evance had been given in the present patent
application to the inclination of the magazi ne, a
correspondi ng feature being neither present in the
clainms nor nmentioned in the description. Furthernore,
the Exam ning D vision considered the clai maccording
to the auxiliary request as not allowable due to the
presence of added subject-nmatter, w thout expressing a
final opinion with respect to the other requirenents of
t he EPC.

Therefore, the Exam ning Division has neither

consi dered the question of whether the feature relating
to the inclination of the nagazi ne may confer an

i nventive character to the clained subject-matter, nor
t he question of whether the presence of said feature
may necessitate an additional search. Further, if the
present claimshould be found all owabl e, adaptati on of
the description would still be necessary. For all these
reasons, the Board considers it appropriate to remt
the case to the Exam ning Division for further

exam nation, making use of its powers under

Article 111(1) EPC
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O der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the Exam ning D vision for
further exam nation on the basis of claiml1 filed on
6 Septenber 2001.

The Regi strar: The Chai r man:

M Patin P. Alting van CGeusau
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