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Summary of Facts and Subm ssi ons

2000.D

The mention of the grant of European patent

No. O 672 075, with 16 clains, in respect of European
pat ent application no. 94 901 604.2 in the nane of

Uni royal Chem cal Conpany, Inc., filed on 17 Novenber
1993 as PCT/ US93/ 11233 and claimng a US priority of

7 Decenber 1992 (US 987501), was published on 21 My
1997 (Bulletin 1997/21). Independent Clains 1, 7 to 11
and 13 read as foll ows:

"1. An organic diisocyanate prepolyner conprising:

(a) a first prepol yner conmponent conprising a
t ol uene diisocyanate endcapped pol yet her or
pol yester polyol, said prepolynmer having a free
t ol uene diisocyanate nononer |evel of bel ow

0.4 percent by weight; and,
(b) a second conponent selected from

(1) an aliphatic diisocyanate selected from
t he various geonetric isonmers of 1,1'-
met hyl ene- bi s- (4-i socyanat ocycl ohexane),

pure or m xed; or,

(ii) an aliphatic-isocyanate-term nated pre-
pol ymer prepared by prereacting an
al i phatic diisocyanate with a diol or
pol yol conpound,

said first conponent being blended with said second
conponent to formsaid organic diisocyanate
pr epol yner.

7. An organic diisocyanate-endcapped prepol ynmer fornmed

by the reaction of:
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(a) toluene diisocyanate and an aliphatic
di i socyanate sel ected fromthe various isoners
of 1,1 -nethyl ene-bis-(4-isocyanatocycl ohexane),
1, 4-cycl ohexane diisocyanate, or isophorone
di i socyanat e and

(b) a polyal kyl ene ether polyol or a polyester
pol yol, said organic diisocyanate prepolyner
having a free toluene diisocyanate | evel of |ess
than 0.4 percent by weight.

8. A polyurethane elastomer formed by the reaction of
the organic diisocyanate prepolynmer of Claiml with
a curingly effective anmount of a curative containing

4, 4' - met hyl ene- bi s-(3-chl oro- 2, 6-di ethyl aniline).

9. A polyurethane elastomer formed by the reaction of
the organic diisocyanate prepolyner of Claim6 with
a curingly effective anmount of a curative containing

4, 4' - met hyl ene- bi s-(3-chl oro- 2, 6-di ethylaniline).

10. A process for making an aromatic/aliphatic bl ended
i socyanate prepolyner having | ow free tol uene
di i socyanate conprising the steps of:

(a) reacting a nolar excess of one or nore isoners
of toluene diisocyanate with a high nol ecul ar
wei ght pol yol sel ected from pol yal kyl ene et her
pol yol s and pol yester polyols at between 30°C
and 150°C for a tine sufficient to forma high
free toluene diisocyanate prepol yner;

(b) reducing the free toluene diisocyanate |evel of
said high free toluene diisocyanate prepol ynmer
to less than 0.4 percent to forma low free

2000.D
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t ol uene dii socyanate prepol ynmer; and

adding to said | ow free toluene diisocyanate
prepol yner an aliphatic diisocyanate or an

al i phatic diisocyanat e-encapped [sic] prepol yner
to forman aromatic/aliphatic blended i socyanate
pr epol yner.

11. A pol yurethane el astoner forned by the reaction of:

(a)

(b)

an i socyanat e- endcapped pol yal kyl ene et her
pol yol or polyester polyol prepolynmer having a
nol ecul ar wei ght between 650 and 3000 and

a curative blend consisting essentially of
from95 to 5 percent by weight of 4,4'-

nmet hyl ene-bi s- (3-chl oro-2, 6-di ethyl aniline) and
5 to 95 percent by weight of a second aromatic

di am ne curati ve.

13. A pol yurethane el astoner forned by the reaction of:

(a)

(b)

an i socyanat e- endcapped pol yal kyl ene et her
pol yol or pol yester polyol prepolyner; and

a curative blend conprising 70 to 90 percent by
wei ght of 4, 4'-nethyl ene-bis-(3-chl oro-2, 6-
diethylaniline) and 30 to 10 percent by wei ght
of 4,4'-nethyl ene-bis-(2-chloroaniline).”

Clainms 2 to 6 were dependent clains directed to

el aborations of the organic diisocyanate prepol yner

according to Caiml.

Dependent Clainms 12 and 14 to 16 read as foll ows:

The pol yuret hane el astomer of Caim 11l wherein said
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second aromatic diamne curative is selected from
4, 4' - et hyl ene- bi s-(2-chl oroani line), dinethylthio-
t ol uenedi am ne, trinmethylene glycol di-p-am no-
benzoate, and 1, 2-bis-(2-am nophenyl t hi o) et hane.

14. The pol yuret hane el astonmer of Cl aim 11 wherein the
i socyanate in said prepolynmer is a toluene
di i socyanate i soner bl end wherein 2,4-tol uene
di i socyanate is present from65 to 100% and 2, 6-
tol uene diisocyanate is present fromO to 35%

15. The pol yurethane el astoner of Caim1ll wherein the
i socyanate content of the prepolymer is from
2 to 10%

16. The pol yurethane el astonmer of C aim 11 wherein the
free toluene diisocyanate nononer content of the

prepolynmer is less than 0.4%"

Noti ces of opposition were filed by Air Products and
Chem cal s, Inc. (opponent 01) on 19 February 1998, and
by Lonza AG (opponent 02) on 20 February 1998.

The grounds of opposition raised by both opponents were
the grounds of Article 100(a) EPC, ie |lack of novelty
and |l ack of inventive step, and the grounds of

Article 100(b) EPC, ie insufficiency of disclosure. The
opposi tions were supported by 24 docunents including:

D1: Adiprene® L-325 - A Liquid Urethane El astoner;
brochure from Uniroyal Chem cal Conpany, Inc.,

printed 7/1988;

D2: US-A-5 077 371
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D3: Polyurethan - El astomere, Systene, Additive;
brochure from Lehmann & Voss & Co., printed 9/1990;

D7: Adiprene® L-325; Safety Data Sheet of Uniroyal
Chem cal Conpany, Inc., issued 09.01.1986;

D13: US-A-4 182 825;

D21: Adi prene® L-325; Material Safety Data Sheet from
Uni royal Chem cal Conpany, Inc., issued 09.01.1986;
and

D22: Letters of Lehmann & Voss & Co. of 15 Cctober 1999
and 16 February 1998 concerning the conposition of
Luvocur e® MJT/ A

During prosecution of the case before the opposition
division, the proprietor filed a set of 12 clains
formng an auxiliary request. Apart froma clerical
correction in Claim 10 ("diisocyanate-endcapped
prepolynmer”), Clains 1 to 10 corresponded to granted
Clains 1 to 10. Cains 11 and 12 read as fol |l ows:

"11. A polyurethane el astomer fornmed by the reaction of:

(a) an isocyanate-endcapped pol yal kyl ene et her
pol yol or polyester polyol prepolynmer having a
nmol ecul ar wei ght between 650 and 3000, wherein
the isocyanate in said prepolyner is a tol uene
di i socyanate i soner bl end wherein 2,4-tol uene
di i socyanate is present from65 to 100% and 2, 6-
tol uene diisocyanate is present fromO to 35%
and wherein the free toluene diisocyanate
nmonomer content of the prepolyner is |ess
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t han 0. 4%

(b) a curative blend consisting essentially of from
95 to 5 percent by weight of 4,4'-nethylene-bis-
(3-chloro-2,6-diethylaniline) and 5 to 95
percent by weight of a second aromatic dianm ne
curative selected from 4, 4' -net hyl ene-bi s-(2-
chl oroaniline), dinethylthio-tol uenedi am ne,
trimethyl ene glycol di-p-am nobenzoate, and 1, 2-
bi s- (2- am nophenyl t hi 0) et hane.

12. The pol yuret hane el astonmer of claim 11 wherein the
i socyanate content of the prepolynmer is from?2
to 10%"

By an interlocutory decision which was announced orally
on 24 April 2001 and issued in witing on 17 May 2001,

t he opposition division decided that the patent could
be mai ntained in anended form based on the proprietor's
auxi liary request (section Il, above).

Wth respect to the clains of the auxiliary request, it
was held that anmended Clains 10 to 12 net the
requirenments of Article 123 EPC. The subject-matter of
Claim1l was considered to be novel over D1, D7 and D21
since the prepolynmer disclosed in these docunents
contained nore than 0.4 percent by weight of free

tol uene diisocyanate (TDI). As regards the assessnent
of inventive step of the pol yurethane (PU) el astoners
of Clainms 8 and 9, the decision under appeal pointed
out that the advantages provided by those PU el astoners,
namely resistance to cracking during the cure stage,
long pour life, low levels of toxicity and excellent
dynam c properties in the el astoner (page 18, lines 3
to 10 of the patent in suit), had to be taken into
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account when fornul ating the technical problem D1,

whi ch was considered to represent the closest prior art,
referred to Adiprene® L-325, a liquid PU el astoner, and
the possibility to cure it with 4,4"-nethyl ene-bis-(2-
chl oroaniline) (MBOCA). Adiprene® L-325 contained a
smal | amount of volatile aliphatic diisocyanate and a
smal | amount of free TDI nonomer which was, however

hi gher than 0.4% by weight. There was no hint, either
in Dl itself or in any other document, that the above
nmenti oned advant ages coul d be achi eved by reducing the
content of free TDI and by using a different curing
agent, ie 4,4 -nmethyl ene-bis-(3-chloro-2, 6-di et hyl -
aniline) (MCDEA) instead of MBOCA. Hence, the subject-
matter of Clains 8 and 9 involved an inventive step.

On 26 July 2001, opponent 02 (hereinafter referred to
as the appellant) | odged an appeal agai nst the above
deci sion and paid the prescribed fee on the sane day.

In the statenment of grounds of appeal, filed on

27 Septenber 2001, the appellant objected to the

subj ect-matter of anmended Clains 11 and 12 as
mai nt ai ned by the opposition division in view of
Article 123(2) EPC. Furthernore, it was argued that the
subject-matter of Clains 1 to 4 and 7 | acked novelty
and inventive step with respect to D1/ D7 and D2. As
regards inventive step of the PU el astoners of Clains 8
and 9, the appellant argued that D3 disclosed TDl -

pol yet her systens having excell ent dynam c properties,
whereby the table on page 3 of D3 explicitly suggested
a conbi nation of Adi prene® L-325 and Luvocure® MJT. |t
had been denpnstrated that Luvocure®MJT/A was a m xture
of curatives containing 75% MCDEA. Since it was
furthernore known from D2 that high | evels of free TDI
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were undesirable, it was obvious for a skilled person
to reduce the free TDI |l evel as far as possible. Thus,
the subject-matter of Clains 8 and 9 was obvious in
view of a conbination of D3 and D2.

The ot her objections raised by the appellant are not
rel evant for this decision.

V. On 4 April 2003, the proprietor (hereinafter referred
to as the respondent) filed a witten subm ssion which,
as far as it is relevant for this decision, can be
sunmari zed as foll ows:

(a) dains 11 and 12 as nmintai ned by the opposition
di vision did not contravene Article 123(2) EPC
since it was clearly and unanbi guously derivable
for the skilled person fromthe application as
originally filed that the features of originally
filed Cains 11, 12 and 14 to 16 could be conbi ned
al toget her wi thout departing fromand w thout
contradicting the original disclosure.

(b) The clained subject-matter was novel over the
cited docunents. In particular, the subject-matter
of Caiml1l was novel since D1 and D7 did not
mention a prepolynmer having a free TD |evel of
bel ow 0.4 percent by weight. The subject-matter of
Claim1l was al so novel over D2 since that docunent
did not disclose the conbined use of TDI and 1,1'-
nmet hyl ene- bi s- (4-i socyanat ocycl ohexane) (HL2MDI)
as required in Caiml.

(c) D2 disclosed a conpletely different solution for
reducing the level of free TDI in the prepol yner,

2000.D
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nanely the use of a TDI dinmer which resulted in
the formati on of all ophanate groups. Such groups
were not present in the clained PU el astoners.
Therefore, a conbination of D3 and D2 did not
result in the PU elastoners of Clains 8 and 9.
Consequently, the subject-matter of Clains 8 and 9
was based on an inventive step over D3 and D2.

In a comuni cation, issued on 29 March 2004,
acconpanyi ng a sumons to oral proceedings, the salient
issues as to the clains maintained by the opposition
division were identified by the board as being firstly,
the basis for the anmendnent of Clainms 11 and 12,
secondly, novelty of the subject-matter of Cains 1
and 7 over D7 and D21, in particular with respect to
the |l ow TDI nonomer content required for conponent (a)
but not for the clainmed "overall" prepolynmer, thirdly,
novelty of the subject-matter of Clains 8 and 9 over D3,
and, fourthly, inventive step of the various

i ndependent cl ai ns.

In a letter filed on 14 June 2004, the respondent filed
a main request and four auxiliary requests on the basis
of which it would defend the patent in suit during the
oral proceedings. In a further letter filed on 7 July
2004, the respondent provided information with regard
to the disclosure of the various sets of clains filed
by the previous letter. A further auxiliary request
headed " Suppl enental Auxiliary Request 2/3" was
received on 9 July 2004.

In a letter filed on 14 June 2004, opponent 01
(hereinafter referred to as party as of right) provided
argunents as to why the subject-matter of Clains 11
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and 12 as nmai ntai ned by the opposition division was not

based on an inventive step.

I X. On 14 July 2004, oral proceedings were held before the
board where the respondent withdrew the first and the
third auxiliary request filed on 14 June 2004
(section VI, above), filed a new auxiliary request
headed "2' Auxiliary Request"”, and requested to
consi der the requests in the follow ng order:

* main request (dismssal of the appeal);

= 2" auxiliary request filed on 14 June 2004
(hereinafter referred to as the first auxiliary
request);

= 2' auxiliary request filed at the oral proceedings
(hereinafter referred to as the second auxiliary
request);

= supplenental auxiliary request 2/3 filed on
9 July 2004 (hereinafter referred to as the third
auxiliary request); and

= 4'" quxiliary request filed on 14 June 2004
(remains the fourth auxiliary request).

The subm ssions of the parties can be summarized as
fol | ows:

(a) Both the appellant and the party as of right

objected to the adm ssibility of the second and
the third auxiliary request as being late filed.

2000.D
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As regards the respondents main request, the
appel lant maintained its objection that Cains 11
and 12 as anended during the opposition procedure
did not neet the requirenments of Article 123(2)
EPC. In this respect, both the appellant and the
respondent basically relied on their witten

subni ssi ons.

During the discussion of the first auxiliary
request, the board directed the respondent's
attention to the fact that docunents D7 and D21,
relied upon by the appellant for its novelty

obj ection, were, although issued in 1986, revised
in 1996, ie after the priority date of the patent
in suit. However, the respondent confirnmed that,
what ever the revision was, the substances referred
toin the material safety data sheets renai ned as
in the first version. Thus, these documents were
accepted as state of the art within the neaning of
Article 54(2) EPC

As regards novelty of the subject-matter of
Claim 1, the discussion focussed on the question
as to whether the feature "said prepol yner having
a free toluene diisocyanate nononer |evel of bel ow
0.4 percent by weight” in Caiml referred to the
"overall" organic diisocyanate prepolyner or to

t he prepol ynmer conponent (a). According to the
respondent, a person skilled in the art would

i medi ately recogni ze fromthe claimlanguage and
the application as a whole that this feature
related to the "overall" prepolynmer. Furthernore,
the prior art did not disclose the bl ending of
conponents (a) and (b) as required in Caiml.
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Hence, the subject-matter of Caim1l was nove

over D1, D2, D7 and D21. The appel |l ant mai nt ai ned
its position that the prepolyner of Caim1l | acked
novel ty over these docunents.

(d) The appellant and the party as of right argued
t hat the anmendnent of Claim1 of the second and
the third auxiliary request did not neet the
requi renents of the Article 123(2) EPC. Such an
amendnment was, contrary to the opinion of the
respondent, not clearly and unanbi guously
derivable fromthe application as fil ed.

(e) As regards the fourth auxiliary request, the
appel l ant and the party as of right pointed out
that D3 disclosed the conbination of Adiprene®.- 325
Wi th various curatives whereby at | east one of
these curatives, ie Luvocure® MJT/A, fell wthin
the scope of Claim1l. Thus, D3 disclosed, at |east
inplicitly, the conbination of Adiprene®.-325 with
all curatives. The respondent was of the opinion
that D3 did not disclose Adiprene®.-325 in
conbination with a specific curative.

The respondent considered D13 as the cl osest prior
art which was directed to a curabl e conposition
conprising a prepolymer having | ow TDI content and
MBOCA as a curative. Faced with the probl em of
substituting the toxic MBOCA while maintaining the
good dynam c properties of the elastonmers of D13,
it was not obvious fromthe available prior art to
substitute MBOCA wi th MCDEA and si nul taneously add
a second conponent to the prepolyner, nanely
conmponent (b)(i) or b(ii). The party as of right

2000.D
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observed that D13 was not the correct starting
poi nt since the prepolyner used in Claim1l was not
restricted with respect to its free TDI content.
Thus, as argued by the appellant, D3 was the

cl osest prior art. Starting fromthis docunent,
the subject-matter of Claim1l was, however, not

based on an inventive step.

X. The appellant and the party as of right requested that
t he deci sion under appeal be set aside and that the
patent be revoked in its entirety.

Xl . The respondent requested that the appeal be dism ssed
(rmain request), or, in the alternative, that the
deci si on under appeal be set aside and the patent be
mai nt ai ned on the basis of:

the 2" auxiliary request filed on 14 June 2004
(first auxiliary request), or

= the 2' auxiliary request filed at the oral
proceedi ngs (second auxiliary request), or

= the supplenental auxiliary request 2/3 filed on
9 July 2004 (third auxiliary request), or

= the 4'" auxiliary request filed on 14 June 2004
(fourth auxiliary request).

The respondent's main request related to Clains 1 to 12

as mai ntai ned by the opposition division (section |1
above).

2000.D
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The first auxiliary request contained 10 clains which
corresponded to Clains 1 to 10 of the main request.

The second auxiliary request corresponded to the first
auxiliary request except that the wording "An organic
di i socyanate prepolymer conprising . in line 1 of
Claim1 was substituted by "An organic diisocyanate
prepol yner having a free tol uene diisocyanate nonomer

| evel of below 0.4 percent by weight conprising ..".

The third auxiliary request contained 9 clains.

Clainms 1 to 6 corresponded to Clains 1 to 6 of the main
request, except that inline 1 of daim1l the word
"conprising” was substituted by "consisting of".

Claims 7 to 9 corresponded to clainms 8 to 10 of the
mai n request .

The fourth auxiliary request contained two clains which
read as foll ows:

"1. A polyurethane elastomer formed by the reaction of
an organi c diisocyanate prepolymer with a curingly
effective anount of a curative containing 4,4'-
nmet hyl ene-bi s-(3-chloro-2, 6-di ethylaniline), said
organi c diisocyanate prepolynmer conprising:

(a) a first prepolyner conmponent conprising a
tol uene diisocyanate endcapped pol yet her or
pol yester polyol, said prepolynmer having a free
tol uene diisocyanate nononer |evel of bel ow

0.4 percent by weight; and,
(b) a second conponent selected from

(1) an aliphatic diisocyanate selected from
t he various geonetric isonmers of 1,1'-
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nmet hyl ene- bi s- (4-i socyanat ocycl ohexane),

pure or m xed; or,

(ii1) an aliphatic-isocyanate-term nated pre-
pol ymer prepared by prereacting an
ali phatic diisocyanate with a diol or
pol yol conpound, said first conponent
bei ng bl ended with said second conponent
to formsaid organic diisocyanate
pr epol yner.

2. A polyurethane elastonmer of Claim1l wherein said
pol yol is polytetranethyl ene ether glycol and said
al i phatic diisocyanate is selected fromthe pure or
m xed i soners of 1,1'-nethyl ene-bis-(4-isocyanato-
cycl ohexane) . "

Reasons for the Decision

1

The appeal conplies with Articles 106 to 108 EPC and
Rule 64 EPC and is therefore adm ssible.

Mai n request

2.2

2000.D

Amendnent s

The respondent’'s main request contains 12 cl ains
whereby Clains 1 to 10 correspond to Clainms 1 to 10 as
granted whi ch have never been objected to under
Article 100(c) EPC.

The pol yurethane el astoner of Claim1ll (section II,
above) is based on Caim1ll as originally filed and
Claim 11l as granted, respectively, containing, in
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addition, a nore narrow definition of the reaction

conponents (a) and (b), nanely that:

= the isocyanate in the prepolyner conponent (a) is a
tol uene diisocyanate isoner blend wherein 2,4-tol uene
di i socyanate is present from65 to 100% and 2, 6-
tol uene diisocyanate is present fromO to 35%

= the free toluene diisocyanate nononer content of that
prepol yner conponent (a) is less than 0.4% and

= the second aromatic diam ne curative in conponent (b)
is selected from 4, 4" -net hyl ene-bi s-(2-chl oroaniline),
di met hyl t hi o-t ol uenedi am ne, trinethylene glycol di-
p- am nobenzoate, and 1, 2-bi s-(2-am nophenylthi o) -
et hane.

The three amendnents to Claim 1l are individually

di sclosed in Claim1l12 (selected second curative),

Claim 14 (toluene diisocyanate isoner blend) and
Claim16 (free TD content) as originally filed and
granted Cains 12, 14 and 16, respectively. However,
these clains, both in the originally filed version and
in the granted version, are dependent upon Claim1ll
only and not upon each other (section I, above). This
means that, even if one accepts that a certain free TDI
content (Claim 16) presupposes the use of TDI nonomer
(Caim1l14), the original claimstructure discloses two
alternative enbodi nents for the pol yurethane el ast oner
of Claim 11, nanely one enbodi nent (C aim 12) wherein

t he pol yurethane el astoner contains a specific second
curative and anot her enbodi nent (C ains 14/16) relating
to TDI in the pol yurethane el astoner. However, a

pol yur et hane el astonmer according to Caim 11l containing
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both a specific second curative and TDI/free TDI
content is not derivable fromthe original claim

structure.

Al t hough the application as originally filed quite
generally refers to pol yurethane el astoners, eg page 1
lines 13 to 19 ("This invention relates to castable
pol yur et hane and/ or pol yuret hane/ urea el ast oner
conpositions with | ow hysteresis and i nproved
processi ng characteristics ..") or page 5, l|lines 15

to 21 ("In accordance with the present invention, it
has been di scovered that castabl e pol yurethane

el astoners can be formulated with both | ow hysteresis
and enhanced processing characteristics during the
casting operation, ."), the application as filed does
not contain an explicit disclosure of the pol yurethane
el astoner of amended Claim11l. In fact, it does not
even contain a counterpart for the polyurethane

el astoner of Claim1l as originally filed requiring,
inter alia, a specific nolecular weight for its
conponent (a).

The respondent took the viewthat originally filed
Clains 12, 14 and 16 were not directed to alternative
enbodi ments of originally filed Caim1l1l but that each
of these clains was directed to another single feature
of the pol yurethane el astonmer of originally filed
Claim1l. A person skilled in the art would understand,
when reading the application as a whole, that the
features of originally filed lainms 11, 12, 14 and 16
coul d be conbi ned al toget her w thout departing from and
wi t hout contradicting the original disclosure.
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However, the structure of the original disclosure does
not support this argunent. The application as
originally filed clainms four different polyurethane

el astonmers, nanely those of clains 8, 9, 11 and 13
(corresponding to granted lains 8, 9, 11 and 13), each
pol yur et hane el astonmer requiring a different

conbi nati on of features. The pol yuret hane el astoner of
Claim1l, for exanple, is the only polyurethane

el astonmer requiring a certain nolecular weight for
conponent (a). Neverthel ess, the description as
originally filed is not particularly oriented to these
cl ai med pol yurethane el astoners, and in particular not
to the pol yurethane el astomer of Claim1ll. Thus,

pages 7 to 15 as originally filed quite generally

el aborate on individual features of the pol yurethane

el astoners wi thout, however, indicating their rel evance
for the various clainmed pol yurethane el astoners. The
passages referred to by the respondent, nanely page 7,
line 25 to page 8, line 7, page 10, lines 21 to 22 and
page 13, lines 16 to 25, relate to TDI nononer, free
TDl content and curative blends, but w thout reference
to a particular polyurethane el astoner, |let alone the
pol yur et hane el astomer of originally filed Claim1l. On
the contrary, the passage on page 13 lists nore
aromatic diamne curatives than are selected in anended
Claim 11. There is no hint whatsoever that only sone of
the aromatic diam ne curatives nentioned in the
description should be selected to nake up the specific

curative blend now required in Caim11.

In summary, the presentation of the individual features
in the application as originally filed does not support
t he conbination now required in Claim1l, ie the

conbi nation of features in Caim1l is not clearly and
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unanbi guously derivable fromthe original disclosure.
It is not permssible to treat the content of the
application as originally filed as sonmething in the
nature of a reservoir fromwhich it would be

perm ssible to pick and choose individually disclosed
features in order to create a new enbodi nent if there
is no hint to such a conbinati on.

The respondent’'s argunent that the conbination of
granted Caiml1ll with granted Cains 12, 14 and 16,
whi ch are dependent upon Claim 11 only, is conmon
practice is not convincing. The only criterion with
respect of Article 123(2) EPC is whether the new
conbi nation of features is clearly and unanbi guously
derivable fromthe application as fil ed.

Summi ng up, neither the original claimstructure nor
the application as filed discloses the conbination of
features required in anmended C aim1l. Even when
readi ng the application as a whol e, the anmendnment of
Claim 1l is not clearly and unanbi guously derivabl e
fromthe application as originally filed. Hence,
Claim 11 of the main request does not neet the
requirenments of Article 123(2) EPC.

The sane objection equally applies to the subject-
matter of Claim 12 being dependent upon Caim11.

It follows fromthe above that the respondent's main
request has to be refused.
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First auxiliary request

5.2

2000.D

Claims 1 to 10 of the first auxiliary correspond to
Clains 1 to 10 of the nmain request. No objection with
respect to Article 123(2) EPC ari ses agai nst these
clainms (section 2.1, above).

Novel ty

Inits first novelty attack, the appellant relied on
docunents D1, D7 and D21, all of themrelating to the
commerci al product Adi prene® L-325, a liquid urethane
el astomer. Both D7 and D21 have been issued in 1986 but
have been revised in 1996, ie after the priority date
of the patent in suit. However, the respondent
confirmed at the oral proceedings that, whatever the
revi sion was, the substances referred to in the

mat eri al safety data sheets D7 and D21 remained as in
the first version. Since, furthernore, at |east D21 has
been i ssued by Uniroyal Chem cal Conmpany, Inc., ie the
respondent itself, the board considers the technical
information contained in D7 and D21 as state of the art
wi thin the neaning of Article 54(2) EPC.

Al t hough D1, D7 and D21 describe the sanme comerci al
product, ie Adiprene® L-325, D21 is the nost rel evant
docunent since it is the nost conplete with respect to
the technical details of this product. According to D21,
Adi prene® L-325 is the reaction product of a pol yether

wi th toluene diisocyanate (TDI) and net hyl ene- bi s(4-

cycl ohexyl i socyanate) (ie H12MDI). Under the heading
"Health Related Data" it is indicated that the product
contains 0.1% by wei ght 2,4-toluene diisocyanate, 1.5%
by wei ght of 2,6-toluene diisocyanate and 8% by wei ght



5.3

5.3.1

2000.D

- 21 - T 0872/ 01

nmet hyl ene- bi s(4-cycl ohexyl i socyanate). Thus, the
commerci al product Adiprene® L-325 is, as evidenced by
D21, notionally equivalent to an organic diisocyanate
prepol ymer conprising a prepol yner reaction product
(corresponding to conponent (a) of Claim1) and
remai ni ng H1I2MDI (correspondi ng to conmponent (b) of
Claim1) whereby the I evel of free TDI nononer of the
conmer ci al product is above 0.4% by wei ght.

In AAaim1l, however, only the conponent (a) is
characterized by a specific low free TDI nononer
content. This feature is no longer attributable to
conponent (a) in the clained prepolyner blend. Since
furthernore the wording of Claim1 ("an organic

di i socyanate prepol ymer conprising .. (enphasis added))
all ows the presence of further conmponents in the
prepol yner, eg further TDI nononer, the restriction of
the free TDI nononer content in conmponent (a) is
meani ngl ess for the clainmed prepol ynmer. Consequently,
the subject-matter of Claim1l is not novel over the
commerci al product Adi prene® L-325 as disclosed in D21
(Article 54(1) and (2) EPC).

The respondent took the view that the board' s finding
on | ack of novelty was based on a misinterpretation of
Claim1. According to the respondent, the feature "said
prepol yner having a free tol uene diisocyanate nonomer

| evel of below 0.4 percent by weight" in daiml
referred back to the "overall" organic diisocyanate
prepol yner and not to the prepol ynmer conponent (a).
This was apparent fromthe use of the wording "said
prepolynmer”. If that feature had been intended to

represent a limtation of the prepolynmer conponent (a),
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a wording as in dependent Caim2 would have been used,
nanely "said first conponent”.

However, the board cannot accept this argunentation for
the follow ng reasons: Firstly, there is no clear
antecedent for the term"said prepolymer” in Caiml.
The "overall" prepolynmer is referred to as "an organic
di i socyanate prepolymer” and conponent (a) is referred
to as "a first prepolynmer conponent”. Thus, to this
extent the reference point for the term"said

prepol yner" is unclear. Secondly, the feature itself is
enbedded wi thin conponent (a) and the nost straight-
forward interpretation is, therefore, that the feature
i ndeed relates to conponent (a). Finally, it is
conspicuous to the board that Cdaiml refers at the end
of the claimspecifically to "said organic diisocyanate
prepol yner" when the overall prepolynmer is neant. Hence,
a person skilled in the art would not inevitably, as

al l eged by the respondent, associate the feature "said
prepol yner having a free tol uene diisocyanate nonomer

| evel of below 0.4 percent by weight" with the
"overall" organic diisocyanate prepolyner but rather

wi th conmponent (a).

5.3.2 Furthernore, the respondent argued that aiml
requires the blending of conponent (a) with
conponent (b), a step which was not disclosed in the
prior art, in particular not in D21. However, the
actual wording of Claiml, ie "said first conponent
bei ng bl ended (enphasis added) with said second
conponent to form said organic diisocyanate prepolyner",
does not necessarily require a blending step. The term
"bei ng bl ended" describes, in an adjectival form that
the prepolymer is in the formof a blend. It cannot be

2000.D
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di sputed that Adiprene® L-325 as disclosed in D21 is in
the formof a blend or m xture, respectively,

conprising a reaction product, free TDI and free H12MDI .
But even if the term "being bl ended" were to be
considered as a process feature, it is not apparent how
such a process feature even in principle could

di stinguish the clained blend fromthe m xture in the
prior art.

In this connection, it has been the established case

| aw of the Boards of Appeal for at |east 20 years, that
clainms for products defined in terns of their
preparation (known as "product-by-process” clains) are
adm ssible inter alia only if the products thensel ves
fulfil the requirements for patentability (T 150/ 82;

Q) EPO 1984, 309).

In summary, the respondent’'s argunments cannot chall enge
the board's interpretation of Caim1, and, according
to this interpretation, Caim1l is anticipated by the
di scl osure of at |east D21.

The appel l ant al so rai sed a novelty objection agai nst
the prepolymer of Claiml in viewof D2. D2 is directed
to an organic diisocyanate prepolyner conprising the
reacti on product of (a) an isocyanate blend of 0.3 to
6.0 wei ght percent of a dinmer of 2,4-toluene

di i socyanate with 94 to 99.7 wei ght percent of an
organi c diisocyanate, and (b) a pol yether polyol or

pol yester polyol blend (Claim1). According to aim?2
of D2, the organic diisocyanate is selected fromthe
group consi sting of toluene diisocyanate, 4,4'-

nmet hyl ene- bi s(phenyl i socyanate) and cycl ohexyl di -

i socyanate. Colum 2, lines 39 to 41 refer to MD, CHDI,
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H12MDI, PPDI, and | PDI as other useful organic

di i socyanates. Thus, D2 presents an alternative listing
of diisocyanates but not a conbination of these
conponents. The appellant argued that D2 was directed
to the provision of a prepolyner having |low free TD
content (colum 1, lines 57 to 61). Dealing with such a
probl em presupposed the mandatory use of TDl in the
preparation of the prepolymnmer. Therefore, a person
skilled in the art would consider the |isting of other
di i socyanates in colum 1 not as an alternative listing
but as optional diisocyanates which can be present in
addition to TDI. It is admtted that the presentation
of the invention in D2 both in the clainms and the
description contains rather inconsistent elenents.
However, this alone is, in the board' s view, an

i ndi cation that D2 does not clearly and unanbi guously
di scl ose the conbi ned use of TDI and H12MDI. Hence, the
subject-matter of Claim1 is novel over D2.

Nevert hel ess, for the reasons given in section 5.3,
above, the first auxiliary request has to be refused.

Second auxiliary request

7.2

2000.D

Procedural nmatter

The board was confronted at a very |late stage of the
proceedings with the filing of a further auxiliary
request, ie the second auxiliary request was filed at
t he oral proceedings held on 14 July 2004 (section |X,
above).

In agreenent with T 577/97 of 5 April 2000 (not
published in the Q) EPO, the board holds that it has
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at least the discretion to accept anmended cl ai ns even
at a late stage of the appeal proceedings. O course,

it has to be ascertained that the procedural fairness
is not jeopardized by the adm ssion of such late filed
clainms (T 360/01 of 21 Cctober 2003; section 2.3 of the
reasons; not published in the Q3 EPO. |In other words,
the board has to satisfy itself that the other parties
can properly deal with the late filed clains.

In view of the finding at the oral proceedings that
Clainms 11 and 12 of the main request do not neet the
requi renents of Article 123(2) EPC (section 2, above),
the respondent withdrew its 1° auxiliary request then
on file (filed on 14 June 2004) since that 1° auxiliary
al so contained the offending Clainms 11 and 12 of the
mai n request and filed a new auxiliary request, ie the
present second auxiliary request. That new auxiliary
request was, apart fromthe deletion of Clains 11

and 12, identical with the withdrawn 1° auxiliary
request.

If, as in the present case, it turns out during the

di scussion at the oral proceedings that certain clains
do not nmeet the requirenents of the EPC, it is
justifiable to give the proprietor an opportunity to
del ete these offending clains fromfurther auxiliary
requests. A discussion of requests containing such

of fendi ng cl ai s woul d not make nuch sense. To refuse
t he new second auxiliary request solely on the ground
that it was filed too |late would be a too formalistic
approach in the present case, in particular as the
clainms of the new second auxiliary request were, apart
fromthe deletion of two clains, identical with the
clainms of a previously filed auxiliary request. Thus,
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t he new second auxiliary request could hardly take the
ot her parties by surprise.

The fact that the new auxiliary request was not filed
as a direct replacenent of the previously w thdrawn
1°' auxiliary request but as the second auxiliary
request cannot be seen as an abuse of procedure since
the new second auxiliary request is narrower in scope
than the first auxiliary request. Thus, the finally
presented order of auxiliary requests is only |ogical.

In view of the above, the second auxiliary request was
admtted into the proceedi ngs for consideration.

Amrendnent s

Claim 1 of the second auxiliary request (section X,
above) is based on Caim1l as originally filed and
Claim1l as granted, respectively, requiring, in
addition, that the organic diisocyanate prepol ymer
referred toinline 1 has "a free toluene diisocyanate
nononer | evel of below 0.4 percent by weight". The
remaining Clains 2 to 10 are identical with Cainms 2 to
10 of the first auxiliary request.

It may be convenient to recall at this juncture that
the organic diisocyanate prepolyner clainmed in Claim1l
as originally filed and in Claim1l as granted

(section I, above), respectively, conprises a first
prepol yner conmponent (a) and a second conponent (b). It
is the first prepol yner conponent (a) that has a free

t ol uene dii socyanate nononmer |evel of below 0.4 percent
by wei ght and not the clainmed "overall" organic

di i socyanate prepolynmer. By way of contrast, the other
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i ndependent claimto a prepolyner, nanely Claim?7 as
originally filed and Caim7 as granted (section |
above), respectively, requires that the clained

prepol yner has a free tol uene diisocyanate nonomer

| evel of below 0.4 percent by weight. Thus, the clains
as originally filed and as granted, respectively,
clearly distinguish between a |low TDI content relating
to a conponent of the clainmed prepolymer and a | ow TDI
content relating to the clainmed prepolyner itself.

There is no explicit disclosure in the application as
originally filed that the clainmed "overall" prepol yner
of Claiml as originally filed has a free TD content
of bel ow 0.4% by wei ght. However, the respondent took
the view that various passages in the patent
specification supported the anendnment of C aim 1.

The first passage relied upon by the respondent (page 3,
lines 13 to 16, corresponding to page 5, lines 21 to 27
of the application as originally filed) reads as
follows: "The invention discloses an i socyanat e-

term nated prepol yner prepared with both tol uene

dii socyanate (TDI) and an aliphatic diisocyanate such
as an isonmeric mxture of 1,1 -methyl ene-bis-(4-

i socyanat ocycl ohexane) [H12MDI, e.g. Desnodur W, said
prepolyner being lowin free TDI nononer and optionally
low in free aliphatic diisocyanate nononer". This
passage evidently describes the conbination of features
as required in the prepolynmer of Aaim?7. The

prepol yner according to Claim7 is prepared with both
TDl and an aliphatic diisocyanate such as H12MDI and
the resulting prepolynmer has a free TDI content of

bel ow 0. 4% by weight. This viewis further reinforced
by the sentence i mediately follow ng this passage
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whi ch states: "OQther exanples of aliphatic diisocyanate
that may be enpl oyed include the various pure geonetric
i soners of H12MDI; isophorone diisocyanate (IPD); and
1, 4-cycl ohexane diisocyanate (CHDI) and m xtures
thereof ." IPDI and CHDI are explicitly listed as
alternative aliphatic diisocyanates in Claim?7 but not
in CQaiml. A passage relating to a different

enbodi ment cannot, however, support the anendnent of
the prepolynmer of Caim1l.

Quite apart fromthat, even it one accepts, in favour
of the respondent, that this passage relates also to

the prepolymer of Claim1l, this passage refers nerely
to a prepolynmer being lowin free TDI nononer. A free
TDI content of below 0.4% by weight is not nentioned.
Hence, this passage cannot even in principle support

t he amendnment of C aim 1.

8.3.2 As regards the passage on page 3, lines 39 to 40,
corresponding to page 7, lines 14 to 18 of the
application as originally filed ("In the practice of
this invention, an organic diisocyanate, such as
t ol uenedi i socyanate, is reacted with high nol ecul ar
wei ght pol yester or pol yether polyol to produce a
prepol yner having free TDI bel ow 0.4% by wei ght."),
this passage clearly relates to prepolynmer conponent (a)
of Claiml itself. Since there is no reference to a
second conponent, and in particular not to the specific
al i phatic diisocyanate conponent (b)(i) or (b)(ii) of
Claim 1, the board cannot accept this passage as a
valid support for the amendnent of Cdaiml. It is not
allowable to apply the level of free TD explicitly
di scl osed for prepol yner conponent (a) also to the
"overall" prepolymer of Claiml, in particular because

2000.D
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the basis for calculating the percentage of free TD in
the "overall" prepolynmer (including conponent (b)) is
different fromthe basis for cal culating the percentage
of free TDI in conponent (a) (not containing

conmponent (b)).

As regards the references to page 11, lines 26 to 27
("Examples 1, 1', 2 and 3 show the benefits of

prepol yners prepared with both TDI and H12MDI and
having low | evel s of free TDI nononer.")and page 18,
lines 4 to 5 ("Thus, the conpositions described
(H12MDI/ TDI prepolymers with low | evels of free TD
nononer, suitable curing for curing with MCDEA) are
unique in providing .."), one may concede that the |evel
of TDI nonomer referred to in these passages relates to
an overall prepolymer according to Caiml,
neverthel ess, these passages nerely refer to a | ow

| evel and not to the particular value in anmended
Claim 1. The free TDI content of approximately < 0.1%
di scl osed for Exanples 1, 1', 2 and 3 (Table I) and for
Exanples 7 to 10 (Table Il11), can al so not support an
upper limt of 0.4%as required in amended Claim1l for
the "overall" prepol yner.

In summary, the anmendnment of Claim1 is neither
explicitly nor inplicitly derivable fromthe
application as originally filed. Hence, the
respondent’'s second auxiliary request has to be refused
for non-conpliance with Article 123(2) EPC
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Third auxiliary request

9.2

10.

10.1

10. 2

2000.D

Procedural matter

Since the third auxiliary request was filed only 5 days
before the oral proceedings (section VII, above), both
t he appellant and the other party requested that, in
view of the late filing, this auxiliary request be not
admtted to the proceedings.

The board has no doubt that the third auxiliary request
was a serious attenpt by the respondent to overcone the
objections raised in the conmmuni cati on acconpanyi ng t he
sumons to oral proceedings. Since, furthernore, the
amendnment in the third auxiliary request (section X,
above) was sinple and cl ear enough to be understood

i medi ately and created as little extra work as
possi bl e both for the other parties and the board, the
board decided to admt the third auxiliary request into
t he proceedi ngs.

Amrendnent s

Clainms 1 to 6 correspond to Clains 1 to 6 of the main
request, except that inline 1 of daim1l the word
"conprising” is substituted by "consisting of".

Claims 7 to 9 correspond to Clains 8 to 10 of the main
request.

It appears that, froma granted claimwhich defined a
prepol yner in an essentially inclusive way
("comprising"), an anended claimhas arisen which
defines the prepolyner in an essentially exclusive way.
However, the restriction in CCaim1l to an organic
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di i socyanate prepol yner consisting of conmponents (a)
and (b) is alnost annihilated by the definition of
conponent (a), ie "a first prepol yner conponent
conprising ..". The board agrees with the appellant that,
in the present case, the concurrent use of "consisting
of" and "conprising” in Caim1l introduces an anbiguity
as to the true nature of the matter for which
protection is sought, contrary to the requirenents of
Article 84 EPC. Thus, for this reason alone, Caim1l
and, consequently, the third auxiliary request, is not
al | owabl e.

10. 3 Quite apart fromthat, there is no disclosure in the
application as originally filed to an organic
di i socyanat e prepol ynmer consisting of conmponents (a)
and (b) only. Nor was it contested by the respondent
t hat the docunents of the application as originally
filed contained no explicit nmention of prepolyners
consi sting of only the conponents (a) and (b).

The board al so cannot accept the respondent's argunent
that the anendnment is supported by the exanples in the
patent in suit. Admttedly, Exanples 1, 1', 2, 3 and 7
to 10 use an organic diisocyanate prepol yner consisting
of conponents (a) and (b)(i). However, the organic

di i socyanate prepolynmers of these exanples only
exenplify conponent (b)(i) but not conponent (b)(ii).
Furthernore, the prepolyner is always used in
conbination with a specific curative, ie MCDEA. Thus,
in the board's view, a person skilled in the art would
consider the information regardi ng the conponents of
the organic diisocyanate prepolyner as being limted to
the very specific instance of a prepol yner containing
conponent (b) (i) used in conbination with a specific

2000.D
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curative. There is no hint in the application as
originally filed which would support the generalization
of these exanples, nanely that the information is valid
for all conponents (b) of the prepolyner and that the
[imting context of a specific curative could be

i gnor ed.

Consequently, the subject-matter of Caim1l not only
| acks clarity (Article 84 EPC) but al so cannot be
derived in a clear and unanbi guous way fromthe

di scl osure of the application as originally filed
(Article 123(2) EPC). Hence, the third auxiliary
request has to be refused.

Fourth auxiliary request

11.

11.1

11. 2

11.3

2000.D

Amendnent s

Claim1 of the fourth auxiliary request corresponds to
Claim8 as originally filed and Caim8 as granted
(section X1, above), except that the claimlists now
the features of Claim1l as originally filed instead of
referring to the organic diisocyanate prepolynmer of
Claim1.

Claim2 corresponds to Caim9 as originally filed and
Claim9 as granted, respectively, and is now dependent
upon C aim 1.

Thus, the clainms of the fourth auxiliary request neet
the requirenments of Article 123(2) and (3) EPC. Nor was
any objection under Article 123 EPC rai sed by the
appel l ant and the other party agai nst the clains.
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Novel ty

The PU el astonmer of Claim1l is the reaction product of
the organic diisocyanate prepol yner as defined in
Claim1l as originally filed with a curative containing
MCDEA.

According to D1, Adiprene® L-325 produces high quality
vul cani zates having excellent |owtenperature
flexibility, abrasion resistance, hydrolytic stability
and | ow conpression set when cured with 4,4'-nethyl ene-
bi s-(2-chloroaniline) (MBOCA). Curing with MCDEA is not
suggested in D1. D7 and D21 describe the prepol yner
itself but not the curing of the prepolyner.

Thus, the nost rel evant docunent for the subject-nmatter
of Claiml is D3, a sales brochure which lists in the
tabl e on page 3 various TDI-pol yet her-systens. One of
these systens is Adiprene® L-325 in conbination with the
curatives Curalon Mor Luvocure® MUT. As regards the
conposi tion of Adiprene® L-325, reference is nade to
section 5.1 to 5.3, above. As is apparent from Page 6

of D3, there exist five different types of Luvocure® MJT
of which four are nodified MCDEA. During the opposition
procedure, the appellant has provided evidence (D22)

t hat Luvocure® MJUT/ A, one of the types referred to in D3
as being nodified MCDEA, is a m xture of MCDEA (75%
with two other diamne curatives (25% . Nevert hel ess,

it is not clear from D3 which type of Luvocure® MJT was
of fered and/or sold in conbination with Adi prene® L-325.
Consequently, D3 does not clearly and unambi guously

di scl ose the subject-matter of Caim1.



12. 4

12.5

13.

13.1

13.2

2000.D

- 34 - T 0872/ 01

As regards the disclosure of D2, this docunent refers
in colum 3, lines 61 to 62 to MCDEA as a possible
curative for the prepolynmer clained in D2. However, as
set out in section 5.4, above, D2 does not disclose the
prepol yner required to make the PU el ast oner.

Consequently, the subject-matter of Caim1l, and, by
t he sane token, the subject-matter of Claim2, is nove
over the cited prior art.

| nventive step

According to page 18, lines 3 to 10 of the patent in
suit, the conpositions described (H12MDI/ TDI

prepol yners with I ow | evel of free TD nononer,
suitable for curing with MCDEA) are unique in providing
resi stance to cracking during the cure stage, |ong pour
life, lowlevels of toxic, volatile free TDI nononer in
t he prepol ynmer and excellent dynam c properties in the
el ast oner .

As nentioned in section 12.3, above, D3 discloses

vari ous TDI - pol yet her-systens with curative(s), and in
particul ar Adiprene® L-325 in combination with the
curatives Curalon Mor Luvocure® MUT. Under the heading
"G elBbare Pol yurethane” on page 3 it is nmentioned that
t he TDI - pol yet her systens have excel |l ent dynam c
properties. Thus, D3 is an itemof prior art in the
technical field concerned, disclosing technical effects
and i ntended use nost simlar to the subject-matter of
Claim 1. Furthernore, the explicitly indicated

conbi nati on of Adi prene® L-325 and Luvocure® MJT has
nore features in common with the claimed subject-matter
than the disclosure of D1, which was considered by the
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opposition division as the closest prior art. Hence,
t he board considers D3 to represent the closest prior
art.

The respondent based its argunentation on D13 as the

cl osest prior art which disclosed a curable conposition
conprising a polyether polyol endcapped with TDI and
having a free TDI content of |ess than 0.45% and NMBOCA.
According to the respondent, this docunent was the
correct starting point for the assessnment of inventive
step since it related to the use of a prepolynmer with a
reduced TDI content. However, the prepolyner used to
prepare the PU el astonmer of Claim1l contains no
restriction with respect to the level of free TD
nmononer (section 5.3, above). In fact, the commrerci al
product Adi prene® L-325 neets the requirenents of the
prepol yner set out in Claim1. Thus, the low | evel of
free TDI nononmer cannot be a criterion for choosing the
cl osest prior art. Hence, the respondent's
argunent ati on based on D13 as the closest prior art

nmust fail.

The various conbi nati ons of TDI prepol yner and curative
listed in D3 yield products with excellent dynam c
properties, |lowtenperature elasticity and good

hydrol ytic stability (page 3 under the headi ng
"Gruppenchar akteristika"). As regards the prepol yner

Adi prene® L-325, the use of the curative Curalon Mor a
curative of the Luvocure® MJUT type is suggested to

achi eve these properties. There is no evidence in the
patent in suit that one of these curatives, in
particul ar a Luvocure® MJT type conprising MCDEA, vyields
superior results. Thus, the objective technical problem
to be solved by the patent in suit can only be seen in
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provi ding PU el astoners having the properties referred
to in D3.

13.4 In order to solve this problem D3 itself suggests the
use of various curatives which can be equally applied,
i ncluding a curative conprising MCDEA. Thus, when
trying to solve the objective technical problem a
person skilled in the art would inevitably arrive at
sonething falling within the scope of Caiml.
Consequently, the subject-matter of Caiml is not
based on an inventive step (Article 56 EPC)

14. It follows fromthe above that the fourth auxiliary
request has to be refused.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The patent is revoked.

The Regi strar: The Chai r man:
E. Gorgnmaier R Young
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