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Summary of Facts and Subm ssi ons

0333.D

Eur opean patent No. 0 594 828 was granted on the basis

of European patent application 93911048.2 (published as
WO A- 93/ 23182) .

Claim 1l of the granted patent reads as foll ows:

A nmet hod of meking coiled plate, sheet in coil formor

di screte plate conprising the steps of:

a)

b)

d)

f)

9)

continuously casting a strand having a

t hi ckness between 89 nmand 140 nm (3.5
inches to 5.5 inches);

shearing said strand into a slab (44, 46) of
pr edet ermi ned | engt h;

feeding the slab (44, 46) into an inline
heating furnace (42);

extracting said slab (44, 46) onto a

conti nuous processing line including a hot
reversing mll (56) having a coiler furnace
(58, 60) on each of an upstream side and
downstream si de t hereof;

flat passing said slab (44, 46) back and
forth through said mll (56) to form an

i nternedi ate product of a thickness
sufficient for coiling after at |east three
flat passes through the mll;

coiling said internedi ate product in one of
sai d upstream or downstream coil er furnaces
(58, 60);

passing said coiled internedi ate product
back and forth through said mll (56) to
reduce said coiled internedi ate product to
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second internedi ate product of further
reduced thickness, said internedi ate product
being collected in and fed out of each of
said coiler furnaces (58, 60) on each pass
through the mlIl (56);

h) further rolling said second internediate
product to reduce it to an end product of
desired thickness, and

i) finishing said end product into one of
coiled plate, discrete plate or sheet in
coil form

characterized in that said further
rolling of said second internedi ate product
into said end product is performed by
passi ng said second internedi ate product
back and forth between said coiler furnaces
(58, 60) of said hot reversing mll (56)."

1. The granted patent was opposed by the respondents |, I1,
11 and 1V (opponents I, II, 11l and IV) on the grounds
that its subject-matter | acked novelty and/or inventive
step (Article 100(a) EPC), that the invention was
insufficiently disclosed (Article 100(b) EPC) and that
it contained subject-matter extendi ng beyond the
content of the original application (Article 100(c)

EPC) .

L1l Wth its decision posted on 24 July 2001 the Qpposition
Di vi sion revoked the patent. The reason given for the
deci sion were that granted claim1 (nmain request)
cont ai ned added subject-matter since the requirenent
stated in feature (e) of the claim ("thickness
sufficient for coiling after at |east three flat
passes” could not be derived fromthe original
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di sclosure; as for clains 1 according to the auxiliary
requests Ato Hthese |ikew se contai ned added subj ect -
matter.

A notice of appeal against this decision was filed on
2 Cctober 2001 and the fee for appeal paid at the sane
time. The statenent of grounds of appeal was filed on
3 Decenber 2001

Oral proceedi ngs before the Board were held on
20 January 2004. Respondents IV were not present at the
oral proceedings.

The appel l ants (patentees) requested that the decision
under appeal be set aside and that the patent be

mai ntai ned as granted (main request) or in the
alternative in amended formon the basis of one of the
sets of clains according to auxiliary requests Ato Q
whereby auxiliary requests Ato H were presented during
t he oral proceedings before the first instance on

24 July 2001 and auxiliary requests | to Qwere filed
with letter dated 19 Decenber 2003. Furthernore, refund
of the appeal fee was requested.

Claim 1 according to the auxiliary requests Ato C
differ fromclaim1l according to the main request only
in the sense that feature (e) of each claim 1l has been
anmended.

The respective feature (e) of claim1l of these three
auxi liary requests reads as foll ows:



VI,

0333.D

- 4 - T 1087/ 01

Auxiliary request A

"e) flat passing said slab (44,16) back and forth
t hrough said mll (56) to forman internedi ate product
of a thickness sufficient for coiling of about 25 mm
(1 inch) after a mninmum nunber of at |east three flat
passes through the mll (56);"

Auxi liary request B:

e) flat passing said slab (44,46) back and forth
t hrough said mll (56) to forman internedi ate product
of a thickness sufficient for coiling after three or
four flat passes through the mll (56);"

Auxiliary request C

e) flat passing said slab (44,46) back and forth
t hrough said mll (56) to forman internedi ate product
of a thickness sufficient for coiling of about 25 mm
(1 inch) or less after three of four flat passes
through the mlIl (56);"

The main argunments put forward by the appellants can be

sumuari sed as foll ows:

The Opposition Division had failed to take proper
account of how the person skilled in the art would
understand the requirenents set out in feature (e) of
granted claim1l as well as of each claim1l according to
the auxiliary requests Ato H and therefore had based
its finding of addition of subject-matter on the wong
supposition that the term"flat pass"” can only be
interpreted as a rolling pass in which the rolling
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stock is flat before and after rolling so that
consequently a rolling pass after which the rolled
product is coiled is not a flat pass. Wen reading the
original docunents a person skilled in the art would
recogni se fromwhat was said in the origina

description particularly on page 5, lines 1 to 3 and 14
to 16 and page 11, lines 28 to 33 and in the tables of
the exanples 1 to 4 that the term"flat pass" al so
includes rolling passes followed by coiling. The
maxi mum nunber of flat passes necessary to reach at a
sl ab t hickness sufficient for coiling depends on the
slab material, its start dinensions and tenperature and
is not restricted by the correspondi ng nunbers given in
t he exanples. As concern the term"thickness sufficient
for coiling” it is clear for a skilled reader of the
original docunents that the slab neccesarily nust have
a thickness "sufficient for coiling" before it is
coi | ed.

The wording of original claim1 in the then

features (e) and (f) was indeed contradictory to the
di scl osure of the relevant features in the description
and its exanples. In all present versions of claiml,
however, this contradiction has been renoved and the
correspondi ng wording of claim21 has been anended in
the Iight of the disclosure of the description and its
exanpl es.

The Opposition Division commtted a substanti al
procedural violation because the objection raised in
the decision point 3.6 against the auxiliary requests F
to H were not brought forward in the oral proceedings
so that the appellants had been deprived of their right
to be heard in accordance with Article 113(1) EPC
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Furthernore, the decision was contradictory in itself
as concern the argunmentation in its points 3.4 and 3. 6.
Rei mbur senent of the appeal fee is therefore justified.

The respondents requested that the appeal be di sm ssed
and essentially replied as foll ows:

The net hod according to original claiml referred to no
nore than three flat passes of the slabs back and forth
through the mll followed by a further rolling pass
before the slabs are coiled. The original description
was consistent with original claiml, since the text on
page 11, lines 28 to 32 also nentions "no nore than
three" initial passes of the slabs back and forth
through the mlIl. The foll ow ng sentence saying that
the internediate product is then coil ed does not

excl ude an additional further pass of the slabs through
the ml| before coiling as set out in feature (f) of
the original claim11l. However, this additional pass
followed by the coiling step cannot be interpreted as
being a flat pass which according to original claim]l,
features (e) and (f) nust be understood as a pass which
neither starts nor ends with a coiled product. The

ori ginal docunents therefore only disclose a maxi num of
three flat passes. Thus, the term"after at |east three
flat passes"” or "after 3 or 4 flat passes" as present
in claiml according in the main request or in a nunber

of the auxiliary requests infringed Article 123(2) EPC

This is also true as concerns the feature "internedi ate
product of a thickness sufficient for coiling” as set

out under (e) of claim1l. In the original docunents the
t hi ckness of the slabs before coiling was restricted to
a value of "about 1 inch or less". This val ue cannot be
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repl aced by the general term"sufficient for coiling”
whi ch all ows any thickness of the coiled slab.

For these reasons the main request and the auxiliary
requests are not allowabl e.

Reasons for the Deci sion

0333.D

The appeal conplies with the formal requirenents of
Articles 106 to 108 and Rules 1(1) and 64 EPC. It is
t heref ore adm ssi bl e.

Ext ensi on of subject-matter

Oiginal disclosure

The clainmed nethod (all requests) is concerned with the
continuous casting of slabs and their further
processing in several steps in a so—alled thin slab
continuous hot strip mll. In all requests discussed at
the oral proceedings, i.e. main request and auxiliary
requests Ato Cthe single point of issue was feature
(e) in the precharacterising part of claim21 which
descri bes the processing of the slabs in the hot
reversing mll having a coiler furnace on each of its
downst ream and upstream sides. The matter in dispute
centres on the wording of feature (e) which concerns

(i) the nunber of flat passes of a slab back and forth
t hrough the hot reversing mll before coiling and
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(ii) the thickness of rolling stock i.e. the slabs
before they are coiled for the first time in one
of the coiler furnaces.

As concern these questions the originally filed
docunents (see PCT—publication WO A-93/23182) reveal in
the description on page 5, lines 1 to 3 that "The m ||
nmust have the capability of reducing the cast slab to a
t hi ckness of about 1 inch or less in 3 flat passes" and
on page 5, lines 14 to 16 that "The slabs are reduced
to about 1 inch or less in 3 flat passes on the hot
reversing mll before starting the coiling..." and on
page 11, lines 28 to 32 that "The slab after |eaving
wal ki ng beam furnace 42 is flat passed back and forth

t hrough hot reversing mll 56 in no nore than three
passes achieving a slab thickness of about 1 inch or

| ess. The internmedi ate product is then coiled...".
These results are in agreenent with the exanpl es
(tables) 1, 2 and 4 disclosing that "coiling begins at
pass nunber 3 CM3" and that the gauge (thickness) of
the sl abs before coiling is 0,8 (20,32), 1,0 (25,4) and
1,0 (25,4) inch (mm respectively.

In the table of exanple 3, however, there is explicitly
di scl osed that "coiling begins at pass nunber 4 Cw"
and that the gauge at pass nunber 4 (CM4 is 0,8 inch
(20,32 nm whereas at pass nunber 3 the slab thickness
is still 1,2 inch (30,48 nm. This neans that the
nunber of flat passes before coiling is four if the
term"flat pass" is defined in the same manner as it is
described in the description on pages 5 and 11 as set
out above, i.e. that a flat pass according to the
original description constitutes a pass through the
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mll starting froma flat uncoiled slab and ending with
a coiled or uncoiled product.

Furthernore, the original docunents of the patent in
suit clearly lay down that the slab thickness before
coiling occurs is about 1 inch or less and in the
tabl es of the exanples 1 and 3 the slab thickness is
0,8 inch (20,32 mm and 1 inch (25,4 mm in the
exanples 2 and 4.

Oiginal claiml uses the term"flat pass"” in
feature (e) as foll ows:

"e) flat passing said slab back and forth through said
mll to forman internedi ate product of about 1 inch or
| ess in thickness after no nore than three passes
through the mll™

This wording if considered isolated fromthe follow ng
text is still in accordance with the disclosure of the
description and the exanples as set out above. However,
feature (e) and feature (f) of original claiml (which
reads as follows: "f) passing said internedi ate product
through the mll to further reduce its thickness and
coiling said internediate product in one of said
upstream or downstream coil er furnaces”) when
interpreted in conbination with each other are

i nconsistent with the disclosure of the further
original docunents in requiring that already the | ast
but one pass of the slabs through the m |l before
coiling nmust forma product of about 1 inch or less in
t hi ckness.
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Not wi t hst andi ng this inconsistency of original claim1l
the wording of the features (e) and (f) does not
necessarily restrict the term"flat passes"” to such
rolling passes which end in an uncoiled state as the
opponents argue.

It follows fromthe above that the partly m sl eadi ng
wordi ng of original claim21l cannot underm ne the
meani ng of the term"flat pass" which can be derived
fromthe original description, nanely a rolling pass
starting froman uncoiled slab and ending coiled or

uncoi |l ed.

The Board therefore cannot agree with the opponents’
assertions that a flat pass nust be understood as a
pass which neither starts nor ends with a coiled
product. Insofar the Board is in accordance with the
appel l ants' vi ew.

However, as can be seen from above, the original

di scl osure generally restricts the nunber of flat
passes, i.e. rolling passes before coiling occurs, to 3
or no nore than 3 (see description on pages 5 and 11)
and while allow ng a nunber of 4 passes before coiling
occurs as set out in exanple 3. There is certainly no
di scl osure that nore than 4 flat passes before coiling

may occur.

Thus it is apparent that the original application was
concerned with inposing an upper limted on the nunber
of flat passes, even though there is sone inconsistency
as to the value of that unit.
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1.1.6 As to the thickness of the slabs before they are coil ed,
(i.e. after no nore than 3 or 4 flat passes) the
original docunents continuously nention the val ue of
"about 1 inch or less" (page 5, lines 1 to 3 and 14 to
16) and the values of 0,8 or 1 inch (exanples 1 to 4).
There are no indications as concern other val ues
conditional on the stock material, its tenperature and
t he coiling furnace.

1.2 Mai n request

In claiml1l as granted feature (e) clainms the step of
"flat passing said slab ... to forman internedi ate
product of a thickness sufficient for coiling after at
| east three flat passes ...".

From t he above considerations it is apparent that there
was no basis in the originally filed docunents for the
i ndications in the claimthat

(i) the nunber of three flat passes is now a m ni num
al l owi ng obviously nore than 3 or 4 flat passes
and

(ii) the thickness of the slabs before coiling may take
any val ue, provided that coiling is possible,
which is nothing nore than a truism

It therefore follows that the subject-matter of the
pat ent extends beyond that of the application as
originally filed, in contravention of Article 123(2)
EPC and the main request nust be refused.

0333.D
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Auxiliary requests A and B

Claim 1 according to auxiliary request A replaces the
wording "after at least three flat passes"” by "after a
m ni mum of at |east three flat passes”. This anmended
wording is also not allowable for the reasons set out
above in paragraph 1.2.

In claim1 according to auxiliary request B the
i nadm ssi bl e general definition for the thickness of
the slabs "sufficient for coiling”" is still present.

Thus, claim1 according to auxiliary requests A and B
still contains subject-matter extending beyond the
content of the original application so that auxiliary
requests A and B nust be rejected.

Auxiliary request C

Auxi liary request C renoves the inadm ssible subject-
matter in claiml as concerns the nunber of flat passes
before coiling and the thickness of slabs before
coiling occurs by restricting the correspondi ng wordi ng
in feature (e) to "a thickness sufficient for coiling
of about 25 mm (1 inch) after three or four flat
passes”. As can be viewed from above (see

paragraphs 1.1.4 and 1.1.6) these values satisfy the
requirenments of Article 123(2) EPC.
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Rem ttal

In order to allow the parties fully to develop their
argunents before two instances on the substantive
nmerits of the clained subject-matter, the Board nekes
use of its power under Article 111(2) EPCto remt the
case to the Opposition Division for further exam nation
on the basis of claim1 according to auxiliary

request C presented before the first instance on

24 July 2001.

Ref und of appeal fee

The request for refund of appeal fee relates to the

all eged failure of the Opposition Division to provide
opportunity to the appellants for presenting conments
before the refusal of the auxiliary requests as set out
in point 3.6 of the decision under appeal.

The refusal of the auxiliary requests F to His based
on the Qpposition Division's interpretation of the term
"flat passes" as set out on page 2, paragraph 2 of the
m nutes in accordance wth Rule 76(4) EPC. In
particul ar the Qpposition Division considered the |ast
pass before coiling did not belong to the so—alled
"flat passes”.

It is apparent fromthe m nutes of the oral proceedings
before the Qpposition Division that the interpretation
of the term"flat passes” was fully discussed and that
the view of the Qpposition Division was well known to

t he appel |l ants see page 2, paragraph 2. The contention
of the appellants that they had no opportunity to
comment on this issue is therefore unjustified. The
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fact that the Board has come to a different concl usion
as to the nmeaning of the termis wholly immaterial in
thi s context.

3.3 As concern the alleged contradictions in the reasons
for the decision under appeal, which the appellants did
not specify in detail, the Board can see nothing which
m ght anount to a substantial procedural violation
justifying the rei nbursenent of the appeal fee.

3.4 The request for refund of appeal fee is therefore

r ef used.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance for further

prosecuti on.

3. The request for reinbursement of the appeal fee is
ref used.

The Regi strar: The Chai r man:

S. Fabi ani S. Crane
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