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Summary of Facts and Subm ssi ons

1932.D

This appeal is fromthe decision of the Exam ning
Division to refuse the European patent application
No. 96 919 968.6 (international publication nunmber
WO A-96/41848) relating to a catal yst conposition
suitable for hydrotreating, a process for its
preparation and its use.

Oral proceedings were held during exam nation of the
application in suit, at the end of which the Exam ning
Division inforned the Applicant of its intention to
grant a patent on the basis of the clainms of the then
pending third auxiliary request which was held

al | owabl e whereas the then pending nmai n request and
first and second auxiliary request were found not

al | owabl e both under the provisions of Articles 52(1)
and 54 EPC in view of docunent

(3) JP-A-07 136 523 (translated into English)

and under the provisions of Articles 84 and 123(2) EPC

A copy of the mnutes of the oral proceedings setting
out the above-nentioned statenents of the Exam ning

di vision was sent to the Applicant as an attachnment to
a conmuni cati on dated 28 Decenber 1999. This

conmuni cation invited the Applicant to file within

4 months its observations and to correct the indicated
deficiencies, i.e. to adapt the description to the
claimset of the allowable third auxiliary request, and
informed the Applicant that in case of failure to
comply with this invitation, the European patent
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application would be deened to be w t hdrawn
(Article 96(3) EPC).

The Applicant, after an extension of the tine limt,
eventually filed an adapted description. Thereafter, a
comuni cation under Rule 51(4) EPC was sent out on

12 Decenber 2000 to informthe Applicant of the
Examining Division's intention to grant a patent on the
basis of the corresponding clains and anended
description. Further, the Applicant was requested to
state its approval of the text within a period of four
nonths and inforned that failure to do so would result
in refusal of the application under Article 97(1) EPC.
The conmmuni cati on was acconpani ed by a short summary of
the reasons for the refusal of the main request and
first two auxiliary requests. In response, the
Applicant under cover of a letter dated 19 April 2001
stated that it did not approve the text attached to the

conmuni cati on

The Formalities O ficer acting for the Exam ning

Di vision sent a decision dated 15 May 2001 to refuse
the application in suit under Article 97(1) EPC for the
reason that, due to the Applicant's express declaration
of non-approval of the text proposed for grant (based
upon the then pending third auxiliary request) and
since no anendnments to the clainms, description or

drawi ngs had been submtted, there was no text to serve
as a basis for the grant of a European patent in the
sense of Article 113(2) EPC. The deci sion under appeal
did not contain any reasoning as to the non-
patentability of the Appellant's higher ranking
requests.
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Thi s deci sion was appeal ed by the Applicant
(hereinafter Appellant) who filed different sets of
claims in a main and three auxiliary requests with its

statenment of grounds of appeal.

In a first comunication, the Board drew attention to
obj ections under Article 123(2) EPC to the anmendnents
made to the clains of the Appellant's main request and
second and third auxiliary requests, and under

Article 52(1) EPC for possible | ack of novelty and
inventive step of the clainmed subject-matter in view of
docunent (3).

Under cover of a letter dated 28 January 2003, the
Appel lant filed two expert statenments concerning the
technical definition of the term "conventi onal
hydrotreating catal yst" by those skilled in the art and
the technical contribution of its use as a starting
material in the clained process as conpared to the
prior art disclosed in docunment (3). It further filed
an experinmental report to show the technical difference
between the catal yst used in the application in suit
and that of document (3).

In an annex attached to the sumons to oral proceedings,
the Board inter alia drew attention to the fact that
docunent (3) appeared to assune the sane beneficial
properties for the catal ysts obtai ned by the nethod

di scl osed therein and that no evidence was on file in
support of the alleged effects or contribution of the

cl ai med subject-matter as conpared with that prior art.

Oral proceedings were held on 30 January 2004 in the
presence of M Van Deursen who appeared before the
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Board on behalf of the Appellant. In the course of

t hese proceedings, the Board raised the issue that the
Appel I ant was not properly represented since the appeal
brief dated 18 June 2001, filed under the letterhead of
AKZO NOBEL and signed by Ms Hesselink, indicated that

t he Appellant "Sum tono Metal M neral M ning Conpany
Limted", a conpany residing in Japan was represented
by the conpany "AKZO Nobel N.V., Netherlands". The
Board drew attention to the fact that it was not
possi bl e under Articles 133 and 134 EPC for the

Appel lant to be represented by another conpany, i.e.
anot her | egal person. M Van Deursen indicated that he
was aut horised by the Applicant as a professional
representative and woul d submt due authorisations for
hi m and Ms Hesselink signed by the Applicant. He
further filed in the course of the oral proceedi ngs an
amended set of 9 clainms as its single request, the

i ndependent cl ai ns readi ng:

"1. A process for activating a hydrotreating catal yst
conprising a Goup VIIl hydrogenation netal oxide and a
Group VI hydrogenation netal oxide on a carrier in

whi ch the hydrotreating catalyst is contacted with an
additive which is at | east one conmpound sel ected from
the group of conpounds conprising at |east two hydroxyl
groups and 2-10 carbon atons, and the (poly)ethers of

t hese conpounds, after which the catalyst is dried
under such conditions that at |east 50% of the additive
remains in the catal yst, wherein the hydrotreating
catal yst to be activated is a conventi onal
hydrotreating catal yst prepared by a process in which
hydr ogenati on netal conponents are conposited with a
carrier, after which the conposite material is

subj ected to a calcination step to convert the
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hydrogenati on netal conponents into their oxides, or a
used hydrotreating catal yst which has been regenerat ed.

6. A hydrotreating catal yst obtainable by the process
of any one of clains 1-5 which conprises a Goup VIII
netal oxide and a G oup VI netal oxide on a carrier,

whi ch catal yst additionally conprises an additive which
is at | east one conpound selected fromthe group of
conmpounds conprising at |east two hydroxyl groups and
2-10 carbon atons, and the (poly)ethers of these
conmpounds, wherein the Goup VIII netal conmpound and
the Goup VI netal conpound are in the form of oxides.

8. A process for hydrotreating a hydrocarbon feed in
whi ch a hydrocarbon feed is contacted under
hydrotreating conditions with a catal yst according to
claim®6 or 7, which optionally has been (pre)sul phided
before it is contacted with the hydrocarbon feed."

Dependent clains 2 to 5, 7 and 9 refer to preferred
enbodi ments of the subject-matter of these clains.

The Appellant submtted in sunmary the foll ow ng

argunent s:

- The reasoni ng gi ven by the Exam ning D vision why
it considered the term"calcination step to
convert the hydrogenation netal conponents into
t heir oxi des" inadequate to delimt the clained
subject-matter fromthat disclosed in docunent (3)
was insufficient for the Appellant to understand
whet her the decision was justified or not. This
anounted to a substantial procedural violation.
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- The hydrogenation catal yst used for activation in
docunent (3) was not a conventional one as in the
application in suit wherein necessarily all the
hydr ogenati on netal conponents were present in the
form of oxides. This was apparent fromthe
experinmental report filed by the Appellant under
cover of its letter dated 28 January 2003.

- An advant age of the clained subject-matter as
conpared with that of docunment (3) resided in its
flexibility since it was not limted to a specific
starting material. Instead, a wide variety of
conventional catalysts, nanely those with all the
active metals in oxide formcould be used. Another
advant age was the possibility to activate used
catal ysts for reuse whereas in docunent (3) the
fully calcinated catal yst which was |eft after use
did no longer fulfil the requirenents of the
starting material.

- The technical problemto be solved in view of
docunent (3) as the closest prior art consisted
therefore in the provision of an activated
hydrotreating catalyst in a sinpler way.

- The proposed sol uti on was not obvi ous since
docunent (3) taught away fromusing fully
cal ci nated conventional catalysts.

The Appel |l ant requested that the decision under appeal
be set aside and that a patent be granted on the basis

of the request filed during oral proceedings.

He further requested rei nbursenent of the appeal fee.
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At the end of the oral proceedings, the Board gave the

follow ng interlocutory decision:

1. The proceedings are continued in witing.

2. The Appellant is requested to file within a period
of two nmonths due authorisations for himand
Ms Hesselink signed by the applicant.

3. The Appellant is requested to provide evidence
concerning the activity of the catal yst according
to the patent in suit and document (3),
respectively, within a period of two nonths.

Under cover of its letter dated 26 March 2004, the
Appel lant filed authorisations for M Van Deursen and
Ms Hesselink as well as conparative data concerning the
activity of the catalyst as clained in conparison with
that of docunment (3). By letter of 25 June 2004, the
Appel lant filed an anended page 4 in order to adapt the
description of the application to the clains filed
during the oral proceedings on 30 January 2004.

Reasons for the Decision

1

1932.D

Representation of a party in proceedings before the EPO

Article 133 EPC establishes a general schene of
representation for parties to proceedi ngs established
by the EPC. Article 133(1) EPC provides that - subject
to the provisions of Article 133(2) EPC - "no person
shall be conpelled to be represented by a professional
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representative". Further, Article 133(3) EPC provides
that a person having its residence or principal place
of business within a contracting state (hereinafter
referred to as a "European party") may act through an
enpl oyee, "who need not be a professional
representative". However, Article 133(2) EPC provides
that a person not having either a residence or its
princi pal place of business within a contracting state
to the EPC (hereinafter referred to as a "non- European
party") "must be represented by a professional
representative and act through hinf in all proceedi ngs
est abl i shed by the Convention, except in filing the
Eur opean patent application. In other words, under
Article 133(2) EPC, in appeal proceedings a non-

Eur opean party nust be represented by a professional

representative.

The requirenments which nust be fulfilled by a person to
act as a professional representative under Article 133
EPC are set out in Article 134 EPC. Under

Article 134(1) EPC a person may act as a professional
representative if, being duly qualified, his nane
appears on a list of such professional representatives
mai ntai ned by the EPO Article 134 (2) to (8) EPC lists
the requirenents for professional representatives, al

of which concern exclusively natural persons.

In the present case, the Appellant and Applicant is a
non- Eur opean party and has, therefore, to be
represented before the organs of the EPO as set out in
Article 133(2) EPC by a professional representative as
defined in Article 134 EPC who is a natural person but
not a |l egal person. Hence, it is not possible for the
Appel l ant to be represented by AKZO Nobel N. V..
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By filing, upon the Board' s request (see |X above),
aut hori sations for both, Ms Hesselink and M van
Deursen, i.e. natural person which are also

prof essional representatives in the sense of
Article 134 EPC (see |list of professional
representatives maintained by the European Patent
Ofice), the Appellant overcanme the initial
deficiencies under Article 133(2) EPC

2. Amendnents (Article 123(2) EPC, all requests)

The Board is satisfied that the clains as anended
conply with the requirenents of Article 123(2) EPC
since their wording is supported by the application as
originally filed (see Clains 1 to 4 and 6 to 11 in
conbination with page 4, lines 3 to 11).

3. Interpretation of the clains and Article 84 EPC

The points at issue during the Exam ning and Appeal
proceedi ngs concerned the interpretation of the terns
"conventional hydrotreating catalyst” and "subjected to
a calcination step to convert the hydrogenation netal
conponents into their oxides".

The Appellant filed three expert declarations stating
that it was clear to those skilled in the art that a
conventional hydrotreating catal yst was one wherein al

t he hydrogenati on netal conponents have been converted
into their oxides by a corresponding cal cination
treatnment, that the exact calcination conditions were

| ess relevant and to be selected in accordance with the
catal yst conposition and that, in general, calcination

1932.D
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tenperatures ranging from 350 to 750°C and cal ci nati on
times ranging from1l to 6 hours were enployed. The
Appel lant, further referred to the prior art nentioned
in the application in suit (page 9, lines 1 to 4), in
particular to US-A-4 500 424 and GB-A-1 504 586, to
show t hat conventional catalysts are only those where
all the active netals are present in their oxide forns
irrespective of the calcination conditions.

However, apart fromthese two docunents which nention
that "calcination ... converts the netals to their
respective oxide forms" (US-A-4 500 424, colum 8,
lines 10 to 14) or "during calcination ..

deconposition of the netal salts occurs with formation
of the corresponding netal oxide" (GB-A-1 504 586,

page 5, lines 30 to 36), none of the other seven
docunents cited on said page 9 of the application in
suit indicates that the whole content of active netal
conponents is necessarily converted into the respective
oxides. On the contrary, as admtted by the Appell ant
via the expert statenents (see above), the degree of
conversion into the oxides depends |argely on the
conposition of the material to be calcined and on the
exact calcination conditions (tenperature and tine).
Therefore, these docunents cannot give any other
meaning to the term "conventional catalyst" than that
of having been calcined at the tenperatures and for the
times indicated in these docunents (about 350°C to 870°C
at about 0.5 to 10 hours; see e.g. EP-A-0 469 675,

page 3, line 48; US-A-4 212 729, colum 6, lines 31

to 33). It is, however, not possible to conclude from

t hese docunents that the term "conventiona
hydrotreating catalyst” is synonynmous with a catal yst
having all its active netals in the oxide form

1932.D
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Whilst it is appreciated that those skilled in the art
m ght normally prefer a hydrotreating catal yst wherein
all the hydrogenation netals have been converted into
t heir oxides, the term"conventional" is not
necessarily restricted in the same way but may include
ot her hydrotreating catal ysts which were known at the
priority date of the application in suit, but |ess

usual in the art.

Therefore, the Board concludes that the term
"conventional hydrotreating catalyst” itself is not a
techni cal term which is unanbi guous with respect to the
conposition of the catal yst.

In contrast, the definition of the catalyst to be used
in the clainmed process given in the application in
suit, nanely "a conventional hydrotreating catal yst
prepared by a process ... to convert the hydrogenation
nmetal conponents into their oxides" (page 4, lines 3
to 8 which is identical to the correspondi ng anendnent
in Cdaiml is acceptable to indicate that the catalyst
to be activated is any one known in the art at the
priority date of the application in suit which has been
fully calcinated to convert all hydrogenation netal
conmpounds into the oxide form Thus, the clains are not
obj ected under Article 84 EPC.

Novel ty

Lack of novelty was in dispute in relation to the prior
art known from docunent (3). This docunent discloses a
nmet hod of catal yst activation wherein a precursor

catal yst conprising a G oup VIIl and a G oup VI
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hydr ogenation netal conpound on a carrier is first
calcined and then treated with a pol yhydric al cohol
such as ethyl ene glycol (page 5, last line to page 6,
line 9 and page 7, lines 11 to 12). In docunent (3),
the calcination is carried out at tenperatures of

bet ween 200 and 400°C for 0.5 to 4 hours, depending on
the burning tenperature (Claim1 and page 7, |ast five
lines to page 8, line 2). Thus, for the upper limt of
400°C whi ch overlaps with the tenperature range
recommended in the application in suit (e.g. page 8,
line 11) the mninmumcalcination tinme is necessarily
0.5 hours.

The Appellant, by way of its experinental data (see IV.
above) showed that a citric acid containing catalyst
which is calcined for 0.5 hours at 400°C still contains
8% of its nol ybdenum content in the formof citrate,
whereas all the nol ybdenum conpounds are converted into
the oxide formif the calcination tine at the sane
tenperature is prolonged to two hours. The experinents
t hus show that, contrary to what is clainmed in the
application in suit, the catal yst obtained according to
docunent (3) does not necessarily contain all the

hydr ogenati on netal conponents in their oxide form

The Board is, therefore, satisfied that docunent (3)
does not discl ose enbodi nents which clearly and
unamnbi guously overlap wth the clained subject-matter
and concl udes that the subject-matter of independent
Clains 1, 6 and 8 has to be regarded as bei ng novel .



1932.D

.13 - T 1157/01

| nventive step

The application in suit as well as docunment (3) both
aimat the provision of a hydrotreating catal yst

di spl aying i nproved activity (see in the application,
page 2, lines 8 to 14; in docunent (3), page 5,

lines 19 to 24).

Therefore, as agreed by the Appellant, docunent (3)
qualifies as a suitable starting point for the

assessnent of inventive step.

The Appel l ant argued that according to docunent (3)
control and mai ntenance of specific calcination
conditions were required in order to manufacture a
particul ar precursor catalyst which was not conpletely
cal ci ned whereas according to the application in suit
any conventional hydrotreating catalyst having all the
hydr ogenati on netal conmpounds in oxide formcould be
used. Thus, a wide variety of suitable starting

catal ysts was avail abl e and the technical problem
solved in view of docunment (3) was to provide an active
hydrotreating catalyst in a sinplified and nore

fl exi bl e manner. Anot her advantage of the clai ned
subject-matter consisted in the fact that according to
the application in suit the used catal ysts could be
reproduci bly regenerated whereas according to docunent
(3) the used catal ysts were not suitable for
regeneration since they no longer did fulfil the

requi renment of having been heat treated under mld

condi ti ons.

In spite of these advantages of the subject-matter as

clainmed in view of docunent (3), evidence is required
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to prove that the activity of the clainmed catalyst is
still conparable to that disclosed in docunment (3). In
this respect, it is observed that - although the
Appel I ant' s experinments show an i nconpl ete
deconposition of the organic acid (citric acid) in
accordance with the nethod of docunent (3) - this
docunent neverthel ess assunes the sane benefi ci al
properties for the catal ysts obtai ned by the nethod

di scl osed therein (page 7, paragraph [0012]). In
particul ar, docunent (3) seeks to provide a nethod
suitable to overcone the activity loss involved if
calcination is carried out at tenperatures of 400°C or
higher, i.e. at tenperatures in accordance with the
application in suit (see pages 4 to 5, paragraphs

[ 0003] to [0006]). Therefore, evidence show ng that the
activity of the clainmed catal yst was conparable to that
of document (3) is needed to be able to rely on the
inmproved flexibility or sinplification w thout having
to assune that those advantages m ght be obtained only
at the expense of activity, because it would then be
obvious for those skilled in the art to abstain from
the particular nethod of catal yst production disclosed
i n docunent (3) and use known starting catalysts in
order to sinplify the provision of activated
hydrotreating catal ysts.

However, the Appellant under cover of its letter dated
26 March 2004 filed further experinents show ng that
the activity of the clainmed catal yst obtained by
starting froma precursor catalyst which had been

cal cined at 400°C for two hours to convert all the
hydr ogenati on netal conponents into their oxides was
conparable to the activity of the catalyst obtained in
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accordance wth docunment (3) (calcination at 400°C for
0.5 hours).

In view of docunent (3), it is therefore credible that
the clained subject-matter actually solves the problem
of providing an activated catalyst in a sinplified and
nore flexible manner whilst maintaining its activity.

It remains to be assessed whether, in view of the
avai l abl e prior art docunents, it was obvious for
sonmeone skilled in the art to solve this problemby the
means cl ai ned.

Docunent (3) |eads away fromthe clainmed solution since
it teaches that the activity of the catal yst would
decrease if it was cal cinated under severe conditions
at tenperatures of 400°C or higher and that any
treatnment for re-dispersing the active conponents was

| ess effective (see pages 4 to 5, paragraphs [0003] and
[ 0006]) .

Therefore, a skilled person would not have expected
that despite this warning no activity |oss would occur
if the calcination is carried out under the nore severe
conditions required to convert all the hydrogenation
met al conpounds into their oxides. Al so the other
docunents on file do not suggest or give those skilled
in the art any incentive to expect that a fully
cal ci ned precursor catalyst could be activated to a
degree conparable with what is possible in accordance
wi th docunent (3).

The Board, therefore, concludes that it was not obvious
for soneone skilled in the art seeking for a nore
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fl exi ble method of providing a hydrogenation catal yst
of simlar activity to use a conventional and fully
cal cined hydrotreating catal yst for activation instead
of the particular mldly calcined catal yst of

docunent (3).

The ot her docunents cited in the course of the
exam ni ng proceedings are |less relevant and not
suitable to question the patentability of the clained
subj ect-matter

For all these reasons, the Board holds that the
subj ect-matter of independent Clains 1, 6 and 8
i nvol ves an inventive step (Articles 52(1) and 56 EPC)

The dependent clainms 2 to 5, 7 and 9 refer to specific
enbodi nents of Clains 1, 6 and 8 and derive their
patentability therefrom

6. Rei mbur senent of the appeal fee

Pursuant to Rule 68(1) EPC, when oral proceedings are
hel d, the decision can be given orally. But
subsequent|ly, the decision shall be notified in
witing. Rule 68(2) EPC provides that decisions which
are open to appeal shall be reasoned and acconpani ed by
a witten comuni cation of the possibility of appeal.

The deci sion under appeal is the formal deci sion,

i ssued on 15 May 2001 and sent out in the nane of the
Exam ning Division. It followed the previous

comuni cation under Rule 51(4) EPC and was based on the
reason that, due to the Appellant's non-approval, there

1932.D
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was no text to serve as a basis for the grant according
to Article 113(2) EPC

It appears fromthe mnutes of the oral proceedings
hel d by the Exam ning Division on 26 Novenber 1999 t hat
the Applicant maintained all its requests (main and
three auxiliary requests: see points 3, 4, 6 and the
comments on the EPO form 2009 sent to the Applicant
with these mnutes). Wien it declared its non-approval
of the text proposed for grant based on the third

auxi liary request, the Appellant did not explicitly
repeat that it nmaintained all its previous and higher
ranki ng requests. However, according to the general
principle "A jure nenp recedere praesumtur” mentioned
in G1/88 (QJ EPO, 1989, 189, reasons Nos. 2 and 3) in
t he absence of an explicit withdrawal, surrender of a
right cannot be sinply presunmed and sil ence cannot be
deened to be equivalent to surrender in the |logic of
how t he Conventi on oper at es.

Consequent |y, the decision under appeal sinply omtted
to give reasons for the refusal of the higher ranking
requests still pending before the Exam ning D vision.

The question is whether sonme of the previous docunents
i ssued by the departnment of first instance can be
regarded as amounting to a decision within the nmeaning
of Rule 68 EPC (see T 234/86, Q1 EPO 1989, 079,
Reasons No. 5.10).

The EPO form 2009 concerning the mnutes of the ora
proceedi ngs which was sent to the Appellant under cover
of a letter dated 28 Decenber 1999, contains on page 1
(second page of form 2009) the information that the
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Exami ning Division intends to grant a patent on the
basis of the third auxiliary request, that the higher
ranki ng requests were not allowable and that the
Applicant was given a period of 4 nonths to adapt the
description to the claimset of the third auxiliary
request. In the first paragraph of page 2 (last page of
form 2009), just before the signatures of the Exam ning
Di vision, the EPO form 2009 provides the pre-printed
information, that "The applicant(s) were infornmed that
the mnutes of the oral proceedings and a witten
decision (including an indication of the possibility of
appeal) will be notified to himthem as soon as
possi bl e".

It is clear fromthe above cited sentence on page 2 of
EPO form 2009 in conbination with the text of the

m nutes that the mnutes itself are not neant as a
decision but that the notification of a witten
deci si on concerning the higher ranking requests
mentioned therein is required and had to be expected by
the Applicant so that the intention of the Exam ning

Di vi si on announced on page 1 of the EPO form coul d take
effect.

Apart fromthe information contained in these m nutes
concerning the Appellant's higher ranking requests, the
only information ever forwarded to the Appellant in
this respect before the decision under appeal was sent
out was the comunication under Rule 51(4) EPC which
was acconpani ed by comments concerning the reasons for
whi ch the main request and first and second auxiliary
requests were held to be not all owable. These coments
are a summary of the reasons given in the m nutes of

t he oral proceedings.
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However, the aim of the conmunication under Rule 51(4)
EPC is quite clear fromthe sentence bridging pages 1
and 2 of the form sheet (EPO form 2004) where the
Appel lant is requested to approve the proposed text and
that "Failure to do so would result in the refusal of
t he application under Article 97(1) EPC'. There is
nothing in this conmunication suggesting that it
contai ned a reasoned deci sion about the Appellant's

hi gher ranking requests. In particular, it does not
contain any indication that there was a possibility of
appeal as required by Rule 68 EPC

The Board, therefore, concludes that neither the

m nutes of the oral proceedi ngs nor the conmuni cation
under Article 51(4) EPC including the cormments attached
toit fulfil the requirenments of an appeal abl e deci si on
conplying with the provisions under Rule 68 EPC (see

al so T 999/93, not published in the QJ EPO, Reasons
Nos. 3 and 4).

The Board further finds that the only decision
fulfilling those requirenents does not contain any
reasoned statenents concerning the Appellant's pending
mai n request and first two auxiliary requests.

Thi s, however, ampunts to a substantial procedural
violation justifying a reinbursenent of the appeal fee
(Rule 67 EPC) since the Appellant was deprived of its
right to obtain a reasoned decision enabling it to
prepare argunments or anmendments in order to overcone

t he objections raised.
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Remttal to the departnent of first instance

| f fundanental deficiencies are apparent in the first

i nstance proceedings, a Board normally remts a case to
t he departnent of first instance unless special reasons
present thenselves for doing otherw se in accordance
with to Article 10 of the Rules of Procedure of the
Boar ds of Appeal

However, in the present case other issues are to be

taken into account by the Board, which mtigate the

necessity of remtting the case to the departnent of
first instance, and deprive such remttal froma rea
justification.

Actual Iy, the Exam ning D vision had al ready expressed
its conditional approval with respect to patentability
but refused the application solely on formal grounds.
After anmendnent of the clains, subm ssion of evidence
concerning the nerits of the case and filing a
description adapted to the anended cl ai ns, the Board
finds wi thout undue investigation the conditions of the
EPC to be fulfilled and the cl ai med subject-matter to
be patentable. Considering the age of the file
(international filing date: 7 June 1996), the Board
further finds that any decision to grant a patent which
is still open to opposition and appeal proceedings is
al ready del ayed.

Therefore, despite the occurrence of a substanti al
procedural violation during exam ning proceedi ngs, the
Board decides not to remt the present case for further
prosecution but exercises its discretion under

Article 111(1) EPC to decide within the conpetence of
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the Exam ning Division (see e.g. T 274/88, not
published in the Q3 EPO reasons No. 3 and T 249/93,
not published in the QJ EPO Reasons No. 2.2).

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance with the
order to grant a patent in the follow ng version:

Descri pti on:
Pages 1 to 3 and 5 to 33 as originally filed.
Page 4 filed with letter of 25 June 2004.

C ai ns:
No. 1 to 9 received during the oral proceedings held on
30 January 2004.

3. The request for reinbursement of the appeal fee is
al | oned.

The Regi strar: The Chai r man:

G Rauh P. Krasa
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