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Summary of Facts and Subm ssi ons
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Eur opean patent application No. 94 305 223.3 in the

name of GENERAL ELECTRI C COVPANY, filed on 15 July 1994,
claimng a US priority of 30 July 1993 (US 100658) and
publ i shed under No. 0 636 655 on 1 February 1995, was
refused by a decision of the exam ning division issued
inwiting on 16 July 2001.

The deci sion was based on a set of Clains 1 to 7 where
Caim1l read as foll ows:

"1l. Aflame retardant thernoplastic nolding conposition
conprising in conmbination a high nol ecul ar wei ght

| i near polyester, a flane retardant anount of a

copol ynmer of polyetherim de and an organopol ysi | oxane
and an additive selected fromthe group consisting
essentially of polyetherimdes, polyphenyl ene sulfides
and a filler; wherein the polyester has an intrinsic
viscosity of at |east about 0.4 deciliters per gram and
is selected fromthe group consisting of polybutyl ene

t erepht hal ate, pol yet hyl ene terephthal ate,

pol ypr opyl ene terepht hal ate, pol ycycl ohexanedi net hanol
terepht hal ate, bl ends thereof and copol yners thereof."”

Claims 2 to 7 were dependent clains directed to
el aborations of the subject-matter of C aiml.

According to the decision, the application was refused
since the subject-matter of Clains 1 to 4 and 6 was not
i nventive over the disclosure of docunment D2 in

conbi nation with docunent D3:

D2: JP-A-63077965 (abstract) and
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D3: US-A-4 816 527.

On 13 Septenber 2001, a notice of appeal against the
above decision was filed by the applicant (hereinafter
referred to as the appellant) wi th sinmultaneous paynent
of the prescribed fee.

The statenent of grounds of appeal, filed on

21 Novenber 2001, was acconpani ed by a set of anended
Clains 1 to 8 the subject-matter of which the appell ant
considered to be inventive over the teaching of D2 and
D3. Cainms 1, 4, 5 7 and 8 read as foll ows:

"1l. A flanme retardant thernoplastic nolding
conposition conprising in conbination 85 to 40 parts by
wei ght of a high nol ecul ar wei ght |inear polyester,

15 to 60 parts by weight of a copolynmer of polyether-

i mde and an organopol ysil oxane and an additive
selected fromthe group consisting of polyetherimdes
and pol yphenyl ene sul fides; wherein the polyester has
an intrinsic viscosity of at |east about 0.4 deciliters
per gram as neasured in a 60:40 phenol tetrachl oro-

et hane m xture at 30°C and is selected fromthe group
consi sting of polybutyl ene terephthal ate, polyethyl ene
t erepht hal ate, pol ypropyl ene terephthal ate, polycycl o-
hexanedi net hanol terephthal ate, bl ends thereof and
copol ynmers thereof.

4. The conposition of claim1l further conprising a
filler.
5. The conposition of claim4 wherein the conposition

has 10-40 parts by weight of a filler.
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7. The conposition of claim1 wherein the nol ding
conposition consists essentially of (1) 80-40 parts by
wei ght of a high nol ecul ar wei ght |inear polyester
having an intrinsic viscosity of at |east about

0.4 deciliters per gram (2) 20-60 parts by weight of a
copol ynmer of polyetherim de and organopol ysi | oxane, and
(3) 1-25 parts by weight of a pol yphenyl ene sulfide,
parts by wei ght being based on the total weight of (1),
(2) and (3).

8. The conposition of claim 1l consisting essentially
of (a) 85 to 40 parts by weight of the polyester,

(b) 20 to 35 parts by weight of the copol yner of

pol yet heri mi de and organopol ysi |l oxane, (c) 1 to 25
parts by wei ght of polyphenylene sulfide, (d) 5 to 15
parts by weight of polyetherimde, and (e) 10 to 40
parts by weight of glass fiber reinforcing filler, the
parts by wei ght being based on the total weight of (a),
(b), (c¢), (d), and (e)."

Clainms 2, 3, and 6 were further dependent clains.

V. In a communi cation issued on 23 Septenber 2004
acconpanyi ng a sumons to oral proceedings, the salient
issues were identified by the board as being firstly,
whet her the anended clains nmet the requirenents of
Articles 84 and 123(2) EPC and secondly, whether the
subj ect-matter of anended Claim1l was inventive with
respect to the disclosure of D2 and DS.

\Y/ In a fax filed on 9 Decenber 2004, the appell ant
infornmed the board that it would not be represented at
t he oral proceedings. Furthernore, it was requested

0080.D
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t hat a deci sion be issued on the basis of the argunents
previously submtted in witing.

On 10 Decenber 2004, oral proceedings were held before
t he board, at which the appellant, as announced, was
not represented. In accordance with Rule 71(2) EPC, the
oral proceedings were continued in the absence of the
appel | ant based on the request on file.

The appel | ant requested that the decision under appeal
be set aside and that a patent be granted on the basis
of Clainms 1 to 8 filed on 21 Novenber 2001.

Reasons for the Decision

0080.D

The appeal conplies with Articles 106 to 108 EPC and
Rul e 64 EPC and is therefore adm ssible.

Amendnents/d arity

Amended Claim1l refers to a conposition conprising a
hi gh nol ecul ar wei ght |inear polyester (PE), a poly-

et herim de sil oxane copolynmer (PEI/S) and an additive
selected fromthe group consisting of polyetherimdes
(PElI') and pol yphenyl ene sul fides (PPS), whereby the
anount of PE is 85 to 40 parts by weight and the anount
of PEI/Sis 15 to 60 parts by weight. However, the
basis for the anmount of PE and PEI/S is not clear
(Article 84 EPC)

It is conspicuous to the board that the application as
originally filed (page 3, lines 15 to 19; page 18,
lines 14 to 19; Caim2 as originally filed) associates



2.2

2.3

2.4

0080.D

- 5 - T 1255/ 01

an amount of 85 to 40 parts by weight of PE and an
anount of 15 to 60 parts by weight of PEI/S with a
conposition conprising two conponents, nanely PE and
PEI /S, whereas the conposition as clainmed in anended
Claim 1 conprises three conmponents, nanely PE, PEI/S
and the additive. It remains unclear in anended Caiml
whet her the introduced anobunts are based on PE and
PEI/S only or whether the anmounts are based on al

t hree conponents. Consequently, Claim 1l does not neet
the requirenents of Article 84 EPC.

The conposition of Claim4 further conprises a filler.
Since, however, the term"filler" is not clearly
defined in the application as originally filed (nor is
t he board aware of such a definition generally accepted
inthe relevant literature), it could be argued that
the two additives PEI and PPS are also fillers making a
di stinction between these conponents inpossible. Thus,
new Claim4 lacks clarity (Article 84 EPC).

Claim5 being dependent upon Claim4 further specifies
t he amount of filler. Firstly, the objection against
the term"filler"” is also valid for Claim5

(section 2.2, above), and secondly, the basis for the
amount of filler is not indicated. Thus, Caimb5 does
not nmeet the requirenents of Article 84 EPC

In Cainms 7 and 8, the anounts for the individual
conponents are based on the total weight of the
conponents, ie on the total weight of (1), (2) and (3)

in Caim7 and on the total weight of (a), (b), (c), (d)
and (e) in Cdaim8. This requirenent inplies that the
amounts of the individual components add up to 100. For
Claim 7, however, it is not possible to fornulate a
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conposition containing either 80 parts by weight of PE
(te the upper limt for PE) or 60 parts by wei ght of
PEI/S (ie the upper limt for PEI/S). Thus, Caim7
does not satisfy the requirenment of Article 84 EPC (eg
T 2/80, QJ EPO 1981, 431, headnote).

The sane objection applies to a conposition according
to Caim8 containing 85 parts by weight of PE (ie the
upper limt of PE)

As Clainms 1, 4, 5, 7 and 8 of the only request on file
do not nmeet the requirenents of Article 84 EPC, any

further consideration as to whether the anended cl ai s
neet the other requirenents of the EPC is superfluous.

Consequently, the appellant's request is refused.



Or der

For these reasons it

The appeal is dism ssed.

The Registrar:

E. Gorgnmaier
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I s decided that:

The Chai r nan

R Young
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