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Summary of Facts and Subm ssi ons

1796.D

The appel |l ant (opponent) filed an appeal against the
deci sion of the Opposition Division to reject the
opposi tion agai nst the European Patent No. 0 609 668.

Opposition was filed against the patent as a whole and
based on Article 100(a) EPC (lack of inventive step).

The Opposition Division held that the subject-matter of
claims 1 and 3 of the main request was novel and

i nvol ved an inventive step and the clains did not
infringe Article 123(2) EPC.

The nost relevant prior art docunents for the present

deci si on are:

Dl1: US-A-4 041 813

D2: EP-A-0 507 750

The appel | ant requested that the decision under appeal
be set aside and the patent be revoked.

The respondent requested that the appeal be dism ssed.

Al ternatively the respondent requested that the
deci si on under appeal be set aside and a patent be
granted on the basis of the first to fourth auxiliary
requests filed with letter of 18 June 2004.

The i ndependent clainms of the patent as granted read as
fol | ows:
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"1l. Method of operating a skewed orbiting saw (23) for
transversely cutting continuously advanci ng el ongat ed
l engths of multi-ply web material into shorter |engths,
said saw (23) having a substantially constant speed
conponent (Vg) parallel to said elongated | engths during
cutting; the nmethod conprising advanci ng sai d el ongat ed
| engths at a speed (Vc) substantially equal to said saw
speed conponent during cutting,

characterised by setting the desired | ength of
said shorter lengths, and varying the speed of advance
of said elongate |engths between consecutive cuts from
said substantially equal speed, while nmaintaining said
saw at said substantially constant speed, by producing

first an acceleration followed by a decel eration
if the setting requires a spacing between cuts greater
than the spacing that would be produced by said equal
speed, and

first a deceleration followed by an accel eration
if the setting requires spacing between cuts |ess than
t he spacing that woul d be produced by said equal
speed. "

"3. Apparatus for carrying out the nethod of claim1:

conprising a frame (20);

conveyor means (22) on said frame (20) for
advancing sai d elongated | engths along a |inear path;

a saw (23) nmounted on said franme for novenent
t hrough an orbit skewed with respect to said path, said
saw having a substantially constant speed conponent (Vg)
parallel to said linear path during cutting;

drive nmeans (30) operably associated with said
conveyor neans (22) for advancing said el ongated
| engths at a speed (Vc) substantially equal to said saw
speed conponent during cutting,
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characterised in that the drive neans (30)
includes a settable servo controller (29) which varies
t he speed of advance of said el ongate | engths between
consecutive cuts fromsaid substantially equal speed by
pr oduci ng

first an acceleration followed by a decel eration
if the setting requires a spacing between cuts greater
than the spacing that would be produced by said equal
speed, and

first a deceleration followed by an accel eration
if the setting requires spacing between cuts |less than
t he spaci ng that woul d be produced by said equal
speed. "

The appellant argued in witten and oral subm ssions
essentially as foll ows:

(i) The ground under Article 123(2) EPC was di scussed
in the opposition proceedings and is nmentioned in
t he grounds of the decision of the Opposition
Division. The ground is not therefore a new ground
and hence can be discussed w thout the perm ssion
of the proprietor.

(ii) If clains 1 and 3 are interpreted to nmean that
there is a decision step as part of the way that
t he machi ne operates such as to choose one of two
alternative routes between cuts, i.e. acceleration
foll owed by decel eration or decel eration foll owed
by acceleration, then this was not disclosed in
the application as filed. The machine as
originally disclosed could be operated in two
di fferent ways. These were discl osed as
alternatives. One alternative is disclosed in
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figures 6 to 8 and the other alternative is
disclosed in figure 9. If the clains are
considered to define two routes w thin one nethod
or machine then this was not disclosed. Clains 1
and 3 in fact nmust be considered as defining
alternative nethods of operating the machines or
alternative nmachi nes respectively. Even though the
clainms refer to accel eration followed by

decel erati on and decel eration foll owed by
acceleration these two possibilities are each
qualified by an "if" condition so they in fact are
alternatives. In claiml the step of setting the
length is not part of operating the machine and so
shoul d not be considered. There is no decision
step in claiml but there are just two alternative
nmet hods of operating the nachi ne.

(ii1)The subject-matter of claim1l does not involve an
i nventive step. The closest prior art is docunent
Dl1. This docunent discloses the features of the
preanbles of clainms 1 and 3. The docunent al so
di scl oses the feature of setting the length since
this is possible by renmoving one of the circular
saws which results in doubling the Iength.

The problemto be solved conpared to the cl osest
prior art is to provide flexibility in setting the
| engths of the cut rolls.

Docunment D2 di scloses a cutting nmachine in which
flexibility in setting the length of the cut rolls
is achieved by varying the speed of the conveyor
bet ween cuts. The docunent discloses not only
specifically accelerating foll owed by decel erating

1796.D
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bet ween cuts but al so varying the speed between
cuts in general. If the speed is varied in general
then this would al so involve decel erating foll owed
by accel erating. The skilled person would apply
this solution to the nmachi ne known from docunent
D1 and arrive at a nmethod of operating a machine
and a machine in accordance with clains 1 and 3
respectively.

There is no prejudice agai nst applying the
teachi ng of document D2 to docunment Dl1. The
constructional changes necessary to docunment D1
are either evident for the skilled person or

al ready contained in docunent D2. Although
docunent D2 nentions certain di sadvantages in
docunent D1 these concern a different aspect of

t he machi ne. Al so when docunent D2 nmentions an
acceleration followed by a deceleration this is in
the context of a reciprocating saw for which it is
desirabl e that a slow speed is used for the speed
during cutting and hence that between cuts an
acceleration is followed by a decel eration. Wen
however the teaching of docunent D2 is applied to
docunent D1 this reason for an accel eration

foll owed by a decel eration would not apply. In
docunent D1 the speed of the logs during cutting
is not chosen but is given by the machine. The
skill ed person when applying the teaching of
docunent D2 would realise that in order to achieve
desired roll lengths it would sonetines be
necessary to accel erate and then decel erate

bet ween cuts and sonetines it would be necessary
to decelerate and then accel erate between cuts.
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The respondent argued in witten and oral subm ssions

essentially as foll ows:

(i)

(i)

Article 123(2) EPC was not relied on as a ground
of opposition by the appellant. The proprietor
does not agree with allow ng the ground into the
appeal proceedings.

Clains 1 and 3 have to be interpreted as defining
a single operating nethod and machine and this was
disclosed in the application as filed. It is clear
that a single method is defined which involves a
deci sion step based on the desired | ength of the
cut roll. The length is given as an input and
based on this one of two possible branches of an
operating path is chosen. This is nade clear in
the application as filed by a conparison of
figures 8 and 9 whereby figure 8 shows the
arrangenment required to produce |onger rolls and
figure 9 shows the arrangenent necessary to
produce shorter rolls. These are not alternative
enbodi nents but nerely the different steps
required to deal with differing desired | engths.

(ii1)The subject-matter of clains 1 and 3 involves an

i nventive step. The nearest prior art is document
D1 and the respondent agrees that the problemto
be solved is to provide a quick change in the
desired cut-off | ength.

Docunent D2 di scloses only an accel eration

foll owed by a deceleration. There is no indication
i n docunent D2 of a deceleration followed by an
accel eration. Although docunent D2 nentions
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variation of speed this only refers to the

vari ation upwardly between cuts. The parts of
docunment D2 which refer to varying the speed
between cuts refer to varying the anmount by which
t he speed varies upwardly.

The skilled person would not apply the teaching of
docunent D2 to docunent Dl as to do this the
machi ne of docunment D1 would require to be changed
in many ways. Al so the application of the teaching
of document D2 to docunent D1 would go agai nst the
inertia considerations made in docunent D2 which

i ndicate that the speed during cutting should be
kept to a m ni num

Even if the skilled person did conbine the
teachi ng of docunment D2 with docunment D1 he stil
woul d not arrive at the subject-matter of clains 1
and 3 since docunent D2 only teaches a speed

i ncrease between cuts whereas according to these
clainms there should al so be a speed decrease

bet ween cuts.

Reasons for the Deci sion

1796.D

Article 123(2) EPC

The question arose as to whether a ground under this
article was part of the proceedings before the first

i nstance and hence was not barred from di scussi on

wi t hout the perm ssion of the proprietor in the appeal
proceedi ngs foll ow ng Enl arged Board of Appeal decision
G 10/91. During the opposition proceedings the
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appellant in a witten subm ssion dated 1 October 2001
argued that the interpretation of claim1l by the
OQpposition Division in the opinion acconpanying the
invitation to oral proceedings would not be in
accordance with Article 123(2) EPC. In the oral
proceedi ngs before the Opposition Division the
appellant reiterated this view. In their decision the
OQpposition Division discussed their interpretation of
claiml and considered that it was in accordance
Article 123(2) EPC. At the end of the their decision
grounds the QOpposition Division concluded that grounds
mentioned in Article 100(a) EPC did not prejudice the
mai nt enance of the patent unanended.

Al t hough the Opposition Division did not nmention
Article 123(2) EPCin their explicit conclusions they
neverthel ess devoted two paragraphs expl ai ni ng why
claiml in their opinion did not infringe

Article 123(2) EPC. Thus, this ground was nentioned in
the witten and oral proceedings and fornmed part of the
di scussion contained in the grounds of the decision.
For this reason the Board concludes that this ground
was in the first instance proceedi ngs and hence could
be di scussed in the appeal proceedi ngs w thout
requiring the perm ssion of the proprietor.

Regarding the ground itself the consideration of this
ground i s dependent upon the interpretation of claiml.
The claimis directed to a nethod of operating a
machi ne which requires that a desired length is set and
that then the speed of advance is varied. The speed is
increased if the spacing between cuts needs to be
greater "and" decreased if the spacing between cuts
needs to be | ess.
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In the view of the appellant the application as filed
di scl osed two alternative operating nethods and the
clainms as granted continue to define two alternative
operating nethods. The appellant correspondi ngly
considers that if the clains are considered to define a
single operating nethod then this was not originally
di scl osed. Al though the clains include the conjunction
"and" between the two types of speed change the

appel lant correctly pointed out that this is qualified
in each case by an "if" so that the conbined effect of
the "if"s and the "and" is indeed to give an 'or'
situation whi ch depends upon the desired spacing

bet ween cuts.

The essential question to be considered is whether
there is a single operating nethod which includes two
branches based on a decision wthin the operating

nmet hod, or whether there are two alternative operating
nmet hods. The Board is of the opinion that the forner
interpretation is correct. The reason is that as part
of the operating nethod the desired length is set and
the selection of either an increased or a decreased
speed between cuts is dependent upon this set length so
that the selection of the increased or decreased speed
is part of the operating nethod. The appell ant argued
that the setting of the length was not part of the

nmet hod of operating the machine as this was only an
input into the machi ne. The Board does not follow this
argunment since the setting of the length is an
essential step and furthernore this step itself |eads
to anot her step which takes place within the operating
nmet hod nanely the selection of the speed profile.
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The clains according this interpretation are al so based
on the application as filed. The clains of the
application as filed referred to "varying the speed of
advance ...by accel erating/decel erating”. The clains
were thus indetermnate as to the distribution of the
accel eration and the deceleration. There is a
description of a machine in figure 1 of the description.
There is an enbodi nent of the operation in figures 6 to
8 in which there is an acceleration followed by a

decel eration which is used to permt |arger rol

l engths. Wth respect to a figure 9 it then stated that
in simlar fashion the invention provides neans for
shortening the roll lengths by a deceleration foll owed
by an acceleration. In the discussion of figures 10 to
12, which are principally concerned with a feature of
the | og novenent during cutting, it is stated that "it

i s possible according to the invention ...to speed up or
sl ow down the conveyor between cuts". The Board
concludes fromthis that the speeding up or slow ng
down was part of a single operating nethod based on a
single machine in which the selection of speeding up or
slowing down is determ ned by the desired roll |ength
to be cut. This nmeans that the subject-matter of clains
1 and 3 as interpreted by the Board was al so discl osed
in the application as filed and hence does not extend
beyond the content of the application as filed.

The Board thus concludes that the patent as granted
does not offend against Article 123(2) EPC

The above interpretation by the Board of claim1l is
al so used in the grounds under Article 100(a) EPC
di scussed bel ow.
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Novel ty

Al t hough the Opposition Division decided that the
subject-matter of clainms 1 and 3 was novel this ground
in fact was not in dispute between the parties.

| nventive step

Cl osest prior art

The cl osest prior art is represented by docunent D1
whi ch di scl oses a nethod and apparatus conprising the
features of the preanbles of clains 1 and 3
respectively. In addition, document D1 discl oses
setting the desired I ength of said shorter |engths as
specified in the characterising portion of claiml.

Problemto be sol ved

The objective problemto be solved by the
di stinguishing features is to allow the |l engths of the
rolls to be cut to be varied nore flexibly.

Solution to the problem

The solution to the problemis, in the case of the

nmet hod, varying the speed of advance of said el ongate

| engt hs between consecutive cuts from said
substantially equal speed, while maintaining said saw
at said substantially constant speed, by producing
first an acceleration followed by a deceleration if the
setting requires a spacing between cuts greater than

t he spacing that woul d be produced by said equal speed,
and first a deceleration followed by an acceleration if
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the setting requires spacing between cuts |less than the
spaci ng that woul d be produced by said equal speed.

In the case of claim3 correspondi ng apparatus features
are provided.

The solution to the problemis not obvious for the

foll ow ng reasons:

Docunent D1 concerns a skewed orbiting saw. Such saws
include a rotating plate to which two circular saws are
attached. As the plate rotates the saws in turn cut
through a so-called log, usually formng toilet tissue
or other multi-ply tissue, so as to produce the desired
l ength. The plate is arranged at a skewed angle to the
direction of novenent of the log so that as the
circular saw cuts through the log there is also

| ongi tudi nal notion of the saw at the sane speed as the
speed of advancenent of the log in order to produce a
snmooth cut. According to docunment D1 the |ength of the
cut roll may only be set by renoving one of the
circular saws. This doubles the tine interval between
cuts and hence doubles the Iength of the cut roll.
There are just two possible lengths with no flexibility
in setting other lengths. For this reason the objective
probl em nust be seen in providing a skewed orbiting saw
with nore flexibility in setting the |engths.

Docunent D2 is principally concerned with anot her
probl em whi ch arises out of the teaching of docunent

D1, nanely the sinusoidal notion of the circular saws
whi ch occurs while the cutting is taking place.

Docunent D2 solves this problem by replacing the skewed
orbiting saw with a reciprocating saw. This
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reci procating arrangenent inproves the productivity and
al so overcones a problemof inertia that occurs in
machi nes whi ch advance the log intermttently.
According to docunent D2 the speed of advance of the
log is not constant, as in docunent D1, but nmay vary
bet ween the speed during cutting, which is the m ni num
speed, and a maxi mum speed which is between cuts
(colum 2, lines 19 to 26). This feature is expl ai ned
as achi eving a nunber of advantages when used in

conmbi nation with the reciprocating cutting tool

(colum 2, lines 26 to 32). Furthernore, it is

expl ained that the feature allows the length of the
rolls to be easily changed (colum 2, lines 33 to 36).

Docunment D2 in colum 3, lines 4 to 9 refers to a

hi gher speed between subsequent cuttings. In colum 5,
lines 51 to 58 it is explained that the notion of the
logs is variable with a higher speed when the blade is
clear of the logs, i.e. between cuts. In colum 7,
lines 26 to 29 it is explained that the effect of the
variation of speed during tinme interval T2 is to vary
the length of the cut rolls. Tine interval T2 is the
time interval between cuts and in the preceding part of
t he description it had been explained with reference to
Figures 4A to 4D how the | og speed is increased between
cuts during tine T2 by a variable amount. C aim 8 of
docunent D2 nekes a general reference to varying |og
speed and claim 20, which is not dependent on claim8,
refers to a higher speed between cuts.

From t he above nentioned sections of docunment D2 the
Board concl udes that docunent D2 only discloses an
acceleration followed by a decel eration between cuts.
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There is no disclosure of a deceleration followed by an

accel erati on.

It nust next be considered whether a skilled person
woul d consi der apply the teaching of docunment D2 to the
machi nes known from docunent Dl. The Board considers
that the skilled person would consider applying the
teachi ng. Al though docunent D2 di scusses di sadvant ages
of machi nes known from docunent D1 these di sadvant ages
concern the arrangenent of the cutting device in
docunent D1, i.e. the skewed orbiting saws, not the
arrangenment for dealing wth cutting rolls of differing
| engths. There is thus no prejudice in applying this
part of the teaching to docunent D1 in order to solve

t he obj ective problem Moreover, the constructional
changes nentioned by the respondent are either within
the normal practice of the skilled person or already

di scl osed in docunent D2.

Finally, it nust be considered how the skilled person
woul d apply the teaching of docunment D2 to a machine
known from docunent Dl. The Board first notes that the
direct application of the teaching of document D2 to
docunent D1 results in a machine and net hod of
operating the machine in which there is only an
acceleration followed by a decel eration between cuts.
The appel | ant has argued that the skilled person woul d
have to go a step further. The appell ant argued that

t he speed of the |ogs through the machi ne i n docunent
Dl is given by the machine and cannot be chosen, i.e.
that this speed woul d have to be taken as fi xed.
Therefore, when the logs are to be cut into rolls of
differing lengths it could be necessary to accelerate
and then decel erate or vice versa depending on this
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fi xed speed and the desired | ength. The Board cannot
agree with this argunent. First of all the appellant
gave no basis for the argunent that the speed of the

| ogs in docunent D1 is given and not chosen. A nmachine
according to docunent D1 nay have a saw whi ch operates
at a fixed speed after the nmachi ne has been set up.
This fixed speed can however be decided freely at the
start. The power is supplied to the rotating plate via
a gear box. The gear box can clearly be arranged to
supply a particular desire rotation rate for the
rotating plate which in turn wll determ ne the speed
of advance of the logs during cutting. According to
docunent D2 the | owest speed occurs during cutting and
is determned by the cutting tool and then between cuts
the speed is increased to determne the roll |ength.
When applying this teaching to docunent D1 the skilled
person would al so set the rate of rotation of the skew
pl ate such that the |og speed is a m nimum during
cutting and then increase the speed between the cuts.
The appel | ant has not shown that in a machi ne according
to docunent D1 the | og speed during cutting is so fixed
that the skilled person applying the teaching of
docunent D2 to docunent D1 woul d necessarily be
confronted with a specific fixed |og speed during
cutting. Therefore the argunents of the appellant that
this would | ead sonmetines to a deceleration foll owed by
an accel eration do not hold water.

Therefore, the subject-matter of clainms 1 and 3 of the
mai n request involve an inventive step in the sense of
Article 56 EPC.
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For these reasons it

The appeal is dism ssed.

The Registrar:

G Nachtigall

1796.D

I s decided that:

The Chai r nan:

A. Burkhart
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