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Summary of Facts and Subm ssi ons

0661.D

The appel | ant (opponent) | odged an appeal against the
interlocutory decision of the Opposition Division

mai nt ai ni ng European patent No. O 582 466 in anended
form

In the decision under appeal, it was held that the
grounds of opposition submtted by the appellant did
not prejudice the maintenance of the patent as anended.

Oral Proceedings were held before the Board of Appeal
on 8 January 2004.

The appel | ant requested that the decision under appeal
be set aside and the European patent No. 0 582 466 be
revoked in its entirety.

The respondent (patentee) requested as a main request
that the appeal be dismi ssed. As an auxiliary request,
t he respondent requested that the decision under appeal
be set aside and that the patent be maintained on the
basis of a claim1l differing fromclaim1l of the main
request by substituting the feature that the binder

i ncludes a cationic polymer electrolyte "in a
proportion of 5-20 weight % of the total weight of

bi nder" for the feature that the binder includes a
cationic polyner electrolyte "in a proportion of 1-30
wei ght % of the total weight of binder".

Claim1l of the patent as maintained by the Opposition

Di vision reads as foll ows:
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"1. An ink jet recording paper conprising a base paper
wherein at | east one surface has a recording | ayer,
this recording |ayer containing at |east 45 wei ght % of
a pignment and no nore than 55 weight % of a binder, and
the air pernmeability of the whole recordi ng paper being
no nore than 1,000 seconds according to the method of

J. TAPPI No. 5B, the surface roughness by ten point

hei ght according to JI'S BO601 on the recording |ayer
surface being no nore than 5 pum characterized in that

t he binder includes a cationic polynmer electrolyte in a
proportion of 1-30 weight % of the total weight of

bi nder, that the specific surface area of the pignent
lies in the range 40-600 nf/g, and that the gloss at 75
degree of the recording layer surface is at |least 70%"

The foll owi ng docunents were referred to in the appeal
pr oceedi ngs:

D2: JP-A-61-209189, together with a translation into
Engl i sh

D5: JP-A-2-274587, together with a translation into
Engl i sh

D8: EP-A-0 529 308

D12: JP-A-2-113986, together with a translation into
Engl i sh

D13: Experinmental Report by Satoshi Araki, Qi Paper
Co., Ltd.

D16: "Carbon Bl ack Sci ence and Technol ogy", ed. Donnet
et al, pages 116 to 120
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D17: JP-A-63-49478, together with a translation into
Engl i sh

D18: JP- A-62- 158084, together with a translation into
Engl i sh

D19: JP-A-4-91981, together with a translation into
Engl i sh

In witten and oral proceedi ngs, the appellant argued
essentially as follows in respect of the main request:

In the absence of an indication of the nethod used to
determ ne the specific surface area of the pignent, the
invention is not disclosed in a manner sufficiently
clear and conplete for it to be carried out by a person
skilled in the art. The value of the specific surface
area of the pignment depends upon the nethod.

The present case is very simlar to that decided in

T 225/93. According to this decision, in the absence of
an indication of the nmethod used to determ ne the
specific surface area of cal cium carbonate, the
invention is not disclosed in a manner sufficiently
clear and conplete for it to be carried out by a person
skilled in the art.

The cited docunments, for exanple, docunments D8 and D18,
refer specifically to the use of the BET nethod.
Docunment D16 describes three different nmethods for
determ ning the surface area of carbon black which
woul d be applicable to the pignent of the patent in
suit. Wiilst the decision of the Opposition Division
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argues that, fromthe use of trade nanmes and surface
areas given in the exanples, the nethod of neasurenent
could be determined, it is noted that Finesil CMF may
have different surface areas (see docunent D8, Table 1
on page 7).

The subject-matter of claim1 |acks novelty in view of
t he disclosure of docunent D8, considered as conprised
in the state of the art according to Article 54(3) EPC
The treatnent of the coated paper with an aqueous
solution containing 3% of a cationic electrolyte as

di scl osed in docunment D8 inevitably results in the

bi nder including a cationic polynmer electrolyte in a
proportion of 1-30 weight% of the total weight of

bi nder as required by claim1 of the patent in suit.

As stated at page 4, line 4 of docunent D8, the coating
contains a cationic polynmer. The treatnent of the
coated paper with a solution of the cationic polynmner
thus results in inpregnation of the binder. It makes no
di fference whether the polynmer is mxed with the
coating solution or subsequently applied. 1-30 weight %
is a broad range. The use of nore than 1% is necessary
in order to achieve any effect, in particular water

resi stance. The use of nore than 30% woul d be avoi ded,

since the material is expensive.

The subject-matter of claim1 | acks an inventive step.
The cl osest prior art is represented by docunent D12.
The subject-matter of claim1 of the patent in suit is
di stingui shed over the recordi ng paper of Exanple 1 of
t hi s docunent by:
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(a) the recording layer containing at |east 45
wei ght % of a pignent and no nore than 55 wei ght %
of a binder; and

(b) the binder including a cationic polyner
el ectrolyte in a proportion of 1-30 weight % of
the total weight of binder.

As regards feature (a), no effect requiring an
inventive step is achieved by a slight increase in the
ratio of pignment to binder. In addition, the
description of docunent D12 di scl oses an overl appi ng
range. Finally, the disclosure of docunent D18 makes it
obvi ous to use nore pignent. Thus, page 7, lines 6 to
13 proposes the use of from2 to 100, preferably 20 to
90, parts binder based on 100 parts by wei ght of

pi gnent. The coating conposition of Exanple 3 of
docunent D18 includes 100 parts by wei ght of pignment
out of a total of 167 parts, which is 59.9% by wei ght.

As regards feature (b), it is noted that the list of
sui tabl e binders at page 5 of docunent D12 incl udes

wat er - sol ubl e acrylic resin prepared by addition of a
guat ernary anmoni um acrylate, that is, a cationic

pol ynmer. Further, at page 8, lines 10 to 13 of docunent
D12, it is suggested that agents for inparting water
resi stance can be mxed in the coating conposition.
Cationic polymers are well known in the art of ink jet
printing papers as water proofing agents. The coating
conposition of Exanple 3 of docunent D18 includes a
cationic resin in an amunt of 7 parts by weight out of
a total of 67 parts of binder, which is 10.4% by wei ght
of the binder. Docunents D5, D17 and D19 al so suggest
the use of a cationic polyner electrolyte.

0661.D
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Thus the disclosure of document D12, either alone or in
conbi nation with docunents D5, D17, D18 or D19, renders
the subject-matter of claim1 obvious.

In witten and oral proceedings, the respondent argued
essentially as follows in respect of the main request:

In the absence of an indication of the nethod used to
determ ne the specific surface area of the pignent, the
person skilled in the art will assune that the BET
method is used. Ot her nethods woul d not be seriously
considered. The invention is thus disclosed in a manner
sufficiently clear and conplete for it to be carried
out by a person skilled in the art.

There is no evidence to show that treatnment of the

coat ed paper with an aqueous sol ution containing 3% of
a cationic polyelectrolyte as disclosed in docunent D38
inevitably results in the binder including a cationic
pol ymer electrolyte in a proportion of 1-30 wei ght % of
the total weight of binder. The subject-matter of

claiml1l is thus novel.

The cl osest prior art is Exanple 1 of docunent D12. The
object of the invention is as set out in the patent in
suit at page 2, lines 40 to 42, in particular to
provide an ink jet recordi ng paper having a recording

| ayer of high surface snoot hness and havi ng good i nk
absorption qualities. As stated in the patent in suit
at page 2, lines 16 to 18, attenpts to obtain increased
i nk absorption result in a reduction in print density.
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According to the invention, the anount of pignment is

i ncreased, thus inproving ink absorption, and the non-
ionic surfactant is replaced by a cationic polyner,
whi ch prevents an acconpanyi ng reduction in print
density. This is shown in the Table at page 3 of the
respondent’'s subm ssion of 2 Decenber 2003.

The only coating conposition disclosed in docunent D18
whi ch includes a cationic polyner is that of Exanple 3.
In the Exanple, this coating conposition is applied to
a sheet which has already been coated with a | ayer as
described in Exanple 1. The only other nention of a
cationic polyner in docunent D18 is at page 7, lines 14
to 18, where it is stated that "..cationic resins,
cationic surfactants and cation-nodified inorganic
particles can al so be added as a water resistance-
inmparting agent”. There is thus no teaching in docunent
D18 whi ch woul d i nduce the person skilled in the art to
nodi fy the recordi ng paper of Exanple 1 of docunent D12
in such a way as to arrive at the recordi ng paper as
claimed in claiml1 of the patent in suit. Considering
docunent D18 as a whole, the cationic polymer is
uninportant. It is further noted that the coating
conposition of Exanple 1 of docunent D12 already

i ncludes a non-ionic surfactant, so that it would not

be obvious to replace this by a cationic polyner.

Docunent D5 teaches at page 3, lines 14 to 18, that a
cationic resin cannot be included in a one-part coating
solution. The teaching of this docunent would thus |ead
away fromthe selection of the water-soluble acrylic
resin referred to at page 5 of docunment D12. Docunents
D17 and D19 al so do not |ead the person skilled in the
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art to the selection of the water soluble acrylic resin
as a constituent of the binder.

The subject-matter of claim1l thus involves an

i nventive step.

Reasons for the Deci sion

Mai n Request

1.2

0661.D

Sufficiency of disclosure

The sol e point at issue between the parties as regards
sufficiency of disclosure is whether or not the
invention is disclosed in a manner sufficiently clear
and conplete for it to be carried out by a person
skilled in the art in the absence of an indication of
the nethod used to determ ne the specific surface area
of the pignent.

In the judgenment of the Board, in the absence of an

i ndi cation of the nethod used to determ ne the specific
surface area of the pignent, the person skilled in the
art would assunme that it is nmost likely that the BET
met hod i s used. This assunption could then be tested in
the light of the information given in the Exanpl es of
the patent in suit. Thus, Exanple 2 uses Syloid 600
supplied by Fuji Davison Co. Ltd., which is stated to
have a specific surface area of 600 nf/g. Sinmilarly,
Conpar ati ve Exanpl e 2 uses FK700 from Degussa Ltd.
which is stated to have a specific surface area of

700 nf/g. It is thus possible for the person skilled in
the art to test the hypothesis that the BET nethod is
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used or to ascertain which alternative nethod was used

wi t hout an undue bur den.

1.3 Whilst it was decided in decision T 225/93 that the
absence of an indication of the nethod used to
determ ne the specific surface area of cal cium
carbonate prevented the disclosure fromsatisfying the
requirenment of Article 83 EPC, in that case there was
no information in the patent in suit which would have
enabl ed the skilled person to determ ne which nethod
shoul d be used wi thout an undue burden.

2. Novel ty

2.1 It is alleged by the appellant that the subject-matter
of claim1 | acks novelty in view of the disclosure of
docunent D8, considered to be conprised in the state of
the art according to Article 54(3) EPC

2.2 Thi s docunent does not, however, specify whether or not
t he binder includes a cationic polynmer electrolyte in a
proportion of 1-30 weight % of the total weight of
bi nder. Exanple 1 of docunent D8 specifies that, after
t he paper has been coated with a coating conposition
containing a binder, the coating is treated with a 10%
aqueous solution of calciumformate as a coagul ant and
an aqueous sol ution containing 3% of a cationic

pol yel ectrol yte.

2.3 There is, however, no evidence available to the Board
whi ch woul d suggest that such a treatnent would
inevitably result in the binder including a cationic
pol ymer electrolyte in a proportion of 1-30 wei ght % of
the total weight of binder as required by claim1 of

0661.D
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the patent in suit. There is also no evidence to
support the contention of the appellant that at |east

1 weight % of the cationic polyner would be required in
order to achieve any useful effect.

The subject-matter of claim1l is thus novel and
satisfies the requirenents of Article 54 EPC

| nventive step

Cl osest prior art

The cl osest prior art is represented by docunent D12
and, in particular, Exanple 1 thereof.

Exanple 1 discloses an ink jet recordi ng paper wherein
at | east one surface has a recording layer, this
recordi ng | ayer containing 40.4 weight % of a pignent
and 56.6 weight % of a binder, as set out in

par agraph 8.1 of the decision of the Qpposition
Division. As shown in the experinental report
constituting docunent D13, referring in particular to
page 2, lines 9 and 10 and to Table 1 at page 8, the
ink jet recording paper also satisfies the criteria for
air permeability, surface roughness, specific surface
area of the pignment and gloss at 75° of the recording
| ayer surface as specified in claiml.

The subject-matter of claim1 is thus distinguished
over this prior art in that:

(a) the amobunt of pignent is increased and the anount
of binder reduced; and
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(b) the binder includes a cationic polyner electrolyte
in a proportion of 1-30 weight % of the total
wei ght of binder.

As illustrated by the experinents carried out by the
respondent and shown in the table appearing at page 3
of the respondent's subm ssion of 2 Decenber 2003,

t hese features enable an inprovenment in ink absorption
whi | st avoi di ng an unaccept abl e decrease in print
density.

bj ect of the invention

The object of the invention is thus to provide an

i mproved ink jet recording paper having a better ink
absorption whilst avoi ding an unacceptabl e decrease in
print density.

Sol uti on

The solution as clainmed in claim1 is not suggested by
the prior art.

As regards document D12 itself, a list of suitable
binders is set out at page 5, lines 20 to 31. This |ist
i ncl udes "water-soluble acrylic resin prepared by
addition of a quaternary amonium acrylate", i.e. a
cationic polynmer. There is, however, no incentive to
use this material in a proportion of 1-30 wei ght % of
the total weight of binder.

Docunent D5 proposes treating the recording |ayer with
an aqueous sol ution containing a cationic polyner

el ectrolyte. As stated at page 6, lines 27 and 28, this
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avoi ds probl ens of thickening or coagul ation of the
coating solution which would occur if the cationic

pol ymer electrolyte were to be added to the coating

sol uti on. Docunent D5 does not suggest that this
treatment can have any effect as far as ink absorption
and print density are concerned. Wil st document D5
suggests that the treatnent with a cationic pol yner

el ectrolyte contributes to the gloss (page 8, line 8),
it is not clear whether the degree of gloss obtained is
better or worse than that obtained according to
Exanple 1 of document D12, owing to the use of a

di fferent nethod of measurenent. Exanple 1 of docunent
D12 results in a paper having a gloss of 90% neasured
in accordance with JI'S 8142 (cf. Table 1, page 11).
Docunent D5 prom ses a specul ar gl oss of 50% or nore
(cf. page 8, line 18), but neasured in accordance with
JI'S-78741 (cf. page 11, lines 17 to 20). Docunent D5

t hus does not suggest to the person skilled in the art
t hat Exanple 1 of docunent D12 should be nodified so
that the binder includes a cationic polyner electrolyte
in a proportion of 1-30 weight % of the total weight of
bi nder .

Docunment D17 teaches the use of a recording |ayer
containing a quaternary anmmoni um salt type polyneric

el ectrolyte for inparting water resistance (see page 3,
lines 21 to 25). There is, however, no indication as to
whet her or not the coated paper could be expected to
satisfy the various criteria specified in claim1l of

t he main request.

Docunent D18 is generally concerned with an ink jet
recordi ng nmedi um conbi ning a high gloss with high ink
absorption. This is achieved by the use of a pignent



0661.D

- 13 - T 0143/ 02

conprising fine silica particles and dry casting of the
recording |layer by heat pressing on a heated mrror
surface. At page 7, lines 14 to 18, it is stated that
"cationic resins, cationic surfactants and cati on-
nodi fi ed inorganic particles can al so be added as a

wat er resistance-inparting agent”. O the Exanples,
only Exanple 3 includes a cationic polyner in the
coating conposition.

Docunent D19 discloses, in particular in Exanple 1, an
ink jet recording sheet having a coating including a
cationic resin. However, as indicated by the
experinments carried out by the respondent, and
described in the respondent’'s subm ssion of

2 Decenber 2003 (page 1), the gloss of this recording
sheet is unsatisfactory.

The teaching of the prior art as discussed above thus
does not | ead the person skilled in the art to nodify

t he coating conposition of Exanple 1 of docunent D12 so
that the binder includes a cationic polyner electrolyte
in a proportion of 1-30 weight % of the total weight of
bi nder.

Clainms 2 to 8 are directly or indirectly appendant to
claiml. They relate to preferred enbodi nents of the
subject-matter of claim1 and thus simlarly involve an

i nventive step.

The patent in suit can accordingly be maintained in the
formas maintained by the Opposition Division in
accordance with the main request of the respondent, and
it is not necessary to consider the auxiliary request
of the respondent.
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Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

N. Maslin W Moser

0661.D



