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Summary of Facts and Subm ssi ons

2705.D

The appel l ant (patent proprietor) |odged an appeal,
received at the EPO on 7 February 2002, against the
deci sion of the Qpposition Division posted on

6 Decenber 2001 concerning the revocation of the

Eur opean patent No. 0 859 905. The appeal fee was paid
si mul t aneously and the statenent setting out the
grounds of appeal was received at the EPO on 2 Apri
2002.

Opposition was filed against the patent as a whole and
based on Article 100(a) EPC in conjunction with
Articles 52(1), 54(1), 56 EPC and on Article 100(c) EPC
in conjunction with Article 123(2) EPC

In its decision the opposition division held that the
subject-matter of claim1 filed with letter of

22 Cctober 2001 did not involve an inventive step as
required by Article 56 EPC.

In the annex to the summons to attend oral proceedings,
the board indicated that since it was not
under st andabl e how the splitting of the single

i ndependent claim 1l as granted into two i ndependent
clainms could be occasioned by a ground for opposition,
t he correspondi ng anendnents of the granted clains did
not appear to be allowabl e under Rule 57a EPC.

Oral proceedi ngs took place on 13 Cctober 2003.

Al t hough duly sumoned, the appell ant was not
represented at the oral proceedings. In accordance with
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the provisions of Rule 71(2) EPC the proceedi ngs were
continued wi thout him

The appell ant requested in his witten subm ssions that
t he deci sion under appeal be set aside and that the

pat ent be maintained on the basis of clainms 1 to 7
filed with letter of 22 Cctober 2001.

The respondent (opponent) requested that the appeal be
di sm ssed.

The present clains conprise two i ndependent cl ains
whi ch read as foll ows:

Caimi:

"An internal conbustion engine conprising: a crankshaft
(1) having a horizontal axis of rotation; an oil sunp
(3) associated with the crankshaft; a cylinder head
(15) above the oil sunp; a canshaft nmounted on the
cylinder head, the canmshaft having an axis of rotation
| ocated in the same vertical plane as the axis of
rotation of the crankshaft; a crankshaft pulley (2)
connected to the crankshaft; a canshaft pulley (4)
connected to the canshaft; drive nmeans (5) in driving
engagenent with the crankshaft pulley and with the
canshaft pulley whereby in use, rotation of the
crankshaft causes corresponding rotation of the
canshaft; and neans (7) for supplying oil fromthe sunp
to the drive neans adjacent the crankshaft pulley,
characterised in that the oil supply neans (7) supplies
oil to the drive neans (5) at all tines when the engine
is in operation; guide neans (13) are provided on the
cylinder head (15) for guiding oil fromthe region of
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the canshaft pulley (4) to areas where |ubrication is
required; and the drive nmeans (5) is a timng belt
adapted to entrain and carry to the cylinder head (15)
sufficient oil to lubricate the cylinder head
conponents. "

Claim2:

"An internal conbustion engine conprising: a crankshaft
(1); an oil sunp (3) associated with the crank shaft; a
cylinder head (15) above the oil sunp; a canshaft
nounted on the cylinder head; a crankshaft pulley (2)
connected to the crankshaft; a canshaft pulley (4)
connected to the canshaft; drive nmeans (5) in driving
engagenent with the crankshaft pulley and with the
canshaft pulley whereby in use, rotation of the
crankshaft causes corresponding rotation of the
canshaft; and neans (7) for supplying oil fromthe sunp
to the drive neans adjacent the crankshaft pull ey,
characterised in that the oil supply neans (7) supplies
oil to the drive neans (5) throughout the operating
speed range of the engi ne; guide neans (13) are

provi ded on the cylinder head (15) for guiding oil from
the region of the canshaft pulley (4) to areas where
[ubrication is required; the drive neans (5) is a
timng belt adapted to entrain and carry to the
cylinder head (15) sufficient oil to lubricate the
cylinder head conponents; the teeth of the crankshaft
pulley (2) and the teeth of the timng belt (5), in the
regi ons approaching the point of meshing of the teeth,
run in respective restrictive passages; and neans are
provi ded for supplying oil to the restricted passages
whereby oil displaced frombetween the teeth as the
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teeth conme into nesh is avail able as a source of oi

under pressure.”

I n support of his request the respondent relied anong
ot her things on the follow ng subm ssions:

The present claim 1l was based on claim 1l as granted but
included limting features. These limtations had been
introduced in response to the prior art cited in the
opposition. Therefore the anendnents to the granted
claiml leading to the present claim1l were occasi oned
by a ground for opposition. The present independent
claim?2 on the other hand was a new, additional

i ndependent claim giving a different scope of
protection to that of claiml1. If the anendnents to
claiml1 were occasioned by grounds for opposition, then
this left no scope for separate anendnents which deal t
with the prior art by different limting features.
Therefore the present clainms were not allowabl e under
Rul e 57a EPC.

Reasons for the Decision

2705.D

The appeal is adm ssible.

Amrendnent s

The clains of the appellant's present request differ
fromthe clainms as granted inter alia

(i) by the limtation of claim1 of the granted patent
to an internal conbustion engine wherein
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(a) the crankshaft has a horizontal axis of rotation,
and the canshaft has an axis of rotation |ocated
in the sane vertical plane as the axis of rotation
of the crankshaft, and

(ii) by the introduction of a new additional
i ndependent claim nanely claim2 which includes
the features of clains 1 and 7 as granted so that
claim2 in conparison to claim1 as granted
conprises the follow ng additional features:

(b) the teeth of the crankshaft pulley and the teeth
of the timng belt, in the regi ons approaching the
poi nt of nmeshing of the teeth, run in respective
restrictive passages; and nmeans are provided for
supplying oil to the restricted passages whereby
oi | displaced frombetween the teeth as the teeth
come into nmesh is available as a source of oi

under pressure.

Clains 3 to 7 correspond to clains 2 to 6 as granted.
The description and the draw ngs of the patent as
granted have not been anended.

Adm ssibility of the anmendnents

According to Rule 57a EPC the clains of a granted

pat ent may be anmended, provided that the anmendnents are
occasi oned by grounds for opposition specified in
Article 100 EPC, even if the respective ground has not
been i nvoked by the opponent.

In the present case the appellant replaced the granted
claiml by an anended claim 1l which, as a result of the
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addition of features (a), refers to a nore specific

i nternal conbustion engine than that defined by claiml
as granted. These features (a) did not conme froma
dependent cl ai m but were taken out of the description
and the figures as filed. It is obvious that the
amended claim 1 has been filed in order to try to
overcone the novelty and inventive step objections
brought forward during the opposition proceedi ngs.

Mor eover the appellant introduced the additional

i ndependent claim2 which, as a result of the addition
of features (b), also refers to a nore specific

i nternal conbustion engine than that defined by claim1
as granted. Therefore, also claim2 can be consi dered
as a claimwhich has been filed in order to try to
overconme the novelty and inventive step objections nade
by the respondent.

Since each of the present clainms 1 and 2 can be

consi dered as having been filed as a reaction to a
ground for opposition, the replacenent of the granted
claiml by either the present claim11 or the present
claim 2 woul d have been adm ssi ble under Rule 57a EPC.
However, this finding does not apply in this specific
case to the replacenent of the single independent claim
by two new i ndependent cl ai ns.

In a case where a patentee has anended or wants to
amend a single independent claimin order to avoid

obj ections based on grounds for opposition (Article 100
EPC), and thereby to avoid the revocation of the patent
involved, it is normally sufficient for the patentee to
remain with a single independent claimsolely by

nodi fying the granted cl aimonce, ie by adding one or
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nore features to the granted single i ndependent claim
I n normal cases such an amendnent has to be considered
as necessary and appropriate to try to avoid the
revocation of the patent involved. Adding a second

i ndependent claimis, in normal cases not needed to
avoi ding the revocation of the patent on the basis of
the unnodified or nodified granted single independent
claim and furthernore does not contribute anything to
avoid the revocation. Such an anmendment therefore
cannot be considered as bei ng necessary and appropriate
totry to avoid the revocation of the patent, or as an
attenpt to respond to an objection under Article 100
EPC (see T 610/95, section 2.2).

Only in exceptional cases can the replacenent of a
granted single independent claimby two or nore

i ndependent cl ai ns be occasi oned by a ground for
opposition, for exanple in cases where a granted

i ndependent clai mcovers two specific enbodi ments. In
such a case it has already been regarded as adm ssible
under Rule 57a EPC to file two independent clains, each
protecting one of these two enbodi nents (see T 223/97).
Such a situation may also arise if two granted
dependent clains (eg clains 2 and 3) are linked in
parallel to a single independent claim(eg claim1l).
Then, of course, the filing of two independent clains
(eg including the features of clainms 1 and 2, and 1 and
3) may be possible (noreover thereby decreasing the
nunber of clains).

In the present case the board sees no reason why it
shoul d require two i ndependent clains to overcone an
obj ection based on Article 100 EPC. Since each of the
i ndependent clains 1 and 2 was filed on its own to
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overcone an objection in accordance with the grounds
for opposition set out in Article 100 EPC, a single

i ndependent claim (either claim1 or claim?2) would
have been enough, and there was no necessity to file a
second one. Considering the anmendnments |eading to the
present claim 1l as necessary and appropriate and

t herefore adm ssi bl e under Rule 57a EPC, the amendnents
| eading to present claim2 (nanely the addition of a
new i ndependent clain) however are not necessary and
not appropriate to safeguard the existence of the
patent on the basis of an allowable claim1l. In other
words, claim2 has no influence at all on the
patentability of claim1l1, so that this anendnent (the
addition of claim2) is not adm ssible under Rule 57a
EPC.

Even the appellant hinself did not provide any argunent
that the replacenment of claiml as granted by two

i ndependent cl ai n8 was occasi oned by a ground for
opposi tion, although he was infornmed of the board's
prelimnary view and the respondent’'s argunents with
respect to the admssibility of the two i ndependent

cl ai ns.

Furthernore the replacenent of a single independent
claimby two or nore independent clainms during

opposi tion proceedi ngs contradicts the case | aw of the
boards of appeal, according to which the opposition
procedure is not designed to be, and is not to be

m sused as, an extension of the exam ning procedure
(see G 1/84, section 9). Opposition proceedi ngs should
therefore not be regarded as an opportunity for the
patentee to propose anendnents to the text of a patent
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for purposes not clearly related to neeting a ground
for opposition under Article 100 EPC,

Wth respect to the above assessnent, the board cones
to the conclusion that the anmendnments |eading to the
present clainms are not adm ssible under Rule 57a EPC.

Lack of support of the clainms by the description

The appellant's request that the patent be maintai ned
in anmended formis based on clains 1 to 7 filed with
the letter of 22 Cctober 2001 during the opposition
proceedi ngs and on the description and draw ngs as
granted. The granted description is, however, not
conpatible with the present independent clainms 1 and 2,
and therefore is not suitable to support the clains as
required by Article 84 EPC. Consequently the
proceedi ngs were based on docunents which, fromthe
begi nning, were not suitable for maintaining the patent
according to the appellant's request. Furthernore,
since the appellant was not represented at the oral
proceedi ngs, there was no possibility to adapt the
description to the present clains.

As the board has already pointed out in its decision
T 917/ 95, a patentee who filed new clains but no
description adapted to these clains before oral
proceedi ngs, and who is not represented at the oral
proceedi ngs, may not rely on the board postponing its
final decision at the end of the oral proceedings, in
order to offer the patentee the possibility to adapt
the description to the clains.
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Therefore, even if the present clainms had net the
requi renents of the EPC, the appellant's request would
have been rejected.

Or der

For these reasons it is decided that:

The appeal is dism ssed

The Regi strar: The Chai r man:

G Magouliotis C. Andries
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