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Summary of Facts and Subm ssi ons
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Backgr ound

In a comuni cation fromthe Exam ning D vision of

19 March 1997, the applicant was inter alia advised
that the application was not unitary, since it ainmed to
solve at least two conpletely different problens, ie
the product clainms 1 to 5, which solved problens in
"prior arts 1-4" cited in the application, on the one
hand, and the process clains 6 to 11, which provided a
solution to other problens in nethods of the so-called
"prior arts 5-7" cited in the application, on the other
hand.

The conmmuni cation cited both Articles 82 and 84 EPC as
reasons why the application had to be anended.

In response to this conmunication, the appellant on

18 Septenber 1997 filed a letter containing several
requests for anendnents, in which it also stated in
point 4 that: "The subject matter of clains 6 to 11
shall be no |onger part of the new clainms. Therefore,
al so the description has been restricted to the subject
matter of clains 1 to 5. However, the applicants
reserve the right to further prosecute the subject
matter of clains 6 to 11 in one or nore divisional
applications.".

The appel l ant (patent proprietor) filed an appeal
agai nst the decision of the Qpposition Division
revoki ng European patent No. 0 657 561
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Oppositions were filed against the patent as a whole
based on the grounds of opposition according to
Article 100(a) EPC (lack of novelty and of inventive
step) and Article 100(b) EPC (insufficiency of

di scl osure).

Responding to the ground of opposition according to
Article 100(b) EPC the patent proprietor anended the
description of the patent in suit. The requested
amendnent ainmed at a portion of the description of the
application as filed to be reinserted. The content of
this portion of the description relates to nethods for
manufacturing alloying-treated iron-zinc alloy-dip

pl ated steel sheets, whereas clains 1 to 5 of the

patent in suit are directed to a product, nanely an
alloying-treated iron-zinc alloy-dip plated steel sheet.
The portion of the description concerned had been

exci sed fromthe patent application in response to the
objection with respect to Article 82 EPC (lack of unity)
referred to above.

The Opposition Division exanm ned the proposed anmendnent
and found that it satisfied the Article 123(2) EPC,
since the parts to be reinserted had all been part of
the description of the application as filed (reasons,
poi nt 2).

The Opposition Division held however that the patent

has to be revoked due to this anmendnent, for the reason
that it created inconsistencies (Article 84 EPC) and
contravened Article 123(3) EPC (reasons, point 2.1.7).
In the decision under appeal it referred to decision

T 1149/97 citing "If, in view of Articles 84 and 69 EPC
t he application docunents have been adapted to anended
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clains before grant, thereby deleting part of the
subject-matter originally disclosed in order to avoid
i nconsi stencies in the patent specification, as a rule
subject-matter deleted for this reason can neither be
reinserted into the patent specification nor into the
clainms as granted without infringing Article 123 (3)
EPC. ".

Oral proceedings before the Board of Appeal were held
on 24 Septenber 2004.

(1) The appel l ant (patent proprietor) requested
that the decision under appeal be set aside
and that the case be remtted to the first

i nstance for further prosecution.

(1i) The respondent (opponent 02) requested that
t he appeal be di sm ssed.

The argunents of the appellant given in witing and in

the oral proceedings can be sunmarised as foll ows:

(1) The requested anendnent of the description
consists of a part of the description of the
application as filed excised during the
exam nation proceedings to be reinserted,
this portion of the description being
directed to nethods for manufacturing a
product as defined by clains 1 to 5 of the
patent in suit. The anmendnent was occasi oned
by the ground of opposition according to
Article 100(b) EPC so that the requirenent
of Rule 57a EPC was satisfied. Since the
amendnent was a part of the description of
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the application as filed and, since it was
not abandoned with substantive effect, the
amendnment |ikew se satisfied the requirenent
of Article 123(2) EPC. Finally the

requi renent of Article 123(3) EPC was
satisfied, considering that clains 1 to 5 of
the patent in suit were product clains
directed to an alloying-treated iron-zinc
all oy dip-plated steel sheet, whereas the
amendnent related to nmethods for
manuf act uri ng such steel sheets.

The subject-matter concerned was excised
fromthe application as filed during the
exam nation proceedings, in response to an
obj ection of the Exam ning Division
concerning lack of unity between the

subj ect-matter of product clains 1 to 5 and
nmethod clains 6 to 11, with declaration of
letter dated 18 Septenber 1997 (paragraphs 3
to 5) Wether based on its wording or on the
circunstances under which it was given, this
decl aration can not be interpreted as an
abandonnment of the subject-matter excised
fromthe application with substantive effect.

Al t hough deci sion T 1149/97, upon which the
deci si on under appeal was based, correctly
defined criteria to be net by an anendnent
by which a portion of the description of the
application was to be reinserted, the
criteria given by Article 123(3) EPC had
been applied to the present case in an

i ncorrect manner, since the subject-matter
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to be reintroduced was excised due to an
objection with respect to the requirenent of
Article 82 EPC (unity of invention), whereas
excision in decision T 1149/97 was nmade in
order to avoid inconsistencies in the patent
specification, relating to Article 84 EPC.
Wiile the finding in that decision, that as
a rule subject-matter deleted for this
reason can neither be reinserted into the
patent specification nor into the clains as
granted without infringing Article 123(3)
EPC was considered to be correct, its
application in the decision under appeal was
not appropriate, since the reason for the
reinsertion in the present case was of an

entirely different nature.

The argunents of the respondent (opponent 2) given in

witing and in the oral proceedings can be sumari sed

as foll ows:

(i)

Al t hough the declaration of the appellant
given with letter dated 18 Septenber 1997
did not lead inmmediately to the subject-
matter excised fromthe application being
abandoned with substantive effect, it nust
be considered to have had effect at the
|atest with the grant of the patent
foll owi ng the applicant approving the text
specified in the Comruni cation under

Rule 51(4) EPC. In the interest of third
parties, which should be able to rely on a
patent in the text in which it has been
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granted, the requested anendnent was
t herefore inadm ssible.

(iit) Furthernore, in the particular situation
given, in which the clainms of the patent in
suit defined products whereas the subject-
mat t er havi ng been abandoned with
substantive effect concerned nethods for the
manuf act uri ng of products, it could not be
excl uded that reinsertion of this subject-
matter could lead to the protection
conferred by the product clains being
ext ended.

Reasons for the Decision

1.2

1.3

2699.D

Abandonnment of del eted subject-matter

The first point to decide is whether the appellant by
the declaration in point 4 of its letter of

18 Septenber 1997 abandoned the excised parts nentioned
t here.

The respondent, while not claimng that the declaration
had any i nmedi ate substantive effect, contends that an
abandonment effect occurred at the latest at the tine

t he patent was granted, follow ng the approval by the
appel lant of the text for grant specified in the
conmmuni cati on under Rule 51(4) EPC.

Firstly, the Board observes that the declaration could
not have any effect as a final abandonnment of the
exci sed subject matter, since the appellant expressly
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reserved its right to prosecute the sane matter. That
this was intended at the tine to followin one or nore
di visional applications does not restrict the appellant.

1.4 Secondly, the Board agrees in general that third
parties should be able to rely on the text of a granted
patent, so that they are protected agai nst surprises in
the form of extensions. However, the |egal basis for
the principle that the protection conferred by a patent
can only be restricted but not extended, is solely
provided for by Article 123(3) EPC. Thus neither the
fact that the appellant approved the text of the patent
in suit, nor considerations with respect to | egal
certainty add to the requirenents relating to
amendnents in Rule 57a or Article 123(2) EPC. The grant
of a patent therefore does not necessarily constitute a
final and automatic cut-off point excluding any
reinsertion of deleted subject matter

2. Requi renents in the EPC on anendnents

It is conmon ground anong the parties that for an
amendnent of a patent to be adm ssible the requirenents
of Rule 57a, Article 123(2) and Article 123(3) EPC have
to be satisfied. The request for reinsertion therefore
has to be exam ned agai nst each of these provisions.

2.1 Rul e 57a EPC
It is clear that the anendnent (reinsertion of portions
of the description relating to the process clains) was

occasi oned by a ground of opposition, ie the one raised
under Article 83 (100(b)) EPC by both opponents.

2699.D
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The requested reinsertion therefore in principle neets
the requirenments of Rule 57a EPC.

2.2  Article 123(2) EPC.

The Opposition Division exam ned the requested
reinsertion and concluded (reasons point 2) that it
satisfied Article 123(2) EPC, since all excised
portions had been part of the application as filed. The
Board sees no reason to disagree with the Opposition
Division on this point. Possible amendnents to the
portions to be reinserted need of course be examned in
this respect.

2.3  Article 123(3) EPC

2.3.1 It remains therefore to exam ne whether or not the
requested reinsertion satisfies Article 123(3) EPC. On
this point, the respondent has argued before the Board
that it cannot be excluded that the reinsertion of the
parts relating to nethods for the manufacturing of
products could lead to an extension of the protection
conferred by the product clains.

2.3.2 The opposition division concluded on the basis of
decision T 1149/97 that reinsertion would not be
possi ble, since it would contravene Article 123(3) EPC,
but without referring to any specific parts or making
any connection between parts to be reinstated and any
concrete conclusion as to how the product clainms would
be extended in contravention of Article 123(3) EPC
The references made to specific inconsistencies relate
to objections arising under Article 84 EPC

2699.D
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Decision T 1149/97 is interpreted by this Board to
apply only to the situation where parts of the
description have been deleted in order to adapt it to
amended clains, in order to avoid inconsistencies
(Article 84 EPC). The Board in that decision concluded
that reinstatenment of such parts would, as a rule,
infringe Article 123(3) EPC. But it also held the view
that cut-off effects fromthe grant of a patent could
only be based on Article 123(3) EPC (point 6.1.10 of
the reasons). On the contrary, in the present case, the
parts to be reinstated relate to nethods for producing,
inter alia, the products defined by clains 1 to 5. It
is not obvious why such a reinsertion would contravene
Article 123(3) EPCin principle. To put it sinply, the
appel l ant del eted too nuch of the description,
over | ooking the rel evance of parts of it to these

remai ni ng cl ai ns.

The inconsistencies that may be created by a
reinsertion in the present case apparently were
understood by the Opposition Division as being of the
sane nature as those referred to in T 1149/97. The
Board cannot agree to this interpretation. The excision
of claims 6 to 11 and the correspondi ng portion of the
description was nade as a response to objections under
Article 82 EPC, whereas T 1149/97 considered matter
excised in order to overcone objections under

Article 84 EPC, ie matter that had been exci sed when
adapting the description to anmended clains in order to

avoi d i nconsi st enci es.

As to parts relating to an objection of insufficient
di sclosure (Article 83 EPC) or to an objection of |ack
of unity (Article 82 EPC), decision T 1149/97 is silent.
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The present Board al so notes that that decision does
not lay down a strict rule. It was only observed that
Article 123(3) EPC as a rule nust be infringed by

i nconsistencies falling under Article 84 EPC. This is a
recommendation to be vigilant, in order that

rei nstatenents having an extending effect on the
protection conferred will be prevented, rather than a
general |y applicable rule.

2.3.6 Therefore, decision T 1149/97 requires that an
exam nation of a request for reinsertion nust be
carried out wwth a view to establishing whether or not
Article 123(3) EPC on the facts of each case has indeed
been infringed.

In the present case, the Qpposition Division has

poi nted to sonme inconsistencies which in its mnd arose
under Article 84 EPC (points 2.1.5.1to 2.1.5). In
point 2.1.5.4 the Opposition Division concludes that
sone of the processes to be reinserted could nean that
products which were only cited as conparative ones and
t hus not part of the invention could be obtained by

t hese processes and thus be covered by the stil
remai ni ng product clainms. However, it is not explained
why this would nmake the entire reinsertion inadm ssible,
nor whether it would be possible by other neans to
avoid this construction (eg noting the processes as
conparative only). Wth regard to Article 123(3) EPC no
further detail ed exam nation seens to have taken pl ace.
The Opposition Division nerely concluded that as a
consequence (of offensive inconsistencies noted in
point 2.1) "the sole request is not allowable with
respect to Article 123 (3) EPC ".

2699.D
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However, since the requested reinsertion has to be
examned in detail, the above observation is not
sufficient to reject the reinsertion as a whole and to
revoke the patent.

Remai ni ng questi ons

The question still remains whether there are passages
of the portions requested to be reinserted which should
still not be adm tted because when exam ned in detai
are found not to be relevant for the objection of

i nsufficient disclosure (Rule 57a EPC) or would
contravene Article 84 EPC or possibly create problens
as to the extent of the clainms now on file

(Article 123(3) EPC). Possible anendnents to portions
to be reinserted need to be exam ned with respect to
Article 123(2) EPC. Such matters should be exam ned by
the Opposition Division as first instance.

Rem ttal for further prosecution

Since at this point it is uncertain which parts of the
requested reinsertion still may offend one or nore
requirenents of the EPC (Article 84 and 123(3) EPC in
particular) and the further patentability criteria have
not yet been exam ned in the opposition proceedings,
the Board exercises its discretion under Article 111(1)
EPC to remt the case for further prosecution

Wth regard to Rule 57a and Article 123(2) EPC, the
Board observes that although they have been found to be
satisfied in principle, see points 3 and 4 above, the
parts now concerned shoul d be exam ned agai nst these
requirenments on a factual basis, see point 5.6 above.
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Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance for further

prosecuti on.

The Regi strar: The Chai r man:

G Nachti gal | A. Burkhart
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