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Summary of Facts and Subm ssi ons

2890.D

Thi s appeal, which was filed on 9 August 2001 lies

agai nst the deci sion of the Exam ning Division of

22 March 2001 issued in witing on 6 June 2001,
refusi ng European patent application No. 94 105 079.1
filed on 30 March 1994 in the name of M TSU TOATSU
CHEM CALS, Inc. (now MTSU CHEM CALS, Inc.), published
under No. 0 618 249, and claimng four JP priorities of
2 April, 15 June, 17 June and 21 Decenber 1993.

The appeal fee was paid together with the Notice of
Appeal and the Statement of G ounds of Appeal was filed
on 16 Cctober 2001.

The deci sion under appeal was based on Clains 1 to 12
filed with a subm ssion dated 17 Novenber 1999.

Caim1l reads:

"A process for preparing an aliphatic polyester having
a wei ght average nol ecul ar wei ght of 15,000 or nore,

whi ch conpri ses subjecting a nononer conposition,
selected from

(1) a mxture of one or nore aliphatic polyhydric

al cohol (s) and one or nore aliphatic polybasic acid(s)
and

(1i) a mxture of one or nore aliphatic polyhydric

al cohol (s), one or nore aliphatic polybasic acid(s) and
one or nore hydroxycarboxylic acid(s),

to a pol ycondensation reaction in an organic sol vent,
wherein a portion of the organic sol vent containing

wat er and the nononer(s) is distilled off the reaction
m xture and an additional organic solvent is charged to
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the reaction m xture, said additional solvent

contai ning an anount of water and the nononmer that is

| ess than the anmount of water and the nononer dissolved
in the distilled organic solvent."

Clains 2 to 12 were dependent on Claim1.

The deci si on under appeal refused the application
because, in its opinion, Caiml contravened Article 84
EPC and was directed to subject-matter that was
anticipated by Dl: US-A-4 554 343.

(a) Wth respect to Article 84 EPC it was held that
Claim1l1 |lacked clarity in view of an all eged
i nconsistency of its feature "said additional
sol vent containing an anmount of water and the
nononer that is |ess than the amount of water and
t he mononer dissolved in the distilled organic
solvent" (enphasis added) with two statenents in
t he description; one on page 4, |ast paragraph,
speci fying that the additional solvent nust
contain | ess water or nononers and the other on
page 12, |ast paragraph, setting out that the
addi ti onal solvent nust contain "the sanme or |ess
amount of water and the nonomer as conpared with
the distilled organic solvent".

(b) A further Article 84 EPC objection of the decision
under appeal relates to the functional character
of the afore-nentioned feature. It was held that
that this characterisation, which failed to
specify the steps to be taken in order to obtain
the desired | esser water and nononer content,
contravened the requirenent that functional
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features could only be accepted if it was not
possi ble to define the process in another way.

The Exam ning Division's objection of |ack of
novelty relied on the contention that the process
of D1, i.e. the preparation of high nolecul ar

wei ght pol yesters fromalicyclic or aromatic

di carboxylic acid conmponents and from1, 3- or 1, 4-
cycl ohexanedi net hanol in a solvent, which
conprised the azeotropic renoval of water and the
returning of condensed sol vent vapour, involved
reaction conditions which were identical to those
according to present Caim1l, therefore inevitably
including that the renoval of water was
acconpani ed by the renmoval of nononer(s).

Thi s concl usi on was not invalidated, in the
Exam ning Division's view, by the statenent in D1

(colum 1, lines 48 to 50) that "with our
process ..., no phthtalic anhydride [i.e. nononer]
islost ...".

Furthernore, the restriction of the application-
in-suit to the preparation of polyesters from

al i phati c conponents would not be able to

di stinguish its subject-matter fromthe disclosure
of D1 because, in the light of the information on
page 11, line 2 of the application-in-suit,

1, 4- cycl ohexanedi net hanol was consi dered as

al i phatic al cohol and because aliphatic acids were
anong the acids contenplated in D1, colum 3,

first paragraph.
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V. The Appellant's argunents brought forward in the
St atenent of Grounds can be summari zed as fol |l ows:

(a) Since the statenent in Caim1l "said additional
sol vent contai ning an anount of water and the
nononer that is |less than the amount of water and
t he mononer dissolved in the distilled organic
solvent” was clear initself, there was no need
for its interpretation in the light of the
descri ption.

(b) The Exam ning Division's objection to the
functional character of this feature was al so
unf ounded because it nmet the requirenents
enphasised in T 68/ 85 and confirned in various
ot her decisions, nanely (i) that this feature
could not otherw se be defined nore precisely
wi thout restricting the scope of the invention,
and (ii) that it provided instructions which were
sufficiently clear for the expert to reduce them
to practice w thout undue burden.

(c) Furthernore the subject-matter of Claiml was al so
novel over Dl because this docunment did not
di scl ose a pol ycondensati on process where water
and nononer was distilled off with the sol vent and
where sol vent was returned conprising a smaller

anount of water and nononer.

(d) Contrastingly, Dl enphasised that, contrary to
prior art processes, phthalic anhydride was not
| ost during the azeotropic renoval of the reaction
water, i.e. did not disclose that nononer was
distilled off.

2890.D
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(e) The inportance of the clainmed feature that the
addi tional sol vent which was charged to the
reaction m xture contained | ess than the anount of
wat er and nononer dissolved in the distilled
organi ¢ sol vent was denonstrated by Conparative
Exanple 1 of the description.

(f) The clainmed subject-matter also involved an
i nventive step because there was no suggestion in
D1 of this solution of the problemunderlying the
present application, nanely the provision of
al i phatic pol yesters having enhanced nol ecul ar
wei ght .

The Appel l ant requested that the decision under appeal
be set aside and a patent be granted.

Reasons for the Decision

2890.D

The appeal is adm ssible.

Article 84 EPC

It was held in the decision under appeal that Caiml

| acked clarity because of an alleged inconsistency of
its feature "said additional solvent containing an
amount of water and the nononer that is |less than the
amount of water and the nonomer dissolved in the
distilled organic solvent"” (enphasis added) with two
statenments in the description; one on page 4, |ast

par agr aph, specifying that the additional solvent nust
contain |l ess water or nononers and the other on page 12,
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| ast paragraph, setting out that the additional solvent
must contain "the sane or |ess anount of water and the
nononer as conpared with the distilled organic solvent".

Wiile it is true that these statenents in the
description are inconsistent with the cited passage of
Claim 1, this inconsistency results from an anendnent
of the word "or" to "and" (via internedi ate anendnent
to "and/or") in the wording of original Claim2 (then
already transferred into Claim1): "organic sol vent
containing water or the nononer(s) is renoved"
(enmphasi s added) which amendnent was carried out by the
Applicant with its letter of 12 Novenber 1997 in
response to a respective suggestion in the Exam ning
D vision's comuni cation of 11 July 1997.

Furthernore it can be concluded fromthe mnutes of the
oral proceedings held on 22 March 2001 before the

Exam ning Division (section 2.1, third paragraph) that
the Applicant was indeed prepared to adapt the
description to "conformto a definite all owabl e set of

cl ai ns".

It is therefore apparent that the text of the
description as it was before the Exam ning Division was
a provisional text not intended by the Applicant to
formthe agreed basis of any decision, especially of a
deci sion concerning its consistency with the anended
claims, in the sense of Article 113(2) EPC

The inconsi stency between operative Claim1l and the
provi sional description is therefore not a valid reason
for refusal of the application.
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The sane conclusion applies to the further Article 84
EPC obj ection of the decision under appeal, nanely the
one concerning the functional character of the feature
of Caiml requiring that the "additional organic
solvent" contains "an anount of water and the nononer
that is |l ess than the anmount of water and the nononer
di ssolved in the distilled organic solvent."

The Board accepts the position of the Appellant, i.e.
that this feature is not objectionable because it neets
the requirements of the EPC as enphasised in T 68/85
(A EPO 1987, 228) and confirnmed in various other
decisions, nanely (i) that this characteristic of the
claimed invention could not otherw se be defined nore
precisely without restricting its scope, and (ii) that
it provided instructions which are sufficiently clear
for the expert to reduce themto practice w thout undue
bur den.

Requirenment (i) is satisfied because of the apparent
exi stence of nore than one way for achieving reduced
anounts of water and nononer(s) in the "additional
organic solvent”, and requirenment (ii) is met because
the steps to be taken in order to realise this
functional characterisation is within the common

general know edge of the skilled person.

That functional features which neet these two
requirenents fulfil the conditions of Article 84 EPC is
set out, with particular reference to T 68/85, in the
Gui delines for Exam nation (part C, chapter 111, 4.7).
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Novel ty

Docunent D1

Claim1l of this docunent relates to a process for the
preparation of high nolecular wei ght polyesters
conprising reacting substantially equinolar anounts of
an acid conponent conprising at |east 50 nole % of at

| east one alicyclic or aromatic dicarboxylic anhydride
or correspondi ng dicarboxylic acid having 6 to 30
carbon atons with 1, 3-cycl ohexanedi net hanol, 1, 4-

cycl ohexanedi nmet hanol or m xtures thereof, at a

t enper at ure between about 110°C and about 180°C in a
sol vent conprising benzene having 1 to 2 chlorine or

al kyl substituents having 1 to 4 carbon atons,
azeotropically renmoving water fromthe reaction m xture
whi | e condensi ng sol vent vapour and returning it to the
reaction m xture, and recovering the polyester after an
i nherent viscosity of at |east 0.4 has been attained.

The | ack of novelty concl usion of the decision under
appeal inter alia relied on the assunption that the

al i phatic character of the clainmed polyesters could not
di stinguish themfromthe polyesters according to D1
because this docunent al so contenpl ated the use of

al i phatic dicarboxylic acids/anhydri des, and because

1, 4- cycl ohexanedi net hanol was |isted anong the
(aliphatic) polyhydric al cohols to be used according to

the cl ai ned i nventi on.

However, in the Board's judgnent, this assunption is
ill-founded because the statenent in colum 3, first
par agr aph, on which the decision under appeal relied
with regard to the possible use of aliphatic
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di carboxyl i c aci ds/anhydri des, does not enconpass

pol yesters whose acid units are derived solely from

al i phati c dicarboxylic acids/anhydrides. Rather that
statenent reads: "The acid conmponent may contain up to
50 nol e% of an aliphatic dicarboxylic acid or anhydride
having from3 to 12 carbon atons, ...".

Since daiml of Dl requires that the acid conponent
conprises at |east 50 nole% of an alicyclic or aromatic
di carboxylic acid/ anhydride, aliphatic acid units can
only be present in the resulting polyester in a maximm
amount of 50 nol %

However, present Claim1l is directed to a process for
preparing an aliphatic pol yester by pol ycondensati on of
a nmononer conposition conprising aliphatic polyhydric
al cohol (s) and aliphatic polybasic acid(s) (and

possi bl'y hydroxycarboxylic acid(s)) and does not
therefore allow for the presence of non-aliphatic
conponents, non-aliphatic dicarboxylic acids/anhydrides

i ncl usi ve.

It is noted in this context that the term"aliphatic"
as it is used in the present application includes
conmpounds whose functional groups, carboxyl or hydroxyl,
are bound to an "aliphatic" carbon atom as is the case
for the conpounds 1, 4-cycl ohexanedi net hanol ,

1, 4- benzenedi net hanol , phenyl succi nic acid and

1, 4- phenyl enedi acetic acid exenplified on page 11

lines 2, 3 and 8 of the original application. A
conpound whose functional group is |ocated on an

"al i phatic" carbon atom having alicyclic substituents
(eg 1, 4-cycl ohexanedi nethanol) is therefore to be

di stingui shed froma proper alicyclic conpound whose
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functional group is directly bound to a cycloaliphatic
ring (eg 1, 2-cycl ohexanedi car boxylic anhydride used
according to D1, Exanmple 7).

It follows that the disclosure of D1 is not novelty
destroying for the subject-matter of present C aiml.

The reasons given in the decision under appeal do not
therefore justify the refusal of the application.

Si nce the decision under appeal only relied on the
issues of clarity and novelty, it appears appropriate,
in accordance with Article 111(1) EPC, to remt the
case to the first instance for further prosecution of
t he application.

In this respect the Board nmakes the follow ng remarks
concerning the technical effects to be achieved by the

cl ai med i nventi on:

- According to Conparative Exanple 1 of the present
application, whose procedure - with respect to the
use of a Dean Stark trap - is simlar to that
according to D1, the pol ycondensation reaction is
carried out in the absence of a solvent although
the presence of a solvent is an essential feature
of the process of DI.

- Exanple 4 is the only "inventive" exanple which,
as Conparative Exanple 1, perfornms the first
ol i gonmerisation step of a reaction m xture
et hyl ene glycol/succinic acid/netallic tinin a
vessel having nmounted thereon a Dean Stark trap,
and whi ch does not conprise a condensation step
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havi ng a nol ecul ar sieve packed tube nounted on
t he vessel

- The hi gher nol ecul ar wei ght obtai ned according to
Exanple 4 therefore nmerely seens to reflect the
use of di phenyl ether as sol vent.

- The Appellant's reliance in the Statenment of
Grounds of Appeal (page 7, second paragraph) on
Conparative Exanple 1 as evidence for the effect
to be achieved by returning "additional" sol vent
containing | ess water and nononmers than was

contained in the distilled solvent therefore
appears doubtful .

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance for further

prosecuti on.

The Regi strar: The Chai r man:

E. Gorgnmuaier R Young
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