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Summary of Facts and Subm ssi ons

1683.D

This is an appeal by Opponents 01 and 02 (Appellants |
and I1) and the Patent proprietor (Appellant [11)

agai nst the decision of the Qpposition Division finding
Eur opean patent No. 0 236 069 in amended formto neet
the requirenents of the EPC

Opponent 03 has withdrawn its opposition. Appellants IV
to VIl are interveners who have intervened according to
Article 105 EPC in the proceedings at the appeal stage.

Claim1l as granted reads:

"An apparatus for automated tenperature cycling of a
plurality of reaction wells conprising:

a heat-conducting netal block having a top surface and
a plurality of recesses communicating with said top
surface for holding said reaction wells;

means for heating and cooling said block to or at any
of a plurality of user-defined tenperatures and having
a control input for receiving a control signal

control ling whether said block is heated or cool ed; and
a conputer nmeans, coupled to said control input of said
nmeans for heating and cooling, for receiving and
storing data froma user defining a plurality of
tenperature profiles each conprising at |east one
heati ng segnent and at | east one cooling segnment, and
for, upon receipt of a command froma user, serially
accessing said data and generating control signals
therefromat the control input of said neans for
heati ng and cooling, said conputer mnmeans further
conprising nmeans for repeating at | east one of said
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tenperature profiles a user-defined nunber of tines
before serially accessing the next profile".

Claim7 is directed to a nethod for anplifying at |east
one specific nucleic acid sequence using such an

appar at us.

Claim1l is directed to the use of an apparatus as
defined in claim1 for nucleic acid anplification.

Claim12 is directed to the use of a heat-conducting
nmetal bl ock and a conputer neans as defined in claiml.

The foll ow ng docunents will be referred to in the
present deci sion:

D3: EP-A-0 110 408

D5: R K Saiki et al., "Enzymatic Amplification of b-
A obin Genom ¢ Sequences and Restriction Site
Anal ysis for Diagnosis of Sickle Cell Anem a",
Sci ence, Vol. 230, 20 Decenber 1985, p. 1350-1354

D33: DE 31 22 008 Al

D36: Article "Anplifying DNA By the Magi c of Nunbers”,
Sci ence, Research News, 11 July 1986

According to the decision under appeal, claim1l as
granted did not fulfil the requirenents of

Article 123(2) EPC because the word "serially"

br oadened the scope of the claimbeyond what was
originally disclosed. After anmendnent according to an
auxiliary request the claimwas found acceptabl e.
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In a comuni cati on dated 29 Decenber 2003 the Board
addressed the issues of the priority clainms, added
subj ect-matter and inventive step.

On 11 February 2004 Appellant 111 (Patent proprietor)
filed amended clains 1 to 12 according to four
auxiliary requests. At the sane tine it was announced
that a technical expert on PCR nethods and

i nstrunentati on woul d acconpany the representative at
t he oral proceedings "to provide technical assistance
shoul d the Board request any such assi stance".

Wth letters dated 8 March 2004 and 9 March 2004

Appel lant VI submitted transcripts of a cross-

exam nation of one of the co-inventors in US litigation
proceedi ngs. Based on this evidence Appellant VI argued
that there existed inportant prior art which rendered
the invention obvious. It had not been possible to
refer to this prior art before since the cross-

exam nation had taken place only a few days earlier.

Oral proceedings, at which Appellant Il did not attend,
were held on 11 and 12 March 2004. Appellant |1

(Patent proprietor) withdrew two of the four auxiliary
requests filed on 11 February 2004 and renunbered the

remai ni ng two.

Claim1l of the new first auxiliary request reads
(changes with respect to claiml1l as granted in italics):

"An apparatus for automated tenperature cycling of a
plurality of reaction wells for a nucleic acid
anplification reaction conprising heating and cool i ng
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steps of strand separation, hybridisation and extension
product synthesis conprising... [the rest of the claim
as granted]".

Claim 1l of the second auxiliary request is identical
with the claimformng the basis for the Qpposition
Division's decision that the patent could be maintained
in amended form It reads (changes with respect to
claiml as granted in italics):

"An apparatus for automated tenperature cycling of a
plurality of reaction mxtures in reaction wells in a
chain reaction for nucleic acid anplification perforned
according to an anplification protocol, the apparatus
conpri si ng:

a heat-conducting netal block having a top surface and
a plurality of recesses communicating with said top
surface for holding said reaction wells;

means for heating and cooling said block to or at any
of a plurality of user-defined tenperatures and having
a control input for receiving a control signal
controlling whether said block is heated or cool ed; and
a conputer nmeans, coupled to said control input of said
nmeans for heating and cooling, for receiving and
storing data froma user defining a plurality of
tenperature profiles of the anplification protocol each
conprising at |east one heating segnent and at | east
one cooling segnent, and for, upon receipt of a comrand
froma user, serially accessing said data and
generating control signals therefromat the contro

i nput of said neans for heating and cooling in order to
operate said neans for heating and cooling in order to
heat and cool the block in accordance with said
tenperature profile(s), said conputer nmeans further
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conprising nmeans for repeating at | east one of said
tenperature profiles a user-defined nunber of tines
before serially accessing the next profile in
accordance with said anplification protocol”

Appel lant 111 (Patent proprietor) argued that the

pat ent contai ned no subject-matter extendi ng beyond the
content of the application as filed and that the

i nventi on was new and involved an inventive step over
the cited prior art. The prior art referred to by

Appel lant VI shortly before the oral proceedings did
not even exist in witten formand coul d therefore not
be considered at this point of the opposition

pr oceedi ngs.

The opposi ng Appel l ants argued that the patent could
not validly claimthe first priority date, that it
cont ai ned added subject-matter and that the invention
according to all three requests was obvious in view of
docunents D36, D3 and D33.

Moreover, in the view of Appellant IV the invention of
the main request was not new over docunent D3 and the
first auxiliary request was not adm ssible under Rule
57a EPC. As to the technical expert acconpanying the
representative of Appellant 11l (Patent proprietor)
Appel l ant 1V requested that he not be allowed to nmake
subm ssions at the oral proceedings. It had not been
expl ai ned on what issues he was goi ng to speak,
contrary to the requirenents set out in the decision of
t he Enl arged Board of Appeal G 4/95. If any issues had
to be elucidated an i ndependent expert should be called
in. Furthernore, Appellant |V requested perm ssion to
submt further evidence at the oral proceedings
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connected with the prior art nentioned by Appellant Vi
inthe letters of 8 and 9 March 2004.

Appel lants I, 11, IV, V, VI and VIl requested that the
deci si on under appeal be set aside and that the patent
be revoked.

The Appellant 111 (Patent proprietor) requested as nmain
and first auxiliary request respectively that the
deci si on under appeal be set aside and that the patent
be mai ntained as granted or on the basis of claim1l to
12 filed as second auxiliary request on 11 February
2004 or as second auxiliary request that the appeal s of
Appel lants I, 11, IV, V, VI and VIl be di sm ssed.

Reasons for the Deci sion

1683.D

Procedural issues

According to the decision of the Enlarged Board of
Appeal G 4/95 (QJ EPO 1996, 412) a person acconpanyi ng
t he professional representative nmay be allowed to nmake
oral subm ssions on specific technical issues on behalf
of that party if, in particular, the subject-matter of
t he proposed oral submissions is stated sufficiently in
advance of the oral proceedings. In the present case it
has been stated that the expert acconpanying the
representative of the Patent proprietor m ght "provide
t echni cal assistance should the Board request any such
assi stance". Appellant IV has requested that the expert
not be allowed to nake any subm ssions.
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The Board agrees with Appellant IV that if an expert
were allowed to nmake subm ssions on subject-matter not
specified in sone detail beforehand, the other parties
woul d be placed at a di sadvantage since they coul d not
prepare thensel ves properly. This woul d be against the
spirit and purpose of decision G 4/95 and should only
be permitted if none of the parties to the proceedi ngs
objects. Therefore in this case the Board did not allow
the expert to make subm ssions on the behalf of the
Patent proprietor at the oral proceedings.

The evidence relating to prior art which Appellants IV
and VI assunmed to exist on the basis of a recently
avail abl e transcript of a cross-examnation in the US
of one of the co-inventors was not admtted into the
proceedi ngs by the Board (Article 114(2) EPC). This
evidence related to apparatus allegedly present in the
inventors' |aboratory at the tinme of making the present
invention. Not even the Appellants seeking to introduce
this evidence were arguing that the evidence then

avai lable to them woul d by itself be conpl ete enough
for the Board to be able to decide that sonething
additional was to be regarded as prior art nmade

avai lable to the public, rather these Appellants were
suggesting that the matter required further
investigation. The issues of |ack of novelty and | ack
of inventive step under the EPC are to be decided on an
objective basis in relation to what was available to
the public, and not in relation to what stood in the
inventors' |aboratory and which m ght or m ght not
correspond to what was publicly available. That the
Appel lants only recently learned of it fromthe cross-
exam nation in the US of one of the co-inventors cannot

be regarded as any reason for allow ng the bel ated
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i ntroduction into the proceedi ngs of inconclusive

evi dence concerning an incident of dubious rel evance.
G ven that the case was otherw se ripe for decision
the Board exercised its discretion under Article 114(2)
EPC to disregard this late filed evidence.

The i nventi on

The invention is an apparatus for automated tenperature
cycling intended to be used for PCR (pol ynmerase chain
reaction). PCRis a nethod of enzym cally anplifying
DNA whi ch i nvol ves repeated heating and cooling steps:
a denaturing step (separating the DNA into single
strands) at a high tenperature, typically over 90°C
followed by a cooling step to a | ower tenperature at

whi ch an extension product is synthesized. The
apparatus is programrabl e to achieve different
tenperature profiles. A profile can be repeated any
nunber of tinmes, and different profiles can be accessed
serially (linked).

The priority claim

The patent clains the priority of two US applications,
US 833368 filed on 25 February 1986 and US 899061 fil ed
on 22 August 1986. The opposi ng Appel | ants have argued
that not all features of claiml were present in the
first priority docunent. In particular, the feature
that the apparatus was capable of storing and serially
accessing a plurality of tenperatures profiles was not
di scl osed.

Appel lant 111 (Patent proprietor) has pointed out that
US 833368 nentions that sone nucleic acid sequences
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require nore anplification cycles than others and that
in sone enbodinents a first cycle of anplification is
carried out followed by a second cycle. The text
indicated (p. 57, |I. 21 and p. 59, |. 3), however, does
not directly concern the apparatus but the PCR protocol,
as indicated by the heading on p. 42. Even if it could
be concluded fromthese passages that different
profiles may be used, there is no clear teaching that

t he apparatus for cycling should permt serial access
fromone profile to another. The flow diagramon p. 2,
showi ng "the process carried out by the nachine",

i ncl udes no such step: a cycle nmay be repeated (boxes
90, 92) but then the programends (box 94). This nmay be
contrasted with the fl ow di agrans shown in fig. 6B and
7B of the patent-in-suit in which a linking step to a
new profile is explicitly indicated (steps 108, 112;
109, 111). Thus, the feature that the apparatus is
capable of storing and serially accessing a plurality
of tenperatures profiles, being a part of the subject-
matter of the claim(cf Article 87(4) EPC), is not
disclosed in the first priority docunent.

In the light of decision G 2/98 (Q EPO 2001, 413) it
follows that the patent cannot validly claimthe first
priority date but only the second date of 22 August
1986.

Prior art

Docunent D36 has been published in July 1986, ie
between the two priority dates of the patent-in-suit.
Because the first priority claimis not valid (cf
poi nt 3 above) this docunment is prior art according to
Article 54(2) EPC. It mentions that the PCR techni que
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has been inproved by "using an enzyme from a

t her mophi Il i ¢ organi sm which survives undanmaged t hrough
the heating part of the cycle". This techni que "has of
course been automated”, but no particulars of an
apparatus for this purpose are given.

Docunment D3 is in the technical field of general
tenperature control of an object. A mcroconputer is
programmed to generate cyclical tenperature profiles
(fig. 6A, 6B). A profile my be repeated a user-defined
nunber of tinmes (fig. 4, step 36). Stored profiles can
be conbined arbitrarily (see eg the sentence bridging p.
2 and 3) using link data (fig. 3). An apparatus is only
schematically described (fig. 1). It includes a heater
(p. 4, mddle of the page).

Docunent D33 describes a thernostat for |aboratory use,
in particular in the field of nedicine (cf the
abstract), to maintain the tenperature of sanples at a
set value. This equi pnent conprises an al um ni um bl ock
1 (fig. 1) with recesses for holding the sanples, a
Peltier elenent 2 for heating and cooling, and an

el ectronic circuit (fig. 2). The circuit delivers a
signal for controlling whether the block is heated or
cooled to a control input of the Peltier element (p. 2,
. 8, 9).

Docunment D5 (cf the caption to fig. 2 on p. 1351)

descri bes a PCR cycle conprising the steps of
denaturation (5 or 2 mnutes at 95°C), centrifugation
to renove condensation, hybridization (2 m nutes at
30°C), addition of polynerase, and extension (2 mnutes
at 30°C). Two separate heat bl ocks are used, one at
95°C and the other at 30°C. At p. 1353 it is nentioned
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that "all of the reactions can be done in two smnall
m crocentrifuge tubes and could readily be autonmated”.

The clains according to the main request

1683.D

The main request of Appellant |11 (Patent proprietor)
is that the patent be nmintained as granted.

Added subject-matter (Article 100(c) EPC

The opposi ng Appel | ants have rai sed a nunber of

obj ections under Article 100(c) against all four

i ndependent clains of the main request. There is
however no need to deci de whether the patent contains
subj ect-matter extendi ng beyond the application as
filed since, as explained further below, it nust be
revoked for other reasons.

Novelty (Article 100(a) with 54 EPC)

Appel lant 1V has argued that the invention | acks
novel ty over docunment D3. In the Appellant's view the
skill ed person, drawi ng on general know edge, woul d
realise that the "output 7 including a heater” in
docunent D3 (p. 4; fig. 1) nmay be a netal bl ock

Appel lant 111 (Patent proprietor) has objected that
there is no explicit or inmplicit disclosure in docunent
D3 of a metal bl ock, and even | ess of one having
recesses, ie which serves not only to transport heat
but also to hold the reaction containers. The Board
agrees. Thus, the invention is new (Article 54 EPC)
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| nventive step (Article 100(a) with 56 EPC)

Claim1l is directed to an apparatus for autonated
tenperature cycling of reaction wells. Although it is
clear fromthe description that the apparatus is

i ntended for performng PCR claim1l contains no
reference to this particular application. At |east
theoretically, therefore, the closest prior art need
not concern PCR at all but mght belong to the field of
tenperature control in general. Nevertheless, as the
problem as stated in the patent is concerned with use
for PCR, and this is the only significant use in
practice, the Board considers that the appropriate
starting point to be selected as closest prior art,
should relate to a docunent describing PCR, and to the
Board the nost relevant docunent seens to be docunent
D36. This is simlar to the approach of the Qpposition
Di vi sion, who based their argunment on docunent D5, also
relating to PCR

Docunment D36 briefly describes the PCR process. The
anplification principle is explained by neans of a
schematic drawi ng of DNA strands. It is nmentioned that
the process is cyclical and that each cycle involves
"heating and cooling". By using an enzyne which

survi ves undamaged through the heating part of the
cycle, repeated addition of the pol ynerase can be

avoi ded.

The technical problemto be solved wth respect to this
prior art is to provide an apparatus suitable for
automati ng the PCR process. Posing the problemin this
way i nvol ves no hindsight, considering that docunent
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D36 explicitly nmentions that the techni que "has of
course been automated".

The skilled person for solving the problemin this case
shoul d be know edgeabl e and skilled in the field of

| aboratory equi pnent. He is assisted by a person

know edgeabl e and skilled in the application of PCR
Toget her they make up a team one person designing the
apparatus and the other advising on particulars of the
process, such as the tenperature and duration of

i ndi vi dual process steps.

Al'l parties agreed to this position which was outlined
by the Board already in its comunicati on.

The Board is satisfied that the problemso stated can
be regarded as solved by the subject matter of claiml.
The subject matter of claiml is a generic solution,
covering specific enbodi nents having the clained
features whet her these enbodi nents are cheap or
expensive to produce, and irrespective of the nunber of
PCR determ nations per unit tinme (i.e. throughput) they
enable a user to carry out.

Were as here the problemis to provide apparatus to
automate a known process, with cost and throughput not
being prine considerations, the skilled person (here
skilled team) can be expected to be able to derive a
nunber of different solutions in an obvious manner from
the prior art. The requirenents of different users as
regards cost and throughput, mght | ead to users
preferring different solutions. The fact that the
clainmed solution is not the only way to automate the
known PCR process cannot thus be taken as an indication
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that it is not obvious. Rather the investigation nust
be whether the clainmed solution is or is not one of the
solutions which the skilled person would think of and
be able to inplenent in an obvi ous manner in view of

the existing prior art.

The claimbasically requires three features: the heat-
conducting netal block, the nmeans for heating and
cooling said block, and the conputer neans coupled to a
control input of said neans for heating and cooling.

From what docunent D36 nentions about the PCR process,
the skilled team woul d know that the apparatus should
achi eve heating and cooling of the DNA to or at any of
a plurality of user-defined tenperatures in cycles the
nunber and preci se shape of which the user should be
free to designate. Only this would give the flexibility
to the user to adjust the apparatus to achieve the
optimum for any PCR process. In 1986 this would nost
readily be inplenmented by conputer-control. Furthernore,
tenperature cycling necessarily involves the definition
of a tenperature profile conprising a heating segnent
and a cooling segnent. The profiles would be stored in
the formof data accessible to the conputer

After having studied docunent D36, the skilled person
needed to consider in nore detail the features of the
desi red apparatus. The device nust be able to heat and
cool the sanples but docunent D36 is silent about the
means to achieve this. The skilled person would see
that it would be necessary to hold the sanple at an
upper tenperature to allow strand separation and a

| oner tenperature to allow hybridisation and extension
product synthesis, and that heating neans woul d be
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needed to take the sanple fromthe [ower to the higher
tenperature. Active cooling nmeans m ght be unnecessary
to take the sanple back to the | ower tenperature, but
the skilled person would al so see that for a controlled
process lasting as little tinme as possible, both active
heati ng and cooling neans shoul d be provided. The
skilled person would see that the | aboratory process
descri bed in docunent D5 involved two heating plates,
one set at a |ower tenperature and one at a higher
tenperature, with the sanple in a glass tube being
transferred nmanual ly between them the plates acting as
heati ng and cool i ng neans.

This was in fact the | aboratory equi pnent used by the
inventors of the PCR Appellant |1l (Patent proprietor)
has argued that this would al so be the road the skilled
person would foll ow when automating the process. He
woul d have no reason to abandon the two heating plates,
wi th the necessary tube handling being perfornmed by a
sui t abl e known devi ce such as a robot.

The Board can however not agree with Appellant 1|1
(Patent proprietor) that the skilled person, when faced
with the task of devel opi ng an apparatus intended for
automati ng use of PCR, would have felt in any way tied
to copying the | aboratory set-up used by the
researchers. Wiile using such a transfer robot is one
possibility, this involves sone tens of transfers
between the two heating plates. To the Board it seens
certain that the skilled person would al so contenpl ate
avoi di ng such transfers and all the things which could
go wong with them by choosing the nechanically nuch
sinpler alternative of |eaving the sanple tube in the
sanme heating plate and providing heating and cooling
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means for cycling the plate between the two
tenperatures. Looking into the relevant prior art in
the technical area of tenperature control the skilled
person woul d find docunents D33 and D3. Docunent D33
shows in fig. 1 an alum nium block provided with
recesses in its top face for heating or cooling nedical
sanples using a Peltier elenent. The Peltier elenent is
provided with a control input for receiving a control
signal controlling whether the block is heated or
cooled. This input could clearly be connected to a
conput er.

Docunent D3 di scl oses a m croconputer programred to
generate cyclical tenperature profiles where each
profile may be repeated any nunber of times. This
corresponds closely to the PCR requirenments as
descri bed in docunment D36.

Appel lant 111 (Patent proprietor) has pointed out that
docunent D3 nentions no cooling neans, only a "heater”
and that cooling mght sinply be by convection and
radi ati on. The Board does not however regard this as a
fundanmental difference between the invention and
docunment D3. It is unanbi guous from docunment D3 that
heating and cooling profiles are obtainable. No val ues
for the tenperature rates are given but if fast cooling
i s needed obviously sufficiently powerful "nmeans for
cooling” would be used. Thus the kind of cooling -

enpl oyi ng "nmeans” or not, and what neans - appears to
be a matter of degree rather than principle.

Appel lant 111 (Patent proprietor) has denied that the
skilled person would use docunent D33 together with
docunent D3 since docunent D33 concerns a thernostat. A
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thernostat is intended to maintain a predeterm ned
tenperature whereas the PCR process requires the
tenperature to vary controllably. The al um ni um bl ock
in docunent D33 would therefore be thermally slow and
not permt the conparatively fast tenperature cycles
needed (document D36 nentions a value of 5 m nutes per
cycle).

Also this argunent fails to convince the Board.

Al um ni um bei ng a good thermal conductor, the netal

bl ock in docunent D33 was a natural choice for ensuring
the heat transport to and fromthe DNA sanple. Whether
or not in docunent D33 the apparatus is used to keep
the tenperature constant is of little rel evance
considering that the starting docunent, document D36,

al ready specifies the kind of tenperature control

requi red. The opposing Appel | ants have argued that an
al um ni um bl ock can easily be designed in such a way
that its tenperature follows a desired profile. In
particular, it should not be too large. This view
appears to be confirmed by the fact that the patent-in-
suit does not contain any information at all about the
bl ock, except that it is of nmetal. Therefore the design
of an appropriate bl ock nust be regarded as a routine

neasur e.

The skilled person would therefore have conbi ned
docunent D36 with docunments D3 and D33 to arrive at an
apparatus having the features of claim1. The two
characteristics in the claimplurality of profiles and
the means for serially accessing the next profile wll
automatically be nmet by having a computer allow ng any
nunber of identical or different cyclic profiles to be
set in sequence, which is the solution the skilled



8. 16

8.17

8.18

1683.D

- 18 - T 0302/ 02

person woul d adopt to allow the user to use the
apparatus for any desired PCR process.

The above argunmentation with respect to inventive step
i nvol ves three docunents (D36, D3 and D33) and al so
takes further prior know edge of PCR into account.

Appel lant 111 (Patent proprietor) has submtted that if
so many different pieces of prior art need be
considered in order to denonstrate that an invention is
obvious, this is if anything proof to the contrary. The
Board will in the foll ow ng address this issue.

The Board takes the viewthat if it is obvious to the
skilled person that a technical problemcan only be
sol ved by conbi ning techniques fromcertain different
technical fields, he will do so as a matter of course.
In the present case docunent D36 suggests the |ink
between the field of PCR and the field of tenperature
control. An exami nation as to inventive step of the
subject-matter of the present claiml1l will involve at

| east two docunents, one describing the PCR process
(docunent D36) and providing as spring board certain
requi renents (here heating and cooling) and the other
sonme kind of basic apparatus which would be potentially
suitable for this purpose (docunment D3). Thus, if an

i nvention consists of a new conbination of features
taken fromdifferent technical areas, a discussion
whether or not it is obvious will normally involve at

| east as many docunents as technical areas conmbined in
it.

The Board, thus, considers the |egal reasoning in
decision T 552/89 (dated 27 August 1991), point 2.2, to
be fully applicable:
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"When assessing inventive step, it is of course not
perm ssible to conbine the teachings of different
docunents within the state of the art in order to

est abl i sh obvi ousness of a clainmed invention, unless it
woul d have been obvious at the filing date for the
skilled person to do that. In accordance with the
jurisprudence of the Boards of Appeal, when the

obj ective probl em established having regard to the
closest prior art as disclosed in a primry docunent is
formed of individual problens then the skilled person
can be expected to take account of solutions to the

i ndi vi dual problens proposed in different secondary
docunents in the same or nei ghbouring technical fields.
Thus the teaching of secondary docunents nay be
conbined with the disclosure of the closest prior art,

i f such secondary docunents provide solutions to
specific individual problens form ng parts of the

obj ective problemin progressing fromthe cl osest prior
art, in particular when such individual solutions are

nmerely aggregated together in the clained invention."

It may furthernore be noted that the Board has adopted
t he approach taken in T 552/89 (supra) according to
whi ch a technical problemmy be forned of "individual
probl ens”. The nunber of individual problens obviously
depends on the degree of detail of the clai munder
consideration, and the cited decision does not suggest
t hat beyond a certain nunber the presence of an
inventive step may be taken for granted. On the
contrary, it is said to be obvious to try to solve the
i ndi vi dual problens as |ong as the correspondi ng
solutions are "nmerely aggregated together” in the claim
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In the present case, the technical problemis to

provi de an apparatus suitable for automating the PCR
process. This inplies that certain individual problens
nmust be sol ved, such as designing a suitable

tenperature control, choosing heating and cooling neans,
and determining the kind of tenperature profiles needed.
Docunents D3 and D33 have been cited as "secondary
docunent s" presenting solutions to these individual

probl ens. Since the solutions are regarded as

i ndependent of each other, they form an aggregation.
Thus, the docunents can be conbi ned.

For these reasons - ie that the invention involves
nei ghbouring technical fields as well as different
i ndi vi dual problenms - the Board does not accept the
suggestion of Appellant 111 (Patent proprietor) that
the invention is non-obvious nerely because several

pi eces of prior art are needed to arrive at it.

It follows that the subject-matter of claim1l does not
i nvolve an inventive step (Article 56 EPC). Thus, the

mai n request, conprising a claimwhose subject matter

does not fulfil all the requirenments of the EPC has to
be rejected.

The clains of the first auxiliary request

1683.D

According to the first auxiliary request of Appellant
1l (Patent proprietor) claiml is amended to specify
that the apparatus is for performng "a nucleic acid
anplification reaction conprising heating and cooling
steps of strand separation, hybridisation and extension
product synthesis".
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Appel lant 1V has submtted that this request is not
adm ssi bl e under Rule 57a EPC since a "for"-cl ause

i nposes no further limtation on the clainmed subject-
matter. This is denied by Appellant 111 (Patent
proprietor) who has explained that the amendnent
represents a considerable Iimtation as conpared with
the main request for exanple in that the tenperatures
i nvol ved nust correspond to those used in PCR

The Board finds that the request conplies with Rule 57a
EPC since claim1 as granted contains no reference to
PCR and thus not all conceivabl e apparatus falling
under this claimwould be suitable for PCR However,
the invention remai ns obvious for the reasons given
with respect to the main request, which take the PCR
application (docunment D36) into account.

Thus, this request is rejected for the sane reasons as
the main request, i.e. that claim1l | acks an inventive
step (Article 56 EPC).

The clains of the second auxiliary request

12.

1683.D

The second auxiliary request of Appellant 111 (Patent
proprietor) is for dismssal of the appeals of the
other parties, ie for maintenance of the patent in the
formaccepted by the Opposition Division. Caim1l
according to this request differs fromthe granted
claimin further references to PCR and an anplification
protocol. Again, the invention is obvious for the
reasons al ready given. Therefore, also the second
auxiliary request is rejected for |ack of inventive
step (Article 56 EPC) of the subject matter of its

claim 1.
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Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The patent is revoked.

The Regi strar: The Chai rwonman:
A. Wl | rodt U. Ki nkel dey

1683.D



