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Summary of Facts and Subm ssi ons

1407.D

The grant of the European patent No. 0 429 311 in the
nanme of |nperial Chem cal Industries PLC (later E. | Du
Pont De Nenours and Conpany) in respect of European

pat ent application No. 90 312 751.2, filed on

22 Novenber 1990 and claimng priority of the GB patent
application No 8926631 filed on 24 Novenber 1989 was
announced on 14 January 1998 (Bulletin 1998/03) on the
basis of 41 clai ns.

| ndependent Clains 1, 5, 8, 12, 14, 16, 21, 23, 27, 29,
34, 39, and 40 read as fol |l ows:

"1. A bottle having walls which are made of a

t her mopl asti c pol ymer which contains netal particles
which are sufficiently fine for themnot to be visible
to the eye and which intrinsically absorb radiation in
t he wavel ength region 500 nmto 2000 nm the particles
being present in an anount of from 10 to 300 ppm based
on the weight of the polyner such that the reheat tine
of the polyner is less than the reheat tine of the

pol ymer in the absence of the particles.

5. A bottle having walls which are made of a

pol yet hyl ene terephthal ate pol yner whi ch contains
particles of nmetallic antinony which are sufficiently
fine for themnot to be visible to the eye and which
intrinsically absorb radiation in the wavel ength region
500 nmto 2000 nm the particles being present in an
anmount of from 10 to 100 ppm based on the wei ght of the
pol ynmer such that the reheat time of the polymer is

| ess than the reheat tinme of the polynmer in the absence
of the particles.
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8. A bottle preformhaving walls which are made of a

t her nopl asti c pol ymer which contains netal particles
which are sufficiently fine for themnot to be visible
to the eye and which intrinsically absorb radiation in
t he wavel ength region 500 nmto 2000 nm the particles
being present in an anount of from 10 to 300 ppm based
on the weight of the polyner such that the reheat tine
of the polyner is less than the reheat tine of the

pol ymer in the absence of the particles.

12. A bottle preformhaving walls which are made of a
pol yet hyl ene terephthal ate pol yner whi ch contains
particles of nmetallic antinony which are sufficiently
fine for themnot to be visible to the eye and which
intrinsically absorb radiation in the wavel ength region
500 nmto 2000 nm the particles being present in an
anmount of from 10 to 100 ppm based on the wei ght of the
pol ynmer such that the reheat time of the polymer is

| ess than the reheat tinme of the polynmer in the absence
of the particles.

14. A method of making a bottle as clainmed in claiml
whi ch net hod conprises (a) incorporating into a

t hernopl astic polynmer fine particles of a reducible
nmet al conpound and a reduci ng agent capabl e of reducing
the metal conpound to the netal and reacting the netal
conmpound with the reducing agent to generate the fine
particles of nmetal and (b) formng a bottle fromthe
resul ting pol yner.

16. A nethod of making a bottle preformas clainmed in
cl aim 8 which nethod conprises incorporating into a
t her mopl astic polymer fine particles of a reducible
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nmet al conpound and a reduci ng agent capabl e of reducing
the metal conpound to the netal and reacting the netal
conmpound with the reduci ng agent to generate the fine
particles of metal and formng a bottle preformfrom
the resulting polyner.

21. A nethod of nmaking a bottle preformfroma pol yner
conposition conmprising a thernoplastic polynmer which
contains netal particles which are sufficiently fine
for themnot to be visible to the eye and which
intrinsically absorb radiation in the wavel ength region
500 nmto 2000 nm the particles being present in an
anmount of from 10 to 300 ppm based on the wei ght of the
pol ynmer such that the reheat time of the polymer is

| ess than the reheat tinme of the polynmer in the absence
of the particles, which nmethod conprises the steps of
(1) incorporating into a thernoplastic polynmer fine
particles of a reducible netal conpound and a reducing
agent capabl e of reducing the netal conpound to the
nmetal and reacting the nmetal conpound with the reducing
agent to generate the netal particles, and (2)
injection nmoulding the bottle preformfromthe pol yner
conposi tion.

23. A nethod of nmaking a bottle preformfroma pol yner
conposition conprising a polyethyl ene terephthal ate

pol ynmer which contains particles of netallic antinony
which are sufficiently fine for themnot to be visible
to the eye and which intrinsically absorb radiation in
t he wavel ength region 500 nmto 2000 nm the particles
of nmetallic antinony being present in an amobunt of from
10 to 100 ppm based on the weight of the polyner such
that the reheat tinme of the polyner is |less than the
reheat tine of the polynmer in the absence of the
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particles, which nmethod conprises the steps of (1)
incorporating into a polyethyl ene terephthal ate pol yner
fine particles of a reducible antinony conpound and a
reduci ng agent capabl e of reducing the antinony
conpound to antinony and reacting the antinony conpound
with the reducing agent to generate the particles of
nmetal lic antinmony, and (2) injection noulding the
bottle preformfromthe pol yner conposition

27. A nethod of making a bottle froma pol yner
conposition conprising a thernoplastic polynmer which
contains netal particles which are sufficiently fine
for themnot to be visible to the eye and which
intrinsically absorb radiation in the wavel ength region
500 nmto 2000 nm the particles being present in an
anmount of from 10 to 300 ppm based on the wei ght of the
pol ynmer such that the reheat time of the polymer is

| ess than the reheat tinme of the polynmer in the absence
of the particles, which nmethod conprises the steps of
(1) incorporating into a thernoplastic polynmer fine
particles of a reducible netal conpound and a reducing
agent capabl e of reducing the netal conpound to the
nmetal and reacting the nmetal conpound with the reducing
agent to generate the netal particles, (2) injection
nmoul ding a bottle preformfromthe polynmer conposition,
and (3) subjecting the bottle preformto reheating and
bl ow moul ding a bottle fromthe reheated preform

29. A nethod of nmaking a bottle froma pol yner
conposition conprising a polyethyl ene terephthal ate
pol ynmer which contains particles of netallic antinony
which are sufficiently fine for themnot to be visible
to the eye and which intrinsically absorb radiation in
t he wavel ength region 500 nmto 2000 nm the particles
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of nmetallic antinony being present in an amount of from
10 to 100 ppm based on the weight of the polynmer such
that the reheat tinme of the polyner is |less than the
reheat tinme of the polynmer in the absence of the
particles, which nmethod conprises the steps of (1)
incorporating into a pol yethyl ene terephthal ate pol yner
fine particles of a reducible antinony conpound and a
reduci ng agent capabl e of reducing the antinony
conpound to antinony and reacting the antinony conpound
with the reducing agent to generate the particles of
nmetallic antinmony, (2) injection noulding a bottle
preformfromthe polynmer conposition, and (3)

subj ecting the bottle preformto reheating and bl ow
moul ding a bottle fromthe reheated preform

34. A thernoplastic polyester suitable for the
manuf act ure of bl ow nmoul ded bottl es which has been nade
by a process including a solid state pol ynerisation
step said pol yester containing nmetal particles which
are sufficiently fine for themnot to be visible to the
eye and which intrinsically absorb radiation in the
wavel ength region 500 nmto 2000 nm the particles
being present in an anount of from 10 to 300 ppm based
on the wei ght of the polyester such that the reheat
time of the polyester is less than the reheat tine of

t he polyester in the absence of the particles.

39. The use of netal particles which are sufficiently
fine for themnot to be visible to the eye and which
intrinsically absorb radiation in the wavel ength region
500 nmto 2000 nm in a thernoplastic polyester
suitable for the manufacture of bl ow noul ded bottl es,
the netal particles being present in an anount of from
10 to 300 ppm by wei ght based on the weight of the
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pol yester to reduce the reheat tinme of the polyester
relative to that of a polyester not containing the
metal particles.

40. A nethod of meking a thernoplastic polyester
containing netal particles as clained in any one of
claims 34 to 38 which nethod conprises (a)
incorporating into a thernoplastic polyester fine
particles of a reducible netal conpound and a reducing
agent capabl e of reducing the netal conpound to the
nmetal and reacting the nmetal conpound with the reducing
agent to generate the netal particles.™

The remaining cl ains were dependent cl ai ns.

Four Notices of Opposition were filed against the
patent, as foll ows:

(1) by The Dow Chem cal Conpany (Qpponent 1), on
12 October 1998, on the grounds of |ack of novelty
and |l ack of inventive step (Article 100(a) EPC)
and of Article 100(b) EPC,

(1i) by Eastman Chem cal Conpany (OQpponent 11), on
13 Cctober 1998 on the grounds of |ack of novelty
and lack of inventive step (Article 100(a) EPC)
and of Article 100(b) EPC,

(1i1)by Hoechst Trevira GrbH & Co. KG (Opponent I11),
on 14 Cctober 1998 on the grounds of |ack of
novelty and | ack of inventive step (Article 100(a)
EPC), and of Article 100(b) EPC, and
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(iv) by Shell International e Research Matschappij B.V.

(Opponent V), on 14 Cctober 1998, on the grounds
of lack of novelty and | ack of inventive step
(Article 100(a) EPC).

The obj ections were supported inter alia by the

fol |l owi ng docunents:

El:

E2:

E4:

E5:

E17:

E18:

E19:

E20:

E21:

EP-B1-0 061 414;

US- A-4 499 226;

US- A-4 408 004;

US- A-3 497 477,

CLEARTUF® Pol yester Resins, Price List, March 1
1989;

CLEARTUF PET packagi ng Resi ns Techni cal

| nformati on;

Letter of M D. D. Callander to Dr T. Tokuzum of
M tsui Petrochem cal Industries Ltd, dated June 3,
1977;

Letter of M L. K Hunt of the Goodyear Tire &
Rubber Conpany to M R L. Denick of Continental
Pl astics Containers, dated Septenber 2, 1981;

Advance Tech-Data Sheet concerning CLEARTUF 7202C
PET Resin, dated 8/87; and
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E22: Information concerning the synthesis of CLEARTUF
7202 and 8006.

By a deci sion announced orally on 21 Novenber 2001, and
issued in witing on 18 Decenber 2001, the Opposition
Di vision revoked the patent.

The decision was based on Clains 1 to 5 subnmtted as
mai n request at the oral proceedings of 21 Novenber
2001.

| ndependent Claim 1 read as foll ows:

"Use in a bottle preform having walls which are made of
a thernopl astic polymer, of netal particles which are
sufficiently fine for themnot to be visible to the eye
and which intrinsically absorb radiation in the

wavel ength region 500 nmto 2000 nm the particles
being present in an anount of from 10 to 300 ppm based
on the weight of the polyner, to reduce the reheat tine
of the polyner relative to the reheat tinme of the

pol ymer in the absence of the particles".

Claims 2 to 5 were dependent cl ai ns.

In its decision, the Opposition Division held that the
patent in suit disclosed the invention in a manner
sufficiently clear and conplete for it to be carried
out by the skilled person, but revoked the patent on
the grounds that it did not neet the requirenments of
Article 54 EPC.

The decision stated that the clains were directed to
the use of certain netal particles in a bottle preform
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of a thernoplastic polyner in order to reduce the
reheat tine. Reference was thus made to the decisions
G 2/88 (QJ EPO, 1990, 093) and T 279/93 of 12 Decenber
1996 (not published in QJ EPO).

According to the decision it had been shown by the
Qpponents (cf. docunments E17, E18, E19, E20, E21, and
E22) that, before the priority date of the patent in
suit, a comercially avail able polyester i.e. CLEARTUF
7202 which contained netal particles as required in
Claim1l of the patent in suit had been used in the
manuf acture of bottles by the preform process.
According to the decision this had not been contested
by the Patentee. It was further known from docunent E4
(cf. Table Il ) that a preform nade of CLEARTUF 7202
had a shorter reheat tinme than a preform made of a
"high clarity polyester” which apparently contained no
or alnost no netal particle. Thus, the clained
technical effect (i.e. a reduced reheat tine) was not
new. The decision stated that E4 did not disclose the
cause of this effect. However, finding out the reason
for said inprovenent could not establish the novelty
since this effect was not |linked wth a new physi cal
activity or type of use. Thus, the Qpposition Division
cane to the conclusion that the subject-matter of
Clains 1 to 5 was not new in view of E4 and the
commerci ally avail abl e product CLEARTUF 7202.

A Notice of Appeal was filed on 21 February 2002 by the
Appel l ant (Patent Proprietor) with sinultaneous paynent
of the prescribed fee. Wth the Statenent of G ounds of
Appeal filed on 26 April 2002, the Appellant submtted

a set of 5 clainms as main request. This set of clains
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corresponded to the set of clains on which the decision
of the Qpposition Division has been based.

The Appel |l ant al so argued essentially as foll ows:

(1) There was no prior art which taught the use of
nmetal particles to reduce the reheat tinme of a
bottle preform Furthernore, the prior art
taught that the presence of netal particles
shoul d be avoi ded (cf. docunent E5).

(i) It had not been denonstrated that there was any
publicly avail abl e docunent disclosing the
antinony content of CLEARTUF 7202. The public
avai lability of document E22 had not been
substanti ated. Furthernore, there was no
explicit reference in E4 to the antinony
content of the high clarity polyester.

(i) The Opposition Division had m sconstrued the
principles of decision G 2/88.

(i1v) In the present case the new use was the use of
netal particles to attain the technical effect
of the reduction of reheat tine.

(v) Thus, the functional technical feature was the
attaining of such a technical effect and not
nerely the technical effect.

(vi) Since there was no reference in docunent E4 to
the use of netal particles, there was no
di sclosure in E4 that the attai nnent of the
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technical effect of a reduction of reheat tine
could be achieved by the use of netal particles.
Thus, the functional technical feature of

Claim 1 had not been previously disclosed.

Even if it mght be true that the skilled
person coul d have ascertained the antinony

| evel in CLEARTUF 7202 and in the high clarity
pol ymer, there was no disclosure in E4 which
attributed the difference in "80-second Heat-up
tenperatures” to the presence or absence of
nmetal particles.

Furthernore, there was no evidence that the
only difference between the two pol yester
conpositions of Table Il of E4 was the anpunt
of netal particles.

The Opposition Division had reached its
conclusion by interpreting the results of E4
with the benefit of the know edge disclosed in
the patent in suit.

Furt hernore decision G 2/88 was concerned with
the novelty of a "second" use of conmpound which
had al ready be proposed for a first use. It was
however clear that the prior art did not
di scl ose any use of the netal particles.

| ndependently of the fact that the reference to
the decision T 279/93 in the decision announced
by the Opposition Division at the oral
proceedi ngs m ght anount to a procedural
irregularity, since it was not discussed during
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t he oral proceedings, this decision was not
rel evant in the present case. In T 279/93 the
new use was the sane as the old use.

In contrast, the invention of the patent in
suit was not concerned with a nere di scovery
associated with the sinple repetition of a use
disclosed in the prior art since there was no
such use disclosed in the prior art.

Furthernore, the Qpposition D vision had

over| ooked the fact that factors other than the
difference in the content of antinony, mght be
responsi ble for the difference in 80-second
Heat-up tenperature. Factors such as the haze
of the preform the amount of colorant, and the
amount of sodi um or sodium acetate in the

pol yesters m ght influence the reheat tine.

The argunents presented by the Respondents (Opponents I,

11, and V) in the witten procedure may be sumari zed

as foll ows:

(i)

(i)

Claim1 of the main request did not neet the
requi renents of Article 123(2) EPC since the
original application did not disclose bottle
prefornms having walls made of a thernoplastic
pol yner .

The clains did not neet the requirenents of
Article 84 EPC for the follow ng reasons:
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The features "sufficiently fine for themnot to
be visible to the eye", and "intrinsically

absor bed radi ati on" were uncl ear.

The feature "reheat tine" was not associ ated
with any precise neaning. This rendered the

cl ai s uncl ear.

Pol yesters absolutely free of nmetal particles
were not avail able, so that the conparison
addressed in Caim1 could not be effected.
Furthernore, the reheat tinme m ght be

i nfluenced by other factors. Thus, the
conpari son woul d be neani ngl ess unl ess al

ot her factors were not specifi ed.

Concer ni ng novel ty:

CLEARTUF 7202 was clearly publicly avail able
before the priority date. Its conposition
formed therefore part of the state of the art
(cf. decision G 1/92, Q) EPO, 1993, 277)). It
was further known to use resins containing
reduced antinmony for making bottles by using a
reheat preform process (cf. E4).

The use of the netal particles according to
Claim1 related to a specific aspect of the use
of antinmony particles in a bottle preform but
did not differ fromthe known use.

E4 di scl osed the technical effect of a reduced
reheat tine linked with the use of CLEARTUF
7202 in a bottle preform Consequently the
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techni cal effect was not new. Discovering the
cause of a known effect was nmerely a discovery,
in particular if it was not linked with any new

physi cal activity resulting fromthis discovery.

(iii.4) The data points in Table Il of E4 concerning
CLEARTUF 7202 and the high clarity pol yester
could only be interpreted such that there was a
link between the reheat tinme and the presence
of antinmony particles. In that respect it was
evident that the antinony catal yst used in the
manuf acture of the high clarity pol yester had
been converted to antinony glycolate, so that
no netal particles were present.

(iii.5) Contrary to the subm ssions of the Appellant,
decision T 279/93 was rel evant, since the
physical activity of nmetal particles to reduce
the reheat tine was an old known use. In that
respect, the clainmed use nerely provided an
explanation for an old use or effect.

(iii1.6) The Appellant had specul ated that the shorter
reheat tinme of CLEARTUF 7202 m ght be rel ated
to other factors (e.g. haze, colorant) than the
presence of antinony particles. In that respect
the inproved reheat tinme of the inventive
exanple submtted with letter of 17 Cctober
2000 coul d al so be based on the greyer and

hazi er resin.

(iii.7) E4 clearly taught to use infrared absorbent
materials to reduce the reheat tine. It was

1407.D
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al so evident that the absorbent nmaterial of
CLEARTUF 7202 was the antinony particles.

(iii1.8) Docunments E1 and E2 woul d al so be novelty
destroyi ng.

Wth its letter dated 2 February 2004, Opponent ||
withdrew its opposition. Wth its letter dated 8 March
2004 Opponent | (Respondent 1) infornmed the Board that
it would not attend the oral proceedi ngs schedul ed on
11 May 2004.

Oral proceedings were held on 11 May 2004 in the
absence of Respondent I.

At the oral proceedings the Respondents while

mai ntai ning their objections concerning the form
allowability of the main request filed by the Appellant
with the Statenment of G ounds of Appeal (cf.

points V(i) to V(ii.3) above), further submtted that
Claim 1 extended beyond the scope of granted C ai m 8,
since the | anguage of Claim 1 enconpassed now t he
possibility of the netal particles to be present, for
exanple, in a coating layer of the preform while
Claim8 required that the particles be conprised in the
t her nopl asti c pol yner.

In that respect, the Appellant argued that Caim1 was
based on Claim8 as granted. The | anguage of O aim 1,
which related to the use of netal particles in a bottle
preform made of thernoplastic polynmer could only be
interpreted as inplying that the particles were in the
pol yner. Reference was al so nmade to the decision

T 190/99 of 6 March 2001 (not published in Q3 EPO. In
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vi ew of the objection under Article 123(2) EPC raised
by the Respondent concerning the feature "having
wal | s", the Appellant argued that this feature was
present in the granted clains and indicated that it
woul d not give its consent to the introduction of this
new ground of opposition into the proceedi ngs.

Fol l ow ng prelimnary observations of the Board
concerning the allowability of Claim1l of the main
request under Article 123 EPC, the Appellant submtted

an auxiliary request referred to as auxiliary request |I.

Claim 1l of the auxiliary request reads as foll ows:

"Use in a bottle preform having walls which are made of
a thernopl astic polymer, of netal particles which are
sufficiently fine for themnot to be visible to the eye
and which intrinsically absorb radiation in the

wavel ength region 500 nmto 2000 nm the particles
bei ng present in the thernoplastic polynmer in an anount
of from10 to 300 ppm based on the wei ght of the

pol yner, to reduce the reheat tine of the pol yner
relative to the reheat tine of the polyner in the
absence of the particles".

Clainms 2 to 5 are dependent cl ai s.

The Respondents having stated that they no | onger had
obj ections under Article 123 EPC in view of the

auxi liary request, the discussion essentially
concentrated on issues concerning (i) the allowability
of the clainms of the first auxiliary request under
Article 84 EPC, (ii) the sufficiency of disclosure of
the patent in suit, and (iii) the assessnment of novelty
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of the subject-matter of the first auxiliary request in
vi ew of docunents E4, E1 and E2.

(1) Concerning point (i)

(i1.1) The Appellant essentially argued that the
wor di ngs objected to (cf. point V(ii.1l) to
V(ii.3)) above) were present in granted C aim 8.
Thus, the alleged lack of clarity did not arise
fromthe anendnents nmade in the course of the
opposi tion and appeal procedure.

(i1.2) The Respondents, on the contrary, argued that
t he change of category of clains froma product
claim(granted Claim8) to a use cl ai manounted
to atotally newy fornul ated cl ai mwhich
shoul d be checked as such for its conpliance
with Article 84 EPC.

(i) Concerning point (ii):

Al t hough the objection of |ack of sufficiency of

di scl osure had not further been nentioned by the
Respondents in the witten appeal procedure, they
submtted that this ground of opposition was present at

t he begi nning of the opposition procedure and that the
obj ections nentioned under Article 84 EPC (cf.

points V(ii.1l) to V(ii.3) gave rise to corresponding

obj ections of insufficient disclosure under Art. 83 EPC.

The argunents presented by the Respondents nay be
summari zed as foll ows:
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There was no standard nmethod for determning as to
whet her the particles were visible to the eye or
not. Furthernore, it was not indicated whether the
particles should not visible as such, in the
preformor in the noul ded bottle. Thus, the
skill ed person would not know whether he was
wor ki ng i nside or outside the scope of the clains.

This deficiency was further aggravated by the fact
that the size range of the particles was |inked to
their intrinsic infrared absorption (cf. patent in
suit, page 3, lines 19 to 21).

The patent in suit (cf. page 2, lines 13 to 14)
only gave vague indications concerning the reheat
time. The nethod indicated on page 4 lines 8 to 13
did not allowto determne this essential feature,
since, according to this test, the reheat tinme was
set up at 45 seconds.

As acknow edged in the patent (cf. page 3,

lines 42 to 43) polyesters inevitably contai ned
resi dual amounts of netal particles. This inplied
that there was no polyester totally free of netal
particles. Thus, the conparison nentioned in
Claim1 could not be effected.

As shown by the Exanples 1 and 2 of Table 1 of the
patent in suit, there was no |inear relation

between the netal particles content and the reheat
time. Thus, an extrapolation to a polyester having
a nmetal particle content of zero was not possible.
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The reheat tinme could be influenced by other
factors such as the haze or the crystallization
state of the polyester. The conpari son woul d be
meani ngl ess unl ess these other factors were

mai ntai ned the sane. In that respect, it was
evident from Table | of the patent in suit, that
not only the netal particles content had been
changed but al so the haze and the content of
phosphite which m ght influence the nucleation and
thus the crystallization state of the polyester.

The argunents presented by the Appellant in response to

t he subm ssions of the Respondents concerning the

obj ection of insufficiency of disclosure my be

sunmmari zed as foll ows:

(1)

(2)

(3)

The skilled person would have no difficulty, using
t he resol ving power of the human eye, to determ ne
whet her the particles were visible to the eye in
situ (i.e. in the preform or not.

The sane was true for the upper Iimt of the range
of the particle size, i.e. the upper limt at
which the particles were still not visible to the
eye. The skilled person would al so know how to
determ ne whether the netal particles
intrinsically absorbed in the wavel ength regi on of
500 to 2000 nm

The reheat tinme was a well known feature in the
bl ow nmoul di ng of preforns. Precise indications of
the starting tenperature and the end-tenperature

were not necessary, since it was the relative
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val ues of the reheat tinme under the same
condi ti ons which were essenti al .

(4) Even if the patent in suit did not expressly refer
to an extrapol ati on nethod for assessing the
reheat tine of the polyner totally free of netal
particles, such extrapol ation nmethod bel onged to
the normal practice of the skilled artisan.

(5) The exanples of Table |I of the patent in suit had
been carried out using polyesters made under the
sanme manufacturing conditions. The phosphorus
conmpound had a marginal contribution to the reheat
time. Thus, the variation of the reheat tinme was
directly Iinked to the content of netal particles.

(iii) Concerning novelty:

Fol l ow ng prelim nary considerations of the Board
concerning the passage of the decision under appeal
according to which the Patentee had not contested that
CLEARTUF 7202 was available prior to the priority date
and contained netal particles within the requirenents
of aiml, the Appellant indicated that it did not
contest either the availability of CLEARTUF 7202 prior
to the priority date or the fact that this pol yester

m ght contain antinony particles in the anmount required
by aim1l, but it submtted, firstly, that docunent
E22 was not publicly avail able before the priority date,
and, secondly, that there was no anal ytical nethod at

t he di sposal of the skilled person in order to allow
himto determine as to whether the antinony particles
in the polyester CLEARTUF 7202 were indeed in the
oxidation state O, i.e. in the netallic state.

1407.D
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In that respect the Respondents argued that the
conposition of the pol yester CLEARTUF 7202 fornmed part
of the prior art, since this product was publicly
avai l abl e before the priority date of the patent in
suit. Reference was nade to the decision G 1/92 of the
Enl arged Board of Appeal. Furthernore, the oxidation
state of the antinony m ght be determ ned by anal ytica
met hod such as X-ray crystall ography. The Respondents
submtted that, if, at such a |l ate stage of the
proceedi ngs, the Appellant intended to challenge the
anal yzability of CLEARTUF 7202, and if the Board woul d
be inclined to consider this argunent, they would
request an adj ournnent of the oral proceedings and the
continuation in witing of the procedure in order to
give themthe opportunity to present counter-argunents
on that point.

The Parties were inforned that the Board considered, in
absence of any evidence of the contrary from side of
the Appellant, that the conposition of CLEARTUF 7202
formed part of the part of the prior art.

The argunents presented by the Parties concerning the
novelty of the clainmed subject-matter nmay be summari zed
as follows:

(iii.1) By the Appellant:

(a) It was true that Table Il of docunent E4 showed

t hat CLEARTUF 7202 had a shorter reheat tine than
the high clarity pol yester.
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Even if it could have been known that there was a
difference in the content of netal particles

bet ween CLEARTUF 7202 and the high clarity

pol yester, it could not be ascertained that the
netal particle content was the only difference

bet ween the CLEARTUF 7202 and the high clarity

pol yester, since neither the exact preparation
conditions of the CLEARTUF 7202 used in Table |

nor those of the high clarity polyester were known.

There were ot her possible explanations for the
difference in reheat tinme between these two
pol yest er sanpl es.

This would inply that it could not be directly and
unamnbi guousl y derived from docunment E4 that the
reduction of the reheat tinme was attributable to
the difference in nmetal particle content.

Fol l owi ng the principles set out in decision

G 2/ 88 the reducing of the reheat tine by the use
of the nmetal particles represented a techni cal
feature of the clained invention.

Since this technical feature was not disclosed in
E4, the subject-matter of Claim1l was novel over
E4.

Docunments E1 and E2 could not chall enge the
novelty of the clainmed subject-matter, since they
did not refer to the reheat tinme of the polyesters
di scl osed therein.

.2) By the Respondents:
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The aimof E4 was to obtain polyester preforns
having a high clarity and a short reheat tine.
According to E4, this problemcould be sol ved by
adding an infra-red absorbent such as carbon bl ack
into a high clarity polyester. The high clarity
pol yester did not contain nmetal particles since as
indicated in Table | of E4 the antinony trioxide
had been converted into antinony glycol ate.

Table Il of E4 showed that the reheat tinme of the
carbon bl ack nodified high clarity polyester was
conparabl e to that of CLEARTUF 7202, which was
known, not to have a high clarity due to the
presence of netal particles.

Thus, it could be inplicitly inferred fromE4 that
the nmetal particles gave the sane effect on the
reheat tinme as carbon bl ack. Reference was al so
made to the decision T 892/94 (QJ EPO, 2000, 001).

Determi ning the reheat tinme of preformwas a
necessity in the bl ow noul di ng process. Thus, the
skilled person would inevitably have seen that the
reheat tinme of CLEARTUF 7202 was shorter.

There was no new utility of the netal particles
according to Caim1 of the patent in suit since
the technical effect relied on by the Appellant
was inevitably attained when using CLEARTUF 7202
in a bl ow nmoul di ng process.

The only difference with E4 resided in the nere
expl anation of the shorter reheat tine.
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(g) Docunents E1 and E2 disclosed in their Table I
of (cf. Sanple 1 thereof)) a polyester conprising
antinmony nmetal particles as required in Claim1 of
the patent in suit.

(h) This polyester was used for naking bottles by bl ow
nmoul di ng using the preform process (cf. Table II
of E1 and E2). Thus, the skilled would have
i nevitably observed that this specific polyester
had a shorter reheat tine than the other
pol yesters used in Table Il and not containing
nmetal particles.

The Appel |l ant requested that the decision under appeal
be set aside and that the patent be maintained on the
basis of Clainms 1 to 5 of the main request filed on
April 26, 2002 or, in the alternative on the basis of
the Cains 1 to 5 of auxiliary request |, filed at the
oral proceedings, or that the case be remtted to the
first instance for the exam nation of the inventive

st ep.

The Respondents requested that the appeal be di sm ssed
or that the case be remtted to the first instance for
t he exam nation of the inventive step.

Reasons for the Decision

1

1407.D

The appeal is adm ssible.

Procedural matters:
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As nentioned above in paragraph VI, Respondent |
indicated with its letter dated 8 March 2004 that it
woul d not be represented at the oral proceedings. In
accordance with Rule 71(2)EPC, the proceedi ngs
continued wi thout Respondent 1.

Mai n request

3.2

3.3

1407.

Article 123(3) EPC

Wil e the Appellant has argued that Claim1l is based on
a reformul ation of granted product Claim8 in a use
claim it is true as submtted by the Respondents (cf.
point VIl above), that CQaim1 further differs from
granted Claim8 by the feature that it relates to the
use of netal particles in a bottle preformhaving walls
made of a thernoplastic polyner, while Claim8 as
granted is directed to a bottle preformhaving walls
whi ch are made of a thernoplastic polynmer which
contains the netal particles.

It thus follows that the | anguage of Claim1 could be
interpreted as inplying that the particles are no

| onger restricted to be present in the thernoplastic
pol ynmer used for making the walls of the preform as
required by granted Claim8, but may be incorporated in
ot her parts of the preforme.g. in a coating |ayer

In the Board's view, such interpretation is not an
interpretation that the skilled person would rule out,
since it clearly makes technical sense (cf. T 190/99
menti oned above). Thus, the Board cones to the
conclusion that the | anguage of CCaiml |eads to an
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extension of the protection conferred by the clains as
granted, contrary to Article 123(3) EPC.

Consequently, the main request nust be refused.

Auxi | iary request |

4.2

1407.D

Article 123(2) EPC

It is noted by the Board that an objection under
Article 100(c) EPC has neither been raised agai nst the
granted patent by the Qpponents, nor dealt with in the
appeal ed deci si on.

Furt hernore, as indicated above in paragraph VII, the
Pat entee (Appellant) has not given its approval for the
i ntroduction of this new ground of opposition.

This has as a consequence that the assessnent of the
allowability of Claim1l under Article 123(2) nust be
limted to that of the amendnents made during the
opposi tion and/ or opposition appeal proceedi ngs

(G 10/91 Q) EPQO, 1993, 420).

In that context, it is evident that granted Caim38
inherently related to the use of netal particles
present in a thernoplastic polynmer in an anmount of from
10 to 300 ppm such that the reheat tine is | ess than
the reheat tinme of the polymer in the absence of the
particles. Thus, Caim1l of the auxiliary request
results froma nere refornulation of product Caim8 as
granted in a use claim Thus, Caim1l is not open to

obj ections under Article 123(2) EPC
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It further follows that no objection under

Article 123(2) EPC can arise agai nst dependent Clains 2
to 4 which derive fromthe refornulation in use clains
of granted dependent Clains 9, 10, 11 respectively.
Claim5 is based on the refornulation of granted

Claim 13, as use claimand further limted by the

i ncorporation of the features set out on page 2,

lines 34 to 36 of the published patent application.

Article 123(3) EPC

As indicated above, Cains 1 to 5 result fromthe
refornmul ation of granted products Clains 8, 9, 10, 11
and 13, respectively, as use clains.

Follow ng the principles set out in decision G 2/88 (cf.
Headnote 2), the Board conmes therefore to the

conclusion that Clains 1 to 5 are not open to

obj ecti onunder Article 123(3) EPC

Article 84 EPC

The Respondents have argued that, due to the amendnents
made in Claiml, the clarity of this claimnust be re-
exam ned, and they have thus rai sed objections under
Article 84 concerning several features in Claim1l (cf.
points V(ii.1l) to V(ii.3), above).

When amendnents are made to a patent during an
opposition, Article 102(3) EPC requires consideration
as to whether the anmendments introduce any
contravention of any requirenent of the Convention,
including Article 84 EPC. Article 102(3) EPC, however,
does not all ow objections to be based upon Article 84
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EPC, if such objections do not arise out of the
anendnents nmade (cf. also decision T 301/87; QI EPQ
1990, 335; Headnote 1).

In the present case, the Board notes that the features
of Claiml to which objection has been rai sed under
Article 84 EPC by the Respondents (cf. points V(ii.1)
to V(ii.3), above) were already present in granted
Claim 8.

In this connection, it is further evident that the nere
reformul ati on of granted product Claim8 into a use

cl aim cannot generate a lack of clarity of these
features in the context of Claim1l.

It thus follows that the raising of these objections
under Article 84 EPC by the Respondents against Claim1l
cannot be al | owed.

Since, in the Board' s view, no objection under
Article 84 EPC arises fromthe change of category per
se of granted Clains 8, 9, 10, 11 and 13 into use
Clains 1 to 5, the Board conmes to the concl usion that
the requirenents of Article 84 EPC read in connection
with Article 102(3) EPC are net by all the clains.

Sufficiency of disclosure

Claim1l is to be construed as inplying that is
essential for the clainmed use (i) that the netal
particles should be sufficiently fine for themnot be
visible to the eye, (ii) that they intrinsically absorb
radi ation in the wavel ength region of 500 to 2000 nm
and (iii) that a conparison between the reheat tinme of
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t he thernopl astic pol yner containing the netal
particles and that of the polyner in the absence of
particles can be effected.

On that basis, it remains thus to be deci ded whet her
t he patent specification provides sufficient

information on these essential features in order to
enable a person skilled in the art to carry out the

i nventi on.

Concerning feature (i):

(a) In that respect, the Respondents have argued t hat
wi t hout the indication of a standard nethod for
determining this essential feature, the skilled
person woul d not know whet her he is working
according to Caim1l. This argunment, however, is,
in the Board's view, rather associated with the
scope of the claim i.e. Article 84 EPC, than with
sufficiency of disclosure (cf. also T 943/00 of
31 July 2003, not published in Q3 EPO Reasons for
t he Decision, point 10.5.1).

(b) Furthernore, there can be no doubt that it will be
i mredi ately apparent to the skilled person whet her
or not the particles are visible to its eye in the
preform so that no lack of sufficiency in the
sense of Article 83 EPC can arise in respect of
this feature.

Concerning feature (ii):

(a) According to the patent in suit (cf. page 2,
lines 17 to 19), the absorption in the polyner is
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a conbination of light scattering by suspended
matter in the material and any intrinsic
absorption of the suspended matter.

This inplies, in the Board' s view, that the
absorption relies on two different aspects of the
particles, i.e. their size (scattering) and the
material they are made of (intrinsic absorption).

It thus follows, independently of the fact that
the patent in suit gives several exanples of
suitable nmetals (cf. page 3, lines 14 to 16) to be
used as a material for the particles, that the
skilled person would have no difficulty in

sel ecting an appropriate netal in view of its
infrared absorption spectrum

It further follows in view of page 3, lines 19 to
21, read in conbination with page 2, lines 17 to
19, that the skilled person would, w thout undue
burden, select the appropriate particle size
fulfilling both the criterion of not being visible
to the eye and that of exhibiting the desired

| ar ge absorption range due to light scattering.

7.2.3 Concerning feature (iii)

1407.D

(a)

Firstly, it cannot be contested that the person
skilled in the art of manufacturing bottles by the
preform process woul d know to what the reheat tine
in this technology refers, i.e. the tinme necessary
to reheat the preformin order to attain the
tenperature at which it could be bl ow noul ded.
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Secondly, while it is correct, as submtted by the
Respondents, that the patent in suit does not
preci sely define the starting tenperature
("usual ly at anbient tenperature") or the
tenperature to be reached at the end of the reheat
time ("about 100°C'), it should be kept in mnd
that it is not the duration of the reheat tinme as
such which is at stake but that a neani ngful
conpari son of the reheat tines between a pol yner
conprising nmetal particles and the sanme pol yner
free of netal particles could be carried out.

Consequently, the indication of the exact
conditions of the determ nation of the reheat tine
is not the deciding factor for the issue of
sufficiency, since the skilled person only needs
to maintain the same conditions for the reheating
of the preformin order to obtain a neaningful
conpari son

Thus, the question of sufficiency of disclosure in
view of feature (iii) boils down to the question
as to whether the skilled person could have had
access to the reference used as basis in the
conpari son addressed in Claim1l, i.e. the polyner
free of netallic particles.

(1) In this connection, it is clear fromthe
description of the patent in suit (cf.
page 3, lines 40 to 44) that polyners, e.g.
pol yesters, generally contain residual
anounts of metal particles.
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Nevert hel ess, even if a polyner totally free
of netal particles could not be obtained, it
woul d not represent an undue burden for the
skilled person to prepare a series of

pol ynmers under the sanme conditions but
differing essentially in their netal
particles anobunt and exhi biting decreasing
amounts thereof, to determ ne their reheat
time under the sane conditions, to quote the
reheat tine in relation to the netal content
and then to extrapolate the reheat tine at
zero netal particles, in as much that such a
nmet hod can be inferred fromthe patent in
suit (cf. Exanples 1 to 7, Table 1).

In that respect the Respondents have
questioned the validity of the relation

bet ween netal content and reheat tine in
view of the data in Table | of the patent in
suit arguing that other factors, such the
haze or the phosphorous content of the

pol ymer have not been kept the sane.

However, the Board observes that the
Exanples 1 to 7 have been prepared under the
sanme conditions, and that, according to the
Patentee the role of the phosphite conponent
is marginal in the reheat process, so that a
direct relation between netal particles
content and reheat tinme can be derived. In
any case, the issue raised by the
Respondents, is an issue which would
normal |y be decided in the |light of relevant
experinmental evidence. No such evidence was
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provi ded by the Respondents, however, which
have the onus of the proof (cf. T 182/89, QJ
EPO, 1991, 391).

Thus, for the reasons nentioned above in Section 7.2,
the Board conmes to the conclusion that it has not been
shown to its satisfaction that there is a deficiency in
the patent in suit contrary to Article 83 EPC.
Consequently the ground of opposition under

Article 100(b) EPC cannot succeed.

Novel ty

Lack of novelty of the clainmed subject-matter has been
al | eged by the Respondents in view of docunments E4, E1
and E2.

Docunent E4 relates to a polyester conposition which
has high clarity, neutral hue and | ow haze val ues and
contains very small amounts of an infrared absorbing
material. According to E4, high clarity polyesters when
subjected to a heating step in a light emtting oven
(e.g. infrared radiation), exhibit excessive heating
times. Thus, docunent E4 teaches to use specific types
of materials in order to inprove the heat-up rate of
high clarity polyester resins utilized in |ight-
emtting ovens. A preferred material is carbon bl ack.
Pol yesters containing small anmounts of carbon bl ack
therein can be utilized in any situation wherein the
reheat or the heat-up tinme is desired to be shortened
with regard to light fromheat-emtting and infrared
lighting sources. Specific areas of use of the

pol yester include situations wherein prefornms exist
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whi ch then are heated to forma final product, for
exanple, as in the use of parisons which are bl ow

nmoul ded to forma bottle (colum 3, line 22 to colum 4,
line 10).

8.1.2 A preferred high clarity polyester is made utilizing an
antinony catal yst, a phosphorus conpound, and a bl uing
agent. The antinony catalyst utilized in such a high
clarity resin can be generally any trivalent organic
anti nony conpound known to the art. The high clarity
pol yester is also nade using relatively | ow amounts of
a phosphorus conpound, for exanple a phosphate or
phosphoric acid, and a bluing agent (e.g. cobalt
conpounds). If a bluing agent is not utilized, the
resul ting pol yner produced would generally not have the
neutral hue in that it would have an undesirable
yel l owi sh tinge or colour. Since cobalt conpounds have
been shown to increase the acetal dehyde |evel in a
cont ai ner, an amount of a phosphate conpound (i ncl uding
phosphoric acid) is utilized to suppress the catalytic
activity of the cobalt conpound. Should a greater
amount be utilized, free phosphate will generally exist
which will react with the antinony to produce an
anti nony phosphate type conpound and, if sufficient
anounts exist in excess of the solubility limt of such
a conmpound, will formparticles and/or nucleation of
crystallinity upon formation of the polyester and
results in a hazed article (colum 4, line 51 to
colum 5, line 59).

8.1.3 In a specific exanple, docunent E4 (Table I) discloses
the preparation of a high clarity poly(ethyl ene
terephthalate) resin nodified by the addition of finely
di vi ded carbon bl ack. According to E4 pol yesters having

1407.D
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di fferent amounts of carbon black were prepared in a
simlar manner, including a high clarity control which
had no carbon black therein at all. The polyesters were
then made into preforns in a conventional manner. The
preforns were heated in a quartz infrared heated oven
for 80 seconds. Furthernore, a conventional polyester
i.e. CLEARTUF 7202, nade by Goodyear was utilized as a
control (colum 7, lines 45 to 55).

In that respect, it has been indicated in the decision
under appeal, by reference to the docunments E17 to E22,
that the Opponents (Respondents) have denonstrated that
CLEARTUF 7202 was conmercially avail able before the
priority date of the patent in suit and that this

pol yester contained netal particles within the
requirenments of Claim1 of the patent in suit.
Furthernore, the decision stated that this had not been
contested by the Patentee (Appellant).

However, as nentioned above in point VII(iii), the
Appel I ant, although indicating that it did not contest
that the polyester CLEARTUF 7202 woul d have been

avai lable to the public before the priority date and
that it contained antinony particles in the anpunt
required by Caim1l, has questioned the public

avai lability of E22 and the technical possibility of
determ ning the oxidation state of the antinony
particles in CLEARUF 7202.

In this connection, the Board is firstly of the opinion
that it is not necessary for it to decide on the public
availability of docunment E22, since all the Parties
have agreed that CLEARTUF 7202 was conmmercially
avai l abl e before the priority date. Secondly, taking
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into consideration that the | ate subm ssion of the
Appel l ant that the oxidation state of the antinony in
CLEARTUF 7202 coul d not have been determ ned, has not
been supported by any rel evant evidence, the Board,
having further regard to the fact that the Appellant
has neverthel ess conceded that CLEARTUF 7202 cont ai ned
antinmony in the required anmount, can only consider, in
accordance with the principles set out in decision

G 1/92, that the conposition of CLEARTUF 7202 and thus
t he oxidation state of the antinony therein were

avai lable to the public before the priority date of the
patent in suit. Wiile this consideration corresponds to
the nost favourable starting point for the Respondents
for the assessnment of novelty, this does not preclude,
in the Board's view, the Parties fromsubmtting during
the further prosecution of the case (cf. point 9, below
evidence in order to show whether the oxidation state
of the antinony in CLEARTUF 7202 coul d not (Appellant)
or could (Respondents) have been detern ned.

In this context, it can be seen from Table Il of E4

t hat CLEARTUF 7202 achi eved a tenperature of about
210.5°F after 80 second heat-up and that the high
clarity pol yester not containing carbon black only
achi eved 201°F, i.e. in other words that CLEARTUF 7202
exhibited a shorter reheat tine than the high clarity
pol yester not containing carbon black. It is also
apparent from Table Il that small anmounts of carbon

bl ack i ncreased the tenperature at the 80 second heat -
up to that of the prior art non-high clarity preform
(i.e. CLEARTUF 7202) and even above it, i.e. that the
reheat tinme was reduced and, hence i nproved.
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VWhile it can therefore be concluded that docunent E4
di scl oses that CLEARTUF 7202, which on this basis
(section 8.1.6,above) is regarded as containi ng netal
antinmony particles within the requirenents of Caiml,
exhibits a reduced reheat tinme in conparison to the
high clarity polyester of Table Il, it has to be
established in order to assess the novelty of the

cl ai med subject matter over docunent E4:

(a) whether this high clarity polyester is free of
nmetal particles or at |east contains a |esser
anount of netal particles than CLEARTUF 7202, and
if so,

(b) whether there is a clear and unanbi guous
di scl osure in docunent E4 according to which the
reported reduction of the reheat tine is linked to
the difference in netal content.

Concerning the first question, it is evident that E4 is
totally silent on the amount of netallic particles in
the high clarity polyester. Furthernore, since the
exact conditions of the preparation of the high clarity
pol yester are not disclosed in E4, it cannot be
ascertai ned how nuch, if any, netal particles would be
present in the high clarity polyester, so that it is

hi ghl y questionable as to whether a valid conparison
can be made.

Even if, for the sake of argunent, one woul d consider
that the high clarity polyester was substantially free
of netal particles, it is noted by the Board, firstly,
that there are several differences between the

manuf acture of the high clarity polyester and that of
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CLEARTUF 7202, namely inter alia the presence of a
cobalt compound and that of phosphoric acid (cf. also
point 8.1.2 above), secondly, that E4 does not give any
i ndication on the respective crystallinity, nucleation,
and haze of either the high clarity polyester or the
sanpl e of CLEARTUF 7202 used in the exanple, and
thirdly that any or all these different factors m ght
have an influence on the reheat tinme of the respective
pref or ms.

Consequent |y, docunent E4 does not disclose clearly and
unanbi guously that the shorter reheat tine of CLEARTUF
7202 is due to the difference in netal particle content
bet ween CLEARTUF 7202 and the high clarity polyester,
or, therefore, that there is a |link between the netal
particle content of the polyesters and their reheat
tinme.

On this basis, and follow ng the principles set out in
decision G 2/88 (Reasons, point 9), the attaining of a
reduction of the reheat time which underlies the use of
the netal particles constitutes a technical feature of
the clainmed invention according to the patent in suit.

Si nce, as shown above, there is no clear and

unm st akabl e teaching in E4 of this technical feature
of the clainmed invention, the subject-matter of daiml
and by the sane token that of dependent Clains 2 to 5
nmust be considered as novel over E4 (cf. also T 355/99
of 30 July 2002; not published in QI EPO, Reasons

point 2.2.4).

Thi s concl usion cannot be altered by the further
argunents of the Respondents, in view of the decisions
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T 892/94 and T 279/93, that the clained use of the
metal particles would represent at nost a nere theory
expl ai ning the reduction of reheat time, since the
circunstances of the present case totally differ from
t hose underlying these decisions for the follow ng
reasons:

(a) I'n the decision T 892/94, the Board stated that the
use of aromatic esters as active ingredients in a
deodor ant conposition was already known in a prior art
docunent. Thus, it considered that the ex post facto

di scovery that the deodorising effect of the aromatic
esters when used as active ingredients in deodorant
conpositions mght result fromtheir capability of

i nhibiting esterase producing mcro-organi snms coul d not
confer novelty over the cited prior art.

(b) These consi derations were, however, based on the
fact that there was already in the prior art a

di scl osure of the deodorant activity of the aromatic
esters. Here by contrast, docunent E4 is totally silent
on any activity associated with the presence of the
nmetal particles in CLEARTUF 7202. In that respect, the
argunent of the Respondents that netal particles would
have the sane effect as carbon black (cf.

point VII(iii.2.c) above) relies on inventive step
consi derations, which should be strictly distinguished
fromthose of novelty (cf. T 572/88 of 27 February 1991
(not published in Q3 EPO, Reasons point 4).

(c) In the decision T 279/93, the Board considered that
the use of a known starting material in a known process
for making a known end product in order to reduce the
formati on of specific inpurities, did not require any
new physical activity not already required by the old
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use of the known starting material in the known process
to make the desired end product, and that noticing that
the end product has less inpurities was a nere

di scovery.

(d) Wiile in the case under consideration in T 279/93,
there was in the prior art a direct |ink between the
known starting material and the known end product by
way of the known process (i.e. there was no new
physical activity in relation of the starting conponent
in the process), in the present case, however, as

nmenti oned above, there is no indication in E4 of any
physical activity of the netallic particles in the

pol yester, let alone of a |link between netal particles
content and reheat tinme. Furthernore, the attaining of
a reduction of the reheat tinme by the use of the netal
particles in respect of the sanme pol ynmer not containing
the netal particles could not have been noticed from
E4, since there was no adequate basis for conparison in
E4.

Concerni ng docunents E1 and E2, the Board observes that
t hese docunents have a very simlar content, since
docunent E2 is a continuation in part of the US patent
application No. 245838 of 20 March 1981, of which
docunent E1 clains the priority.

As disclosed in these docunents (cf. El, page 2,
lines 9 to 14; cf. E2, colum 1, lines 15 to 25), sone
amount of netallic antinony is forned when an anti nony
catalyst is used in conbination with a phosphite
conmpound in the manufacture of polyester resins.
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In this context, while it can be considered that the
pol yester referred to as a Sanple 1 in Table |1l of
both E1l and E2 woul d probably contain a certain anount
of netallic antinony since a phosphite conpound has
been used in conbination with an antinony catal yst for
its preparation, neither E1 nor E2 nentions the anount
of nmetallic antinmony in that polyester.

Furthernore, neither E1 nor E2 discloses the reheat
time of the respective bottle preforns nade fromthe
vari ous polyesters exenplified in Table I1l thereof.

Thus, at | east for these reasons El1 and E2 cannot be
consi dered as prejudicing the novelty of the subject-
matter of Clains 1 to 5.

Consequently, the Board conmes to the conclusion that
the subject-matter of Clains 1 to 5 is novel over the
prior art referred to by the Respondents and that the
deci si on under appeal nust be set aside.

Rem ttal

The Opposition Division revoked the patent on the
ground of |ack of novelty, and as a consequence did not
express its opinion regarding the ground of |ack of

i nventive step.

Having regard to the requests of all the Parties for
remttal to the first instance and in order not to
deprive themof the possibility to be heard by two

i nstances, the Board considers it appropriate to nmake
use of its discretionary power under Article 111(1) EPC
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and to renmt the case to the first instance for further

prosecuti on.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.
2. The main request of the Appellant is refused.
3. The case is remtted back to the first instance for

further prosecution on the basis of Auxiliary Request I,
filed at the oral proceedings.

The Regi strar: The Chai r man:

E. Gorgnmaier R Young
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