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Summary of Facts and Subm ssi ons

1985.D

Mention of the grant of European patent No. 0 555 069
in respect of European patent application

No. 93 300 785.8 in the nane of Sericol Limted, which
had been filed on 3 February 1993 claimng a GB
priority of 7 February 1992, was announced on

13 Decenber 1995 on the basis of 12 clains, independent
Clainms 1 and 12 reading as foll ows:

"1l. A radiation curable conposition conprising a free

radi cal |y pol ynerizabl e nononer or prepolyner; a

di fferent nononer containing an N-vinyl group selected
from N-vinyl caprolactam N-vinyl carbazole, or N,N -

di vi nyl - 2-im dazol i done and a pignent."

"12. A method of printing which conprises applying a
conposition according to any of the preceding clains to
a surface of a substrate and exposing the printed ink
conposition to radiation to effect curing of the
conposition.”

Claims 2 to 11 were dependent on C aim 1.

Notice of Qpposition requesting revocation of the
patent in its entirety on the grounds of Art. 100(a)
and/or (b) EPC was filed by

Coates Brothers plc (Opponent 1) on 11 Septenber 1996

Mar abuwer ke GhbH & Co. KG (Opponent 11) on 13 Septenber
1996, and by
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A.M Ramp & Co. GrtbH Druckf arbenfabrik (OCpponent 111) on
13 Sept enber 1996.

The oppositions were inter alia based on docunents
D11 (DE-A-3 027 574) and D12 (DE-A-2 441 148).

By its decision announced orally on 16 January 2002 and
issued in witing on 29 January 2002, the Opposition
Di vision revoked the patent.

Thi s deci sion was based on the following Claim1l
submtted as auxiliary request with the letter dated
19 Decenber 2001

"1. A radiation curable, screen printing ink
conposition conprising a free radically polynerizable
nononer or prepolynmer; Nvinyl caprolactam and a

pi gment; the conposition not including Nvinyl-2-
pyrrolidone. ™

It was held in that decision that the patent in suit
did not disclose the invention over the whol e clained
range in a manner sufficiently clear and conplete for
it to be carried out by a person skilled in the art. It
had to be concluded, in the Opposition Division' s view,
fromthe various experinents perfornmed by the opponents
and on the basis of the information in the patent
specification including the skilled person's conmon
general know edge, that the teaching of the patent
coul d not be inplenmented. This conclusion even applied
to the preferred enbodi nents according to Exanples 1
and 2 of the patent whose repetition by Opponent 11
with commercially avail abl e standard products failed to
provi de wor kabl e screen printing inks.
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Wth regard to the issues of novelty and inventive
step, which were not part of the decision under appeal,
the Opposition Division drew attention to docunents D11
and D12 which they considered to be of rel evance.

On 28 March 2002 the Patentee (Appellant) | odged an
appeal against the decision of the Qpposition Division
and paid the appeal fee on the sane day. The Statenent
of Grounds of Appeal was filed on 7 June 2002.

Further witten subm ssions of the Appellant date from
27 May 2004.

At the oral proceedings held on 24 June 2004 it filed
as its sole request an anended set of Clains 1 to 12
whose Claim 1 reads as foll ows:

"1. A radiation curable, screen printing ink
conposition conprising a free radically polynerizable
nmonomner or prepolyner; a different nononmer containing
an N-vinyl group which is Nvinyl caprolactam and a
pi gment; the conposition not including Nvinyl-2-
pyrrolidone. ™

The argunents of the Appellant submitted in witing and
at the oral proceedings may be summari sed as foll ows:

(a) Cdaim1l as anended according to the afore-
menti oned sol e request conplied with
Article 123(2) and (3) EPC because the
(re-)insertion of the words "a different nononer"
removed any doubt as to the requirenment of the
additional presence in the conposition of a free
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radi cal |y pol yneri sabl e nononer (or a prepol ymer)
ot her than N-vinyl caprolactam (NVC), and because
the desirability of the absence of N-vinyl-2-
pyrrolidone (NVP) was clearly derivable fromthe
specification (page 3, lines 1 to 5).

The Opposition Division's conclusion of
insufficiency of the clained invention under
Article 83 EPC was, in the Appellant's view,

m sconcei ved because it was wongly based on a
conpari son of the performance (bl ocking
characteristics) of the clainmed NVC conprising
inks with the NVP-conprising inks of the state of
the art, an exercise that belonged to the
assessnent of inventive step under Article 56 EPC
and not to that of sufficiency under Article 83
EPC.

I n support of this reasoning the Appellant relied
on the third paragraph of section 2.5.2 of G 1/03
from8 April 2004 (to be published in the QJ EPO
whi ch reads:

“If ... there is lack of reproducibility of the
claimed invention, this may becone rel evant under
the requirements of inventive step or sufficiency
of disclosure. If an effect is expressed in a
claim there is lack of sufficient disclosure.
Oherwise, ieif the effect is not expressed in a
claimbut is part of the problemto be sol ved,
there is a problemof inventive step ...".

Since, in the present case the achievenment of a
superior performance of NVC conprising inks over



1985.D

(d)

(e)

(f)

- 5 - T 0327/ 02

NVP- conpri sing i nks was not expressed in Claim1l,
it followed, in the Appellant's view, that the
assessnment of these performance related effects
was not a matter of sufficiency under Article 83
EPC.

Wth regard to this issue the question was

whet her, on the basis of the patent's disclosure
and considering the skilled person's conmon
general know edge and abilities, this person was
in a position to prepare workabl e radiation-
curabl e screen printing ink conpositions as
defined in Cdaim1l1. In the Appellant's view, this
was i ndeed the case.

The term "screen printing ink conpositions” in
Claim 1 was undoubtedly only directed to
practically feasible conpositions; non-workabl e
conpositions were thus automatically excluded and
the issue of sufficiency of the disclosure would

therefore not even ari se.

Mor eover, there was enough guidance in the patent
specification, eg on page 3, lines 17 to 53, to
choose an appropriate binder conponent even though
the "inventive" Exanples 1 and 2 only contained
the classifying characterisations "aliphatic

uret hane acryl ate” and "Bi sphenol A based epoxy
acryl ate".
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The person skilled in the art of screen printing

i nks was aware of a nunber of commercial materials
whi ch were prom sing candidates and it did not
requi re undue burden to find out those ones
appropriate for the fornul ati on of workabl e screen
printing ink conpositions.

In this respect the Appellant referred to the
new y cited docunent P8:

"Chem stry & Technol ogy of UV and EB Formul ati ons
for Coatings, Inks and Paints”, Vol. Il
"Prepolyners & Reactive Diluents for UV and EB
curabl e Fornul ati ons", pages 118 to 123 (1991),

as well as to further passages fromthis textbook.

(g) The partly unsatisfactory results of the
repetition of the Exanples of the opposed patent
by Opponent |1l (annex Il to its subm ssion dated
13 Septenber 1996; hereinafter: "Ranp-report")
usi ng Ebecryl ®30 as aliphatic urethane acryl ate
and Ebecryl ®00 as epoxy acrylate represented
occasional failures which, in accordance with the
conclusions of T 14/83 (QJ EPO 1984, 105), were
not detrinental to the sufficiency of the patent's
di scl osure as required by Article 83 EPC,
repetitions of the sanme exanples by the other
Opponents using different comrercial acrylate
bi nders | ed indeed to workable screen printing

i nks.

1985.D
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(h) In judging the compliance with the requirenents of
Article 83 EPC of the burden involved in reducing
the disclosed teaching to practice it had to be
kept in mnd that the respective practitioner
shoul d be skilled in the art of screen printing
i nks, should be constructive and should fornul ate
t he conpositions for success not failure.

The Opponents (Respondents) filed the following witten

subni ssi ons:

OQpponent 1: subm ssions dated 26 February 2003, 24 May
2004 and 28 May 2004.

Qpponent 11: subm ssions dated 27 February 2003 and
21 May 2004.
Qpponent 111: subm ssion dated 24 May 2004.

The argunents presented by the Opponents in their
witten subm ssions and at the oral proceedi ngs nmay be
summari sed as foll ows:

(a) Opponent Il denied the conpliance of Claiml with
Article 123(2) EPC because, in its view, the
provi so "the conposition not including Nvinyl-2-
pyrrolidone"” was not supported by the original
di scl osure of the opposed patent which allowed for
t he presence of some anounts of this conmpound even
after curing of the prints.
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The deci si on under appeal should be uphel d because
it was established by the experinental evidence
submtted during the first instance opposition
proceedi ngs and suppl enment ed by

Annex Al13 "CGutachten des Instituts fur Lacke und
Farben e.V. Magdeburg" dated 26 February 2003,
submtted with Opponent I1's letter of 27 February
2003

that, on the basis of the information in the

patent specification it was inpossible to attain

t he advant age sought by the clainmed invention, i.e.
to fornulate a screen printing ink conposition
conprising NVC as reactive diluent which ink
conposition was superior, especially with regard

to its blocking characteristics, to an anal ogously
formul ated conposition conprising NVP as the

reactive diluent.

This was conspicuous in the light of the Ranp-
report which, in spite of its use of the
commercial acrylate materials Ebecryl 230 and
Ebecryl 600 in conpositions fully corresponding to
those of the "inventive" exanples of the opposed
patent, did not succeed in providing comrercially
feasi bl e screen printing ink conpositions.

Mor eover, contrary to the assertions of the
opposed patent, the Ranp-report showed that NVP-
conpri sing conpositions anal ogous to the
"inventive" NVC-conprising conpositions provided
non- bl ocki ng prints.
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These facts were further supported by the
experinmental report submitted with Opponent II1's
subm ssion dated 13 Septenber 1996 which rel ated
to tests of four urethane acryl ate based inks
("Rezeptur 1 to 4" using Ebecryl 270 or Ebecryl
4858) conprising NVC in anmounts correspondi ng the
maxi mum and m ni num anmounts according to Caim3
of the opposed patent and which showed that these
conpositions could not be considered as workabl e

screen printing inks.

The i nadequacy of these conpositions as well as of
t he one according to "Rezeptur 5" of Qpponent I1's
subm ssion dated 27 August 1998 was sunmmarised in
Appendi x 1 of attachment A10 (R&D Report of

Mar abuwer ke) of Qpponent I1's subm ssion dated

14 Novenber 2001; particular enphasis was |aid on
t he unsatisfactory results of Experinent 3
corresponding to said "Rezeptur 5".

These experinental results denonstrated that, even
by follow ng the preferred teaching of the opposed
patent, it was not possible to obtain the alleged
advant age of better, |ess blocking screen printing
i nks; actually, it was not even possible to get
commercially feasible screen printing ink
conpositions. Thus the present situation,
differently fromthat of an "occasional failure"
according to T 14/83, was that of "total

failure".

While it was not denied by the Opponents that one
could, with considerable effort and expertise far
beyond that of an average skilled person, produce
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wor kabl e screen printing ink conpositions
conprising NVC as the reactive diluent, this
anounted to undue burden because it required
screening tests on the basis of up to 400
commerci al radiation curable ink binders, not to
speak of the further ingredients of screen
printing ink conpositions. In an attenpt to
illustrate the practical difficulties confronting
even extrenely skilled persons, OCpponent |l noted
that even the use of the allegedly "sanme" urethane
acrylate binder froma different manufacturer has
in the past |led to unacceptable quality changes of
ot herwi se identical ink conpositions.

I n the Opponents' opinion, the achievenent of the
desired technical effect, i.e. inproved bl ocking
characteristics of the NVC- based inks, sought by
the alleged invention, as preferably enbodi ed by
Exanples 1 and 2 of the patent in suit, was
subject to the use of an especially designed
acryl ate binder material which was an undi scl osed
but essential feature of the clained subject-
matter.

The Opponents argued that the achievenent of this
technical effect was to be considered as an
integral part of the "invention"” for which patent
protection had been granted and that this effect
nmust therefore be taken into account in the
assessnent of sufficiency of disclosure according
to Article 83 EPC notwithstanding that it was not
expressed in Caiml.
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The Appel |l ant (Patentee) requested that the decision
under appeal be set aside and the patent be naintai ned
on the basis of Clains 1 to 12 filed at the oral
proceedings or in the alternative that the case be
remtted to the first instance for exam nation of

novelty and inventive step.

The Respondents (Opponents) requested that the appeal
be dism ssed or in the alternative that the case be
remtted to the first instance for exam nati on of

novelty and inventive step.

Reasons for the Decision

1

1985.D

The appeal is adm ssible.

Procedural nmatters

The textbook excerpt P8 submitted with the Statenent of
Grounds of Appeal and the "GQutachten des Instituts fuar
Lacke und Farben Magdeburg" dated 26 February 2003,
subm tted as annex Al13 of Opponent Il1's letter dated

27 February 2003 are admitted into the appeal
proceedi ngs because both have been filed at its
earliest stage and both are relevant to critical issues
of the decision under appeal.

Article 123(2) and (3) EPC

Claim1l is supported by Clains 1 and 2 as originally
filed and, with regard to the proviso "not including
N-vinyl -2-pyrrolidone”, by the statenment on page 3,
first two lines of the |ast paragraph of the
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application as filed which, by enphasising the
undesirability of the presence of NVP, represents an
inmplicit disclosure of NVP-free conpositions.

Owni ng to these restrictive amendnents the scope of
operative Caiml is narrower than that of its granted

ver si on.

Clains 2 to 12 correspond to original Clainms 3 to 13
(granted Clains 2 to 12).

Clains 1 to 12 thus neet the requirenents of
Article 123(2) and (3) EPC.

Article 83 EPC (Article 100(b) EPC)

This article requires that the European patent
application discloses the invention in a manner
sufficiently clear and conplete for it to be carried
out by a person skilled in the art.

Fromthe reference in Article 83 EPC to the person
skilled in the art it follows that insufficiency of
di scl osure cannot be invoked on the basis of
information which is not explicitly set out in the
specification but is within the conmon general

know edge and abilities of this person.

In the Board's judgnent, this is the situation in the
present case; the lack of information fromwhich the
specification suffers, especially with regard to the
exact chem cal and physi co-chem cal characteristics of
the "free radically polynerizabl e nononer or

prepol yner" to be used, is nade up by the common
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general know edge and the abilities of the person
skilled in the art of screen printing ink conpositions
and is therefore not detrinental to the sufficiency of
t he di sclosure of the clainmed invention.

I n accordance with the Cuidelines for Exam nation

(Part C, Chapter 1V, 9.6) the person skilled in the art
is presuned to be an ordinary practitioner aware of
what was common general know edge in the art at the

rel evant date and who has at his disposal the norma
nmeans and capacity for routine work and experinmentation.
The term "ordinary practitioner” relates, of course, to
the respective art, i.e. in the present case to the art
of fornulating screen printing ink conmpositions. This
involves inter alia know edge of the technical

requi renents to be nmet by such conpositions, of the

i ngredi ents used and their contribution to the
fulfilment of the afore-nentioned requirenents as well

as manufacturing and application experience.

In view of this know edge and these abilities the
skilled person is in a position to carry out the

clainmed i nventi on wi t hout undue burden.

Contrary to the contentions of the Qpponents, the word
"invention" in this context relates to the subject-
matter specified in Claim1l and does not conprise any
performance rel ated features other than those inherent
to the term"radiation curable screen printing ink
conposition”; in particular, it does not require this

i nk conposition to be better than ink conpositions of
the state of the art which conprise NVP, eg with regard
to the bl ocking characteristics of the resulting
prints, notwi thstanding that this inprovenent is set
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out in the specification of the opposed patent to be in
the focus of the clained invention.

This interpretation of the word "invention" as it is

used in Article 83 EPC conforns to the conclusions of
the Enl arged Board of Appeal in G 1/03 referred to in
section IV(c) above.

It is furthernore supported by Rule 29(1) EPC according
to which the "clains shall define the matter for which
protection is sought in terns of the technical features
of the invention" and is also consistent with the use
of the word "invention" in Article 56 EPC which

establi shes that an "invention shall be considered as
involving an inventive step ... if ... it is non
obvious ...", dissociating thereby the word "invention"
fromthe requirenments of inventivity i.e. the
successful solution of an underlying technical problem

Moreover if the Opponents' reasoning were to be
followed, ie that desired technical effects which are
not reflected by the wording of a claimshould be taken
into account for the assessnment of the fulfilnment of
the requirements of Article 83 EPC, this would lead to
confusion with the requirenents of Article 56 EPC.

The Board's conclusion that no undue burden is required
by the skilled person to carry out the clainmed
invention is based on the evidence on file, discussed
bel ow, which denonstrates that - on the basis of the
information in the patent specification and of its
common general know edge and abilities - an ordinary
practitioner was in a position to prepare workable
screen printing ink conpositions wth a reasonabl e



4.7

1985.D

- 15 - T 0327/ 02

degree of trial and error experinentation. This
conclusion applies in particular to the choice of the
"free radically polynerizabl e nononer or prepol yner" of
Claim 1 and especially of the aliphatic urethane
acrylate and the epoxy acryl ate enpl oyed according to
Exanples 1 and 2 of the opposed patent.

The Board stresses in this context that there is no
obl i gation under the EPC for an applicant/patentee to
di scl ose the best node for carrying out the invention
and that the Opponents' respective conplaint is
therefore ill conceived.

Experi mental evidence concerning Exanples 1 and 2 of
the patent in suit:

(a) Exanple 1 concerns an "inventive" ink conposition
based on an unidentified aliphatic urethane
acryl ate, Exanple 2 one based on an unidentified
bi sphenol A based epoxy acrylate. Cured prints (U
[anp 80 Wcm) on PVC (polyvinylchloride) exhibited
| ow bl ocki ng between the stacked sheets and no
signs of damage after separation

(b) Repetition of the "inventive" Exanples 1 and 2 by
Qpponent 111's Ranp-report using the comerci al
acrylate materials Ebecryl 230 and 600 led to the
following results: prints on rigid and soft PVC
sheets exhibited only little ("leichtes") bl ocking
but i nconplete curing even at high UV dose
(120 Wcm |ow belt speed 10 mimn).
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(c) Repetition of the "inventive" Exanple 1 according
to "Coates Screen R& Report" of 28 Novenber 1998,
filed with Opponent |I's subm ssion dated 1
Decenber 1998 using the aliphatic urethane
acryl ate Actilane® 210TP30 |l ed to the foll ow ng
results: prints on rigid and s/a (self adhesive)
PVC. good scratch, #hatch tape and sol vent rub
performance at high UV dose, getting worse at
| oner UV doses; no bl ocking or surface marking at
hi gh UV dose (2x20 mimn belt speed), results
bet ween "no bl ocki ng” and "slight sticking" at
| oner UV dose (40 mimn belt speed) (Results
Tables | and 11).

(d) Repetition of the "inventive" Exanple 2 according
to "Coates Screen Devel opnent, Report Nunber 576"
from 26 Cctober 2001, filed with Opponent |'s
subm ssi on dated 15 Novenber 2001 using the epoxy
acryl ate Ebecryl 600 (Appendi x D, Experinent 4,
ink 1, sanple P3A) led to the following results
poor adhesion on PC sheets and freshly spin coated
CDs (page 6); no blocking of prints in both cases
at different conditions (UV dose/belt speed; I:1
(ink/ink) and 1:S (ink/substrate); single and
doubl e i nk | ayer).

(e) Repetition of the "inventive" Exanples 1 and 2 by
PIRA's "Technical services report” filed with
Qpponent |1's subm ssion dated 15 Novenber 2001
using unidentified conmercial acrylate materials
led to the following results: the prints on four
different PVC sheets at different conditions (W
dose/ belt speed; 1 or 2 WV lanps; I:1 (ink/ink)
and 1:S (ink/substrate); single and doubl e ink

1985.D
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layer) all exhibited Iittle or no tendency to
bl ock and no signs of damage (pages 12, 15, 18, 21;
page 6, penultimate paragraph).

(f) Repetitions of the "inventive" Exanples 1 and 2
according to the "Gutachten" (expert opinion) of
the "Institut fur Lacke und Farben e.V. Magdeburg"
of 26 February 2003 filed with Qpponent I1's
subm ssi on dated 27 February 2003 using the
al i phatic urethane acrylate Craynor® CN910A70
("Rezeptur 1a") or the epoxy acrylate Ebecryl 605
("Rezeptur I1a") led to the following results: the
tests prints on three different PVC sheets at
different conditions (UV dose/belt speed; 1 or 2
W lanmps; 1:1 (ink/ink) and I:S (ink/substrate);
singl e and double ink layer) all exhibited little
or no tendency to block (pages 10 to 12; sumrary
on page 13); the #hatch ("G tterschnitt) test”
showed good PVC-adhesion for "Rezeptur la", but
bad PVC-adhesion for "Rezeptur Ila" (pages 16 to
19).

It follows fromthis synopsis that the various
repetitions of "inventive" Exanples 1 and 2 by the
Opponents all essentially confirmthe possibility to
obtain I ow or non-blocking prints with commercially
avai | abl e acryl ate binders for screen printing ink
conposi tions.

It is telling in this context that Opponent | inits
subm ssi on dated 15 Novenber 2001 concludes "... a
properly formulated ink will not block whether it
contains NVP or NVC' and "[t] he only conclusion we are
able to draw ... is that the alleged probl em (bl ocking
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when using NVP) does not exist when a printing ink is
properly formulated and that, if the probl em does exi st
(because the printing ink has been badly fornul at ed),

t he all eged invention does not provide a solution"
(page 6, paragraph 5.1, first sentence and paragraph

5. 3).

The achi evenent of satisfactory blocking results is

even reported for the repetitions according to Cpponent
I11's Ranp-report, which however also nentions that the
prints suffered frominconplete curing. In contrast
thereto, this curing defect is not reported for

Qpponent 1's repetition of Exanple 1 at reasonably high
UV doses ("Coates Screen R&D Report", cf 4.7 (c) above),
nor for the repetition of Exanples 1 and 2 by PIRA (cf
4.7 (e) above) and by the "Institut fdr Lacke und

Far ben” conmm ssi oned by Opponent Il (cf 4.7 (f) above).

It follows that the curing problens shown by the Ranp-
report are not due to a fundanental deficiency of the
conpositions of "inventive" Exanples 1 and 2 but are
rather to be qualified as occasional failures which can
be avoi ded by appropriate nmeasures of a skilled person
(T 14/83).

Waile it cannot thus be denied that the preparation of
"inventive" ink conpositions which render non-bl ocking
prints was within the anbit of the skilled person's
know edge, the Opponents' experinents show that prints
from conpositions according to "inventive" Exanple 2
suffered from poor adhesion to PC ("Coates Screen R&D
Report", page 3, "experinent 4" [cf 4.7 (c) above];

PI RA report, paragraph bridging pages 6 and 7 [cf 4.7
(e) above]). Simlarly the report fromthe "Institut
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far Lacke und Farben" exhibits bad adhesion to PVC (cf
4.7 (f) above), a result that is however contradicted
by the PIRA report which performed its bl ocking tests
on vinyl substrates because of the poor adhesion to PC

However, overconming these difficulties seens to be a
matter of routine adjustnments for the skilled person as
suggested by the seem ngly divergi ng af ore-nentioned
PVC- adhesion results reported for these conpositions by
PIRA and by the "Institut fur Lacke und Farben"” as well
as by the "R& Report of Marabuwerke" filed with
Qpponent 11's subm ssion dated 14 Novenber 2001 which
shows that by changing the type of aliphatic urethane
acrylate (from Ebecryl 270 to Ebecryl 4858) it was
possi bl e to convert bad adhesi on and severe bl ocking
into good/fair adhesion and fair blocking, a success
which is all the nore inportant as it was stated by
OQpponent 11 at the oral proceedings that the "pignent
green 7" used in these experinents is strongly UV-
absorbing and thus difficult to harden (page 10,
Appendi x 1, experinments 1 & 3 versus experinents 4 &
6) .

The fact that an appropriate choice of the raw
materials is a routine task of the skilled person is
confirmed by the follow ng statenent in Qpponent |'s
subm ssi on dated 15 Novenber 2001: "... Opponent I,
after consultation with raw material suppliers, used

t heir experience of what would be typically used in
their industry to repeat the experinments and achi eve
results that woul d be obtained by the skilled person on
the basis of this experience and the information in the
patent in suit" (page 6, section 4.4.1).
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In the Board's judgnent, it is therefore justified to

conclude that the expert skilled in the fornul ati on of
screen printing ink conpositions is able w thout undue
burden to provide over the whole clained range screen

printing ink conpositions which are "fit for the

pur pose".

As shown by the Opponents' experinents, the skilled
person is aware of the general conpositiona

requi rements of workable screen printing inks including
feasi bl e binder materials |ike those conprised by the
list of coomercially avail able aliphatic urethane
acrylates in Table XVIII of docunent P8. The Opponents
argunent that there were up to 400 binder materials for
screen printing inks on the market and that the skilled
person was therefore confronted with an enor nous
screening task is effectively contradicted by the - to
a high degree successful - repetition of the
"inventive" Exanples 1 and 2 and by the denonstration
of turning failure into success by the change of
commerci al acryl ate binders according to Appendi x 1 of
t he afore-nentioned "R&D Report of Marabuwerke" (cf

previ ous section).

This conclusion is not invalidated by the fact that
sonme of the conpositions which come under the very
broad scope of Claim1l do not fulfil the requirenents
of a workabl e screen printing ink conposition as

est abl i shed by the experinents filed by Opponent 11
with its subm ssions dated 13 Septenber 1996
("Rezepturen 1 to 4") and dated 27 August 1998
("Rezeptur 5").
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On the one hand it is open to doubt whether the skilled
person poi sed for success, i.e. eager to fornulate

wor kabl e screen printing ink conpositions, would

consi der these recipes which use NVC in anmounts which
correspond to the maxi mum (40% or the m nimum (3%
suggested by granted Caim3, which - differently from
the additional presence of a di- and a tri-acrylate in
t he conposition of "inventive" Exanple 1 - use an

al i phatic urethane acrylate as the sole acrylate
source, and which - in lieu of carbon black - enploy

t he highly UV absorbing pignent green 7.

On the other hand even if the skilled person had

consi dered these conpositions and had t hus encountered
failure, this occasional |ack of success (cf T 14/83)
could be cured by a reasonable anmbunt of trial and
error experinmentation (cf T 173/89 from 29 August 1990,
Reasons 4.3) because the person skilled in the art of
screen printing ink conpositions can be assuned to be
famliar with the inpact conventional ingredients have
on the overall properties of the conpositions and are
thus able to direct experinentation towards success.

OQpponent 11's remark that the nmere change of the

uret hane acrylate supplier (cf section VI(g) above) may
in industrial practice cause severe quality problens
highlights the difficulties to exhaustively define the
necessary characteristics of the ink ingredients and
the requirenent to rely on the skilled person's

know edge and abilities.

The Opposition Division's conclusion of non-conpliance
of the claimed subject-matter with the requirenents of
Article 83 EPC cannot therefore be upheld.
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5. Si nce the decision under appeal is confined to the
i ssue of sufficiency under Article 83 EPC and since al
parties requested that the case should be remtted to
the first instance in the event that the Board
eventual |y accepted the Appellant's argunents in this
respect, the Board, in the application of its power
under Article 111(1) EPC, decides to remt the case to
the first instance.

6. It is noted by the Board that, contrary to the
situation regarding the issue of sufficiency, the
assessnent of inventive step of the clainmed subject-
matter has to consider whether the underlying technical
probl em has been solved by the invention (cf G 1/03 as
quoted in section VI(c) above).

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.
2. The case is remtted to the first instance for further

prosecution on the basis of Clainms 1 to 12 filed at the
oral proceedings.

The Regi strar: The Chai r man:

E. Gorgnmaier R Young
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