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Summary of Facts and Subm ssi ons

1974.D

The grant of the European patent No. 0 837 905 in the
nanme of Borealis Polynmers OY in respect of European

pat ent application No. 96 923 157.0 filed on 3 July
1996 and claimng priority of the SE patent application
No. 9502508 filed on 10 July 1995 was announced on

15 Septenber 1999 (Bulletin 1999/37) on the basis of

12 cl ai ns.

| ndependent Clains 1, 11, and 12 read as foll ows:

"1. A cabl e-sheathing conposition, characterised in
that it consists of a nultinodal ol efin polyner
m xture obtainable by polynerisation of at |east
one a-olefin in nore than one stage and having a
density of 0.915-0.955 g/cn? and a nmelt flow rate
of 0.1-3.0 ¢g/10 mn, said olefin polynmer mxture
conprising at least a first and a second ol efin
pol ynmer, of which the first has a density and a
melt flow rate selected from (a) 0.9300.975g/cn?
and 50-2000 g/ 10 nin and (b) 0.88-0.93 g/cn? and
0.01-0.8 g/10 mn, and that the individual
pol yners of said olefin polynmer m xture are
present in an anmount of nore than 10% by wei ght
each.

11. The use of the cabl e-sheat hing conposition as
clainmed in any one of the preceding clains as
outer sheath for a power cable.

12. The use of the cabl e-sheat hing conposition as
clainmed in any one of clains 1-11 as outer sheath

for a communi cati on cable.”
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Claims 2 to 10 were dependent cl ai s.

Three Notices of Opposition were filed against the
patent, as foll ows:

(1) by Union Carbide Corporation (Opponent 1), on
12 May 2000,

(1i) by The Dow Chem cal Conpany (OQpponent 11), on
13 June 2000, and

(iii)by Elenac GrbH (l ater Basell Polyol efi ne GrbH)
(Opponent 111), on 14 June 2000.

The Opponents requested the revocation of the patent as
a whol e on the grounds of |ack of novelty and | ack of

inventive step (Article 100(a) EPQC)

The oppositions were supported inter alia by the
fol |l ow ng docunents:

D1: EP-A-0 369 436;

D3: US-A-4 547 551;

D5: US-A-3 914 342;

D6: US-A-4 439 632; and

D7: EP-B-0 517 868;
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L1l By a deci sion announced orally on 5 February 2002, and
issued in witing on 28 February 2002, the Opposition
Division held that the grounds of opposition did not
prejudi ce the nmai ntenance of the patent in anended form

The deci sion was based on Cains 1 to 8 submtted as
mai n request by the Patent Proprietor with its letter
of 3 Decenber 2001

Claim1l of this request read as foll ows:

"The use of a cabl e-sheathing conposition as

outer sheath for a power cable or a conmunication
cabl e, characterized in that the conposition consists
of a nmultinodal olefin polyner m xture obtained by

pol ynmeri sation of at |east one a-olefin in nore than
one stage and having a density of 0.915-0.955 g/cn? and
anmlt flowrate of 0.1-3.0 g/10 mn, said olefin

pol ymer m xture conprising at least a first olefin

pol ymer having a density of 0.930-0.975 g/cn? and a nelt
flowrate of 50-2000 g/10 mn and a second ol efin

pol ymer having a density of 0.88-0.93 g/cn? and a nelt
flowrate of 0.01-0.8 g/10 mn, said first and second
pol yners being present in an anount of nore than 10% by
wei ght each. ™

Clainms 2 to 8 were dependent cl ai ns.

I V. In its decision, the Opposition Division held that the
amended clains 1 to 8 of the main request fulfilled the
requi renents of Rule 57(a), of Article 84, and
Article 123 EPC. It held that the subject-matter of
Clains 1 to 8 was novel over documents D1, D3, and D7,
si nce none of these docunents disclosed the specific

1974.D
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use as defined in Claiml (i.e. use as an outer sheath
of a power or conmunication cable).

Concerning inventive step, docunent D3 was consi dered
as the closest state of the art. The technical problem
was seen as the provision of an outer sheathing
material for cables having good processability, |ow
shrinkage, high surface finish, high nmechanica
strength and hi gh environnental stress cracking

resi stance (ESCR).

According to the decision, D3, however, did not nention
t he probl em of shrinkage and did not pay nuch attention
to the problem of inhonogeneity of the blends. The
skilled artisan would not conbine the teaching of D3
with that of D1, since D1 was silent on the probl em of
shrinkage and it did not address the problens of outer
cabl e sheat hi ngs.

The further argument put forward by OQpponent I11, that
t he conbination of D7 with D6 woul d render the clained
subj ect-matter obvious was not accepted by the
Qpposition Division. The Opposition Division considered
that D7 did not foreshadow the bi nodal conpositions as
defined in Caim1l1 and that it was not concerned wth
t he probl em of shrinkage and ESCR Furt her nore,
docunent D6 while being generally concerned with
nmechani cal problens of cable sheathing was silent on

t he probl em of shrinkage and of obtaining a good

bal ance of processability, shrinkage, surface finish,
mechani cal strength and ESCR
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Thus, the Opposition Division cane to the concl usion
that the subject-matter of Clains 1 to 8 involved an

i nventive step.

A Notice of Appeal was filed on 26 April 2002 by the
Appel I ant (Opponent [1). The prescribed fee was paid on
25 April 2002. In the Statenent of G ounds of Appea
filed on 8 July 2002, the Appellant argued essentially
as follows:

(i) Concerning novelty:

(i.1) D1 disclosed a nultinodal polynmer m xture neeting
all the requirenents set out in Caiml.

(i.2) DL further referred to wre and cable
applications for linear |ow density pol yethyl ene
(LLDPE) products.

(i.3) There was no indication that the LLDPE products
of D1 would not be suitable for wire and cabl e
appl i cations.

(1.4) Thus, Dl taught the use of a multinodal olefin
pol ymer conposition within the definition of the

m xture defined in CCaiml in wire and cable
applications. The skilled person woul d have under st ood
that the use of LLPDE in cable and wire application was
t he use as cabl e outer sheath.

(i.5) Thus, D1 destroyed the novelty of Cains 1, 3 and
4.
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(ii1) Concerning inventive step:

(1i.1) D3 taught the use of binodal conpositions in

Wi re coating.

(ii.2) The principal distinguishing feature between D3
and D1 was that the blends of D3 were prepared by post
reactor bl endi ng.

(ii1.3) Thus, starting fromD3 the technical problem was
nmerely to use binodal resin conposition prepared by an
alternative process as a cable outer sheath.

(ii.4) The person skilled in art would have conbi ned
t he teachings of D3 and D1, since they both refer to
bi rodal conpositions for use in cable and wire
applications, and since Dl clearly nentioned that the
mul ti-stage process offered i nproved properties in
conparison to the post blending process (cf. page 3,
lines 31 to 35 and page 6, lines 17 to 18).

(ii1.5) Thus, the clained subject-matter |acked

i nventive step.

Inits letter dated 16 January 2003, the Respondent
Patent Proprietor) argued essentially as foll ows:

(i) Concerning novelty:

(i.1) daiml was directed to the use of a cable
sheat hi ng conposition as an outer sheath for power
cabl es or comuni cation cables. The polynmer m xture
used as the outer sheath was restricted to one obtained
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by a nultistage process and excluded m xtures nmade by
bl endi ng.

(i.2) While D1 disclosed sone aspect of Claiml, it did
not di sclose the use of a composition according to
Claim 1l as an outer sheath for a power cable or a
conmuni cation cable. The reference in DI to known
applications of LLDPE polynmers was not relevant.

(ii1) Concerning inventive step:

(ii.1) Although D3 nmentioned wire coating, it did not
contain a reference to outer sheath of power cables or

conmmuni cati on cabl es.

(ii.2) D3 was essentially directed to the production of
filnms.

(11.3) D3 referred to polynmer m xtures obtained by post
bl endi ng. These conpositions exhibited a | ack of
honogeneity. Furthernore D3 was totally silent on the
shrinkage properties of the conpositions disclosed

t herein.

(1i.4) D1 was not concerned with cabl e sheathing
conpositions for use as outer sheath of a power cable

or a conmmuni cati on cabl e.

(ii1.5) Furthernore D1 was silent on the probl em of
shri nkage.

(ii.6) Thus, neither D3 nor the conbination of D3 with
D1 woul d render the clained subject-matter obvious.
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VII. In a comuni cation dated 16 February 2004 and annexed
to the sutmmons to Oral Proceedi ngs the Board presented
its provisional view on the issues of added subject-
matter, novelty and inventive step concerning Clains 1
to 8 submtted with the letter of 3 Decenber 2001 of
t he Respondent. In particular, the Board expressed its
provi sional opinion that Caim1l of the the set of
clainms all owed by the Qpposition Division would appear
to contravene Article 123(2) EPC.

VIIl. Wthits letter dated 10 May 2004, the common
representativeof Appellant and Opponent | submtted
inter alia the follow ng docunents:

D13: "Pol yet hyl ene Processing Tips", US I, Vol. III,
No. 2, March 1958, page 229;

D14: R N Harward et al "Effect of Blending on the
Mol ecul ar Weight Distribution of Polyners” Journal
of Pol ymer Science, Part A, Vol.2, page 2977-3007
(1964);

D15: C. Tsenoglou "Viscoelasticity of binary
honopol yner bl ends”; ACS Pol ynmer Preprints, Vol.
28, No.2, 1987, pages 185-186;

D16: Tabl e showing the cal culation of the nelt flow
rates of the polyner blends obtained in the
exanples of the patent in suit and of D1.

D17: English translation of the Swedi sh patent
application SE 9502508-6 of 10 July 1995;

D18: WO A-96/18677, and

1974.D
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D20: C. G Richardson, "The devel opnment of a new | ow
shrink jacketing material for optical fiber
cabl es”, International Wre & Cable Synposium
Proceedi ngs 1986, pages 40 to 42.

The common Representative of Appellant and Qpponent |
argued essentially as foll ows:

(1) Added subject-matter

There was no support in the application as filed for a
mul ti nodal conposition as defined in Caim1.

(i1) Insufficiency of disclosure:

(ii.1) The patent in suit did not provide indication as
how to deternmne the nelt flowrate of the second
conponent .

(ii.2) Although the patent in suit indicated that the
nmelt flow rate of the second conponent could be
cal cul ated, no details on the calculation were given

(i1.3) As further shown by docunments D13 to D15 there
was no single recogni zed way of cal culating the nelt
flowrate of the second conponent.

(ii.4) Thus, the skilled person would not know how to
determne the nmelt flow rate of the polymer produced in
t he second reactor.
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(iii) Lack of clarity:

(iii.1) The stipulation of the nelt flowrate of the
second polynmer in Claim1l did not neet the requirenents
of Article 84 EPC.

(iii.2) This definition was not clear since no
reproduci bl e nethod for the determ nation of the nelt
flow rate of the second polynmer was given in the patent

in suit.

(ii11.3) Thus, the skilled person would not know whet her
or not he was working within the scope of Caiml.

(iv) Novelty:

(iv.1) The clains |acked entitlenent to the priority
date, since there was no support in the priority
docunent for referring to the density and the nelt flow
rate of the second polyner in association with a
mul ti nodal conposition

(iv.2) Thus, D18, which had been published before the
filing date of 3 July 1996 of the patent in suit
bel onged to the prior art.

(iv.3) D18 taught the same conpositions as the patent
in suit for the sane use, i.e. a cable jacket.

(iv.4) Although D18 did not explicitly nention the use
for a conmunication or power cable, any coated cable
could be used for power or communi cation purposes. Thus
D18 anticipated the clains on file.
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(v) Inventive step:

(v.1) Docunent D18 disclosed binodal olefin
conpositions for use in cable jacketing and having good
processability, good ESCR, nechanical properties, and
honogenei ty.

(v.2) The discovery that such conposition would have
reduced shrinkage could not render an obvi ous use
pat ent abl e.

(v.3) Furthernore since the conpositions of D18 had
good ESCR, the skilled person would consider these
conpositions for use on the outside of the cable.

(v.4) Document D5 referred to bl ends made by the
paral l el or serial polynerization of two conmponents
whi ch were conbi ned while being still in the liquid
phase.

(v.5) The nelt flow rates and the density of the
conponents of the blends of D5 significantly overl apped
with those of the components of the patent in suit.

(v.6) The conpositions of D5 exhibited good
processability, nechanical properties and ESCR, and
were used in cable jacketing.

(v.7) D5 disclosed that these bl ends exhibited reduced
melt viscosity at high shear rate. This was simlar to
t he description of the rel axation behaviour.



Xl .

1974.D

- 12 - T 0420/ 02

(v.8) As shown in D20, there was a |ink between

rel axati on behavi our and shrinkage. D20 woul d suggest
usi ng polymers having a short relaxation tinme such as
t hose disclosed in D5 as in order to reduce the

shri nkage.

Wth its letter dated 19 May 2004, the common
Representative of the Appellant and Opponent | filed a
further docunent:

D21: Article dated 9 October 1995 concerni ng Borstar -
Advanced New Generation Pol yet hyl ene Technol ogy

fromBorealis.

It submtted that D21 provi ded evidence that the
skilled person would use the conpositions of D18 for
cabl e jacketing purposes.

Inits letter dated 27 May 2004, Opponent 11
essentially relied on the argunents presented by the
Appel I ant and the Opponent |.

Wth its letter dated 28 May 2004, the Respondent
submitted a set of Clains 1 to 8 as new nmai n request.

Caim1l thereof read as foll ows

"The use of a cabl e-sheat hing conposition as

outer sheath for a power cable or a conmunication
cabl e, characterized in that the conposition consists
of a nmultinodal olefin polyner m xture obtained by

pol ynmeri sation of at |east one a-olefin in nore than
one stage and having a density of 0.915-0.955 g/cn? and
anelt flowrate of 0.1-3.0 g/10 mn, said olefin
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pol ymer m xture conprising at least a first [sic] a
second ol efin polyner, of which the first olefin

pol ymer has a density of 0.930-0.975 and a nelt flow
rate of 50-2000 g/10 min and that the individual
polymers of said olefin polymer mxture are present in
an anount of nore than 10% by wei ght each.™

Claims 2 to 8 were dependent cl ains.

It al so argued essentially as foll ows:

(1) daim1l1l was supported by the conmbination of Caim1l
as originally filed read in conbination with origina
Clains 13 and 14, and lines 16 to 18 on page 8 of the
appl i cation.

(1i) daiml was also in conformty with Article 123(3)
EPC.

(iii) Since there was no reference in Caiml to the
melt flowrate and the density of the second

pol yner, the objections raised by the Appellant in that
respect no | onger appli ed.

(i1v) The claimed subject-matter enjoyed the
priority. Thus, D18 was not a prior art docunent and

should not be allowed in to the proceedi ngs.

(v) The blends of D5 were not obtained according to a
two stage pol ynerization

(vi) D5 did not refer to the special use as outer
sheath for a power cable or comrunication cable.

1974.D
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(vii) D5 was not concerned with the probl em of
shrinkage. The shrinkage properties could not be
determned fromthe reduced nelt viscosity at high
shear.

(viii) Thus, D5 could not suggest the clained

i nventi on.

Inits letter dated 25 June 2004, the Representative of
t he Appel l ant and Opponent | argued essentially as
fol | ows:

(i) The clainms of the new main request of the Patent
Proprietor were not in accordance with the provisions
of decision G 1/99 (Q EPO 2001, 381) since they had a
broader scope than those allowed by the Opposition

Di vi si on.

(ii) The main request did not neet the requirenents of
Article 83 EPC, for the foll ow ng reasons:

(ii.1) The wording "first polyner” did not restrict the
pol ynmer to be produced in the first stage of the
mul ti stage pol yneri zati on.

(ii1.2) Thus, its density and nelt flow rate coul d not
be measur ed.

Wth its letter dated 25 June 2004, the Respondent

filed a new main request and three auxiliary requests.
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Claim1 of the main request read as foll ows:

"The use of a cabl e-sheathing conposition as outer
sheath for a power cable or a comrunication cable,
characterized in that the conposition consists of a
mul ti nodal ol efin polymer m xture obtained by

pol ynmeri sation of at |east one a-olefin in nore than
one stage and having a density of 0.915-0.955 g/cn? and
anmlt flowrate of 0.1-3.0 g/10 mn, said olefin

pol ymer m xture conprising at least a first olefin

pol ymer and a second ol efin polyner, of which the first
ol efin polyner has a density of 0.930-0.975 and a nelt
flowrate of 50-2000 g/10 m n and that the individual
polymers of said olefin polymer mxture are present in
an anount of nore than 10% by wei ght each.™

The remaining Clains 2 to 8 of the main request were
dependent cl ai ns.

It also submtted inter alia the follow ng new
docunent s

D22: K. B. McAuley et al. "On-Line Inference of Polynmer
Properties in an Industrial Polyethylene
Reactor.", Al Che. Journal, Vol.37, No.6. June
1991; 825-835;

D23: B. Hagstrom "Prediction of nelt flow rate (MFR) of
bi rodal pol yet hyl ene's based on MFR of their
conponents."; The Pol ymer Processing Society,

Ext ended Abstracts & Final Programme of the
Eur ope/ Afri ca Regi on Meeting Got henburg, Sweden,
August 19-21, 1997.
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The Respondent argued essentially as foll ows:

(i) The deletion of the features of the second pol yner

in daim1l of the main request and the second auxiliary
request did not result in a broadening of the scope of

the clains in conparison to that of the clains allowed

by the Opposition Division.

(ii) The polymer mxture was technically determ ned by
the properties of the first polyner and the properties
of the final polynmer mxture. Thus, the properties of
t he second polyner were automatically fixed.

(tii1) The features of the second polynmer in the Claim1l
as maintained by the Opposition Division represented an
overdeterm nation of the clainmed matter

(iv) The adm ssibility of the features of the second
pol ymer had been objected to by the Board under
Article 123(2) EPC, and further objected to by the
Opponents under Articles 83 and 84 EPC.

(vi) Thus, the third alternative of the second
par agr aph of the headnote of the decision G 1/99
applied to the present case. The renoval of these
feature was therefore all owabl e.

(vii) The Annex | showed that the skilled person would
use the nethods disclosed in D22 and D23 for
calculating the MFR, of m xtures based on conponents
having a large rati o between the MFR; thereof.
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Wth a further letter dated 29 June 2004, the
Respondent submitted a new main request and 11

auxiliary requests.

Clains 1 to 8 of the main request corresponded to
Clainms 1 to 8 of the main request submtted with the
letter of 25 June 2004.

Oral proceedings were held on 30 June 2004.

At the oral proceedings, the Parties having agreed that
Claim1l of the set of clains allowed by the Opposition
Di vision contravened Article 123(2) EPC, as submtted
by the Board in its comuni cation dated 16 February
2004, the discussion was firstly focussed on the

adm ssibility of the main request submtted by the
Respondent with its letter of 29 June 2004 in view of
the principles set out in decision G 1/99.

Fol l ow ng prelim nary considerations of the Board
concerning the adm ssibility of this request in that
respect, the Respondent w thdrew the requests then on
file and submtted a new nmain request, and el even

auxiliary requests.

Claim1 of the main request read as foll ows:

"The use of a cabl e-sheathing conposition as outer
sheath for a power cable or a communication cable,
characterized in that the conposition consists of a

bi rodal ol efin polynmer m xture obtai ned by

pol ynmeri sation of at |east one a-olefin in nore than
one stage and having a density of 0.915-0.955 g/cn? and
anelt flowrate of 0.1-3.0 g/10 mn, said olefin

pol ymer m xture conprising at least a first olefin
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pol yner, having a density of 0.930-0.975 g/cn? and a
melt flow rate of 50-2000 g/10 min and a second ol efin
pol ymer having a density of 0.88-0.93 g/cn? and a nelt
flowrate of 0.01-0.8 g/10 mn, and that the individual
pol ymers of said polynmer m xture are present in an
amount of nore than 10% by wei ght each.”

Clains 2 to 8 of the main request corresponded to
Clainms 2 to 8 of the main request submitted with letter
of 29 June 2004.

Fol | ow ng obj ections under Article 123(2) EPC rai sed
both by the Board and the Opponents concerning Claim1l
of the main request, the Respondent submitted a
manuscri pt anmended version thereof.

Claim 1 of the manuscript anended main request reads as
fol |l ows:

"The use of a cabl e-sheathing conposition as outer
sheath for a power cable or a commrunication cable,
characterized in that the conposition consists of a

bi rodal ol efin polynmer m xture obtai ned by

pol ynerisation of at |east one a-olefin in two stages
and having a density of 0.915-0.955 g/cn? and a nelt
flowrate of 0.1-3.0 g/10 mn, said ol efin polyner

m xture being a mxture of two olefin polynmers in which
a first olefin polyner has a density of 0.930-

0.975 g/cn? and a nelt flow rate of 50-2000 g/10 min and
a second ol efin polyner has a density of 0.88-0.93 g/cn?
and a nelt flowrate of 0.01-0.8 g/10 mn, and that the
i ndi vi dual polynmers of said polynmer m xture are present
in an anount of nore than 10% by wei ght each.”
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Clainms 2 to 8 correspond to the Clains 2 to 8 of the
mai n request submtted with the letter of 29 June 2004.

The subm ssions nmade by the Parties in respect of the

mai n request can be sunmarized as foll ows:

(i)) Concerning the formal allowability of the main

request:

(i.a) By the Respondent:

(i.a.1) daim1l was supported by paragraphs [023],
[024], and [025] of the patent specification.

(i.a.2) The expressions "first olefin polyner"” and
"second ol efin polynmer” had no chronol ogi cal neani ng
linked to the stage of pol ynerization. The wording
"first" and "second" were nerely labels in order to
identify the conponents of the m xture. This was

evi dent, since paragraph [025] clearly disclosed that
the order of the polynerization stage m ght be

rever sed

(i.a.3) In view of the incorporation of the features
that the m xture was binodal and that it was a m xture
of two polyners, the scope of Claim1l was not broader
than that of daim1l of the set of clains allowed by

t he Opposition Division.

(i.b) By the Appellant, Qpponent | and Opponent 111:
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(i.b.1) According to Claim1l1 as granted, the first

pol ynmer should exhibit a density and a nelt flowrate
sel ected from (a) 0.930-0.975 g/cn? and 50-2000 g/ 10 nin
and (b) 0.88-0.93 g/cn? and 0.01-0.8 g/ 10 nin.

(i.b.2) It was clear fromthe decision of the
OQpposition Division (cf. page 4; second paragraph) that
the possibility for the first polyner to have a density
of 0.88-0.93 g/cn? and a nmelt flow rate of 0.01-0.8 g/ 10
mn (i.e. alternative (b)) had been deleted from
Claim1l of the set of clains allowed by the Opposition

Di vi si on.

(1.b.3) While Paragraphs [023] and [024] supported
alternative (a), it was evident that paragraph [025]
corresponded to alternative (b).

(i.b.4) It thus followed that Claim1l of the main
request which, according to the Patentee, covered both
alternatives (a) and (b) had a broader scope than that
of Caiml of the set of clains allowed by the
Qpposition Division. Thus, Caim1l was not allowable
under the provisions set out in G 1/99.

(i.b.5) Furthernore it was clear from paragraph [024]
that the first polyner was associated with the first
pol ynmeri zati on stage and the second pol yner was
associated with the second polynerization stage. This
was however not indicated in Claiml, so that aiml
was not supported by paragraph [024].
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(ii) Article 84 and 83 EPC.

(ii.1) The Appellant and the Cpponents | and I
i ndi cated that they had no objection under Article 84
EPC agai nst the main request.

(ii.2) Concerning the determ nation of the
characteristics of the polyner nmade in the second stage
t he Appel l ant made a decl arati on according to which the
Appel I ant believed that docunent D22 was the basis on
which the nelt flowrate of the polyner in the second
stage was cal culated for this patent, and,

consequently, it withdrew its objections under

Article 83 EPC

(1i.3) In that respect, the Respondent responded t hat
the patent was silent on the cal cul ati on nethod.

(iii1) Concerning the validity of the priority:

(iii.a) By the Appellant, Opponent I, and Opponent I[11:

(iii.a.1l) daim1l of the main request was not entitled
to the priority of docunent D17.

(iii.a.2) The priority could be acknow edged only if
the skilled person could derive the subject-matter of
this claimdirectly and unanbi guously fromthe previous
application D17. Reference was nmade in that respect to
the decision G 2/98 (QJ EPO, 2001, 413).

(tii.a.3) The passage from page 6, line 33 to page 7,
line 12 of D17, while disclosing the characteristics of
a first and a second pol yner corresponding to those
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i ndi cated for these conponents in Claim1l of the main
request, did not however refer to a two stage
pol ymeri zati on.

(tii.a.4) It was true that a two stage polynerization
process was nentioned in D17 (page 5, line 35 to
page 6, line 15), but this was nade in conbination with

very specific process features (e.g. |oop reactor/gas-
phase reactor), and, in any case not in conbination
with the specific characteristics in terns of density
and nelt flowrates for the first and the second

pol ynmer specified in the passage from®6, line 33 to
page 7, line 12.

(tii.a.5) There was no counterpart in the priority
docunent for the paragraph [025] of the patent in suit
whi ch, according to the Respondent, provided a basis
for daim1l of the main request.

(iiti.a.6) Thus, the criteria set out in G 2/98 for
claimng priority of the sane invention were not net.

(iii.b) By the Respondent:

(tii.b.1) It was clear that the passage page 6, line 33
to page 7, line 12 of D17 should be read in conbination
with the passage of page 5, lines 13 to 24 (cf. in
particular page 7, lines 7 to 10).

(iii.b.2) D17 further disclosed that the binodal
conposition should be preferably produced in two

pol ymeri zation reactors connected in series (page 5,
line 35 to page 6, line 1) and that the order of the
stages m ght be reversed (page 6, line 16 to 17).
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(iii.b.3) The priority docunment did not need to be an
exact counterpart of the patent. Paragraph [025] of the
patent in suit represented an exanple illustrating the
reversal of the polynerization stages. Reversal of the
pol ymeri zati on stages was disclosed in D17 (page 6,
lines 16 to 17).

(iii.b.4) Thus, Cdaim1l1l was entitled to claimthe
priority of D17.

(iv) Novelty:

The Parties indicated that they relied on their witten

subm ssions on that issue.

(v) Inventive step:

(v.a) By the Appellant, Qpponent |, and Cpponent I11:

(v.a.1l) Document D5 should be considered as the cl osest
state of the art.

(v.a.2) The problemunderlying the patent in suit was
to provide a pol yner conposition for cabl e-sheat hing
exhi biting good environnental stress cracking

resi stance (ESCR), reduced shrinkage and good
processability (cf. paragraph [0003]).

(v.a.3) There was a broad overlap between the
conposition of the polyner blends disclosed in D5 and
that of the polymer m xtures used according to the
patent in suit.These blends m ght also be prepared in
mul ti stage pol yneri zati on process.
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(v.a.4) The blends disclosed in D5 exhibited inproved
envi ronnmental stress cracking resistance, inpact

resi stance and excellent processability.

(v.a.5) These blends were useful in the fabrication of
cabl e jacketing. The skilled person woul d understand
the termcable jacketing as referring to the outer
sheath of the cable. This was further evident from
Figure | of docunent D6.

(v.a.6) Although D5 did not specify the shrinkage
properties of the blends, it indicated that the
presence of |onger nol ecul es connecting spherulites in
the structure of the blends tended to reduce stress
forces. It was known that the reduction of stress
forces would lead to a reduced shrinkage.

(v.a.7) Consequently, D5 disclosed conpositions useful
for the manufacture of cable outer sheath, which
exhi bi ted good ESCR, good processability and reduced
shri nkage.

(v.a.8) Thus, inventive step could only be acknow edged
provided it would have been shown that the use of the
conpositions according to the patent suit led to
unexpected properties in conparison to the bl ends of

D5.

(v.a.9) The conparison nade in Table 1 and Table 2 of
the patent in suit between bl ends according to the

patent in suit and References 1 and 2 did not provide
such evidence, since the results obtained in terns of
ESCR and shrinkage were to be expected in view of D5.
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(v.a.10) Furthernore, it had not been shown that good
shrinkage and good ESCR properties would be obtained on
the entire range of Claim1l.

(v.b) By the Respondent:

(v.b.1) Materials for outer sheath of power or

conmuni cation cables had to neet severe requirenments in
terms of surface finish, ESCR, shrinkage and
processability. It was the aimof the patent in suit to
provi de conpositions neeting all these requirenents.

(v.b.2) None of the conpositions disclosed in the
exanples of D5 fell under the scope of aim1l of the

mai n request.

(v.b.3) While the conpositions of D5 were generally
said to have inproved ESCR, the ESCR val ue disclosed in
Exanple 1 of D5 (cf. Table 1) was nmuch [ower (i.e. 288
hours) than those obtained by the conpositions
according to the patent in suit (2000 hours).

(v.b.4) D5 related neither to the problem of surface
finish nor to the problem of shrinkage.

(v.b.5) The rel ationship made by the Appell ant between
the presence of |onger nolecules in the internal
structure of the blend of D5 and a reduced shri nkage
was not correct. On the contrary, the |ong nol ecul es
present in the internal structure of the blends of D5
woul d be stretched during extrusion and would lead to
an increased shrinkage of the extruded sheath when they

returned to coils.
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The Appel |l ant, Opponent | and Opponent 111 requested
that the decision under appeal be set aside and that
t he European patent No. 837905 be revoked.

The Respondent requested that the appeal be dism ssed
and that the patent be maintained on the basis of the
mai n request filed at the oral proceedi ngs consisting
of a manuscript amended Claim1l and Clains 2 to 8 of
the main request submitted with the |etter dated June
29, 2004 or, in the alternative, on the basis of the 1°
to 11'" auxiliary requests subnitted at the ora

pr oceedi ngs.

Reasons for the Deci sion

1

The appeal is adm ssible.

Mai n request

2.2

1974.D

Article 123(2) EPC

It is noted by the Board that an objection under
Article 100(c) EPC has neither been raised agai nst the
granted patent by the Qpponents, nor dealt with in the
appeal ed deci si on.

This has as a consequence that the assessnent of the
allowability of Claim1 under Article 123(2) EPC nust
be limted to that of the anmendnents nmade during the
opposi tion and/ or opposition appeal proceedi ngs

(G 10/91 Q) EPO, 1993, 420).
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In that respect Claiml differs fromgranted Cdains 11
and 12 read in conbination with granted Claim1l to
whi ch they refer

(a) in that the conposition consists of a binoda
ol efin polymer m xture obtained by polynerisation of

at | east one a-olefin in two stages,

(b) inthat the olefin mxture is a mxture of two
ol efin pol yners,

(c) in that the density and the nelt flow rate of the
first olefin polymer are 0.930-0.975 g/cn? and 50-
2000 g/ 10 mn, respectively; and

(d) in that the density and the nelt flow rate of the
second ol efin polymer are 0.88-0.93 g/cn? and 0. 01-
0.89g/10 mn, respectively.

Wiile features (a) and (b) are supported by lines 12 to
21 on page 7 of the published application (i.e. WO A-
97/ 03124), features (c) and (d) find their support in
lines 2 to 7, and 22 to 32 of page 7 thereof.

Clains 2 to 8 result fromthe refornmulation into use
claims of granted Clains 3, and 5 to 10.

Thus, no objection under Article 123(2) EPC arises in
respect of Clains 1 to 8 of the main request.
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Article 123(3) EPC

The anmendnments carried out in Caim1l further specify
the olefin polynmer m xture used as cabl e sheat hi ng
conposition. They cannot therefore extend the scope of
protection with respect to granted i ndependent

Clainms 11 and 12, so that Article 123(3) EPCis also
conplied wth.

Ref ormati o in peius

The Appel |l ant has argued that the scope of Claim1 of
the main request is broader than the scope of Claim1l
of the set of clains on the basis of which the
Qpposition Division decided to maintain the patent in
anended form and that, consequently, it would be put
in a wrse position than if it had not appeal ed.

In that respect, it has submitted that Claim1l as
interpreted in the light of the description of the
patent in suit, i.e. paragraph [025] now covered the
possibility for the first olefin polyner to have a
density of 0.88-0.93 g/cn? and a nelt flow rate of 0.01-
0.8 g/10 min. In its opinion this alternative which was
covered by Claim1 as granted in view of the
alternative (b) in that claim has been deleted from
Claim 1 as nmaintained by the Opposition Division as can
be deduced fromthe first paragraph of page 4 of the
deci sion of the Qpposition Division.

In the Board's view these argunents cannot be accepted
for the foll ow ng reasons:
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As submtted in the conmunication of the Board annexed
to the Sutmmons to Oral Proceedi ngs, and as agreed by
all the Parties at the oral proceedings of 30 June 2004,
Claim1l of the set of clains allowed by the Opposition
Di vision was considered as contravening Article 123(2)
EPC as a direct consequence of an inadm ssible
amendnment held all owabl e by the Opposition Division
(i.e. the conmbination of the features that the
conposition is nmultinmodal with the characteristics in
terms of density and nelt flowrate of the first and
second ol efin polyners).

Claim1l like Claim1 of the set of clains allowed by
the Opposition Division refers to a mxture of a first
ol efin polymer having a density of 0.930-0.975 g/cn? and
a nelt flowrate of 50-2000 g/10 mn, and a second
olefin polymer having a density of 0.88-0.93 g/cn? and a
nmelt flowrate of 0.01-0.8 g/10 mn.

Wiile, as stated in Article 69(1) EPC, the description
shall be used to interpret the respective Clains 1 in
order to determne their respective scope of protection,
checki ng whet her the scope of protection given by
Caim1l is broader than that given by Caim1l allowed

by the Opposition Division, however, presupposes that
the description is interpreted in the sanme manner for
the respective clains.

In that respect, it is evident in view of paragraphs

[ 0019] and [0025] (referred to by the Appellant) of the
patent in suit, which unanbi guously nention that the
pol yneri zati on stages m ght be reversed, that the so
called first polymer m ght have the properties of the
so called second polyner. This inplies that the terns
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"first" and "second" nust be regarded as nere | abels
used for distinguishing the conponents of the polymner
m xture and that no limtation based on a chronol ogi cal
interpretation of these terns can be inferred from
their use in daim1l of both the main request and the
set of clains allowed by the Opposition D vision.

In this connection, it is further evident that granted
Claim1 nerely required that one polynmer having either
t he characteristics (a) or the characteristics (b) (cf.
Section XV (i.b.1) above) should be present in the
mul ti nodal ol efin conposition, so that the anmendnent
carried out in Claim1l allowed by the Opposition
Division, ainmed to restrict the scope of this claimin
conparison to that of granted Claim11 only by requiring
that at |east two olefin polyners having specific
properties in ternms of density and nelt flow rates and
| abel l ed as first and second pol yner shoul d be present
in the nultinmodal olefin conposition, but, in no case
and contrary to the statenent in the second paragraph
of page 4 of the decision the Opposition Division, by
excluding the possibility for the "first" polynmer of
having the characteristics (b) set out in granted
Claima1l.

Since, furthernore, Caim1 of the main request differs
fromCaim1l allowed by the Opposition Division, in
that the conposition has been restricted to a bi nodal

ol efin polynmer m xture of two ol efin polyners obtained
by pol ynerisation of at |east one a-olefin in two
stages, this inevitably results in a limtation of
scope vis-a-vis that of daim1l allowed by the

Qpposi tion Division.
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Consequently, the renpval of the inadm ssible anendnent
i ntroduced during the opposition procedure has been
conpensated by introducing features which limt the
scope of the patent as maintained. It thus follows that
Claim1l is in accordance with the provisions set out in
decision G 1/99 (cf. Oder, first alternative).

Article 84 EPC

No objections under Article 84 EPC have been raised by
t he Appel |l ant and Opponents against Clains 1 to 8 of
t he main request.

The Board is also satisfied that the requirenents of
Article 84 EPC are net by all the Clains 1 to 8.

Article 83 EPC

In the witten appeal procedure, the Appellant has
chal I enged the sufficiency of disclosure of the patent
in suit on the grounds that it does not provide
sufficient information as how to calculate the nelt
flowrate of the polyner prepared in the second stage
of the polynerization, which, in view of the anendnents
made in the daim1l, is now an essential feature of the
invention. In that respect, it further submtted
docunents D13, D14 and D15 in order to show that

di fferent cal cul ations m ght be used and that they
would lead to different results in that respect (cf.
D16) .

In response to this allegation, the Respondent has
submtted with its letter dated 25 June 2004 docunents,
D22 and D23 in order to show that the skilled person
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woul d know whi ch cal cul ati on net hod should be used in
order to calculate the nelt flow rate of the polynmner
prepared in the second step of the polynerization

process.

6.3 Since, during the oral proceedings, the Appellant has
made a declaration according to which it believes that
docunent D22 is the basis on which the nelt flowrate
of the polymer in the second stage is cal culated for
the patent in suit, and since it has withdrawn its
obj ections under Article 83 EPC on that respect, the
Board sees no reason to doubt, in the absence of any
evi dence of the contrary, that the skilled person would
know whi ch net hod should be used for the cal cul ati on of
the nelt flowrate of the polyner in the second stage
(e.g. the nmethod disclosed in D22), or, therefore,
further to pursue this objection on its own notion in
the framework of Article 102(3) EPC

6.4 Since an objection under Article 100(b) EPC has neither
been rai sed against the granted patent by the Opponents,
nor dealt with in the appeal ed deci sion, the
requirenments of Article 83 EPC nust therefore be
regarded as net.

7. Novel ty

7.1 In the course of the appeal procedure |ack of novelty
of the subject-matter of the clainms then on file has
been all eged by the Appellant only in view of docunents
D1 and D18 (cf. Statement of G ounds of Appeal filed on
10 July 2002 and letter dated 10 May 2004).

1974.D
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D1 generally relates to a process for the in situ

bl endi ng of ethyl ene polyners, said process conprising
continuously contacting, under polynerization
conditions, a mxture of ethylene and at | east one

al pha-ol efin having at |east 3 carbon atons with a
catalyst in at least two fluidized bed reactors
connected in series (page 3, lines 39 to 42).

According to D1, the polynerization conditions are such
that an et hyl ene copol yner having a high flowrate in
the range fromO0.1 to 1000 g/10 min is fornmed in at

| east one reactor and an ethyl ene copol ynmer having a
low nelt flowrate in the range from0.001 to 1.0 g/10
mnis formed in at | east one other reactor, each

copol yner having a density of 0.860 to 0.965 granicn?
and a nelt flowratio in the range from20 to 70
(daiml).

It thus appears that docunment D1 requires neither that
the final conposition should exhibit a specific nelt

i ndex and a specific density, nor that the copolyners

obtained in the different stages of the process should
exhibit different densities.

Waile it is true that docunent D1 discloses in specific
exanples (page 6, lines 47 to 58; Exanples 2 and 3)
conposi tions which would neet all the requirenents set
out in Caimlinternms of nelt flowrates, densities,
and anount of polyners, it is however evident that D1
does not nention the use of these specific conpositions
as outer sheath for a power cable or a conmmrunication
cabl e.
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7.6 Thi s concl usion cannot be altered by the statenent in
DL (cf. page 3, lines 3 to 7), that linear |ow density
pol yet hyl ene (LLDPE) m ght be used, inter alia, in wre
and cabl e applications, since this does not inply that
t he conpositions of D1 would be inevitably be used in
wire or cable applications, |let alone as outer sheath
for a power or a comunication cable. On the contrary,
this passage, in the Board's view, is to be considered
as a nere listing of applications previously known in
the art for LLDPE conpositions. The fact that docunent
Dl is not concerned at all wth wire or cable
applications is further confirmed by lines 15 to 37 on
page 3 of D1, which clearly disclose that the aimof D1
is to provide ethyl ene copol yners conpositions able to
overcome problens arising in the manufacture of filns
of LLDPE conpositions.

7.7 Consequently, D1 does not contain a clear and
unm st akabl e di scl osure of the subject-matter of
Claim1. It cannot deprive the subject-matter of this
claimof novelty (cf. also decision T 450/89 of
15 Cctober 1991, not published in Q3 EPO Reasons,
poi nt 3.11).

7.8 Docunent D18 is an international application under the
PCT whi ch has been published on the 20 June 1996, i.e.
before the filing date of the patent in suit (3 July
1996) but after the clained priority date thereof
(10 July 1995). It would thus belong to the prior art
under Article 54(1) and (2) EPCif the patent in suit
is not entitled to the priority of docunment D17, or to
the prior art according to Article 54(3) and (4) EPC if
the priority is valid and if the requirenents of
Article 158(2) EPC are net.

1974.D
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As stated in the decision G 2/98, the requirenent for
claimng priority of "the same invention", referred to
in Article 87(1) EPC, nmeans that priority of a previous
application in respect of a claimin a European patent
application in accordance with Article 88 EPCis to be
acknow edged only if the skilled person can derive the
subject-matter of the claimdirectly and unanbi guously,
usi ng common general know edge, fromthe previous
application as a whol e.

In this context, it is clear that all the features of
Claim1 can be found in docunent D17 in view of

i ndependent Clains 12 and 13 in conbination with
Claiml to which they refer, and of the follow ng
passages of the description:

page 6, line 33 to page 7, |ine 14;

page 5, lines 13 to 23; and

page 5, line 32 to page 6, |line 17.

While it is generally not perm ssible to conbi ne
separate itens belonging to different enbodi nents
descri bed in one docunent sinply because they are

di scl osed in that one docunment unless such conbi nation
has been suggested there, it is evident in the present
case that such a conbination is suggested to the

skill ed person, since these passages are |inked to each
other by the preferred enbodinent relating to a m xture
of two polynmers as a cabl e sheat hing conposition.

The argunent of the Appellant, Opponent | and Opponent
11, that D17 contained no counterpart to paragraph
[025] in the patent in suit (Section XV.(iii.a.5),
above) is irrelevant since this paragraph nerely
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reiterates in the formof an illustration the
consequence of the rule of interchangeability of the
| abel s devel oped i n paragraphs [019], [023] and [024].

The further argument of the Appellant, OCpponent | and

Qpponent 111 that the passage in D17 at page 5, line 35
to page 6, line 15 required a conbination with very
specific process features (Section XV.(iii.a.4), above)

cannot succeed since it is clear fromthe introductory
phrase "it is nost preferable that" that the features
referred to are a sub-enbodi nent of the preferred

bi nodal pol ymer m xture with which the whol e paragraph
is generally confronted and not limting on it.

The Board cones therefore to the conclusion that the
subject-matter of Caim1 of the main request can be
derived clearly and unanbi guously from D17 as a whol e.

The sane is true for the subject-matter of Clains 2 to
8 which are clearly based on Clains 2, 5 6, 7, 8, 10,
and 11 of D17 respectively.

It thus follows that Cains 1 to 8 are entitled to
claimthe priority of docunent D17.

Since, as appears fromthe European Patent Register,

the national fees nmentioned in Article 158(2) EPC have
been paid on 1 July 1997, docunent D18 bel ongs to the
state of the art according to Article 54(3) and (4) EPC

D18 relates to a pol yet hyl ene conposition, which
contai ns 85-99 percent by weight of a component (A)
havi ng a bi nodal nol ecul ar wei ght distribution and a
conponent (B) having a uni nodal nol ecul ar wei ght
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di stribution. Conponent (B) is a linear ethylene

pol ynmer having nol ecul ar wei ght between 150, 000- 600, 000,
a nol ecul ar wei ght distribution between 3.5-9.5, a nelt

i ndex MFRy; between 0.5-10 and a density controlled
within the range of 910-960 g/cn?, and the amount of
conponent (B) calculated fromthe end product is

bet ween 1-15 percent by weight (page 3, lines 16 to 22).

The bi nodal conponent of the polyethyl ene conposition
has a density of 940-955 g/cnt and a nelt flow rate of
0.03-0.6 g/10 min. It is formed of a | ow nol ecul ar

wei ght fraction having preferably a nol ecul ar wei ght of
5000- 50, 000, a nol ecul ar wei ght distribution Mv M of
2.5-9 and nelt flowrate between 10-1000 g/10 mn and a
density between 950-980 g/cn?. Most preferably this
conponent has relatively high density, preferably 950-
980 g/cn? and high nelt flow rate MFRy;, preferably 150-
500. The proportion of this fraction fromthe whole

bi rodal conponent is preferably 40-60% The anot her
fraction of the binodal conponent conprises a fraction
havi ng a cal cul ated nol ecul ar wei ght Mwv of 300, 000-
900, 000 and a nol ecul ar wei ght distribution of 4.5-12.
The proportion of this fraction of the whol e binodal
conponent is preferably 60-40% (page 3, line 24 to
page 4, line 8).

The bi nodal conponent is prepared preferably by a two-
step process, in which in the first polynerization step
the | ow nol ecul ar weight fraction is formed and in the
second step polynerization is continued in another
reactor to prepare the binodal product. It is also
possible to formthe high nol ecul ar wei ght conponent in
the first reactor and the | ow nol ecul ar wei ght
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conponent in the second reactor (page 4, lines 13 to
17) .

7.12 The ot her main conponent in the polyethyl ene
conposition is a linear ethylene polymer having a
uni nodal nol ecul ar wei ght distribution and having a
nmol ecul ar wei ght preferably between 150, 000- 600, 000, a
nol ecul ar wei ght distribution between 3.5-9.5 and a
melt flow rate MFRy;, between 0.5-10. The density of the
conponent is controlled so that it is between 910-
960 g/ cn? (page 4, lines 24 to 28).

7.13 It is therefore evident that the conpositions disclosed
in D18 are m xtures of at |east three olefin polyners.
It is further clear that D18 does not disclose the use
of these conpositions as outer sheath for a power cable
or a conmuni cation cable, since it nmerely nmentions that
t he conpositions are suitable for manufacturing cable
isolation materials (page 1, lines 5 to 8).

7.14 It thus follows, that at |east for these reasons D18
cannot destroy the novelty of the subject-matter of
Claims 1 to 8 of the main request.

7.15 Consequently, the subject-matter of Clains 1 to 8 nust
be regarded as novel over the cited prior art
(Article 54 EPC)

The patent in suit, the technical problem

8. The patent in suit is concerned with the use of

pol yol efin based cabl e sheat hing conpositions for the
manuf acture of outer sheath for a power cable or a

1974.D
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conmuni cation cable. Such cabl e sheathing conpositions,
are known, in particular, fromdocunments D3 and D5.

Docunent D3 relates to a ethylene polyner blend, the
pol ymer component of which consists essentially of (a)
40-70 parts by wei ght of a high nol ecul ar wei ght

et hyl ene pol ynmer having a high load nelt index (HLM)
inthe range of 0.1 to 1.5 g/10 mn and a density in
the range of 0.930 to 0.940 g/cn?, and having a

het erogeneity index of <10, and (b) 60-30 parts by

wei ght of a | ow nol ecul ar wei ght ethyl ene pol yner
having a nelt index (M) in the range of 45-300 g/10
mn and a density of above 0.950 g/cn? and having a
het erogeneity index of <6. The pol yner blend used
exhibits a nelt flowrate of 0.01 to 0.6 g/10 mn and a
density of 0.940 to 0.965 g/cn? (Claim1; Table I).

The bl ends are prepared by dry bl ending, nelt blending
or dry blending followed by nelt blending (colum 3,
lines 62 to 68).

Al t hough being essentially focussed on the manufacture
of films, docunent D3 further nentions that the polyner
bl ends mi ght also be useful in wire coating (colum 2,

lines 32 to 40).

As indicated in D3, the blends have a good bal ance of
stiffness and inpact strength and hi gh ESCR (colum 2,
lines 29 to 31) and exhibit desirable processing
properties when extruded into a polyolefin film
(colum 2, lines 32 to 37).
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Docunent D5 relates to high density ethyl ene pol yner

bl ends havi ng inproved inpact strength and ESCR and to
a Ziegler polymerization process for the preparation

t hereof (columm 1, lines 12 to 17). In addition to

i mproved ESCR and i npact strength, these bl ends have
excel l ent processability such as reduced nelt viscosity
at high shear. These blends are useful in the
fabrication of cable jacketing (colum 3, lines 7 to
11) .

Preferred high density ethylene polyner blends

according to D5 conprise at |east 60 weight percent of
an internedi ate nol ecul ar wei ght ethyl ene pol yner and
from5 to 40 wei ght percent of a high nol ecul ar weight,
non- el astonmeric ethyl ene/a-olefin copolyner. Preferably,
the blend has a nelt flowrate in the range of from
about 0.1 to 30 g/10 mn and a density of at |east

0.930 g/cn?, nost preferably a density of 0.946 g/cn? to
0.964 g/cn? and a nelt flowrate in the range of 1.0 to
10 g/10 min (colum 3, lines 17 to 34).

The internedi ate nol ecul ar wei ght et hyl ene pol ynmer is
an honopol ynmer of ethylene, or an ethylene/a-olefin
copol ymer containing a predom nant anount of

pol yneri zed et hyl ene and a m nor anmount (e.g. up to
about 13 wt.% of one or nore polynerized a-olefin, and
m xtures thereof. Such internedi ate nol ecul ar wei ght
pol ymer preferably has a density in the range of from
0.945 to 0.970 g/cn? and nelt flowrate in the range of
0.5 to about 500 g/10 mn, especially fromO0.955 to
0.970 g/cn? and from1 to 400 g/ 10 min, respectively
(colum 3, lines 36 to 50).
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The hi gh nol ecul ar wei ght, non-el astoneric ethyl ene/ a-
ol efin copolyner is a thernoplastic copol ynmer of

et hyl ene and one or nore a-olefins and m xtures of such
copol ymers whi ch copol yners have a crystallinity of at

| east 5 percent. Preferably, the copolyner has a nelt
flowrate in the range of fromO0.0001 to 6 g/10 m n,
especially from0.003 to 1 g/10 min, and a density in
the range of from0.870 to 0.955 g/cn?, especially from
0.880 to 0.945 g/cn? (colum 3, line 51 to colum 4,
l[ine 1).

According to D5 it is critical that the nelt flowrate
of the internedi ate nol ecul ar wei ght pol ynmer be at
least 5 tinmes the nelt flow rate of the high nol ecul ar
wei ght copol yner, preferably at |east 10 tines

(colum 4, lines 19 to 22).

The preparation of the blends is carried out by the
steps of (1) polynerizing ethylene or m xture of

et hyl ene and a-ol efin conmononer in a primary

pol yneri zation zone in a solvent in the presence of a
Zi egler catal yst at solution polynerization tenperature
under conditions such that the internedi ate nol ecul ar
wei ght polynmer is provided, (2) polynerizing a nonomner
m xture of ethylene and a-olefin in an auxiliary

pol yneri zation zone in the presence of Ziegler catalyst
at solution polynerization tenperature under conditions
such that the high nol ecul ar wei ght copolymer is

provi ded and (3) conbining the polynerization products
fromthe aforenenti oned pol yneri zation zone while said
products are still in the liquid state. The foregoing
process can be carried out in a batchw se or continuous
manner, although a continuous manner is preferred. It

is further to be noted that steps (1) and (2) can be
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carried out simultaneously in a parallel operation
wherein polynerization is effected in two reactors
operating as the primary and auxiliary pol ynerization
zones or steps (1) and (2) can be carried out in series
or sequence in forward or reverse order wherein the
pol yneri zati on product of one zone is passed to a
second zone by pol ynerizing nononer in one reactor
under one set of conditions and w thdraw ng the

pol yneri zation m xture to a second reactor and

pol yneri zi ng nononmer in second zone under a separate
set of conditions, during which tine the polyner is
mai ntai ned in solution (colum 4, line 50 to colum 5,
line 10).

The object of the patent in suit, as nmentioned in

par agr aphs [0002], [0003], and [0006], is to provide a
cabl e sheat hing conposition as an outer sheath for a
power cable or a conmunication cable, having in

conmbi nation a good processability, a high surface
finish, high nmechanical strength, |ow shrinkage and

hi gher ESCR

Wi | st both docunents D3 and D5 di scl ose conpositions
whi ch can be used in cable sheathing applications and
whi ch exhi bit good ESCR, inpact strength and
processability, neither of themdeals with the problem
of inproving the surface finish and the probl em of
reduci ng the shrinkage of these conpositions.

The cl osest state of the art should normally be
represented by a docunent which deals with the sane
probl em However, in the absence of such a docunent,
the starting point for evaluating inventive step should
be searched for in a docunent relating to a simlar
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technical problem or at least to the same or a closely
rel ated technical field as the patent in suit (cf.

T 989/93 of 16 April 1997, not published in QJ EPQ
Reasons, point 12).

Wil e D3 has been considered as the cl osest state of
the art in the decision under appeal, the Appellant, at
t he oral proceedings, has used D5 as starting point for
t he assessnent of inventive step.

Al t hough, in view of the considerations in paragraphs
8.12 and 8.13, D3 and D5 could be both regarded as
nmeeting the requirenents set out in decision T 989/93
to be used as a starting point for the assessnent of

i nventive step, the conpositions disclosed in D5 cone
cl oser to those used according to the patent in suit
than those disclosed in D3, in terns of density and
nelt flowrate of the blend and of the olefin polyner
conponents thereof and in view of the preparation

nmet hod of the blends, so that docunent D5 represents,
in the Board's view, a nore appropriate starting point
t han docunent D3.

Thus, starting from D5, the technical problem my be
seen in the provision of a cable sheathing conposition
as an outer sheath for a power cable or a comunication
cabl e, having in conbination a good processability, a
hi gh surface finish, high nmechanical strength, |ow

shri nkage and hi gh ESCR



9.3

1974.D

- 44 - T 0420/ 02

The sol ution proposed according to Caim1l of the
patent in suit is to use a binodal m xture of two
olefin polynmers obtained in a two stage pol yneri sation
and having the specific densities and the nelt flow
rates set out in Claiml.

In view of Exanples 1, 2 and 3 of the patent in suit,
the Board is satisfied that this clainmed problemis
effectively solved by the cl ai mred neasures.

| nventive step

It remains to be deci ded whet her the clained subject-
matter was obvious to a person skilled in the art
having regard to the relevant prior art.

Wiile it is true, as submtted by the Appellant, that
there is an overlap between the conpositions disclosed
in D5 and those according to the patent in suit in
terms of density and nelt flow rate of the blends and
conponents thereof, it is noted by the Board that, as
submtted by the Respondent, none of the conpositions
of the Exanples of D5 neet the requirenents set out in
Claim1 for the olefin polyner m xture.

In this context, while the conpositions exenplified in
D5 exhibit a good processability in view of their |ow
melt viscosity under shear (cf. Exanples 1, 2, and 3),
it is noted by the Board that the only value of the
ESCR of the blends disclosed in D5 (cf. Exanple 1) is
much | ower (288 hours) than that obtained by the
conpositions exenplified in the patent in suit (i.e.
2000 hours; cf. Exanples 1, 2, 3 and 4), and that no

information is available in D5 concerning the surface
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finish and the shrinkage of extruded articles nmade from
t he conpositions disclosed therein.

This latter point has been chall enged by the Appell ant
who has argued that it is inplicit that the bl ends of
D5 woul d have a | ow shrinkage in view of the presence
of | onger nol ecul es connecting spherulites in their

internal structure.

In that respect, the Board firstly notes that D5 itself
makes no correl ati on between shrinkage and the presence
of these longer nolecules, but that it only believes
that their presence causes the good inpact strength and
t he good ESCR of the conposition (cf. colum 2, line 59
to colum 3, line 6).

Secondly, the allegation of the Appellant that the
presence of these |onger nolecules would lead to
reduced shrinkage due to |l ower stress forces, has been
contested by the Respondent, who has submtted that, on
the contrary, these |onger nol ecul es, having been
stretched during extrusion, would |ead to an increased
shrinkage of the extruded sheath when they returned to
coils.

Since the Parties have nade contrary subm ssions, and
since the Board is unable to establish this fact on its
own notion, the Board can only consider that no

concl usive indication can be deduced from D5 concerning
either a positive or a negative influence of the
presence of these |onger chains on the shrinkage of
extruded articl es.



9.5

9.6

1974.D

- 46 - T 0420/ 02

The lack of information in D5 concerning the shrinkage
and surface finish properties of the blends discl osed
t herein cannot be conpensated by the further argunent
of the Appellant, that the conpositions of Conparative
Exanpl es Reference 1 and Reference 2 of the patent in
suit should be considered as representative of the
properties of the conpositions of D5 in ternms of
surface finish, shrinkage, as well as processability
and nmechani cal properties,

(i) firstly, since this argunent would be based on
know edge whi ch has been derived fromthe patent in
suit (hindsight) and which is not derivable fromthe
general disclosure of D5 or its actual exanples;

(1i) secondly, since the conposition of Reference 1
does not fall under the scope of D5, because this
conposition is a uninodal conposition (cf. paragraph
[034]); and, thirdly,

(iii) since the conposition of Reference 2 does not
either fall under the scope of D5, since it neither
conprises an ethyl ene copolynmer as required by D5, nor
neets the requirenments set out in D5 (cf. paragraph
8.10 above) in terns of ratio of the nelt flow rates of
the two ol efin polymer conmponents (cf. paragraph

[ 0048]) .

It thus follows fromthe above, that no indication can
be found in docunent D5 concerning the reduction of
shrinkage and the obtaining of good surface finish in
conbination wth a further inprovenent of the ESCR and
t he mai ntenance of a good processability.
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Consequently, even if one would consider that the
expression "cable jacketing"” used in D5 would refer to
t he manufacture of the outer sheath of a cable, D5
itself cannot provide a hint to the solution of the
techni cal probl em

In the course of the appeal procedure, the Appell ant

has further relied on docunents D1, D3, D18, D20, and
D21 in support of its objection of |ack of inventive

st ep.

As indicated above in paragraph 8.4, docunent D3 is
nore focussed on the production of filns. Even if one
woul d consider that D3 is al so concerned with the
manuf acture of the outer sheath of cable, since it
nmentions the use of the blends in wire coating
application, it is evident, on the one hand, that D3 is
not interested at all with the problem of good surface
finish, since it accepts that the blends have a high
content of fish eyes (cf. colum 24, lines 18 to 22),
and, on the other hand, that D3 is totally silent on

t he probl em of shrinkage reduction.

Thus, at least for these reasons, D3 cannot offer to
the skilled person a hint to the solution of the
techni cal probl em

In the Board's view, the skilled person would have no
hint to search for a solution to the technical problem
in D1, since D1, as indicated above in paragraph 7.6
above, is not concerned with the manufacture of outer

sheath for power or communi cation cabl es.
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Furthernore, even if the skilled person wuld have
considered D1, this docunment woul d have been of no help
for solving the technical problem since it contains no
i ndi cation on the shrinkage and on the ESCR of the
conpositions disclosed therein.

D18 and D21 cannot be taken into consideration, since

t hey have been published after the priority date of the
patent in suit. Docunent D20 is even |l ess relevant than
docunents D5, D3 and D1, since, although dealing with

t he probl em of shrinkage in cable jacketing material,

it nerely refers to a pol yethyl ene conmpound w t hout
giving any information on its conposition, and since it
is concerned neither with the problemof ESCR nor with
t he problem of surface finish of cable sheathing
conposi tions.

Consequently, the subject-matter of Claiml1, and by the
sane token that of dependent Clains 2 to 8 involves an
inventive step (Article 56 EPQC)

It thus follows that the main request of the Respondent
is allowable.
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Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance, with the
order to maintain the patent on the basis of the main
request filed at the oral proceedings consisting of a
manuscri pt amended Claiml1l and Clains 2 to 8 of the
mai n request as submtted with the letter dated June 29,

2004.
The Regi strar: The Chai r man:
E. Gorgnmaier R Young
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