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Summary of Facts and Subm ssi ons

2339.D

The appel l ant (patent proprietor) |odged an appeal
agai nst the decision of the Qpposition Division
revoki ng European patent No. 0 622 244.

Qpposition had been filed against the patent as a whole
based on Articles 100(a) EPC (lack of novelty,

Article 54 EPC, and |ack of inventive step, Article 56
EPC), 100(b) EPC and 100(c) EPC.

The Opposition Division held that the subject-matter of
clainms 1 and 2 of each of the requests of the appellant
was not disclosed in a manner sufficiently clear and
conplete for it to be carried out by a person skilled
in the art.

Oral proceedings were held before the Board of Appeal
on 27 July 2004.

The appel | ant requested that the decision under appeal
be set aside and that the patent be maintained on the
basis of the follow ng docunents:

(i) clainms 1 and 2 filed as main request on 27 Cctober
1998, and clains 3 to 20 as granted; or

(ii) claims 1 and 2 filed as first auxiliary request on
18 August 2003, and clainms 3 to 20 as granted; or

(iiti)clainms 1 to 16 filed as second auxiliary request
on 28 June 2004; or
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(iv) claims 1 and 2 filed as third auxiliary request on
8 Decenber 2003, and clains 3 to 20 as granted.

The respondent (opponent) requested that the appeal be
di sm ssed.

| V. Claim 1l of the main request reads as foll ows:

"1. A recording nediumconprising an al um na hydrate of
the formul a

Al 203 n(OH) 2 x NHO
wherein n is an integer of 0O, 1, 2 or 3 and mis a
nunber of 0 to 10, having an average pore radius of 2
to 20 nm (20 to 200 A) and a half breadth of pore
radius distribution of 2 to 15 nm (20 to 150 A), and
the half breadth of pore radius distribution being a
val ue which is a magnitude half of the magnitude of the

aver age pore radi us.

Claim1l1l of the first auxiliary request and claim1 of
the second auxiliary request are substantially
identical to claim1l of the main request and differ
fromthe latter claimin that the definition of the
hal f breadth reads "the half breadth of pore radius

di stribution being a value which is a magnitude half of
t he magni tude of the average pore radius in the pore
radi us distribution".

Claim1l1l of the third auxiliary request differs from
claiml of the first and second auxiliary requests in
that the feature "wherein the neasurenent of said pore
radi us distribution was conducted by Autosorb 1
apparatus" is added at the end.

2339.D
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The foll ow ng docunent was in particular referred to in
t he appeal proceedings:

D16: Drawi ng of a pore radius distribution curve
submtted by the appellant for explanatory
purposes in connection with the term"half breadth
of pore radius distribution” on 18 August 2003.

The appel | ant argued essentially as foll ows:

Al t hough "hal f breadth"” is not a usual term a person
skilled in the art recogni zes i medi ately, when reading
this expression, that half breadth nmeans "half w dth"
The half width of a distribution curve is well known in
the art and nmeans the full width of the curve at half
hei ght of the curve. Thus, a person skilled in the art
wi |l understand what is neant by "half breadth of pore
radi us distribution”. The definition on page 8,

lines 11 and 12 of the application as filed (printed
version) teaches a person skilled in the art that the
hal f breadth of the pore radius distributionis
nmeasured at half height of the average pore radius as
shown in docunent D16. This docunent is not to be
introduced into the patent in suit. It merely reflects
t he general know edge of a person skilled in the art
and what this person will derive fromthe definition of
the half breadth of the pore radius distribution in the
application as filed. Further guidance for a correct
interpretation of this definitionis to be found on
page 10, lines 11 to 16 of the application as filed
(printed version). Any interpretation of this
definition differing fromwhat is shown in docunent D16
woul d not make technical sense and woul d therefore have
to be rejected. Thus, a person skilled in the art is
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able to carry out the subject-matter of claim1 of the
patent in suit according to all requests.

The respondent argued essentially as foll ows:

The expression "half breadth"” does not exist in the art.
A person skilled in the art will not associate this
expression with "half width". Al though the definition
of the term"half breadth of pore radius distribution”
is linguistically correct, it is technically

i nconprehensible. If this definitionis translated into
practice, it will proof itself as technically
meani ngl ess. However, this does not nean that a person
skilled in art will arrive at docunent D16 as the
correct interpretation. Only with hindsight, when

| ooki ng at docunent D16, a person skilled in the art is
abl e to understand what the intended nmeaning of "half
breadth of pore radius distribution” is. Since this
docunent is not part of the application as filed it
cannot be introduced into the patent in suit. Any
understanding of this term depends on the definition
given on page 8, lines 11 and 12 of the application as
filed (printed version). The rest of the application
does not provide further support. The reference to
prior art recording nmedia having a narrow distribution
of pore radius cannot help either because the
correspondi ng docunents cited on page 2, |lines 42 and
43 of the application as filed (printed version) do not
explain or refer to the term"half breadth of pore

radi us". Consequently, a person skilled in the art is
not able to carry out the subject-matter of claim1 of
each of the appellant's requests.
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Reasons for the Decision
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The answer to the question whether or not the subject-
matter of claim1l of each of the appellant's requests
is disclosed in a manner sufficiently clear and
conplete for it to be carried out by a person skilled
in the art depends on whether or not a person skilled
inthe art is able to interpret the term"half breadth
of pore radius distribution” unequivocally, in other
wor ds, whether or not this termis disclosed
sufficiently clear and conplete for the subject-matter
of claim1l1l of each of the appellant's requests to be
under st andable for, and to be carried out by, a person
skilled in the art.

The expression "half breadth” in conbination with a

di stribution is unusual and thus not immediately
under st andabl e by a person skilled in the art. The term
"hal f breadth of pore radius distribution” is therefore
explicitly defined on page 8, lines 11 and 12 of the
application as filed (printed version) as "a breadth of
pore radius which is a magnitude half of the magnitude
of the average pore radius”". It is obvious that in this
definition the word "distribution”™ was forgotten

bet ween "radi us" and "which". Thus, according to this
definition, the half breadth of pore radius
distribution is a magnitude half of the magnitude of

t he average pore radius. However, this definitionis
contradicted by Table 2 of the application as filed,

whi ch corresponds to exanpl es of the recordi ng nmedi um
according to claim1 of each of the appellant's
requests. Table 2 |ists average pore radii of 125, 85,
50 and 30 A and corresponding hal f breadths of 100, 80,
50 and 20 A, which represent by no neans the half of
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the average pore radius. Thus, an interpretation "half
breadth of pore radius distribution” using the direct
wordi ng of the definition referred to above will be

di scarded by a person skilled in the art as being w ong.

The person skilled in the art nmay then assune that
"hal f breadth"” should nmean what normally is designated
inthe art as "half width", i.e. the wwdth of a curve
nmeasured at half of the maxi mum hei ght of the curve.
However, also this interpretation is contradi cted by
Tabl e 2 and the correspondi ng distribution curve shown
in Figure 6 of the application as filed. The maxi num
hei ght of the curve of Figure 6 is indicated by 100,
the width at magnitude 50 is about 150 A This val ue
does not correspond to any of the values given in
Table 2 for the half breadth.

The appel | ant argued that the intended neaning of "half
breadth of pore radius distribution” is what is
illustrated in docunent D16, nanely that this term
expresses the width of the distribution curve neasured
at a height which corresponds to half the height of the
di stribution curve at the average pore radius, which
hei ght may differ fromthe peak val ue of the curve.
Even if a person skilled in the art had assuned this
nmeani ng, due to the obscure and anbi guous definition of
the term"half breadth of pore radius distribution”, he
or she would have had to verify this neaning, and the
necessary checki ng woul d have reveal ed again an

i nconsi stency between Table 2 and Figure 6 of the
application as filed.

Exanple 1 of Table 2 has an average pore radius of
125 A, which coincides with the peak val ue of the curve
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of Figure 6. As indicated above under point 3, the
wi dth of the curve at half maxinumis 150 A whereas
Exanple 1 of Table 2 has a "half breadth" of 100 A

The hal f breadths of Exanples 2 to 4 of Table 2 deviate
even further fromthe respective widths of the curve of
Figure 6 taken at a value half the nmagnitude of the
respective average pore radius.

Thus, the interpretation of "half breadth of pore

radi us" according to docunent D16 is not in accordance
with Table 2 and the corresponding distribution curve
of Figure 6. A person skilled in the art wll
consequently al so discard this interpretation.

Since the interpretation of the definition of the term
"hal f breadth of pore radius distribution” considered
by the appellant to be the correct and intended one, is
contradicted by the application as filed, and since
docunent D16 was not available at the priority date of
the patent in suit, a person skilled in the art is not
abl e, wi thout undue burden, to find out the exact
meani ng of this termand thus to carry out the subject-
matter of claiml of any of the requests of the
appellant. It should be noted that the inconsistencies
between Table 2 and Figure 6 of the application as
filed are such that they cannot be expl ai ned by

measur enent and/ or drawi ng tol erances. Also with the
hel p of the indication on page 10, lines 11 to 16 of
the application as filed, or with the help of the

di scl osure of the prior art docunents nentioned in the
application as filed, it is not possible to renove

t hese inconsistencies and to arrive at the
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interpretation of "half breadth of pore radius
di stribution” according to docunent D16 unanbi guously.

6. The Board concludes therefore that the patent in suit
according to each of the appellant's requests does not
nmeet the requirenents of Article 83 EPC

Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

P. Martorana W Moser
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