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Summary of Facts and Subm ssi ons

1978.D

The grant of the European patent No. 0 843 696 in the
nanme of AlliedSignal Inc. (later BASF

Akti engesel |l schaft) in respect of European patent
application No. 96 925 540 filed on 26 July 1996 and
claimng priority of the US patent application

No. 508194 filed on 27 July 1995 was announced on

21 April 1999 (Bulletin 1999/16) on the basis of 21
cl ai ns.

| ndependent Clains 1, 12, and 21 read as foll ows:

"1. A process for preparing a light stabilized
pol yam de substrate, conprising the steps of:

a. mxing an effective anmount of a hindered am ne
wi th a pol yam de precursor, said hindered am ne
conprising a functional group capable of reacting
with an end group of said pol yam de precursor and
bei ng represented by the fornmnula:

in which
R, conprises said functional group which is an
am ne or an am de-form ng group

R, is al kyl; and
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Rs is selected fromthe group consisting of
hydrogen; alkyl of 1 to 3 carbons; and -OR, in
which R, is selected fromthe group consisting of
hydrogen, nethyl, and alkyl of 1 to 7 carbons;
fol | oned by

b. reacting said functional group with the end
group of said polyam de precursor at a tenperature
sufficient for polynerization to occur,

to thereby bind the hindered amine to the

pol yam de

A pol yam de substrate conprising a |ight
stabilizing amount of a hindered am ne bound
thereto by reaction of a functional group of the
hi ndered amine with an end group of a precursor of
sai d pol yam de, said hindered am ne being
represented by the formnul a:

in which

R, conprises said functional group which is an
am ne or an am de-form ng group

R, is al kyl; and

Rs is selected fromthe group consisting of
hydrogen; alkyl of 1 to 3 carbons; and -OrRy in
which R, is selected fromthe group consisting of
hydrogen, nethyl, and alkyl of 1 to 7 carbons.
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21. A flag, a decorative banner, or a personal
flotation device nade of the polyam de substrate
of claim12."

Clains 2 to 11, and 13 to 20 were dependent cl ai ns.

1. Three Notices of Cpposition were filed against the
patent, as foll ows:

(1) by BASF Aktiengesellschaft (Opponent |) on 18 My
1999, and

(ii) by Nylstar S.A (Opponent 11), on 21 January 2000;
and by,

(tit)Cdariant International Ltd (Opponent [11), on
22 January 2000.

Wth its letter dated 28 April 2000, Opponent |
withdrew its opposition and further indicated that it
had becone the Proprietor of the patent. The

regi stration of the change of the Patent Proprietor
took effect on 27 April 2000.

Qpponents |1 and |11l requested the revocation of the
patent on the grounds of |ack of novelty and | ack of

inventive step (Article 100(a) EPQC)

These obj ections were supported, inter alia, by the
fol |l owi ng docunents:

El: WO A-95/28443;

1978.D



1978.D

- 4 - T 0522/ 02

E2: WO A-91/03511;

E3: EP-A-0 345 648;

E4: Norman S. Allen et al. "Thermal and Phot o-chem cal
Degradati on of Nylon 6,6 Polyner: Part I1-
| nfl uence of Hi ndered Piperidine Light
Stabilisers.”; Polynmer Degradation and Stability,
Vol . 21, (1988), pages 251 to 262;

E5S: EP-A-0 379 470;

E12: DE-A-3 932 912, and,

E14: DE-A-2 040 975.

By a deci sion announced orally on 4 Decenber 2001 and
issued in witing on 11 March 2002, the Opposition

Di vision revoked the patent.

The decision of the Opposition Division was based on
Claims 1 to 10 submitted as main request at the oral
proceedi ngs of 4 Decenber 2001.

| ndependent Clains 1, 6, and 10 read as foll ows:

"1. A process for preparing a light stabilized
pol yam de substrate, conprising the steps of:

a. mxing an effective anmount of a hindered am ne
wi th a pol yam de precursor, said hindered am ne
conprising a functional group capable of reacting
with an end group of said pol yam de precursor and
bei ng represented by the fornula:
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in which

Ry, conprises said functional group and is sel ected
fromthe group consisting of -(NH)Rs where Rs is
al kyl of 1 to 8 carbons; -COOH, -COCH acid
derivative; -(CH)x(NHRs, in which X is an integer
of from1l to about 6 and Rs is hydrogen or al kyl
of 1 to 8 carbons; -(CH)yCOOH, in which Y is an
integer of from1l to about 6; and -(CH)y COOH acid
derivative in which Y is an integer of from1l to
about 6,

R, is al kyl; and

Rs is selected fromthe group consisting of
hydrogen; alkyl of 1 to 3 carbons; and -OR4 in
which R, is selected fromthe group consisting of
hydrogen, nethyl, and alkyl of 1 to 7 carbons;
fol |l oned by

b. reacting said functional group with the end
group of said polyam de precursor at a tenperature
sufficient for polynerization to occur, to thereby
bi nd the hindered am ne to the pol yam de,

or conprising the steps of:
a. mxing an effective anmount of a hindered am ne

wi th a pol yam de precursor, said hindered am ne
conprising a functional group capable of reacting
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with an end group of said pol yam de precursor and
bei ng represented by the fornula:

in which

Ry, conprises said functional group and is sel ected
fromthe group consisting of -(NHRs where Rs is
hydrogen or alkyl of 1 to 8 carbons; -COOH, -COCH
acid derivative; -(CH)x(NH)Rs, in which X is an
integer of from1l to about 6 and Rs is hydrogen or
al kyl of 1 to 8 carbons; -(CH,)y COOH, in which Y
is an integer of from1l to about 6; and -(CH)y
COOH acid derivative in which Y is an integer of
from1l to about 6,

R, is al kyl; and

Rs is selected fromthe group consisting of
hydrogen; alkyl of 1 to 3 carbons; and -OR, in
which R, is selected fromthe group consisting of
hydrogen, nethyl, and alkyl of 1 to 7 carbons;
fol |l oned by

b. reacting said functional group with the end
group of said polyam de precursor at a tenperature
sufficient for polynerization to occur, to thereby
bi nd the hindered am ne to the pol yam de,

wherein said pol yam de precursor is selected from
t he group consisting of nmononers and ol i gonmers of
a G to Gy aryl diamne with a G to Ca aryl
diacid or aryl diacid derivative; nononers and
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oligonmers of a G to G4 aryl diamine with a G to
Cis al kyl diacid alkyl or diacid derivative [sic];
nononers and oligoners of a G to Gy, aral kyl

diamine with a CGo to Cy4 aral kyl diacid or diacid

deri vati ve.

A pol yam de substrate conprising a |ight
stabilizing amount of a hindered am ne bound
thereto by reaction of a functional group of the
hi ndered amine with an end group of a precursor of
sai d pol yam de, said hindered am ne being
represented by the formnul a:

in which

Ry, conprises said functional group and is sel ected
fromthe group consisting of -(NHRs where Rs is
al kyl of 1 to 8 carbons; -COOH, -COOH acid
derivative; -(CH)x(NHRs, in which X is an integer
of from1l to about 6 and Rs is hydrogen or al kyl
of 1 to 8 carbons; -(CH)y COOH, in which Y is an
integer of from1l to about 6; and -(CH;)y COOH acid
derivative in which Y is an integer of from1l to
about 6,

R, is al kyl; and

Rs is selected fromthe group consisting of
hydrogen; alkyl of 1 to 3 carbons; and -OR4 in
which R, is selected fromthe group consisting of
hydrogen, nethyl, and alkyl of 1 to 7 carbons;
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or said hindered am ne being represented by the
formul a:

in which

Ry, conprises said functional group and is sel ected
fromthe group consisting of -(NHRs where Rs is
hydrogen or alkyl of 1 to 8 carbons; -COOH, -COCH
acid derivative; -(CH)x(NH)Rs, in which Xis an
integer of from1l to about 6 and Rs is hydrogen or
al kyl of 1 to 8 carbons; -(CH,)y COOH, in which Y
is an integer of from1l to about 6; and -(CH)y
COOH acid derivative in which Y is an integer of
from1l to about 6,

R, is al kyl; and

Rs is selected fromthe group consisting of
hydrogen; alkyl of 1 to 3 carbons; and -OR, in
which R, is selected fromthe group consisting of
hydrogen, nethyl, and alkyl of 1 to 7 carbons;

wherein said polyamde is selected fromthe group
consi sting of nmononers and oligoners of a G to Cu
aryl diamne with a G to G4 aryl diacid or aryl

di acid derivative; nononers and oligoners of a Gs
to G4 aryl diamine with a G to Gg al kyl diacid or
al kyl diacid derivative; nononers and ol igoners of
a G to Cg4 aralkyl diamne with a Co to Cy4 aral ky
di acid or diacid derivative.
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10. A flag, a decorative banner, or a personal
flotation device nade of the polyam de substrate
of claimé6."

Claims 2 to 5 and 7 to 9 were dependent cl ai ns.

The Opposition Division held that Cains 1 to 10 of the
mai n request fulfilled the requirenents of

Article 123(2), 123(3) and 84 EPC.

The Opposition Division further held that the subject-
matter of Clains 1 to 10 was novel over docunents El
and E3.

Concerni ng inventive step, docunent E14 was regarded as
the closest state of the art, since it related to the
probl em of the preparation of light stabilized polyners,
in particular pol yam des.

According to E14 a hindered am ne was added to the

pol yam de to be stabilized, the m xture was nelted and
formed into a film

The subject-matter of the main request differed mainly
fromEl4 in that the hindered am ne was copol yneri zed
wi th the pol yam de precursor and introduced in the
chain as a chain control instead of being added to the
nmel ted pol yam de.

Starting from E14, the technical problemto be sol ved
by the patent in suit was seen as providing a further
process for making light stabilized polyam des.
Docunment E4 disclosed that the incorporation of a

hi ndered pi peridine at the end of the polyner chain was
an effective nethod of stabilizing nylon 6,6. Although
it indicated that the practicality of such a procedure
on a conmmercial scale remained to be seen, this |ast
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concern was however renoved by document E3 (cf.
Exanples 9 to 20), which disclosed the copol ynerization
of am noacids or caprolactamin the presence of

hi ndered am ne on a sem industrial scale.

Since the increase of light stability of pol yam des was
predi ctable from E3 and E4, and since no unexpected
effect, related either to use of specific hindered
amne or to the use of aromatic pol yam de precursors,
had been denonstrated, the subject matter of

i ndependent Clains 1 and 6 was consi dered as | acking

i nventive step.

A Notice of Appeal was filed on 21 May 2002 by the
Appel I ant (Patent Proprietor) with sinultaneous paynent
of the prescribed fee. In the Statement of G ounds of
Appeal filed on 22 July 2002, the Appellant argued
essentially as foll ows:

(i) Concerning the decision of the Opposition

Di vi si on:

(i.1) During the opposition period, the opposition had
not been substantiated in view of document E4. This
docunent shoul d have been di sregarded.

(i.2) The passage of E3 (i.e. Exanples 9 to 20) relied
on in the decision under appeal did not refer to

hi ndered pi peridines, contrary to the statenents nade
in the decision.
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(ii) Concerning inventive step:

(ii.1) El4 related to the stabilization of polyners
agai nst light and thermal degradation by incorporation
of 4-am no piperidine derivatives.

(ii1.2) Wiile am no-2, 2,6, 6-tetranethyl piperidine (TAD)
was di sclosed in E14 as piperidine derivative, there
was no exanple with TAD.

(ii1.3) According to E14, the stabilizer was m xed with

t he nolten pol yner.

(ii.4) Starting fromE14, the technical problemwas to
obtain polyam de with an inproved |ight stabilization.

(1i.5) This problemwas solved by polynerizing the
pol yam de precursors in presence of TAD and
i ncorporating TAD in the pol ynmer chain.

(ii.6) The conparison made with docunent E1 and the
tests of the experinental report of 28 Novenber 2001
showed that the incorporation of TAD in the pol yner
chain led to a better light and heat stabilization of

t he pol yam de

(ii.7) Docunent E3 was not pertinent for the assessnent
of inventive step, since it related only to branched
pol yam des with inproved dying properties in respect of
aci d dyes.

(1i.8) It could not have been expected that polyam des
with inproved light stability and sufficient nolecul ar
wei ght coul d be obtai ned when using TAD as chain
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regulator in the starting nononers. Furthernore, it was
not usual in the art to use nonoani nes as chain

regul ator in polyam de.

(ii1.9) Even if E4 would be considered it would not be
pertinent for the follow ng reasons:

(i1.9.1) This docunent referred to
tetramet hyl pi peridin-4-ol (TWMP) instead of TAD.

(i1.9.2) Hydroxyl groups would not be involved in the
obt ai ning of a pol yam de chai n.

(i1.9.3) According to E4, the final polynmer was surface
treated with TMP

(i1.9.4) TMP was only one of the eight stabilizers
di scl osed in E4.

(i1.9.5) According to E4 a vapour extraction of the
pol yam de shoul d be carried out. Fromthe exanpl es of
E4 it was evident that the vapour extraction was nore
effective than the stabilizer in order to inprove the
[ight stability.

(ii1.20) Thus, the conbination of E14 with E4 and E3, as
done by the Opposition Division, could not be made.

Wth its letter dated 7 February 2003, Respondent |
subm tted a new docunent referred to as

E18: US-A-4 981 915.

It al so argued essentially as follows:
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(i) Concerning docunment E4:

Thi s document shoul d be taken into consideration for
the foll ow ng reasons:

(i.1) The opposition had been considered as adm ssible
by the Opposition Division.

(i.2) E4 was a relatively short docunent and the
rel evant passage of E4 was clearly identified in the
concl usi ons of the docunent.

(1.3) According to Article 114(1) EPC, the Opposition
Division was entitled to take this docunent into
consi derati on.

(ii) Concerning novelty:

(ii.1) The subject-matter of Clainms 1 and 6 was not
novel over E14 or ES.

(ii1.2) E14 disclosed the use of TAD as stabilizer.
(i1.3) E14 further disclosed that the stabilizer m ght
be added at any stage before the processing of the

pol ymer and the pol yner m ght be a pol yam de.

(ii.4) E3 disclosed the use of TAD and of derivatives
t hereof during the polynerization of polyam de

precursors.

(iii1) Concerning inventive step:
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(iii.1) E14 should be considered as the closest state
of the art.

(iii.2) The patent in suit differed fromE14 by the
met hod of incorporation of the stabilizer into the
pol yam de

(ii11.3) Since E14 taught that the stabilizer m ght be
i ncorporated at any stage before processing, the
subject-matter of the patent in suit |acked inventive
st ep.

(iii.4) E3 taught the use of TAD as chain regul ator.
There was no difference between the use of TAD in E3
and its use in the patent in suit. Furthernore TAD was
known as |ight and heat stabilizer. Thus the

conbi nati on of E14 and E3 rendered the clai ned subject-

matter obvi ous.

(iii.5) It was known in the art that TAD or derivatives
t hereof could be incorporated in a polymer chain
t hrough an am de bond (cf. E12, E4, and E18).

(1i1.6) The tests submitted by the Appellant (cf. El
Exanpl es 4 and 4c; cf. Experinental Report of

28 Novenber 2001 were not pertinent for denonstrating
the presence of inventive step since they did not fal
under the scope of the clains.

(tii.7) One would cone to the sanme concl usion of |ack
of inventive step when starting from E3 and conbi ni ng
it with E14.



VI .

1978.D

- 15 - T 0522/ 02

(1i1.8) The subject-nmatter of the remaining clains 2 to
5 and 7 to 9 | acked inventive step in view of E14 and
E3. Caim10 was not inventive in view of E5 and El1l2.

Wth its letter dated 14 July 2003, the Appellant
submtted 4 sets of 10 clains representing a new main
request and three auxiliary requests.

| ndependent Clains 1, 6, and 10 of the main request
read as foll ows:

"1. A process for preparing a light stabilized
pol yam de substrate, conprising the steps of:

a. mxing an effective anmount of a hindered am ne
wi th a pol yam de precursor, said hindered am ne
conprising a functional group capable of reacting
with an end group of said pol yam de precursor and
bei ng represented by the fornmula:

in which

Ry, conprises said functional group and is sel ected
fromthe group consisting of -(NHHRs where Rs is
al kyl of 1 to 8 carbons; -COOH, -COOH acid
derivative; -(CH)x(NHR, in which X is an integer
of from1l to about 6 and Ris alkyl of 1 to 8
carbons; -(CH)y COOH, in which Y is an integer of



1978.D

- 16 - T 0522/ 02

from1l to about 6; and -(CH,) vy COOH aci d derivative
in which Yis an integer of from1l to about 6,

R, is al kyl; and

Rs is selected fromthe group consisting of
hydrogen; alkyl of 1 to 3 carbons; and -OR, in
which R, is selected fromthe group consisting of
hydrogen, nethyl, and alkyl of 1 to 7 carbons;
fol |l oned by

b. reacting said functional group with the end
group of said polyam de precursor at a tenperature
sufficient for polynerization to occur,

to thereby bind the hindered amine to the

pol yam de

or conprising the steps of:

a. mxing an effective anmount of a hindered am ne
with a pol yam de precursor, said hindered am ne
conprising a functional group capable of reacting
with an end group of said pol yam de precursor and
bei ng represented by the fornmnula:

in which

Ry, conprises said functional group and is sel ected
fromthe group consisting of -(NHHRs where Rs is

hydrogen or alkyl of 1 to 8 carbons; -COOH, -COCH
acid derivative; -(CH)x(NH)Rs, in which Xis an
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integer of from1l to about 6 and Rs is hydrogen or
al kyl of 1 to 8 carbons; -(CH,)y COOH, in which Y
is an integer of from1l to about 6; and -(CH)y
COOH acid derivative in which Y is an integer of
from1l to about 6,

R, is al kyl; and

Rs is selected fromthe group consisting of
hydrogen; alkyl of 1 to 3 carbons; and -OR4 in
which R, is selected fromthe group consisting of
hydrogen, nethyl, and alkyl of 1 to 7 carbons;
fol |l oned by

b. reacting said functional group with the end
group of said polyam de precursor at a tenperature
sufficient for polynerization to occur,

to thereby bind the hindered amine to the

pol yam de

wherein said pol yam de precursor is selected from
the group consisting of nmononers and ol i gonmers of
a G to Gy aryl diamne with a G to Ca aryl
diacid or aryl diacid derivative; nononers and
oligomers of a G to G4 aryl diamine with a G to
Cis al kyl diacid or alkyl diacid derivative;
nononers and oligoners of a G to G4 aral kyl
diamine with a Co to Cy4 aral kyl diacid or diacid

deri vati ve.

A pol yam de substrate conprising a |ight
stabilizing amount of a hindered am ne bound
thereto by reaction of a functional group of the
hi ndered amine with an end group of a precursor of
sai d pol yam de, said hindered am ne being
represented by the formnul a:
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in which

Ry, conprises said functional group and is sel ected
fromthe group consisting of -(NHHRs where Rs is
al kyl of 1 to 8 carbons; -COOH, -COOH acid
derivative; -(CH)x(NHR, in which X is an integer
of from1l to about 6 and Ris alkyl of 1 to 8
carbons; -(CH)y COOH, in which Y is an integer of
from1l to about 6; and -(CH,) vy COOH acid derivative
in which Yis an integer of from1l to about 6,

R, is al kyl; and

Rs is selected fromthe group consisting of
hydrogen; alkyl of 1 to 3 carbons; and -OR, in
which R, is selected fromthe group consisting of
hydrogen, nethyl, and alkyl of 1 to 7 carbons;

or said hindered am ne being represented by the
formul a:

in which

Ry, conprises said functional group and is sel ected
fromthe group consisting of -(NHHRs where Rs is
hydrogen or alkyl of 1 to 8 carbons; -COOH, -COCH
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acid derivative; -(CH)x(NH)Rs, in which X is an
integer of from1l to about 6 and Rs is hydrogen or
al kyl of 1 to 8 carbons; -(CH,)y COOH, in which Y
is an integer of from1l to about 6; and -(CH)y
COOH acid derivative in which Y is an integer of
from1l to about 6,

R, is al kyl; and

Rs is selected fromthe group consisting of
hydrogen; alkyl of 1 to 3 carbons; and -OR4 in
which R, is selected fromthe group consisting of
hydrogen, nethyl, and alkyl of 1 to 7 carbons,

wherein said polyam d precursor is selected from
the group consisting of nmononers and ol i gonmers of
a G to Gy aryl diamne with a G to Ca aryl
diacid or aryl diacid derivative; nononers and
oligomers of a G to G4 aryl diamine with a G to
Cis al kyl diacid or alkyl diacid derivative;
nononers and oligoners of a G to G4 aral kyl
diamine with a CGo to Cy4 aral kyl diacid or diacid

deri vati ve.

A flag, a decorative banner, or a personal
flotation device nade of the polyam de substrate
of claimé6."

| ndependent Clains 1 and 6 of the first auxiliary

request differ fromCains 1 and 6 of the main request,

respectively, only in that the expression "for nmaking

fi bers" has been added after the wording "pol yam de

substrate” in the first line of the respective clains.

| ndependent Clains 1 and 6 of the second auxiliary

request differ fromindependent Clains 1 and 6 of the
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first auxiliary request, respectively, in that the

pol yam de precursors have been restricted to the group
consi sting of nononmers and oligoners of a G to G4 aryl
diamine with a G to G4 aryl diacid or aryl diacid
derivative; nononers and oligonmers of a G to G4 aryl
diamine with a G to Cg al kyl diacid or alkyl diacid
derivative; nononers and oligoners of a G to Gy

aral kyl diamine with a Go to Cg4 aral kyl diacid or

di aci d derivati ve.

| ndependent Clains 1 and 6 of the third auxiliary
request differ fromindependent Clains 1 and 6 of the
second auxiliary request in that the pol yam de
substrate has been restricted to a fiber.

Furt hernore, independent Claim 10 reads as foll ows:
"A flag, a decorative banner, or a personal flotation
devi ce made of the polyam de fiber of claim®6."

The Appel |l ant al so argued essentially as foll ows:

(i) Docunent E18 was a late filed docunent. It was not
pertinent and should not be admitted into the
pr oceedi ngs.

(1i) Novelty:

(ii.1) E14 did not disclose that the stabilizer should
be m xed with the pol yam de precursors and pol ynerized.

(ii.2) Since the possibilities for the radicals R and R
to be hydrogen had been deleted fromthe fornula set

out for the hindered am ne, the subject-matter of

Clains 1 of the main request and the first auxiliary
request was novel over E3. Furthernore E3 did not
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di scl ose the use of aromatic pol yam de precursors, and
t he pol yam des di sclosed in E3 could not be used as
fi bers since they were branched.

(iii) Inventive step:

(iii.1) The skilled person would not conbine E14 and E3
since E3 was not concerned at all with the
stabilization of polyam des against |ight.

(tii1.2) E12 would not lead to the solution proposed in
the patent in suit, since the hindered am nes used
according to E12 were bifunctional nononmers and did not
wor k as chain regul ators.

(i11.3) The experinental report submtted with letter
of 28 Novenber 2001 was pertinent, since it showed the
effect of the addition of the stabilizer to the
precursors in conparison to the mxing of the
stabilizer with the obtained pol yam de. This effect
woul d al so be obtained for the clained pol yam des.

In a letter dated 23 April 2004, the Appellant inforned
the Board that it did not intend to attend the oral
proceedi ngs schedul ed on 20 July 2004.

Wth its letter dated 13 May 2004, Respondent |
submtted a further docunent:

E19: "Dictionnaire des fibres textiles & technol ogi es
textiles", Centre des technologies textiles, 1994,

pages 28 to 29.

It al so argued essentially as foll ows:
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(i) Concerning the main request:

(i.1) E3 could be taken as the closest state of the art.
The main request differed fromE3 only in that
derivatives of TAD were used.

(i.2) TAD was well known as light stabilizer. Thus, the
pol yam des of E3 were inherently light stabilized.

(i.3) It was obvious to the skilled person to repl ace
the TAD used in E3 by TAD derivatives having ot her
functional groups being reactive with the functional
groups of the pol yam de.

(i.4) The subject-matter of the main request would al so
be obvious in view of the conbination of E14 with E3.

In that respect, the fact that TAD conpounds m ght be
used in the polynerization of polyam des for

stabilizing them was suggested by docunments E2, E5, E18,
and E4.

(i.5) It was further obvious to the skilled person to
use TAD or TAD derivatives for the stabilization of

aromati ¢ pol yam des.

(i.6) Document E2 could al so be taken as closest state
of the art, since it disclosed light stabilized
aromati ¢ pol yam des which could be used as fibers.

(i.7) It differed fromthe patent in suit in that the
use of TAD was not disclosed in E2.
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(i.8) The combination of E2 with E3 or E14 woul d render
the cl ai ned subject-matter obvious.

(ii) Concerning the auxiliary requests:

The subject-matter of these requests would | ack
inventive step, since E2, E14 and E3 were concerned
wi th the manufacture of polyam de fi bers.

In a tel ephone consultation dated 16 June 2004 with the
Regi strar of the Board, Respondent Il (Opponent 111)
indicated that it would not attend the oral proceedings
schedul ed on 20 July 2004.

Oral proceedings were held on 20 July 2004 in the
absence of the Appellant and of Respondent I1).

At the oral proceedings Respondent I, while essentially
relying on the argunents presented in its letter dated
13 May 2004, and after having stated that it had no

obj ections under Article 123(2), 123(3) and 84 EPC in
respect to the main request of the Appellant, nade
further subm ssions concerning inventive step, which
may be sunmarized as foll ows:

(i) dainms 1 and 6 contained two alternatives, i.e.
alternative (a) applicable to all pol yam des in which
the possibility for the piperidine conpound to be a

primary am ne had been del eted; and

alternative (b) applicable only to aromati c pol yam des
and specific sem -aromati c polyam des in which the
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possibility for the piperidine conpound to be a prinmary
am ne had been mai nt ai ned.

(1i) Docunent E14 related to pol yam de conpositions
whi ch were stabilized against |ight and heat by

i ncorporation of sterically hindered piperidine
conmpounds.

(iii1) These stabilizers belonged to same famly as the
stabilizers used according to the patent in suit.

(tv) The formula indicated for the stabilizer in E14
enconpassed conpounds having primry or secondary ani ne
groups corresponding to the group Riin the fornula set
out in Caim1l of the patent in suit.

(v) Furthernore the specific stabilizer 35 (cf. page 8
of E14) fell under the scope of the both alternatives
of Claiml. Stabilizer 32 (page 8) would fall under the
scope of the second alternative of that claim

(vi) According to E14 the stabilizer m ght be
incorporated in the polyam de at any stage.

(vii) Document E4 disclosed that the incorporation of a
hi ndered pi peridine nolecule on the end of the pol yner
chain was effective to photostabilizing pol yanm des.

(viii) The hindered piperidines of E4 belonged to the
sane famly as those of El14.

(ix) It was further known from E3 that hindered
pi peridines (e.g. TAD) m ght be used as chain regul ator
in the manufacture of polyan des.
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(x) There were no exanples illustrating the alternative
(a) and the only exanples (i.e. Exanples 16 and 18 of
the patent in suit) dealing wth alternative (b) gave
no information concerning the |ight stabilization
actual Iy achi eved.

(xi) Al eged but unsupported advantages (i.e. in the
present case an inproved |light stability) could not be
taken into consideration when assessing inventive step.
Ref erence was nade to the decisions T 561/94 of

6 Decenber 1996 (not published in Q3 EPO and to
decision T 20/81 (QJ EPO 1982, 217).

(xii) Document E3 belonged to the sanme technical field
as the patent in suit. Furthernore, the polyam des

di sclosed in E3 could be used in the manufacture of
fibers, as evidenced by the reference made in E3 to
their dying properties with acid dyes (cf. page 6,
lines 53 to 54).

(xiii) Thus, in the absence of a specific effect
related either to the use of the specific piperidines
conpounds (alternative (a)) or to the use of the
specific polyanm des (alternative (b)), the subject-
matter of Claiml would | ack inventive step in view of
t he conbi nation of E14, with E4 and E3.

(xiv) Cdaim6 only required that the stabilizer be
bound to the end of the polyanm de chain. Its subject-
matter woul d be obvious in view of the conbination of
E14 and EA4.
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Fol | owi ng observations of the Board concerning the
formal adm ssibility of the auxiliary requests, the
Respondent submitted that Claim 10 of the third

auxi liary request woul d appear to contravene
Article 123(2) EPC, since personal flotation devices
made of a fiber had not been disclosed in the
application as originally filed.

The Appel |l ant requested that the decision under appeal
be set aside and that the patent be maintained on the
basis of the main request submitted with letter dated
14 July 2003, or in the alternative on the basis of one
of the 3 auxiliary requests submtted with |etter of

14 July 2003.

The Respondents requested that the appeal be di sm ssed.

Reasons for the Deci sion

1

1978.D

The appeal is adm ssible

Procedural nmatters

As nentioned above in paragraphs VII and I X the
Appel I ant and the Respondent |1 indicated that they
woul d not be represented at the oral proceedings. In
accordance with Rule 71(2)EPC, the proceedi ngs
continued without them It further follows, that, in
accordance with Article 11(3) of the Rules of procedure
of the Boards of Appeal, the Board considers that the
absent parties rely only on their witten subm ssions.
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As indicated in paragraph VI above, the Appellant has
submtted with its letter dated 14 July 2003 four sets
of clainms representing a new main request and three

auxiliary requests, respectively.

According to established jurisprudence of the boards of
appeal of the EPO amendnents made in the clains of a
patent in the course of appeal proceedings are to be
fully exam ned by the Board of its own notion as to
their conpatibility with the requirenents of the EPC
in particular the formal requirenents with regard to
Article 123(2) EPC (cf. G 9/91, QJ EPO 1993, 408,

poi nt 19 of the Reasons for the Decision).

It was therefore to be expected that a check of the
amended clains for the purposes of Article 123(2) EPC
woul d form part of the discussions at the oral

proceedi ngs, and the patent proprietor had reason and
the opportunity to prepare hinself for this eventuality.
| f he neverthel ess preferred not to attend the oral
proceedi ngs, he failed to take up an opportunity to

commrent on this ground for the present deci sion.

Checki ng during the oral proceedi ngs whet her the

subj ect-matter of the amended cl ai ns extended beyond
the content of the application as filed, inplies solely
a conpari son between the wordi ng of the anended cl ai ns
and the content of the application as filed and it is

t hus not based on facts introduced into the case for
the first time during oral proceedings.

As can be inferred fromthe Opinion G 4/92 of the
Enl arged Board of Appeal (QJ EPO 1994, 149), a decision
may be based on a ground discussed for the first tine
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during oral proceedi ngs which would prevent the patent
bei ng mai ntai ned as anended, if the absent patent
proprietor could have expected the question to be

di scussed and was aware fromthe proceedings to date of
t he actual bases on which it woul d be judged.

Consequently, a decision concerning the form
allowability of the present anended cl ai ns under
Article 123(2) EPC can be taken in the absence of the
Appel l ant (Patent Proprietor) w thout infringing
Article 113(1) EPC.

The Appellant has further contested the introduction of
docunent E4 into the proceedings by the Qpposition

Di vision, on the ground that the opposition has not
been substantiated in view of that docunent.

In that respect, the Board notes that docunent E4 has
been submtted with the Notice of Opposition filed by
Opponent 11 (Respondent 1) on 20 January 2000. This
Noti ce of opposition has been considered as adm ssible
intoto by the Opposition Division, and this has not
been contested by the Appellant. It thus follows that
docunent E4 bel onged to evidence submtted by

Qpponent Il in support of its Notice of Qpposition and
that it was ab initio in the proceedings, so that the
Qpposition Division was not only entitled to consider
this docunent, but, noreover, had the obligation to
take it into considerati on when assessing novelty

and/ or inventive step.

Si nce furthernore docunent E4 has been anply di scussed
at the oral proceedings before the Qpposition Division
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and during the witten phase of the appeal proceedings,
the Board sees no reason to disregard this docunent.

Mai n request

3.2

3.3

1978.D

Wordi ng of the clains

| ndependent Clains 1 and 6 of the main request differ
fromCains 1 and 6 of the set of clains on which the
deci sion of the Opposition Division has been based only
in that the possibility for the radical Rsto be
hydrogen has been deleted fromthe first alternative
covered by these cl ains.

The remaining Clains 2 to 5, and 7 to 10 correspond to
Clains 2 to 5 and 7 to 10 of the set of clains on which
t he decision of the Opposition Division was based.

This set of Clainms 1 to 10 has been considered as
nmeeting the requirenents of Articles 123(2), 123(3)

and 84 EPC by the Opposition Division, and this has not
been contested by the Qpponents.

Taki ng into account that Respondent | has raised no
obj ection under Article 123(2), 123(3) and 84 EPC
agai nst the main request, and since it is evident, in
the Board's view, that the anmendnments made in

i ndependent Clains 1 and 6 in conparison to Clains 1
and 6 of the set of Clainms on which the decision of the
OQpposition Division was based, cannot give rise to
obj ections under these Articles, the Board sees no
reason not to consider that the requirenents of
Articles 123(2), 123(3) and 84 EPC are net by all the
cl ai ns.
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Novel ty

Al t hough | ack of novelty has been all eged by Respondent
| in respect to the subject-matter of the clains on

whi ch the deci sion of the opposition was based in view
of docunments E3 and E14, novelty of the subject-matter
of the main request has not been challenged by the
Respondents in the witten phase of the appeal
proceedings and it was not an issue at the oral
proceedi ngs before the Board. Thus, the Board sees no
reason to raise the matter either.

Cl osest state of the art

The patent in suit is concerned with light stabilized
pol yam de substrates. Such pol yam de substrates are
known in particular fromdocunent E14 which the Board
in comon with the Parties and the Qpposition D vision
regards as the closest state of the art.

E14 relates, in particular to the stabilization of

pol yam des agai nst photo- and thermal -deterioration

t hereof by having incorporated therein, in a sufficient
amount to inhibit such deterioration, a 4-

am nopi peridi ne derivative having the fornula (1):

R2—~N R3
HaC CHz
Hs rlq ~CHa
R n



1978.D

- 31 - T 0522/ 02

or a salt thereof.

In formula (1), Rl represents hydrogen atom or an acyl
group; R2 represents hydrogen atom an unsubstituted or
substituted al kyl group, a cycloal kyl group, an
unsubstituted or substituted aryl group, an
unsubstituted or substituted aral kyl group or the group
of the formula

CH: CH:
~  NE

CH; OH,

nis an integer of 1 to 3 inclusive; and, when n is 1,
R3 represents hydrogen atom an acyl group, an

al koxycar bonyl group, carbanoyl group, thiocarbanoyl
group, a N-substituted carbanmoyl group, a N-substituted
t hi ocar banoyl group or a nonoval ent group obtai ned by
renovi ng one hydroxyl group froman oxoacid or it may
form together with R2, the group of the formula

-0

I

and, when n is 2,

R3 represents a diacyl group, a N-substituted

di car banoyl group, a N-substituted bisthiocarbanoyl
group, carbonyl group or a divalent group derived by
renovi ng two hydroxyl groups from an oxoacid, and, when
nis 3,

R3 represents a triacyl group, a N-substituted
tricarbanoyl group, a N-substituted tristhiocarbanoyl
group or a trivalent group obtained by renoving three
hydr oxyl groups from an oxoacid (cf. Clains 1 and 6).
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These pol yam de conpositions can be used in the
manuf act ure of substrates such as fibers, filnms or

nol ded articles (page 17, lines 19 to 23). As indicated
in E14, the stabilizer can be incorporated into the
pol yner at any stage before the processing of the
conposition into formed articles (page 17, line 24 to
page 18, line 2). In general, the 4-am nopiperidi ne
derivatives of the formula (1) or salts thereof may be
added in an anount ranging preferably 0.02 to 2.0
percent by weight for polyam des (page 18, lines 7

to 24). Although E14 exenplifies (Exanple 3) the
incorporation by mxing in the nelt of specific

pi peri di ne conmpounds (Table 3; and conmpounds No. 3, 6,
7, 10, 38, 51, 56, 59, and 62 on pages 7, 8, 9, 10)
into an aliphatic polyam de (Nylon 6), none of the

pi peri di ne conmpounds used in this exanple conprises a
functional group capable of reacting with the end
groups of the pol yam de.

On the basis of the introductory section of the patent
in suit (paragraph [0001]), the technical problem
underlying the patent in suit has been defined in the
provi sion of polyam de substrates having an enhanced
[ight stability.

The sol ution proposed by the patent in suit is to
prepare the polyam de in presence of a specific

pi peridine |light stabilizer which conprises a
functional group capable of reacting with an end group
of the polyam de precursors (Claim1) or nore generally
to provide a pol yam de substrate having a specific

pi peridine |light stabilizer bound to the end of the

pol yam de chain (C ai m 6)
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In that context, the Board, however, firstly notes that
neither the Exanmples 2, 3, 5, 7, 8, 9, 12, 13, 20,

and 22 of the patent in suit nor the exanples submtted
with letter of 28 Novenber 2001 of the Patentee fal
under the scope of Clains 1 and 6 (alternative (a); cf.
Section X(i), above). Secondly, although Exanples 16
and 18 of the patent in suit would fall under the scope
of Clainms 1 and 6 (alternative (b)), these exanples do
not provide any information on the actual |ight
stability obtained. The same is also true for the
conparative data submtted in docunent E17 (Conparative
data concerning "TAD Derivatives Reacting with Am ne
End G oups of the Polyner"”) filed by the Patent
Proprietor at the oral proceedings before the
OQpposition Division, since, although the exanpl es of
Tables 8, 9 and 10 of E17 dealing with the use of
TADCOOH woul d fall under the scope of Clains 1 and 6
(alternative(a)), this docunent is totally silent on
the Iight stabilization obtained and nerely states that
"sanpl es regul ated by TADCOOH show i n sone aspects
slightly better properties”.

Consequently, there is no convincing evidence avail abl e
to the Board, that the claimed neasures provide an
effective solution of the stated problem

It is therefore necessary to refornulate the problemin
| ess anbitious terns, namely, to provide further |ight
stabilized pol yam de substrates, but regardl ess of

whet her these pol yam de substrates achi eved the sane, a
| ower or a better performance in ternms of |ight
stabilization than those disclosed in E14 (cf. also
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T 253/ 95 of 17 Decenber 1997, not published in QJ EPQ
Reasons point 7.3).

The solutions of the refornul ated problemare in any
case the sanme (section 5.5, above). In that respect,

t he Board does not have any reason to doubt that the
cl ai med neasures provide an effective solution for the
foll ow ng reasons:

(i) firstly, since the stabilizers used in the patent
in suit not only belong to the sane famly of
stabilizers (i.e. hindered piperidines) but, noreover,
they furthernore clearly overlap with those defined by
t he general fornmula (1) in E14, and, secondly,

(ii) since it is in any case evident, in the Board's
view, that the stabilizing effect is related to the
presence of a hindered piperidi ne backbone.

| nventive step

This issue turns, in particular, on the question
whet her the solution proposed in Claim®6 was obvious to
the skilled person starting fromthe disclosure of El4,
particularly its Exanple 3, having regard to the

rel evant prior art.

In other words, the question with regard to obvi ousness
is whether the difference between the pol yam de
substrate according to Exanple 3 of E14 (cf.

Section 5.3 above) and the pol yam de substrates
according to Claim6, i.e. the use of a hindered

pi peri di ne conmpound having a functional group as
defined in that claimand susceptible to react with the
end group of the polyam de chain during the mxing in

the melt involves an inventive step.
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In that respect, docunment E4 which relates to the

t hermal and phot ochem cal stabilization of polyam de
6,6 by hindered piperidine |ight stabilizers, discloses
the use of a hindered piperidine stabilizer having a
reactive functional group (i.e. 2,2,6,6-

t etranet hyl pi peridin-4-ol (TMP)). According to E4,
several hindered piperidine stabilizers, were tested
(cf. Table 1 on page 254) for their efficiency in

pol yam de 6,6 substrates. In view of the results
obtained in terns of decrease of the viscosity nunber
after light exposure (Figure 3, page 259), it is clear
that TMP indisputably provides a very effective
stabilization against light. Thus, E4 concl udes that
the incorporation of a hindered piperidine nolecule on
the end of the polynmer chains is an effective nethod
for stabilizing nylon 6,6 against |ight (page 261
Concl usi ons) .

Wiile it is true as submtted by the Appellant that TMP
as such does not fall under the definition of the

hi ndered pi peridines stabilizers used according to the
patent in suit, since it possesses a hydroxyl group as
functional group instead of a carboxylic group or an
amno group as required by the patent in suit, it is
evident, as stated above in Section 5.9, that the
stabilizing effect is related to the presence of the

hi ndered pi peri di ne backbone and not to its binding
group to the polyam de chain. It thus follows that the
teaching of E4 cannot be limted to hindered

pi peri di nes having a hydroxyl group as functional group,
but that it clearly extends to a general principle of

bi ndi ng the hindered piperidine stabilizer to the

al i phati c pol yam de chai n.
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6.5 Thus, starting from Exanple 3 of E14, it would not have

required any inventive skill for the skilled person

| ooking for further light stabilized pol yam de

substrates to select a hindered piperidine conpound

havi ng a functional group susceptible to react with an

end group of the polyam de chain during the m xing

process in the nelt anong the stabilizers enconpassed

by the general fornula indicated in aim1l of E14,

such as the cyclic al kyl secondary am no

t et ramet hyl pi peri di ne conpound 35 (page 8) or its

i near al kyl honol ogues (nmethyl, ethyl; Cdaim1l, page 3,

l[ines 17 to 19), or at least to try this in order to

obtain further light stabilized pol yam de substrates.

6.6 Consequently, the subject-matter of Claimé6

(alternative (a)) nust be regarded as obvious in view

of the conbination of E14 with E4.

6.7 Since Caim6 |acks inventive step,
whol e nust be refused.

First and second auxiliary requests

the main request as

7. Claim1 of both the first and the second auxiliary

requests refers to a process for preparing a |light

stabilized pol yam de substrate for meking fibers.

7.1 VWaile it is disclosed in the application as originally
filed (WO A-97/05189) that the polyam de substrate as
such mght be a fiber, a film fabrics, or a nol ded

article (page 3, lines 1 to 3), the expression

"pol yam de substrate for nmaking fibers" results, in the

Board's view, in a further characterizati on of the

1978.D
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pol yam de substrate, i.e. inherently attributing it
properties such as, inter alia, shape, structure,
nmechani cal or chem cal characteristics, which render it
suitable for being further transfornmed into pol yam de
fibers.

This further characterization of the pol yam de
substrate is however not supported by the application
as originally filed. It thus follows that daim1 of
both the first and the second auxiliary requests the
first and the second auxiliary request contravenes
Article 123(2) EPC. Consequently, these requests mnust
be refused.

Third auxiliary request

1978.D

Claim6 of the third auxiliary request related to a
pol yam de fi ber nmade from hi ndered pi peridines
stabilized aromatic or arylal kyl polyam des and
Claim 10 refers to flag, a decorative banner or a
personal flotation device nmade of the pol yam de fi ber
of Claim 6.

Wil e according to the application as originally filed
(page 3, lines 1 to 5) the pol yam de substrate m ght be
used as fabric covers for personal flotation devices,
and the products made therefrom m ght be used as
personal flotation devices (page 8, line 29 to page 9,
line 3), it is evident that there is no support in the
application as filed for a personal flotation device
made of an aromatic or al kyl aromatic pol yam de fi ber
as defined in Caim6.
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8.2 Thus, the Board cones to the conclusion that C aim 10
contravenes Article 123(2) EPC. Consequently the third
auxi liary request as a whole nust be refused.

9. Si nce none of the requests submtted by the Appell ant
is allowable, the appeal nust be di sm ssed.

Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

E. Gorgnmaier R Young

1978.D



